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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Act II Jewelry, LLC

Entity Limited Liability Company Citizenship Delaware

Address 1235 N. Mittel Boulevard
Wood Dale, IL 60191
UNITED STATES

Attorney
information

Milton Springut
Springut Law PC
75 Rockefeller Plaza 19 Fl
NEW YORK, NY 10019
UNITED STATES
cboehm@springutlaw.com, ms@springutlaw.com, tbenschar@springutlaw.com
Phone:(212) 813-1600

Applicant Information

Application No 85820434 Publication date 03/26/2013

Opposition Filing
Date

04/24/2013 Opposition
Period Ends

04/25/2013

Applicant ShoeDazzle.com, Inc.
Suite 325 2501 Colorado Avenue
Santa Monica, CA 90404
UNITED STATES

Goods/Services Affected by Opposition

Class 025.
All goods and services in the class are opposed, namely: Footwear

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3193032 Application Date 02/09/2006

Registration Date 01/02/2007 Foreign Priority
Date

NONE

Word Mark LIA SOPHIA

Design Mark

Description of
Mark

NONE

http://estta.uspto.gov


Goods/Services Class 014. First use: First Use: 2004/06/25 First Use In Commerce: 2004/06/25
Jewelry

U.S. Registration
No.

2952808 Application Date 04/15/2004

Registration Date 05/17/2005 Foreign Priority
Date

NONE

Word Mark LIA SOPHIA SHARE THE LOVE OF JEWELRY

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 2004/06/25 First Use In Commerce: 2004/06/25
jewelry

Attachments Notice of Opposition ShoeDazzle.pdf ( 4 pages )(30026 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /CGB/

Name Caroline G. Boehm

Date 04/24/2013
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                          IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
                     BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  
 

                                                                                
          
ACT II JEWELRY, LLC d/b/a lia sophia,      

         
Opposer,  

Opposition No.  
 

v.                  Serial No.: 85/820434           
    
SHOEDAZZLE.COM, INC.                  Mark: SOPHIA & LEE 

  
               Applicant. 
_____________________________________ 
 

 
NOTICE OF OPPOSITION 

 
In the matter of Application Serial No. 85/820434 for registration of the mark SOPHIA & 

LEE for “footwear” in International Class 25, which Application was filed on January 10, 2013 

by ShoeDazzle.com, Inc. (“Applicant”) and which was published in the Official Gazette on 

March 26, 2013. 

Act II Jewelry, LLC doing business as lia sophia, a limited liability company organized 

under the laws of the State of Delaware, having its principal office and place of business at 1235 

N. Mittel Blvd., Wood Dale, Illinois 60191 (“Opposer”) believes it will be damaged by 

registration of the mark, and hereby opposes same. 

The grounds for Opposition are as follows:    

1. Opposer, its predecessors in interest and affiliated companies have used the marks 

LIA SOPHIA and LIA SOPHIA SHARE THE LOVE OF JEWELRY in connection with jewelry 

items since at least as early as 2004. 
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2. Opposer is the owner of the following relevant U.S. Trademark Registrations on 

the Principal Register in the United States Trademark Office, which registrations are valid and 

subsisting: 

MARK REG. NO. REG. DATE GOODS 
 

LIA SOPHIA 3,193,032 January 2, 2007 Jewelry 
 

LIA SOPHIA 
SHARE THE LOVE 

OF JEWELRY 

2,952,808 May 17, 2005 Jewelry 

 

3. By reason of the Opposer’s continued and exclusive use, promotion and 

advertising of such marks in the United States and throughout the world, such marks have 

become identified and recognized as indicator of the source of the Opposer’s high quality 

jewelry products. 

4. Applicant proposes to the use the mark SOPHIA & LEE in connection with 

“footwear.”  Numerous sources for such goods use the same trademarks for both types of goods. 

 In fact, a search of the Trademark Office register reveals over 3,200 live registrations for marks 

used for both “jewelry” and “footwear” and over 3,000 for marks used for both “jewelry” and 

“shoes.”  Furthermore, such goods often travel through the same channels of trade and are often 

marketed and promoted together or as complimentary goods.  Accordingly, there is a close 

association among the purchasing public between goods of the two types.  

5. For these reasons, consumers are likely to believe that Applicant’s and Opposer’s 

goods originate from the same source or are somehow related. 

6. Applicant’s proposed mark is confusingly similar in sound and commercial 

impression to Opposer’s mark such that there is a substantial likelihood that consumers will be 
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confused by Applicant’s use of its proposed mark in connection with Applicant’s goods resulting 

in irreparable harm and damage to the Opposer. 

WHEREFORE, Opposer request that the registration sought by Applicant be refused and 

that this Opposition be sustained. 

 
Respectfully Submitted,  

 

 _____________________________  
Milton Springut, Esq. 
Tal S. Benschar, Esq. 
SPRINGUT LAW PC 
75 Rockefeller Plaza, 19th Floor 
New York, New York 10019  
(212) 813-1600 

 
Dated: April 24, 2013 




