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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
California Board Sports, Inc., ) Opposition No. 91210116
)
Opposer, )
) v
v- o C
) Mark: (the “Topo Logo”)
Topo Athletic, LLC, )  Serial No. 85793856
) Filing Date: December 4, 2012
Applicant. )  Published: April 2, 2013
)
)
)
)
)

OPPOSER’S RESPONSE IN OPPOSITION TO APPLICANT’S MOTIONS FOR
RULE 56(d) DISCOVERY AND FOR LEAVE TO AMEND ITS PLEADING
.

INTRODUCTION

The goods at issue in this case are legally identical: footwear. The channels of trade and
classes of consumers are unrestricted in Applicant’s application. Accordingly, no amount of
discovery directed to Opposer’s actual use, its channels of trade, its customers and distributors,
its licensees, its finances, its advertising expenditures and its knowledge of third party
registrations will change the outcome of Opposer’s Motion for Summary Judgment (the “MSJ”).
These categories of discovery that Applicant seeks do not and will not bear on the singular issue
raised in the MSJ — whether the Topo Logo and the Osiris Logo are confusingly similar designs.

Summary judgment exists to avoid unnecessary trials. It should be granted in those cases

where there is no genuine dispute of material fact, and where more evidence is unlikely to make



a difference. This is clearly one of those cases. Since the goods at issue are legally identical,
both the channels of trade and classes of consumers must be presumed by the Board to be
identical, so any attempt by the Applicant to present evidence differentiating its business from
Opposer’s will have no bearing on the question of likelihood of confusion. The central question
of whether the two logos are confusingly similar can be determined without discovery by
observing the marks themselves.! The discovery that Applicant seeks will change nothing and
its Rule 56(d) motion should, therefore, be denied.

Moreover, Applicant’s eleventh hour attempt to restrict its Application and seek a
corresponding restriction of Opposer’s registrations to avoid judgment is not only procedurally
improper (as having been filed during the suspension period), but tantamount to an admission
that there is a likelihood of confusion. Under the Eurostar Inc. v. “Euro-Star” Reitmoden GmbH
& Co., 34 U.S.P.Q.2d 1266 (TTAB 1994) case cited in Applicant’s motion for leave to amend,
there can be no amendment under Section 18 of the Lanham Act without an implicit
acknowledgement that there exists a likelihood of confusion now. Yet in its motion for
discovery, Applicant contends it needs additional discovery to support its defense against the
MSJ “based on the absence of likelihood of confusion.” (Motion for Rule 56(d) Discovery at 3.)

It is not Opposer’s long-standing registrations that are the problem in this case. It is
Applicant’s broad and unlimited Application that has set the stage for this dispute. Now that
Opposer’s MSJ has been presented, Applicant should not be permitted to amend its pleading to

avoid summary judgment, thereby prolonging this dispute and further squandering party and

! To the extent the Applicant seeks to discover from Opposer expert reports or surveys concerning a likelihood of
confusion with respect to the Osiris Logo and the Topo Logo, such documents and information do not exist.
(Declaration of Joshua J. Richman (“Richman Decl.”), §7.)
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Board resources.? Contrary to the suggestion made in the Applicant’s two motions, Opposer had
no dilatory motive in the timing of its MSJ. (Richman Decl., 3.) It simply views this case as
presenting a simple question of law which the discovery Applicant seeks will have no effect.
Applicant has all that it needs in order to respond to the MSJ, and for the reasons set forth herein,
the Rule 56(d) motion should be denied and the Rule 15(a)(2) motion should be denied, or at
least deferred until after the MSJ is decided.

1.

PROCEDURAL HISTORY AND STATEMENT OF FACTS

On April 8, 2013, Opposer filed its Notice of Opposition. The Notice of Opposition
contains a single ground for opposition (priority and likelihood of confusion) and cites as the
basis for opposition five Federal Registrations, four of which are incontestable under Section 15
of the Lanham Act (15 U.S.C. § 1065).

On May 20, 2013, Applicant filed its Answer. The Answer contained no affirmative
defenses or counterclaims.

On May 24, 2013, Applicant sent Opposer a letter attaching six third-party registrations
Applicant contended were “at least as close to [the Osiris Logo] as the Topo Logo.” Notably, the
letter did not suggest an amendment to Applicant’s Application. A true and correct copy of the
letter (without the attachments) is attached as Exhibit A to the Richman Decl.

On June 3, 2013, the parties held a telephonic discovery conference under Fed. R. Civ. P.

26(f) and Trademark Rule 2.120(a)(2). At no time during the call did counsel for Applicant

2 Under regular Board practice an unconsented request by an applicant to amend its application will not be given
consideration until after a summary judgment motion is decided. TMBP { 514.01. Applicant has never sought
Opposer’s consent to amend its Application and Opposer has never consented to an amendment. (Richman Decl.
12.)
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suggest an amendment to Applicant’s Application, nor did either party discuss any intention to
file motions for summary judgment or motions to amend pleadings. (Richman Decl., 15.)

OnJuly 9, 2013, Applicant served a set of Interrogatories and a Request for Production of
Documents. Responses to the discovery were due to be served on September 9, 2013.2

On August 6, 2013, Opposer filed its MSJ. On August 21, 2013, the Board issued an
Order suspending proceedings pending disposition of the MSJ.

On August 8, 2013, counsel for Opposer and Applicant held a phone call to discuss the
MSJ. During that call, counsel for Applicant indicated that he intended to file a motion for MSJ
discovery. In response, counsel for Opposer indicated that if a list of discovery topics was
provided in advance, Opposer would consider the possibility of agreeing to the discovery and not
opposing a motion for MSJ discovery. A true and correct copy of the email exchange that
followed the phone call is attached as Exhibit B to the Richman Decl. Counsel for Applicant
never responded to the email and never provided counsel for Opposer a list of topics for which it
sought discovery. (Richman Decl, 16.)

On September 5, 2013, in response to Opposer’s MSJ, Applicant filed the instant motions
for MSJ discovery and for leave to amend its pleadings. Counsel for Applicant had never before
discussed with counsel for Opposer a modification to its Application or a restriction of Opposer’s

registrations. (Richman Decl. §2.)

® The parties stipulated to a 30 day extension of time to respond to the outstanding discovery on the basis that
Opposer had filed its MSJ two days earlier and a Board-ordered suspension was imminent. (See Exhibit B to
Richman Decl.) The Board’s August 21, 2013 Suspension Order then indefinitely tolled Opposer’s obligation to
respond to the discovery, pending a decision on the MSJ. TBMP § 528.03.
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1.
ARGUMENT
A. APPLICANT’S FED. R. CIV. P. 56(d) MOTION SHOULD BE
DENIED BECAUSE THE DISCOVERY SOUGHT WILL MAKE
NO DIFFERENCE IN THE OUTCOME AND APPLICANT HAS
NOT MADE A REQUISUITE SHOWING OF NEED
Federal Rule of Civil Procedure 56(d) provides as follows:
(d) When Facts Are Unavailable to the Nonmovant. If a nonmovant shows by
affidavit or declaration that, for specified reasons, it cannot present facts essential
to justify its opposition, the court may:
(1) defer considering the motion or deny it;
(2) allow time to obtain affidavits or declarations or to take discovery; or
(3) issue any other appropriate order.
Rule 56(d) is a means by which a party may ask the Board for permission to take limited
discovery for the sole purpose of responding to a summary judgment motion. TBMP § 528.06;
Keebler Co. v. Murray Bakery Products, 866 F.2d 1386, 9 USPQ2d 1736, 1739 (Fed. Cir. 1989).
The rule requires that the request “be adequately supported by a showing of need” and “set forth
with specificity the areas of inquiry needed to obtain the information.” Id. (emphasis added). A
movant must also state the reasons “why it is unable, without discovery, to present facts
sufficient to show the existence of a genuine dispute of material fact for trial.” TBMP § 528.06;
Dyneer Corp. v. Automotive Products plc, 37 USPQ2d 1251, 1253 (TTAB 1995) (motion for
discovery denied where applicant failed to show need for discovery as to specific issues). If the
party moving for MSJ discovery fails to make the requisite showing of need supported by
reasons why it cannot present facts without discovery from its adversary, the motion must be
denied. Id.

The written discovery that Applicant seeks is almost entirely directed at Opposer’s actual

use — i.e., its actual consumers, its actual trade channels and how it actually uses the Osiris Logo



on its footwear. Applicant has also asked to take the deposition of Opposer’s CEO about all the
ways the Osiris Logo is depicted on Opposer’s footwear. (Declaration of Christopher K. Albert
(the “Albert Declaration”), 112.) Discovery of any of this information will have no impact on
the issues raised in the MSJ. Were the goods at issue not legally identical, then such information
might be probative as to whether there is a likelihood of confusion. However, as the Board has
said time and again, where the goods at issue are legally identical, evidence purporting to
distinguish classes of consumers or trade channels will not relate to a material fact on summary
judgment. See Octocom Sys., Inc. v. Houston Computer Servs., Inc., 918 F.2d 937, 942 (Fed.
Cir. 1990) and cases cited therein; see also additional cases cited in Opposer’s MSJ (Doc. No. 4).
The discovery sought by Applicant therefore will make no difference in the MSJ, and the Albert
Declaration fails to show otherwise.*

Even if some of the discovery attached to the Albert Declaration could be said to bear on
issues raised in the MSJ (which Opposer denies), the declaration still fails to make the requisite
showing of need under Rule 56(d). The declaration attaches a) the two sets of written discovery
that were served before the MSJ was filed (responses to which are indefinitely tolled pending a
decision on the MSJ), b) two new sets of discovery requests, and c) an unlimited deposition
notice of Opposer’s CEO; and then states in conclusory fashion that responses are needed in
order for Applicant to respond to the MSJ.

With regard to the two sets of written discovery that were served before the MSJ was

filed, Mr. Albert states the following justification for its need:

* It is noteworthy that Applicant has placed no reasonable time, geographic or other restriction on any of its thirty
document requests — every single one of the requests asks for “[a]ny and all” documents. Applicant’s twenty nine
numbered interrogatories are similarly broad the deposition notice seeks unlimited-in-scope questioning. (See
Exhibits C, D, F and G to the Albert Declaration.)

® The Albert Declaration also attaches both parties’ Initial Disclosures, which are not at issue in this motion
proceeding and therefore should not have been filed with the Board. TBMP § 409.
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8. All of the discovery sought in the July 9, 2013 Discovery Requests is
information that is probative of the factual issues raised by and what would be
necessary to support Opposer’s motion for summary judgment or are probative of
facts necessary to support Applicant’s defenses to the Opposition, including, but
not limited to, the lack of similarity of the marks, the lack of similarity of the
goods and services identified in Opposer’s registrations asserted in support of its
Opposition and Applicant’s goods, and the similarity of third party marks that
weaken Opposer’s rights in its marks. (Albert Declaration, {8.)

With regard to the two new sets of written discovery, Mr. Albert provides the following virtually
identical reasoning for its need:

9. All of the discovery sought in the Second Set of Discovery is information that
is probative of the factual issues raised by, and that would be necessary to
support, Opposer’s motion for summary judgment or are probative of facts
necessary to support Applicant’s defenses to the Opposition, including, but not
limited to, the lack of similarity of the marks, the lack of similarity of the goods
and services identified in Opposer’s registrations asserted in support of its
Opposition and Applicant’s goods, and the similarity of third party marks that
weaken Opposer’s rights in the marks. Counsel for the Opposer responded and
would not agree to the request as proposed. (Albert Declaration, 19.)

Finally, Mr. Albert provides the same reasoning for why it is “essential” for Applicant to take an
unlimited-in-scope deposition of Opposer’s CEO:

12. It is essential that Applicant obtain the deposition of this witness concerning
the very testimony relied upon by Opposer. This witness, CEO of Opposer, has
critical information that is probative of the factual issues raised by and that would
be necessary to support Opposer’s motion for summary judgment, and he has
critical information that is probative of facts necessary to support Applicant’s
defenses to the Opposition, including, but not limited to the lack of similarity of
the marks, the lack of similarity of the goods and services identified in Opposer’s
registrations asserted in support of its Opposition and Applicant’s goods, and the
similarity of third party marks that weaken Opposer’s rights in its marks. (Albert
Declaration, 12.)

13. More specifically, but not by way of limitation, | expect that a deposition of
Mr. Chen will probe the manner in which Opposer displays its marks on its shoes
and the manner in which consumers view the marks on the shoes, which is
probative of Opposer’s assertion that “rotation is virtually meaningless and will
not change the overall commercial appearance.” (Albert Declaration, 113.)



14. Applicant is unable to present facts essential to justify its opposition to

Opposer’s motion for summary judgment (See Rule 56(d)) in the absence of a

deposition of Mr. Chen. (Albert Declaration, 114, emphasis in original.)
Nowhere does Mr. Albert articulate why the requested discovery is essential to the narrow issues
raised in the MSJ. In fact, paragraphs 8, 9 and 12 of Mr. Albert’s declaration clearly indicate
that the Applicant is requesting information far beyond the scope of what it is permitted to ask
for. In those paragraphs, Mr. Albert plainly states three times that the discovery sought is
“...probative of facts necessary to support Applicant’s defenses to the Opposition, including, but
not limited to the lack of similarity of the marks, the lack of similarity of the goods and services
identified in Opposer’s registrations asserted in support of its Opposition and Applicant’s
goods....” (Albert Declaration, 118, 9, 12, Emphasis added.) Under Rule 56(d), Applicant is not
entitled to ask for discovery generally applicable to the case. The rule only permits discovery
narrowly tailored to the issues raised in the pending MSJ. Therefore, on its very face, the
declaration submitted by the Applicant does not meet the strict and specific requirements of Rule
56(d).

Furthermore, a review of the discovery requests themselves proves that the information
being sought is far beyond the scope of the MSJ. Some representative examples of Applicant’s
inappropriately broad requests are as follows:

Interrogatory No. 4: Identify each product or service on or in connection with

which Opposer has used or is using Opposer’s Marks and identify the date of first
use as to each such product or service.

Interrogatory No. 13: Identify all trademark opposition or civil actions alleging
trademark infringement that Opposer has filed within the past ten years.

Interrogatory No. 15: Identify all Federal, state, or foreign trade name, trademark,
or service mark applications filed by Opposer for any mark that includes any of
the Opposer’s Marks, including the filing date and the serial number of each
application.




Request [for Production] No. 9: Any and all documents referring to, relating to,
mentioning, or concerning Opposer’s advertising expenditures for products and
services sold in connection with Opposer’s Marks.

Request [for Production] No. 15: Any and all documents and other things
referring to, relating to, mentioning, or concerning footwear or other apparel that
Opposer has provided under Opposer’s Marks from the date of first use to the
present.

Request [for Production] No. 25: Any and all documents pertaining to Opposer’s
ownership of Opposer’s Marks.

Request [for Production] No. 26: Any and all licenses pertaining to Opposer’s
Marks.

Not a single one of the above discovery requests is directed to the basic question presented in the
MSJ of whether the Osiris Logo and Topo Logo are confusingly similar when applied to
identical footwear goods.

Applicant’s proposed discovery also seeks to discover information regarding Opposer’s
knowledge of “third party uses and registrations.” (Albert Declaration, 11 and the following
discovery requests appended thereto: Request [for Production] Nos. 2, 8, 11; Interrogatory Nos.
20, 21, 22.) However, Applicant’s motion fails to provide any authority for the proposition that
Opposer’s “knowledge” of third party registrations matters in any way to the MSJ.°

Even assuming arguendo that the existence of third-party registrations did make a
difference, discovery would be unnecessary as such evidence is available to Applicant through
searches of the Federal Register and of common law databases. Applicant’s counsel had a list of
third party registrations it considered relevant in May 2013. (See Exhibit A to Richman Decl.)

There is no need for discovery on this issue.

® The existence of third-party registrations is afforded little weight in deciding likelihood of confusion. Hilson
Research Inc. v. Society for Human Resource Management, 27 USPQ2d 1423, 1431 (TTAB 1993). The same is true
for consideration of the strength of a mark. Olde Tyme Foods Inc. v. Roundy’s Inc. 22 USPQ2d 1542, 1545 (Fed.
Cir. 1992) (emphasis in original).



Applicant’s request for MSJ discovery fails to meet the basic standard of Rule 56(d)
because it does not specify the reasons why, without discovery from Opposer, it cannot present
essential facts needed to respond to the MSJ. There is a significant volume of information
publicly available to Applicant that it could use to support arguments that the Topo Logo and
Osiris Logo are not confusingly similar. The Board should not permit Applicant to delve into
irrelevant subject matters that are outside the scope of the MSJ and thereby waste party resources
and time and to delay a decision on the merits. The Board should certainly not permit Applicant
to take an unlimited deposition of Opposer’s CEO based on the showing that has been made.
Because it has not met the standard set by the Federal Rule and because it has not shown a
specific need for the discovery, Applicant’s motion for MSJ discovery should be denied.

B. APPLICANT’S MOTION FOR LEAVE TO AMEND ITS ANSWER

TO ASSERT AN AFFIRMATIVE DEFENSE AND
COUNTERCLAIM SHOULD BE DENIED, OR IN THE
ALTERNATIVE, DEFERRED UNTIL A DECISION ON THE MSJ

Trademark Rule 2.127(d) (TMBP § 528.03) provides, in relevant part, as follows:

When any party files a ... motion for summary judgment...the case will be

suspended by the...Board with respect to all matters not germane to the motion

and no party should file any paper which is not germane to the motion except as

otherwise specified in the Board’s suspension order....

Pursuant to this rule, on August 21, 2013, the Board issued an Order suspending this proceeding.
(Doc. No. 6.)

Despite the above, Applicant has filed a motion to amend its Answer a) to state an
affirmative defense requesting a “modification” (i.e., limitation) of the goods claimed in its
Application and b) to bring a counterclaim for “restriction” (i.e., limitation) of two out of the five

Federal Registrations that Opposer pled as bases of opposition in this proceeding. Applicant has

cited no authority, nor has it provided any argument in its motion, for why such an extraordinary
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request is germane to issues raised in the MSJ and therefore should even be considered by the
Board.’

Instead, Applicant argues that leave to amend should be granted because the standard for
amending pleadings is “liberal” and because Opposer will not be “unfairly prejudiced” by the
proposed pleading amendments. (Motion for Leave to Amend at 3 and 5.) It further attempts to
explain away why it did not raise these claims in its original pleading by submitting the Albert
Declaration that states that the grounds “were not sufficiently known” when it filed its Answer
but that it somehow “adduced facts sufficient to support its proposed counterclaim” “over the last
month” by having “obtained facts through independent investigation.” (Albert Declaration,
1115, 16.) Applicant does not provide any additional detail to explain the new facts it adduced in
its investigation.

The grounds for Applicant’s proposed amended pleading were clearly known to it, or
should have been, at the time it filed its Answer. At a minimum, Applicant would have known at
that point that its Application and two of Opposer’s registrations claimed legally identical goods.
For this reason alone, Applicant’s eleventh hour motion for leave to amend during the pendency
of the potentially dispositive MSJ, should be denied.

Additionally, there can be no doubt that Opposer will be prejudiced by the amendment
sought by Applicant. The Applicant seeks to unilaterally restrict two of Opposer’s Federal
Registrations without its consent and to render the relief sought in Opposer’s MSJ moot. Itis in
essence attempting to bully itself onto the Federal Register by forcing Opposer’s marks out of

the way and in its wake nullifying the important rules of procedure that govern proceedings

" According to TBMP § 528.03, a motion to amend a pleading is among a small list of motions that may in some
cases be considered germane to a pending motion for summary judgment. However, none of the cases cited in Note
6 of TBMP § 528.03 address an applicant’s request to amend the goods description claimed in its application and a
contemporaneous request to force a restriction of an opposing party’s registered marks.
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before this Board. Such a request during the pendency of the MSJ is inappropriate and certainly
not germane to the issue of whether the Topo Logo is confusingly similar to the Osiris Logo.
Under the clear rules of the Board, such an unconsented amendment request should at minimum
be deferred until after the MSJ has been heard, although Opposer urges that it be denied as being
not germane and not relevant to the issues raised in the MSJ. TBMP 88 514.01, 528.03.

V.

CONCLUSION

For the foregoing reasons, Opposer requests that the Board deny Applicant’s motion for

discovery and motion for leave to amend its pleading.

Dated: September 20, 2013

Respectfully submitted,

/Joshua J. Richman/

John M. Kim

Joshua J. Richman

Renee A. Keen

IP Legal Advisors, P.C.
4445 Eastgate Mall, Suite 200
San Diego, CA 92121
Phone: (858) 272-0220
litigation@ipla.com
Attorneys for Opposer
California Board Sports, Inc.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
California Board Sports, Inc., ) Opposition No. 91210116
)
Opposer, )
) v
v- o C
) Mark: (the “Topo Logo”)
Topo Athletic, LLC, )  Serial No. 85793856
) Filing Date: December 4, 2012
Applicant. )  Published: April 2, 2013
)
)
)
)
)

DECLARATION OF JOSHUA J. RICHMAN

I, Joshua J. Richman, declare that:

1. I am an attorney of record for Opposer California Board Sports, Inc. (“CBSI”) in
the above captioned proceeding. | have personal knowledge of all facts set forth in this
declaration.

2. Applicant has never sought Opposer’s consent to modify the goods claimed in

Application Serial No. 85793856 for the Topo Logo, and Opposer has never consented to a
modification of that application. Likewise, Applicant has never sought Opposer’s consent to
restrict the goods claimed in Opposer’s Registration Nos. 2331264 and 3227265, and Opposer
has never consented to a restriction of its registrations.

3. Opposer had no dilatory motive in the timing of its Motion for Summary

Judgment. Opposer simply believes that the discovery sought by Applicant will not impact a



decision on the merits of Opposer’s Motion for Summary Judgment and has sought to prevent a
waste of party and judicial resources in responding to unnecessary discovery.

4, A true and correct copy of a letter that I received from counsel for Applicant,
dated May 24, 2013 is attached hereto as Exhibit A. The attachments to the original letter have
been omitted from the exhibit.

5. On June 3, 2013, | held a telephonic discovery conference with the attorneys for
Applicant in this case, John DuPre and Christopher Albert. During the call, there was no
discussion regarding an amendment to Applicant’s Application. The parties also did not discuss
any motions or intention to file either motions for summary judgment or motions to amend
pleadings.

6. On August 8, 2013, | had a phone call with Mr. DuPre to discuss Opposer’s
Motion for Summary Judgment and the discovery that Applicant had served on Opposer several
weeks earlier. During that call, I asked Mr. DuPre for an extension of time to respond to the
outstanding discovery due to the impending suspension of the case due to the Motion for
Summary Judgment having been filed. Mr. DuPre agreed to the extension, for which I thanked
him. Mr. DuPre indicated that he intended to file a motion for discovery to assist his client in
responding to the Motion for Summary Judgment and asked if Opposer would oppose such a
motion. In response, | indicated that it was possible that Opposer would not oppose a motion for
discovery if | was first provided a list of discovery topics to review. A true and correct copy of
the email exchange that followed the phone call is attached hereto as Exhibit B. | never heard
back from Mr. DuPre or anyone else from his office about a list of topics for which the Applicant

was seeking discovery (until Applicant’s motion for discovery was filed).



7. Opposer does not have in its possession any expert reports or expert surveys
concerning a likelihood of confusion between the Osiris Logo and the Topo Logo.

I declare under penalty of perjury under the laws of the United States that the foregoing is
true and correct.
Dated: September 20, 2013

/Joshua J. Richman/
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HAMILTON
BROOK SMlTH ‘ Hamilton, Brook, Smith & Reynolds, PC. T 978.341.0036

REYNOLDS ' 530 Virginia Rood PO. Box 9133 | F 978.341.0136
intellectual Property Law Concord, MAQ1742-9133 §  www.hbsr.com

John L. DuPré
Principal

John.DuPre@hbsr.com
978-341-0036 Ext. 3284

May 24, 2013

Via Electronic Mail

Joshua J. Richman, Esq.

IP Legal Advisors, P.C.

4445 Fastgate Mall, Suite 200
San Diego, California 92121

Re:  California Board Sports, Inc.
Our File 4869.0009-000

Dear Mr. Richman,

I am writing in response to the Notice of Opposition that you filed against my client Topo
Athletic LLC’s application to register its TOPO Logo (Serial No. 85/793,856). The opposition
was filed on behalf of California Board Sports, Inc., apparently based on rights in a design that is
identified as the “Osiris Logo.” By now, you should have received our Answer denying that the
registration and use of the TOPO Logo is likely to cause confusion with the Osiris Logo. Tam
writing to explore as to whether the matter can be resolved at this time, particularly in view of
the absence of confusion, and of any likelihood of confusion between the two marks.

As a preliminary matter, the marks themselves are very different and create different
impressions. Your client’s mark with the white circle at the bottom of the Logo creates a clear
impression of the letter O, the first letter in OSIRIS. In contrast, the TOPO Logo faces the upper
right and with multiple layers it creates a 3D effect that appears to come off the page. The Osiris
Logo has no such impression.

In addition, pursuant to your request, I forwarded you numerous samples of logo trademarks in
the footwear class that cover designs with circles and crescents. Many of those are at least as
close to your client’s design as the TOPO Logo. For example, see, U.S. Trademark Registration
Nos. 3,418,558; 3,591,458; 3,387,285; 3,218,373, 3,444,586 and 1,688,422, These other logos
evidence the dilution of these types of designs for footwear and the narrow range of rights of any
one owner of such a mark, including your client. Undoubtedly, the trademark examiner took
these into account when the TOPO Logo was approved and allowed for publication. Thus, even
in the abstract the marks are not confusingly similar.

Since my client has begun the use of its mark, the absence of confusion confirms the conclusion

that there is no likelihood of confusion. The absence of any overlap in promotional channels or
sales outlets will continue to ensure that confusion is not likely. My client’s products are and
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Joshua J. Richman, Esq.
May 24, 2013
Page 2

will be used and promoted in the running and outdoor channels of trade to consumers for such
goods. Your client’s footwear is not marketed in those channels of trade. Your client’s footwear
1s in the surf & skate and lifestyle channels of trade, a channel that my client is not in.

My client currently attends trade shows like the Outdoor Retailer Show in Salt Lake City, UT,
and the Running Event held in Austin, Texas. In addition, my client will be involved with some
regional fitness events and with expos associated with various marathons and running events
across the country. My client does not attend skate & surf trade shows.

As to the channels of distribution for my client’s footwear, there are running/sports specialty
stores (like Paragon Sports and City Sports), outdoor specialty stores (like REI), and premium
independent shoe stores (like Little’s in Pittsburgh and Hanig’s in Chicago.) My client does not
sell to the surf or skate specialty channel. This absence of overlap will ensure the continued
absence of any likelihood of confusion.

Please consider these matters with your client and confirm that the marks can co-exist in their
separate channels of trade and that the opposition will be withdrawn.

Very truly yours,

/ A6hn L. DuPré

JLD:mam
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EXHIBIT B



Josh Richman

From: Josh Richman

Sent: Thursday, August 08, 2013 11:50 AM

To: John DuPre; Christopher K. Albert

Cc: John M. Kim; Renee Keen; Kate McPhail; Cristina Nathan; Distribution - FD
Subject: CBSI: Adv/US - CBSI v. Topo Athletic (Osiris Logo) - Extension of Time re Discovery
Hi John,

I am writing to confirm our phone conversation of a few minutes ago whereby you granted
California Board Sports a 30 day extension to respond to Topo Athletic’s outstanding written
discovery. Thank you for the courtesy. This makes our new deadline to respond September 9,
2013.

As we discussed, we expect that the Board will suspend the case shortly, given our Motion for
Summary Judgment. So, the above noted extended deadline is likely to be placed in abeyance
pending a decision on the motion.

You mentioned that you are planning to file a motion for MSJ discovery and asked whether we
would agree not to oppose such a motion. If you get me the topics on which you would like
discovery, we will consider them and let you know whether we would intend to oppose your
motion.

Sincerely,

Joshua J. Richman

Senior Counsel

IP Legal Advisors, P.C.

425 Market Street, Suite 2200, San Francisco, CA 94105

P: (415) 580-6171 ext. 112 | C: (805) 350-1791 | Skype: josh_richman
www.ipla.com

Please consider our environment before you print!

This email is for the sole use of the intended recipient(s) and may contain confidential and
privileged information. Any unauthorized review, use, disclosure or distribution is prohibited. If
you are not the intended recipient, please contact the sender by reply email and destroy all
copies of the original message.
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UNITED STATES

john.dupre@hbsr.com

christopher.albert@hbsr.com
susan.glovsky@hbsr.com
trademarks@hbsr.com

[Cristina Nathan/




