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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CALIFORNIA BOARD SPORTS, INC., X
Opposer, |
V. :: Opposition No. 91210116
TOPO ATHLETIC, LLC,
Applicant. ::
X

TOPO ATHLETIC, LLC’S REPLY IN SUPPORT OF ITS MOTIONS
FOR LEAVE TO AMEND ITS ANSWER AND FOR ADDITIONAL DISCOVERY

California Board Sports Inc. (“Opposer”) filed a premature summary judgment motion
that it seeks to use to prevent the Board from considering the merits of this opposition. In
opposing Topo Athletic, LLC’s (“Applicant”) Motions for Rule 56(d) Discovery and for Leave
to Amend Its Pleading, Opposer would have the Board:

e Deny Applicant’s motion for leave to amend its answer to add a counterclaim, despite the

liberal standard for amendment in Fed. R. Civ. P. 15(a)(2)

e Prevent amendment of the parties’ identification of goods to reflect accurately each
party’s actual goods sold in commerce'
e Prevent discovery Opposer concedes would be relevant to Applicant’s proposed

counterclaims

" Opposer’s insistence that it would be prejudiced by the amendment sought by Applicant, which would result in a
correlation between the identification of goods and the goods actually being sold, rings hollow.



These actions that Opposer would have the Board take are untenable. Instead, Applicant’s
motion to amend should be granted and discovery should proceed without further delay caused
by Opposer’s motion.

Applicant’s Motions for Rule 56(d) Discovery and for Leave to Amend Its Pleading are
inherently intertwined and related to Opposer’s pending motion for summary judgment that there
is a likelihood of confusion between Application Ser. No. 85/793,856 and Registration No.
2,331,264. Applicant’s proposed amended answer seeks partial restriction of two of Opposer’s
Registrations and Applicant’s Application so that the description of the goods accurately reflects
commercial realities. See Exhibit A to the Motion for Leave to Amend the Answer, TTAB Doc.
No. 8. The likelihood of confusion analysis in the pending summary judgment motion, which is
based on the unamended identification of goods, will be rendered moot upon allowance of
Applicant’s Motion for Leave to Amend the Answer. Further, since the pleadings define the
scope of relevant discovery, the scope of relevant discovery expands to encompass commercial
realities of how the parties use their marks, including the types of footwear on which the marks
are used, the channels of trade, and the classes of consumer, among others.

In addition, even if the motion for leave to amend is not allowed, the discovery Applicant
seeks is still highly material to the pending summary judgment motion. Notably, Applicant
relies in part on third party uses and registrations of marks that narrow Opposer’s rights in its
marks. It is essential to the presentation of the evidence of third party uses that Applicant be
permitted to obtain discovery of these uses in order to respond to Opposer’s summary judgment

motion.

? Rather than delay this proceeding by continuing to pursue the premature summary judgment motion, Opposer
should have withdrawn its motion in view of the strength of Applicant’s motion to amend and motion for discovery.
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1. Applicant’s motion to amend its answer under Rule 15(a)(2) should be
granted

For the reasons set forth below, Applicant should be granted leave to amend its answer to
include a counterclaim. Denial of this relief would prevent the necessary amendment of the
parties’ identification of goods to reflect accurately each party’s actual goods sold in commerce

A. Granting the motion to amend will facilitate a fair resolution on the
merits in view of the parties’ actual use of their marks

Under the liberal standard of Fed. R. Civ. P. 15(a)(2) for amending an answer, the Board
“should freely give leave when justice so requires.” Unamended, Opposer’s Registrations and
Applicant’s Application do not reflect commercial reality because Opposer only uses its mark on
the subset of “footwear” identified in paragraphs 15 and 18 of the proposed amended answer and
counterclaims (i.e., surf and skate footwear and other apparel; see Exhibit A to the Albert
Declaration). Applicant does not sell this subset of “footwear,” and seeks to exclude it from
Applicant’s identification of goods. Leave to amend the answer to add a counterclaim is
consistent with the liberal standard for amendment in Fed. R. Civ. P. 15(a)(2) and would allow
Applicant to plead a counterclaim in order to effect an amendment of the parties’ identification
of goods to reflect accurately each party’s actual goods sold in commerce.

Applicant timely moved for leave to amend when the pertinent facts became known to it,
which was less than three months after discovery opened and more than three months before
discovery was scheduled to close. Indeed, Applicant moved before either party provided any
discovery. Accordingly, neither party is prejudiced by amending the pleadings at this early
stage. In a case where the applicant sought to amend during the course of opposer’s testimony
period, “[t]he Board, while recognizing opposer’s delay in asserting the amendment, nevertheless
granted the motion to amend on the ground that the interests of justice and judicial economy

would best be served by permitting all claims, including counterclaims, between the parties to be
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adjudicated in one proceeding and since any prejudice suffered by applicant could be mitigated
by a reopening of discovery solely for applicant’s benefit.” Space Base Inc. v. Stadis Corp., 17
USPQ2d 1216, 1217 n.1 (TTAB 1990).

B. Applicant’s motions are filed consistent with Trademark Rule
2.127(d) (TBMP § 528)

As required by Trademark Rule 2.127(d), Applicant’s motions are “germane to the
motion [for summary judgment].” The motions relate directly to the issue to be decided by the
Board, the likelihood of confusion. Opposer incorrectly recasts the issue as “whether the Topo
Logo and the Osiris Logo are confusingly similar designs” (Opposition at page 1) in order to
arrive at the erroneous conclusion that the relief requested in Applicant’s motions is “not
germane to the [improperly cast] issue” (Opposition at page 12). To the contrary, it is the
likelihood of confusion that is the issue, and the motions filed by Applicant are germane to this
issue. For a proper consideration of the many factors that must be considered by the Board in
deciding likelihood of confusion, Applicant needs to amend the answer to assert its counterclaim
and obtain related discovery.

Opposer also argues that Applicant’s motion for leave to amend is tantamount to a
concession that there is currently a likelihood of confusion between Opposer’s *264 Registration
and Applicant’s 856 Application. To the contrary, a likelihood of confusion analysis is based
on the thirtee DuPont factors, only one of which is the similarity between the goods identified in
the registration and the application. Accordingly, restricting the description of the goods leads to
consideration of likelihood of confusion based on the reality of the marketplace; it is not a

concession.

3 Opposer could have, but did not, concede, for purposes of the summary judgment motion, that all factors other than
the similarity of the logos weigh in favor of Applicant. Without this concession, Applicant needs the amendment
and discovery it is seeking.
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C. Opposer has not identified any legally cognizable prejudice that
would result from granting the motion for leave to amend

Opposer has not identified any legally cognizable harm or prejudice that it will suffer if
the amendment to the pleading is permitted. Opposer states that it “will be prejudiced by the
amendment sought by Applicant,” referring to the ultimate amendment that could result from the
counterclaim Applicant seeks to present.4 But it is the amendment of Applicant’s Answer to add
a counterclaim that is the issue for consideration in deciding the motion to amend the answer, not
the ultimate amendment of the parties’ identification of goods. Applicant’s motions seek nothing
more than an opportunity for a fair and proper adjudication of the likelihood of confusion based
upon marketplace realities. See Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216, 1220 (TTAB
1990) (“One purpose behind this authority [Section 18 of the Lanham Act] was to permit the
Board to base determinations of likelihood of confusion upon marketplace realities, rather than
hypothetical facts”).

Opposer admits that there was no mention in the discovery conference of Opposer’s
intent to file a motion for summary judgment. Opposer’s assertion that “[a]t no time during the
[discovery conference] did counsel for Applicant suggest an amendment to Applicant’s
Application” misleadingly omits the fact that Applicant repeatedly explained that the parties’
marks could coexist because they operated in different markets and sold different types of
products through different channels of trade to different consumers, which is the basis for

seeking the amendment to the identification of goods.

* There is absolutely nothing prejudicial in restricting Opposer’s registration to those goods on which it actually uses
the mark. In fact, it is prejudicial to the public and to Applicant for Opposer’s impermissibly broad registration to
remain on the Principal Register in its current form.
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D. Applicant’s motion for leave to amend is ripe for decision

Opposer argues that the motion for leave to amend should be evaluated only after the
Board decides the pending motion for summary judgment. In support, Opposer cites TBMP
4/ 514.01, which pertains to motions to amend an application or registration, for the proposition
that the Board defers consideration of the merits of a motion to amend an application or
registration until the conclusion of trial or until the case is decided upon summary judgment.
Opposer’s approach is nonsensical and Applicant’s approach is entirely consistent with the
TBMP. Trademark Rule 2.133(a), which is the subject of TBMP q 514.01, provides that, “An
application subject to an opposition may not be amended in substance ... except with the consent
of the other party or parties and the approval of the Trademark Trial and Appeal Board, or upon
motion granted by the Board” (emphasis added). Applicant seeks, in its motion to amend its
answer to add a counterclaim, the very approval provided for in Trademark Rule 2.133(a).
Opposer’s Opposition, TTAB Docket Entry 9 (“Opposition”), at page 3, n. 2, omits the bolded
language above from its discussion of TBMP 4 514.01.

Opposer confuses the decision on a motion for leave to amend the answer with a decision
on the merits of a motion to amend an application or registration. By allowing Applicant’s
motion for leave to amend, the Board does not yet address the merits of the proposed
amendments (e.g., whether the evidence supports the amendment). Neither Opposer’s 264 and
’265 Registrations nor Applicant’s 856 Application will be substantively amended at the time
the Board grants the motion for leave to amend, which will await a decision on the merits of the
counterclaim.

The Board has, in other cases, considered the merits of a motion to amend simultaneously
and in conjunction with a motion for summary judgment. See, e.g., Drive Trademark Holdings

LP v. Inofin, 83 USPQ2d 1433 (TTAB 2007) (addressing the parties’ proposed amendments
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prior to deciding cross-motions for summary judgment). This sensible approach allows the
Board to consider likelihood of confusion in a summary judgment analysis based on a proper
record. Opposer’s attempt to foreclose Applicant from being able to oppose summary judgment
based on marketplace realities and with necessary discovery is inconsistent with the Board’s
rules and practice and should not be permitted.

2. Applicant’s Rule 56(d) motion for discovery should be granted

At the very least, the relief requested in Applicant’s Motion for Additional Discovery
permitting discovery to proceed and extending the deadline for Applicant to oppose the pending
motion for summary judgment to four months from the date there is a decision on Applicant’s
motions, should be granted. Alternatively, the Board should consider denying Opposer’s motion
for summary judgment pursuant to the Board’s authority under Fed. R. Civ. P. 56(d)(1), without
prejudice to being refiled after the parties complete discovery in view of the claims and defenses
pleaded in Applicant’s proposed amended answer and counterclaim.

In its Opposition, Opposer concedes that “[w]ere the goods at issue not legally identical,
then such information might be probative as to whether there is a likelihood of confusion.”
Opposition at 6. Therefore, the discovery Applicant seeks is highly material to the proposed
amended pleadings, which seek to amend the parties’ identification of goods to comport with
actual use by the parties, resulting in goods that would not be legally identical.

A. Opposer’s motion for summary judgment was premature

Opposer filed a premature summary judgment motion and seeks to use that motion to
prevent the Board from considering the true merits of this proceeding: whether there is a
likelihood of confusion between Applicant’s application and Opposer’s registrations. Opposer
filed its summary judgment motion after providing initial disclosures and before providing any

discovery. Even if the Board denies Opposer’s motion for leave to amend its answer, additional
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time and discovery remain necessary so that Applicant can oppose the motion for summary
judgment.

In particular, Opposer filed a declaration of Tony Chen, Opposer’s CEO, in support of its
motion for summary judgment. Opposer seeks to deny Applicant the opportunity to depose Mr.
Chen, apparently in an effort to have the Board decide the merits of this opposition based on Mr.
Chen’s testimony without cross-examination. Furthermore, there is nothing improper about the
deposition notice that Applicant prepared. Applicants identified the proposed areas of inquiry in
paragraphs 12 and 13 of the Albert Declaration, and these areas of inquiry are highly material to
the factual allegations Mr. Chen makes in his declaration, allegations that Opposer itself
presented in support of its summary judgment motion. The document requests and
interrogatories are particularly relevant to the parties’ claims and defenses that are currently
pleaded and the subject of the summary judgment motion, as explained in Applicant’s Motion
for Rule 56(d) Discovery.

It is essential to Applicant’s presentation of the evidence of third party uses in response to
Opposer’s summary judgment motion that Applicant be permitted to obtain discovery of these
uses. Opposer’s insistence that Applicant can present this evidence by searching the Federal
Register is, quite simply, wrong. Evidence of a third party registration is not proof of third party
use. See In re Mighty Leaf Tea, 601 F.3d 1342, 1347 (Fed. Cir. 2010) (collecting cases); see
generally 2 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 11:89 (4th
ed. 2009); Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396
F.3d 1369, 1373 (Fed. Cir. 2005) (“Evidence of third-party use of similar marks on similar goods
is relevant to show that a mark is relatively weak and entitled to only a narrow scope of

protection.” “The probative value of third-party trademarks depends entirely upon their usage.”)
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(emphasis added); AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406 (CCPA 1973)
(“We have frequently said that little weight is to be given such registrations in evaluating
whether there is likelihood of confusion. The existence of these registrations is not evidence of
what happens in the market place ...”).

Accordingly, the Board should allow Applicant to conduct discovery as requested.

3. Conclusion

The Board should grant Applicant’s Motion for Leave to Amend its Answer, and grant
the relief sought in the Motion for Additional Discovery including an extension of the deadline
for Applicant to oppose the Motion for Summary Judgment to four months from the date on

which there is a decision on the pending motion to amend the answer and motion for discovery.

Respectfully submitted,

Is/ Christopher K. Albert
Susan G. L. Glovsky

John L. DuPré

Christopher K. Albert
Hamilton, Brook, Smith & Reynolds, P.C.
155 Seaport Blvd.

Boston, MA 02210
Telephone: (617) 607-5900
Facsimile: (978) 341-0136
susan.glovsky@hbsr.com
john.dupre@hbsr.com
christopher.albert@hbsr.com

Attorneys for Applicant

Dated: October 3, 2013
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Certificate of Service

The undersigned hereby certifies that a true and correct copy of the foregoing was served

upon attorney for Opposer on October 3, 2013 by email as follows:

Joshua J. Richman

IP Legal Advisors, P.C.

4445 Eastgate Mall, Suite 200
San Diego, CA 92121
jrichman@ipla.com
litigation@jipla.com

/sl Christopher K. Albert
Christopher K. Albert

1513995.1
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