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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Sarkli-Repechage, Ltd.
Granted to Date 02/06/2013

of previous

extension

Address 300 Castle Road

Secaucus, NJ 07094
UNITED STATES

Attorney Shiri Rosental, Esq.

information Sarkli-Repechage, Ltd.

300 Castle Road

Secaucus, NJ 07094

UNITED STATES

shirir@repechage.com Phone:201-549-4200

Applicant Information

Application No 85482942 Publication date 10/09/2012
Opposition Filing 02/06/2013 Opposition 02/06/2013
Date Period Ends

Applicant Biotherm

Roc Fleuri 1 rue de Tenao
Monaco, 98000
MONACO

Goods/Services Affected by Opposition

Class 003.

All goods and services in the class are opposed, namely: Perfume, eau de toilette; gels, salts for the
bath and the shower not for medical purpose; toilet soaps, body deodorants; cosmetics, namely,
creams, milks, lotions, gels and powders for the face, the body and the hands; non-medicated sun
care preparations; makeup preparations; shampoos; gels, sprays, mousses and balms for hair styling
and hair care; hair lacquers; hair colouring and hair decolorant preparations; permanent waving and
curling preparations; essential oils for personal use

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 1940700 Application Date 07/14/1994

No.

Registration Date | 12/12/1995 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark BEAUTY FROM THE SEA
Design Mark

Description of NONE
Mark

Goods/Services Class 003. First use: First Use: 1993/11/00 First Use In Commerce: 1993/11/00

skin care preparations, namely skin toners, skin creams, skin ampoules and
serums, including lipstick and eye shadows incorporating the former for skin
care in these areas, skin cleansers, skin soaps, skin masks, and skin powders;
body care preparations, namely body creams, body oils, body masks, body
powders, body cleaners, and body soaps

Attachments Notice of Opposition BIOTHERM BEAUTY FROM THE DEEP.pdf ( 8 pages
)(4698791 bytes )

Exhibit A BEAUTY FROM THE SEA.pdf ( 2 pages )(927043 bytes )

Exhibit B BIOTHERM BEAUTY FROM THE DEEP.pdf ( 2 pages )(1130108
bytes )

Exhibit C - Definition of DEEP.pdf ( 2 pages )(1175669 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature Isr/
Name Shiri Rosental, Esq.
Date 02/06/2013




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 85/482,942
Mark: BIOTHERM BEAUTY FROM THE DEEP
Published in the Official Gazette on October 9, 2012
Filed: November 29, 2011

X
SARKLI-REPECHAGE, LTD. :
Opposer, : Opposition No.
-against-
BIOTHERM SOCIETE ANONYME
MONEGASQUE
Applicant. :
X
NOTICE OF OPPOSITION

Sarkli-Repechage, Ltd. (“Opposer”), a New York corporation, with its
principal place of business located at 300 Castle Road, Secaucus, New Jersey, 07094,
USA, believes that it would be damaged by the issuance of a registration to Biotherm
Société Anonyme Monégasque (“Applicant”) for the trademark BIOTHERM BEAUTY
FROM THE DEEP, shown in Application Serial No. 85/482,942 for “Perfume, eau de
toilette; gels, salts for the bath and the shower not for medical purpose; toilet soaps, body
deodorants; cosmetics, namely, creams, milks, lotions, gels and powders for the face, the
body and the hands; non-medicated sun care preparations; makeup preparations;
shampoos; gels, sprays, mousses and balms for hair styling and hair care; hair lacquers;
hair colouring and hair decolorant preparations; permanent waving and curling
preparations; essential oils for personal use” in International Class 003 and therefore

hereby opposes the same. As grounds for opposition, Opposer alleges as follows:



1. Opposer, a well-known skincare and cosmetics company, is and has been
engaged in the development, manufacture, distribution, marketing and sale of cosmetic
products, including but not limited to skincare, body care, and make-up for over 30 years,
and has established a worldwide business in connection therewith.

2. Since at least as early as 1993, Opposer has continuously used the
trademark BEAUTY FROM THE SEA for its cosmetic products, including, but not
limited to skincare, body care, make-up and other cosmetic products and treatments,
which are sold, offered and/or used at retail or specialty locations, salons, spas, resorts
and stores worldwide. The BEAUTY FROM THE SEA products are also sold on the
Internet including at the website www.repechage.com, www.beautyfromthesea.com as
well as other retailers. Since at least 1993, Opposer has used BEAUTY FROM THE
SEA in commerce for such business and such products, including, but not limited to, use
in advertising, press, packaging, marketing and promotional materials worldwide.

3. Opposer has taken steps to protect the trademark BEAUTY FROM THE
SEA and has successfully obtained U.S. Trademark Registration No. 1,940,700, on the
Principal Register, for “skin care preparations, namely skin toners, skin creams, skin
ampoules and serums, including lipstick and eye shadows incorporating the former for
skin care in these areas, skin cleansers, skin soaps, skin masks, and skin powders; body
care preparations, namely body creams, body oils, body masks, body powders, body

cleaners, and body soaps” in International Class 003. Said trademark has been registered
in the United States Patent and Trademark Office since December 12, 1995. A copy of
the registration from the PTO database is attached as Exhibit A.

4, U.S. Trademark Registration No. 1,940,700 for BEAUTY FROM THE

SEA is valid and in full force and effect. The registration is prima facie evidence of



Opposer’s exclusive rights in and to the registered trademark BEAUTY FROM THE
SEA.

5. Furthermore, U.S. Trademark Registration No. 1,940,700 for BEAUTY
FROM THE SEA is incontestable and, as such, it is conclusive evidence of Opposer’s
exclusive right to use the identified mark on the goods described in the registration
pursuant to §§7 and 33 of the Lanham Act, 15 U.S.C. §§1057, 1115(b).

6. Use of the BEAUTY FROM THE SEA trademark by Opposer has been
continuous and commercially significant.

7. Opposer has consistently used BEAUTY FROM THE SEA as a trademark
for its skincare, body care, make-up and other cosmetic products and treatments in the
United States and worldwide.

8. BEAUTY FROM THE SEA is distinctive as applied to Opposer’s
products and business. Since 1980, Opposer has been a premier manufacturer, distributor
and marketer of high-quality seaweed-based beauty, skincare and cosmetic products and
treatments.

9. Because the trademark BEAUTY FROM THE SEA is so integral to
Opposer’s business, and to its brand, it appears on virtually all of Opposer’s product
packaging, product containers and marketing materials.

10, Moreover, Opposer has strongly marketed, advertised and promoted its
high-quality products and its brand throughout the years, by using the trademark
BEAUTY FROM THE SEA in advertising, promotion, press releases, editorials,
packaging, catalogues, marketing materials, banners, posters, shopping bags, websites,

social networking pages, on its letterhead, on its business cards, etc.



11. Opposer’s customers (including, but not limited to retail or specialty
locations, distributors, salons, spas, resorts and stores) have advertised, promoted, offered
and sold Opposer’s goods under the trademark BEAUTY FROM THE SEA further
strengthening Opposer’s trademark and building the goodwill of Opposer.

12. As a result of Opposer’s continuous and aggressive use in commerce,
promotion and advertising of its registered Trademark Registration No. 1,940,700,
BEAUTY FROM THE SEA, in connection with its goods, including but not limited to
skincare, bodycare, cosmetics, soaps and oils, such high-quality products have become
very well-known and widely recognized to the public and to the trade under such mark,
and have become associated with the mark. Moreover, BEAUTY FROM THE SEA has
come to identify Opposer as the exclusive source of such products. BEAUTY FROM
THE SEA is an essential element of Opposer’s brand and represents the goodwill of
Opposer’s business. Moreover, BEAUTY FROM THE SEA and has become a very
valuable asset as a result of Opposer’s ongoing efforts and investment throughout the
years.

13.  Upon information and belief, Applicant, Biotherm Société Anonyme
Monégasque, is a company organized under the laws of Monaco, with the address Roc

Fleuri 1 rue de Tenao Monaco, Monaco 98000.
14. On November 29, 2011, Applicant filed Application Serial No.

85/482,942 to register as a trademark BIOTHERM BEAUTY FROM THE DEEP for
“Perfume, eau de toilette; gels, salts for the bath and the shower not for medical purpose;
toilet soaps, body deodorants; cosmetics, namely, creams, milks, lotions, gels and
powders for the face, the body and the hands; non-medicated sun care preparations;

makeup preparations; shampoos; gels, sprays, mousses and balms for hair styling and hair



care; hair lacquers; hair colouring and hair decolorant preparations; permanent waving
and curling preparations; essential oils for personal use” in International Class 003 in the
United States based on Section 1B - Intent to Use the Mark. A copy of the application
from the PTO database is attached as Exhibit B.

15.  Upon information and belief, Applicant has not commenced use of the
mark on any goods in International Class 003 in the United States.

16.  Opposer’s rights in the trademark BEAUTY FROM THE SEA are well
prior to any rights that may be alleged by Applicant. The Applicant’s filing date is long
after Opposer first used and filed for U.S. registration of BEAUTY FROM THE SEA,
long after Opposer obtained the registration and long after Opposer’s mark became
exclusively associated with the Opposer.

17. Based on Opposer’s federal registration, Applicant had constructive
knowledge of Opposer’s prior rights in the BEAUTY FROM THE SEA mark long before
Applicant sought to register BIOTHERM BEAUTY FROM THE DEEP.

18. For decades Opposer has been consistently and exclusively using its
registered trademark BEAUTY FROM THE SEA on virtually all of its skincare and
cosmetic products, products containers and packaging such that this trademark represents
the very core of Opposer’s brand and is a strong source identifier.

19.  Applicant’s mark BIOTHERM BEAUTY FROM THE DEEP is
confusingly similar to Opposer’s prior registered and prior used trademark BEAUTY
FROM THE SEA.

20. Applicant has taken the distinctive phrase “SBEAUTY FROM THE _ ”

and merely inserted the word “DEEP” instead of “SEA.”



21. The word “DEEP” means sea or ocean. Copies of the definition of “deep”
on www.merriam-webster.com and on www.dictionary.com are attached as Exhibit C.

22.  Applicant’s BIOTHERM BEAUTY FROM THE DEEP is highly similar
in sound, meaning, appearance and commercial impression to Opposer’s registered
trademark BEAUTY FROM THE SEA.

23.  Applicant seeks to register its mark BIOTHERM BEAUTY FROM THE
DEEP for goods that are identical or highly similar to Opposer’s goods which have been
offered, sold, advertised and promoted by Opposer, for decades, under its registered
trademark BEAUTY FROM THE SEA.

24.  In the application herein opposed, there are no restrictions on trade
channels, so it must be assumed that the goods identified in the application will travel
through all trade channels for goods of that type and to all classes of consumers.

25. Market contact between Applicant’s goods and Opposer’s goods is
inevitable.

26.  Goods such as those sold by Opposer under its trademark BEAUTY
FROM THE SEA and the goods identified in the application herein opposed are identical
or highly similar and would be marketed and sold through the same channels of trade to
the same purchasers.

27.  Applicant’s BIOTHERM BEAUTY FROM THE DEEP, as applied to the
goods identified in the application herein opposed, so resembles Opposer’s BEAUTY
FROM THE SEA trademark as used in connection with Opposer’s products and business,

that it is highly likely, if not certain, to cause confusion, mistake and/or deception.



28. If Applicant is permitted to register BIOTHERM BEAUTY FROM THE
DEEP for the goods set forth in the application, confusion of the trade and public is
highly likely to result, and to damage Opposer.

29.  Upon viewing Applicant’s mark BIOTHERM BEAUTY FROM THE
DEEP used in connection with Applicant’s products, purchasers and potential purchasers
are highly likely to mistakenly believe that Applicant’s goods are offered by or in
association with or under license from Opposer or that Applicant is affiliated with
Opposer’s well-established business. Therefore, use of the mark BIOTHERM BEAUTY
FROM THE DEEP is likely to cause confusion, to cause mistake or to deceive.

30. In conclusion, if Applicant is granted a registration (along with all the
rights associated therewith) for the mark herein opposed, it would constitute a source of
damage and injury to Opposer, to Opposer’s goodwill, to Opposer’s brand and to
Opposer’s customers.

WHEREFORE, Opposer, Sarkli-Repechage Ltd. respectfully requests that
registration of the mark of Application Serial No. 85/482,942 be refused and that this
opposition be sustained.

Dated: 02/06/2013

Respectfully submitted,
ATTORNEY FOR OPPOSER:
Shiri Rosental, Esq. /
Sarkli-Repechage, Ltd.
300 Castle Road

Secaucus, NJ 07094
Tel 201-549-4200



CERTIFICATE OF SERVICE

I hereby certify that on this L day of February 2013 a true and correct copy of
the foregoing Notice of Opposition (and Exhibits) was served upon Applicant by serving
Applicant’s Correspondent of Record and Applicant’s Attorney of Record, by U.S. mail
postage prepaid at the below listed address which is the address identified in the records
of the United States Patent and Trademark Office for the opposed application:

CORRESPONDENT OF RECORD / ATTORNEY OF RECORD:

ROBERT L. SHERMAN, ESQ.

PAUL HASTINGS LLP

T3 E S5TH ST

NEW YORK, NEW YORK 10022-3404

UNITED STATES

Shiri Rosental
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Typed Drawing

Word Mark

Goods and
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Mark Drawing
Code

Serial Number
Filing Date
Current Basis
Original Filing
Basis

Published for
Opposition

Registration
Number

Registration
Date

Owner

Attorney of
Record

Type of Mark
Register
Affidavit Text
Renewal

Live/Dead
Indicator

BEAUTY FROM THE SEA

IC 003. US 001 004 006 050 051 052. G & S: skin care preparations, namely skin toners, skin creams,
skin ampoules and serums, including lipstick and eye shadows incorporating the former for skin care in
these areas, skin cleansers, skin soaps, skin masks, and skin powders; body care preparations, namely
body creams, body oils, body masks, body powders, body cleaners, and body soaps. FIRST USE:
19931100. FIRST USE IN COMMERCE: 19931100

(1) TYPED DRAWING

74549264
July 14, 1994
1A

1A
September 19, 1995
1940700

December 12, 1995

(REGISTRANT) Sarkli-Repechage, Ltd. CORPORATION NEW YORK 300 CASTLE ROAD
SECAUCUS NEW JERSEY 07094

SHIRI ROSENTAL

TRADEMARK

PRINCIPAL
SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 200601089.
1ST RENEWAL 20060109

LIVE

2/6/2013 5:02 PM
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BEAUTY FROM THE DEEP

Word Mark
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Mark Drawing
Code
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Filing Date
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Record

Prior
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Description of
Mark
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BIOTHERM BEAUTY FROM THE DEEP

IC 003. US 001 004 006 050 051 052. G & S: Perfume, eau de toilette; gels, salts for the bath and the
shower not for medical purpose; toilet soaps, body deodorants; cosmetics, namely, creams, milks,
lotions, gels and powders for the face, the body and the hands; non-medicated sun care preparations;
makeup preparations; shampoos; gels, sprays, mousses and balms for hair styling and hair care; hair
lacquers; hair colouring and hair decolorant preparations; permanent waving and curling preparations;
essential oils for personal use

(5) WORDS, LETTERS, AND/OR NUMBERS IN STYLIZED FORM

85482942
November 29, 2011
1B

1B

October 9, 2012

(APPLICANT) Biotherm societe anonyme monegasque MONACO Roc Fleuri 1 rue de Tenao Monaco
MONACO 98000

Robert L. Sherman

0970028;1151377;1846435:AND OTHERS
Color is not claimed as a feature of the mark. The mark consists of "BIOTHERM BEAUTY FROM THE

DEEP" in stylized form.
TRADEMARK

PRINCIPAL
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Deep - Definition and More from the Free Merriam-Webster Dictionary http://www.merriam-webster.com/dictionary/deep

See Synonym Discussion at broad

Other Anatomy Terms

bilateral symmetry, carotiq, cartilage, dorsal, entrails,
prehensile, renal, solar plexus supine, thoracic, ventral

‘deep adverb

Definition of DEEP
1 :toa great depth : pespLy <still waters run deep>
2 :far on : LaTE <danced deep into the night>

3 a:near the outer limits of the playing area <the shortstop
was playing deep>

b: onG6

# See deep defined for English-language learners »

Examples of DEEP
The ship now lies deep below the water's surface.
Our feet sank deeper into the mud.
The treasure was buried deep within the ground.
Their secret offices were located deep underground.
We walked deep into the forest.
The soldiers are operating deep within enemy territory.
1 stood three feet deep in the water.
He stepped ankle-deep into a puddie of mud.

*deep noun

Definition of DEEP

1 a:avast or immeasurable extent : aByss
b (1) : the extent of surrounding space or time (2) : OCEAN

2 :any of the deep portions of a body of water; specifically : a
generally long and narrow area in the ocean where the
depth exceeds 3000 fathoms (5500 meters)

3 :the middie or most intense part <the deep of winter>

4 : any of the fathom points on a sounding line other than the
marks

#See deepdefined for English-language learners »

Examples of DEEP

<the kind of cold weather that we usually have only in the
deep of winter>

<sailors exploring the farther reaches of the briny deep>

before 12th century

Relatad to DEEP

Synonyms: thick depth, height middle, midst

[+]more

deep ' adjective \dép\ (Medical Dictionary)

1 a:extending well inward from an outer surface <a deep
gash>

b (1) : not located superficially within the body or one of its
parts <deep pressure receptors in muscles> (2) : resulting
from or involving stimulation of deep structures <deep
pain> <deep reflexes>

~

: being below the level of the conscious <deep neuroses>

—deep-ly adverb

Thesaurus: All synonyms and antanyms for “deep”
Spanish-English Dictionary: Transtation of "deep"

Next Word in the Dictionary: deep brunswick green
Previous Word in the Dictionary: de-energize
All Words Near: deep

<% Seen & Heard ¥

What made you want to look up deep? Please tell us where you
read or heard it (including the quote, if possible).

View Seen & Heard highlights from around the site »

Mermiam-Webster on Facebook

The Merriam-Webster Leaming English? Our Dicti v, Merri b
Unabridged Dictionary We can help. _, On Your Devices Visual Dictionary
el Online access toa DR Visit our free sile designed Mermiam-Webster, A %] The new edition of the

ramarkable referance
features 8,000
== illustrations.

Learn Mare »

tegendary resource
Log inor Sign Up »

especialy for icarners and
teachers of English
eamersDictionary.com »

Get the Free Apps' »
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