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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Enterprise Holdings, Inc.

Granted to Date 02/03/2013

of previous

extension

Address 600 Corporate Park Drive
St. Louis, MO 63105
UNITED STATES

Attorney Lisabeth H. Coakley

information Harness, Dickey & Pierce, P.L.C.
5445 Corporate Drive, Ste. 200
Troy, MI 48098
UNITED STATES
coakley@hdp.com, ebrock@hdp.com, ticomparoni@hdp.com Phone:248 641
1600

Applicant Information

Application No 77937380 Publication date 08/07/2012
Opposition Filing 02/01/2013 Opposition 02/03/2013
Date Period Ends
International NONE International NONE
Registration No. Registration Date
Applicant Nissan Jidosha Kabushiki Kaisha

No. 2 Takaracho, Kanagawa-ku

Yokohama-shi, Kanagawa, 2208623

JAPAN

Goods/Services Affected by Opposition

Class 035.

All goods and services in the class are opposed, namely: (Based on Intent to Use)Agency services
and liaison services for others, namely, arranging and coordinating for the repair and maintenance of
automobiles

Class 037.

All goods and services in the class are opposed, namely: (Based on Section 44(e))Repair or
maintenance of measuring or testing machines and instruments; Repair or maintenance of apparatus
for evaluating or testing performance of fuel cells; Repair or maintenance of power distribution or
control machines and apparatus; Repair or maintenance of rotary converters; Repair or maintenance
of phase modifiers; Repair or maintenance of battery chargers; Repair or maintenance of battery
state of charge indicators; Repair or maintenance of recharging stations for automobile batteries;
Repair or maintenance of batteries and battery cells; Repair or maintenance of automobile batteries;
Repair or maintenance of fuel cells; Repair or maintenance of recharging batteries; Repair or
maintenance of rechargeable batteries; Repair or maintenance of starters for motors and engines,
AC motors and DC motors, not including those for land vehicles but including parts for any AC motors
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and DC motors; Repair or maintenance of AC generators and DC generators; Repair or maintenance
of generators used in cogeneration systems; Repair or maintenance of power generators; Repair or
maintenance of electric wires or cables; Repair or maintenance of electrodes; Repair or maintenance
of magnetic cores; Repair or maintenance of resistance wires; (Based on Intent to Use) - Repair or
maintenance of automobiles; Repair or maintenance of electric vehicles; Providing information about
automobile status by computer networks for repair or maintenance of automobile; Providing
information to drivers about current battery charge level and recharging time; Providing information
about repair or maintenance of automobiles; Providing information about stations for recharging
automobile batteries; Repair or maintenance of telecommunication devices and apparatus; Repair or
maintenance of telephone apparatus; Repair or maintenance of radio communication machines and
apparatus; Repair or maintenance of radio application telecommunications machines and apparatus;
Repair or maintenance of parts and accessories for telecommunication machines and apparatus;
Repair or maintenance of wire communication machines and apparatus; Repair or maintenance of
broadcasting machines and apparatus; Repair or maintenance of vehicular telematics system; Repair
or maintenance of vehicular terminal equipment capable of utilizing a telephone and road information;
Repair or maintenance of automobile battery charge completion automatic notification apparatus that
uses electronic mail; Repair or maintenance of vehicle navigation systems equipped with telematics
function; Repair or maintenance of vehicle navigation systems; Repair or maintenance of portable
cellular phones; Repair or maintenance of an apparatus that uses electronic mail to notify the user
that the charge plug for an automobile battery has not yet been inserted; Repair or maintenance of
apparatus for receiving search information about nearest automobile battery recharging stations;
Repair or maintenance of apparatus for receiving information about consumer crowdedness at a
recharging station for automobile batteries; Repair or maintenance of apparatus for collecting and
transmitting associated data about an automobile battery recharging station; Repair or maintenance
of dialing apparatus for booking an automobile battery recharging station; Repair or maintenance of
electronic machines, apparatus, and their parts, that are used in connection with recharging
automobile batteries; Repair or maintenance of personal computers; Repair or maintenance of
vehicular personal computers; Repair or maintenance of apparatus for indicating recharging time
required for automobiles; Repair or maintenance of remote control systems for air conditioners in
electric vehicles; Repair or maintenance of remote control systems for recharging electric vehicles;
Electric vehicle battery charging stations; Electric vehicle battery replacement stations

Class 039.

All goods and services in the class are opposed, namely: (Based on Intent to Use)Providing
information about navigable distance of automobiles by computer networks, namely, information
about the distance a car can travel based on current battery charge level

Class 041.

All goods and services in the class are opposed, namely: (Based on Intent to Use)Vehicle driving
instruction, namely, providing instructional information about economic driving, including instruction
about economic mileage, economic electricity consumption in electric cars, and data on CO2
reduction

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)
The mark is merely descriptive Trademark Act section 2(e)(1)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 4054940 Application Date 09/09/2010

No.

Registration Date | 11/15/2011 Foreign Priority NONE
Date

Word Mark E




Design Mark

)

Description of
Mark

The mark consists of a stylized version of the letter "E", which appears on a
contrasting shaded background of a rectangular-shaped carrier design.

Goods/Services

Class 012. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicles, namely, automobiles, trucks, cars, land vehicles
Class 035. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31

vehicle dealership services, namely, dealerships in the field of automobiles,
trucks, cars, land vehicles; vehicle fleet management services, namely, tracking
and monitoring vehicles for commercial purposes, and business consultation
services relating to the management of a fleet of vehicles for commercial
purposes

Class 036. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicle fleet management services, namely, facilitating and arranging for
financing, and insurance agency services in the fields of liability, collision, and
comprehensive insurance, of vehicles for others

Class 037. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicle repair services; vehicle fleet management services, namely, vehicle
repair and maintenance

Class 039. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicle rental and leasing services; and reservation services for the rental and

leasing of vehicles, namely, rental reservations for automobiles, trucks, cars,
land vehicles

U.S. Registration | 4054938 Application Date 09/09/2010

No.

Registration Date | 11/15/2011 Foreign Priority NONE
Date

Word Mark E

Design Mark

=)

%:;’7

—

Description of
Mark

The mark consists of a stylized version of the letter "e".

Goods/Services

Class 012. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31




vehicles, namely, automobiles, trucks, cars, land vehicles

Class 035. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicle dealership services, namely, dealerships in the field of automobiles,
trucks, cars, land vehicles; vehicle fleet management services, namely, tracking
and monitoring vehicles for commercial purposes, and business consultation
services relating to the management of a fleet of vehicles for commercial
purposes

Class 036. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicle fleet management services, namely, facilitating and arranging for
financing, and insurance agency services in the fields of liability, collision, and
comprehensive insurance, of vehicles for others

Class 037. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31

vehicle repair services; vehicle fleet management services, namely, vehicle
repair and maintenance

Class 039. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31

vehicle rental and leasing services; and reservation services for the rental and
leasing of vehicles, namely, rental reservations for automobiles, trucks, cars,
land vehicles

U.S. Registration | 3503173 Application Date 08/23/2006

No.

Registration Date | 09/16/2008 Foreign Priority NONE
Date

Word Mark E

Design Mark

7a—

Description of
Mark

The mark consists of a green and white letter "E" in a green square.

Goods/Services

Class 012. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicles, namely, automobiles, trucks, cars, land vehicles

Class 035. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31
vehicle dealership services, namely, dealerships in the field of automobiles,
trucks, cars, land vehicles; vehicle fleet management services, namely, tracking
and monitoring vehicles for commercial purposes, and business consultation
services relating to the management of a fleet of vehicles for commercial
purposes

Class 036. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31

vehicle fleet management services, namely, facilitating and arranging for
financing, and insurance agency services in the fields of liability, collision, and
comprehensive insurance of vehicles for others

Class 037. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31

vehicle repair services; vehicle fleet management services, namely, vehicle
repair and maintenance




Class 039. First use: First Use: 2007/10/31 First Use In Commerce: 2007/10/31

vehicle rental and leasing services; and reservation services for the rental and
leasing of vehicles, namely, rental reservations for automobiles, trucks, cars,
land vehicles

U.S. Registration | 3808480 Application Date 08/26/2009

No.

Registration Date | 06/22/2010 Foreign Priority NONE
Date

Word Mark E

Design Mark

Description of
Mark

The mark consists of the color white which appears in the outer and inner
borders of the letter "e". The color green appears in a darker shade in the
bottom half of the rectangle and between the white borders in the bottom half of
the letter "e". The color green appears in a lighter shade in the upper half of the
rectangle and between the white borders in the upper half of the letter "e".

Goods/Services

Class 039. First use: First Use: 2009/11/10 First Use In Commerce: 2009/11/10

vehicle rental and leasing services and reservation services for the rental and
leasing of vehicles

U.S. Registration | 3766680 Application Date 07/24/2009

No.

Registration Date | 03/30/2010 Foreign Priority NONE
Date

Word Mark E

Design Mark

/a—

Description of
Mark

The color white appears in the outer and inner borders of the letter "e". The color
green appears in the background rectangle and between the white borders of
the letter "e".

Goods/Services

Class 036. First use: First Use: 2008/10/01 First Use In Commerce: 2008/10/01
financial sponsorship of sporting events and exhibitions




U.S. Registration | 3679720 Application Date 03/02/2009

No.

Registration Date | 09/08/2009 Foreign Priority NONE
Date

Word Mark E

Design Mark

Description of
Mark

The mark consists of the letter "E" in green.

Goods/Services

Class 039. First use: First Use: 2007/04/30 First Use In Commerce: 2007/04/30

vehicle rental and leasing services; and reservation services for the rental and
leasing of vehicles

U.S. Registration | 2255679 Application Date 06/11/1998

No.

Registration Date | 06/22/1999 Foreign Priority NONE
Date

Word Mark E

Design Mark

Description of
Mark

The mark consists of the combination of the colors green and black used in
connection with the services set forth in the application.

Goods/Services

Class 035. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
AUTOMOBILE DEALERSHIP SERVICES

Class 037. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
[ AUTOMOBILE REPAIR SERVICES ]

Class 039. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
VEHICLE RENTAL AND LEASING SERVICES

U.S. Registration | 1234835 Application Date 01/21/1982

No.

Registration Date | 04/12/1983 Foreign Priority NONE
Date

Word Mark E




Design Mark

Description of
Mark

The mark consists in part of the stylized letter "E".

Goods/Services

Class 035. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
Automotive Fleet Management Services
Class 037. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15

Automotive Repair Services

U.S. Registration | 1045085 Application Date 10/02/1974

No.

Registration Date | 07/27/1976 Foreign Priority NONE
Date

Word Mark E

Design Mark

Description of NONE

Mark

Goods/Services

Class 039. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
SHORT-TERM RENTAL SERVICES OF AUTOMOBILES AND TRUCKS

U.S. Registration | 925251 Application Date 03/16/1970

No.

Registration Date | 12/07/1971 Foreign Priority NONE
Date

Word Mark E




Design Mark

Description of
Mark

NONE

Goods/Services

Class U100 (International Class 035, 036, 037, 038, 039, 040, 041, 042). First
use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15

[ AUTOMOBILE LEASING SERVICES ]

Class U101 (International Class 035). First use: First Use: 1967/02/15 First Use
In Commerce: 1967/02/15

RETAIL AUTOMOBILE SALES SERVICES

U.S. Registration | 1875518 Application Date 12/06/1993

No.

Registration Date | 01/24/1995 Foreign Priority NONE
Date

Word Mark E

Design Mark

£ . 3

S

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
automotive fleet management services

Class 037. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
[automotive repair services and telephone installation and repair services]
Class 038. First use: First Use: 1988/02/01 First Use In Commerce: 1988/02/01
[telephone leasing services]

Class 039. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
rental and leasing services of automobiles and trucks

Class 042. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
[retail outlet services in the field of telephones, automotive dealership services]

U.S. Registration
No.

1864905 Application Date 12/06/1993




Registration Date | 11/29/1994 Foreign Priority NONE
Date

Word Mark E

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
automotive fleet management services

Class 037. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
automotive repair services [ and telephone installation and repair services ]
Class 038. First use: First Use: 1988/02/01 First Use In Commerce: 1988/02/01
[ telephone leasing services ]

Class 039. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
rental and leasing services of automobiles and trucks

Class 042. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15

[ retail outlet services in the field of telephones, and ] automotive dealership
services

U.S. Registration | 2136409 Application Date 10/01/1990

No.

Registration Date | 02/17/1998 Foreign Priority NONE
Date

Word Mark E

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
automobile fleet management services

Class 037. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
[ telephone installation and repair services; ] automobile repair services

Class 038. First use: First Use: 1988/02/01 First Use In Commerce: 1988/02/01
[ telephone leasing services ]

Class 039. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15

short term rental services of automobiles and trucks; automobile leasing
services

Class 042. First use: First Use: 1967/02/15 First Use In Commerce: 1967/02/15
[ retail outlet services in the field of telephones; ] automobile dealership services

U.S. Registration
No.

4119617 Application Date 04/01/2011




Registration Date | 03/27/2012 Foreign Priority NONE

Date
Word Mark E
Design Mark
7a—
Description of The mark consists of a white, stylized letter "e" on a green, bulb-shaped design

Mark element.
Goods/Services Class 039. First use: First Use: 2011/12/19 First Use In Commerce: 2011/12/19

vehicle rental and leasing services, and reservation services for the rental and
leasing of vehicles

Related 91204565, 91208463, 91208582, 91208583, 91208733, 91208806, 91208902
Proceedings
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature Nlhc/
Name Lisabeth H. Coakley
Date 02/01/2013




Attorney Docket No. 5245-400231

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Enterprise Holdings, Inc., )
Opposer, )
) Opposition No.
V. ) Serial No. 77/937380
) Mark: ZERO EMISSION & Design
Nissan Jidosha Kabushiki Kaisha, ) Published: August 7, 2012
Applicant. )
)
NOTICE OF OPPOSITION

Opposer, Enterprise Holdings, Inc., a Missouri corporation with a business address of 600
Corporate Park Drive, St. Louis, Missouri 63105 United States, hereby opposes registration of the
mark ZERO EMISSION & Design that is the subject of application Serial No. 77/937380 published
in the Official Gazette on August 7, 2012, and requests that registration to Applicant be refused.

As grounds in support of its opposition, Opposer asserts as follows:

1. Opposer, for many years, and well prior to the filing of the subject application and long prior

to any date of first use upon which Applicant can rely, has adopted and continuously used
“e” as a trademark and service mark for vehicle rental, sales and leasing services as well as
multiple other services. Opposer granted its subsidiaries, licensees and affiliates operating
under the name Enterprise Rent-A-Car (ERAC) an exclusive license to use Opposer’s
various registered marks more specifically described below and by virtue of that relationship,
all use by ERAC of Opposer’s various registered marks more specifically described below
inure to the benefit of Opposer.

2. Inthisregard, Opposer is the owner of the following United States Trademark Registrations:

17458582 1



Reg. # | Classes Mark Reg. # | Classes
85125611 | 12,35,36,37, 1234835 | 35,39

39
4054938 | 12,35, 36, 37, ) 1045085 | 39

39 S
3503173 | 12,35, 36, 37, 0925251 | 54

39 w
3808480 | 39 @ 1875518 | 35,39
3766680 | 36 = 1864905 | 35,37, 39, 42
3679720 | 39 E 2136409 | 35,37, 39, 42
2255679 | 35,39 4119617 | 39

-

(hereinafter referred to “Opposer’s Registered Marks” or “ERAC’s licensed Marks”).
Opposer’s Registered Marks are presumptive evidence of Opposer’s exclusive right to use
Opposer’s Registered Marks and/or to grant an exclusive license to ERAC to use the licensed

Marks identified in such registrations in commerce in connection with the goods and services

so identified.

3. ERAC’s licensed Marks are famous, and became famous well prior to the filing of the
applied for and opposed mark.

4. Applicant filed an application seeking to register the mark ZERO EMISSION & Design
based upon Sections 44(d) and 1(b) of the Lanham Act claiming it had the intent-to-use the
mark for “Repair or maintenance of automobiles; Repair or maintenance of electric vehicles;

Providing information about automobile status by computer networks; Providing information

74555921

-




about battery charge level, recharging time, navigable distance of automobiles by computer
networks; Agency services or liaison services for repair and maintenance of automobiles;
Providing information about economic driving; Providing information about repair or
maintenance of automobiles; Providing information about stations for recharging automobile
batteries; Repair or maintenance of measuring or testing machines and instruments; Repair or
maintenance of apparatus for evaluating or testing performance of fuel cells; Repair or
maintenance of power distribution or control machines and apparatus; Repair or maintenance of
rotary converters; Repair or maintenance of phase modifiers; Repair or maintenance of chargers;
Repair or maintenance of battery state of charge indicators; Repair or maintenance of recharging
stations for automobile batteries; Repair or maintenance of batteries and cells; Repair or
maintenance of automobile batteries; Repair or maintenance of fuel cells; Repair or maintenance
of transducing parts for fuel cells; Repair or maintenance of recharging batteries; Repair or
maintenance of rechargeable batteries; Construction for installing fuel cell generator sets; Repair
or maintenance of non-electric prime movers, not for land vehicles, other than water mills and
wind mills; Repair or maintenance of parts of non-electric prime movers for land vehicles;
Repair or maintenance of starters for motors and engines, AC motors and DC motors, not
including those for land vehicles but including parts for any AC motors and DC motors; Repair
or maintenance of AC generators and DC generators; Repair or maintenance of fuel cell
generator sets; Repair or maintenance of generators used in cogeneration systems; Repair or
maintenance of power generators; Repair or maintenance of electric wires or cables; Repair or
maintenance of telecommunication devices and apparatus; Repair or maintenance of telephone
apparatus; Repair or maintenance of radio communication machines and apparatus; Repair or
maintenance of radio application machines and apparatus; Repair or maintenance of parts and

accessories for telecommunication machines and apparatus; Repair or maintenance of wire

3



communication machines and apparatus; Repair or maintenance of broadcasting machines and
apparatus; Repair or maintenance of vehicular telematics system; Repair or maintenance of
vehicular terminal equipment capable of utilizing a telephone and road information; Repair or
maintenance of charge completion automatic notification apparatus using electronic mails;
Repair or maintenance of vehicle navigation systems equipped with telematics function; Repair
or maintenance of vehicle navigation systems; Repair or maintenance of portable cellular
phones; Repair or maintenance of not-yet-inserted charge plug notification apparatus using
electronic mails; Repair or maintenance of apparatus for receiving search information about a
recharging station around a vehicle; Repair or maintenance of apparatus for receiving
information about crowdedness of a recharging station; Repair or maintenance of apparatus for
collecting and transmitting associated data about a recharging station; Repair or maintenance of
dialing apparatus for booking a recharging station; Repair or maintenance of electronic
machines, apparatus, and their parts; Repair or maintenance of personal computers; Repair or
maintenance of vehicular personal computers; Repair or maintenance of apparatus for indicating
recharging time required for automobiles; Repair or maintenance of remote control systems for
air conditioners in electric vehicles; Repair or maintenance of remote control systems for
recharging electric vehicles; Repair or maintenance of electrodes; Repair or maintenance of
magnetic cores; Repair or maintenance of resistance wires” in Class 37. That application was
filed on February 17, 2010, and was assigned Serial No. 77/937380 (the “Application” or
“the mark”).

In response to office actions, Applicant amended the identification of services to the
following: “Agency services and liaison services for others, namely, arranging and
coordinating for the repair and maintenance of automobiles” in Class 35; “Repair or

maintenance of measuring or testing machines and instruments; Repair or maintenance of

-4-



apparatus for evaluating or testing performance of fuel cells; Repair or maintenance of power
distribution or control machines and apparatus; Repair or maintenance of rotary converters;
Repair or maintenance of phase modifiers; Repair or maintenance of battery chargers; Repair
or maintenance of battery state of charge indicators; Repair or maintenance of recharging
stations for automobile batteries; Repair or maintenance of batteries and battery cells; Repair
or maintenance of automobile batteries; Repair or maintenance of fuel cells; Repair or
maintenance of recharging batteries; Repair or maintenance of rechargeable batteries; Repair
or maintenance of starters for motors and engines, AC motors and DC motors, not including
those for land vehicles but including parts for any AC motors and DC motors; Repair or
maintenance of AC generators and DC generators; Repair or maintenance of generators used
in cogeneration systems; Repair or maintenance of power generators; Repair or maintenance
of electric wires or cables; Repair or maintenance of electrodes; Repair or maintenance of
magnetic cores; Repair or maintenance of resistance wires; (Based on Intent to Use) - Repair
or maintenance of automobiles; Repair or maintenance of electric vehicles; Providing
information about automobile status by computer networks for repair or maintenance of
automobile; Providing information to drivers about current battery charge level and
recharging time; Providing information about repair or maintenance of automobiles;
Providing information about stations for recharging automobile batteries; Repair or
maintenance of telecommunication devices and apparatus; Repair or maintenance of
telephone apparatus; Repair or maintenance of radio communication machines and
apparatus; Repair or maintenance of radio application telecommunications machines and
apparatus; Repair or maintenance of parts and accessories for telecommunication machines

and apparatus; Repair or maintenance of wire communication machines and apparatus;

-5-



Repair or maintenance of broadcasting machines and apparatus; Repair or maintenance of
vehicular telematics system; Repair or maintenance of vehicular terminal equipment capable
of utilizing a telephone and road information; Repair or maintenance of automobile battery
charge completion automatic notification apparatus that uses electronic mail; Repair or
maintenance of vehicle navigation systems equipped with telematics function; Repair or
maintenance of vehicle navigation systems; Repair or maintenance of portable cellular
phones; Repair or maintenance of an apparatus that uses electronic mail to notify the user
that the charge plug for an automobile battery has not yet been inserted; Repair or
maintenance of apparatus for receiving search information about nearest automobile battery
recharging stations; Repair or maintenance of apparatus for receiving information about
consumer crowdedness at a recharging station for automobile batteries; Repair or
maintenance of apparatus for collecting and transmitting associated data about an automobile
battery recharging station; Repair or maintenance of dialing apparatus for booking an
automobile battery recharging station; Repair or maintenance of electronic machines,
apparatus, and their parts, that are used in connection with recharging automobile batteries;
Repair or maintenance of personal computers; Repair or maintenance of vehicular personal
computers; Repair or maintenance of apparatus for indicating recharging time required for
automobiles; Repair or maintenance of remote control systems for air conditioners in electric
vehicles; Repair or maintenance of remote control systems for recharging electric vehicles;
Electric vehicle battery charging stations; Electric vehicle battery replacement stations” in
Class 37; “Providing information about navigable distance of automobiles by computer
networks, namely, information about the distance a car can travel based on current battery

charge level” in Class 39 and “Vehicle driving instruction, namely, providing instructional

-6-
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information about economic driving, including instruction about economic mileage,
economic electricity consumption in electric cars, and data on CO2 reduction” in Class 41.
The mark shown in the Application and displayed below clearly emphasizes the lower case

letter “e”:

2(@ro Emission

ERAC’s licensed Marks are in use and consist of and/or emphasize the letter “e” and were
used and registered long prior to the filing of Applicant’s mark.

The Applicant’s mark claims protection for various services related to “automobiles” and/or
“vehicles.”

ERAC’s licensed Marks are in use and were used and registered long prior to the filing of

Applicant’s mark for various services related to “automobiles” and/or “vehicles.”

Opposer’s Background

10. As noted above, Opposer has granted its subsidiaries, licensees and affiliates operating under

11

the name ERAC an exclusive license to use Opposer’s Registered Marks. Through its
subsidiaries, affiliates and licensees Opposer is the largest car rental service provider in the
world measured by revenue, employees and fleet, operating under the brand names
Enterprise Rent-A-Car, Alamo Rent-A-Car and National Car Rental. As part of its car
rental operations described herein, ERAC has over the past several years, rented hundreds of
thousands of Applicant’s Nissan vehicles, and continues to rent Applicant’s Nissan vehicles

today.

. ERAC was founded in 1957, and since at least as early as 1967, ERAC has continuously

used ERAC’s licensed Marks in connection with vehicle rental and leasing services in

17485592 4



United States commerce. More specifically, ERAC uses ERAC’s licensed Marks in
connection with its ERAC business, including but not limited to, various “e” marks
throughout the United States (and the world) in its rental facilities and in advertisement and
promotion of its rental services on the Internet and in media.

12. ERAC also provides the unique service of renting vehicles to customers who need a vehicle
because of an accident or mechanical repair, or need a vehicle rental at the airport. In
addition, ERAC sells used vehicles at its ENTERPRISE CAR SALES locations and via a
website.

13. ERAC operates more than 5,500 neighborhood and airport branch offices located within 15
miles of 90 percent of the United States population. Outside the United States, ERAC
operates rental locations in Canada, the United Kingdom, Ireland and Germany.

14. ERAC neighborhood branches also work with customers, dealerships, and insurance agents
to provide customers with rental vehicles.

15. ERAC has rental facilities within one mile of 95 percent of dealerships and in some cases has
established an office, on site, as part of the dealership offering.

16. Thus, customers can purchase used vehicles from ERAC (including, but not limited to,
Nissan brand vehicles) and customers can rent ERAC vehicles through automobile

dealerships including rental of ERAC vehicles at Nissan dealerships.

ERAC’S Relationship with Applicant

17. As noted above, hundreds of thousands of vehicles have been purchased from Applicant
Nissan for use as part of the ERAC rental car fleet. More specifically ERAC (a) sells used
NISSAN vehicles; (b) rents NISSAN vehicles at its neighborhood and airport branch

locations; and (c) rents NISSAN vehicles through satellite branches at Nissan dealerships.
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18. In this manner, ERAC’s and Applicant’s customers are frequently exposed to co-branding,
that is, seeing ERAC’s licensed Marks in close proximity to Applicant’s NISSAN marks,
which makes use of a stylized “e” mark by both ERAC and Applicant particularly and
uniquely likely to create confusion.

19. ERAC’s customers who rent a NISSAN vehicle from an ERAC location or purchase a used
NISSAN vehicle from an Enterprise Car Sales location may be exposed to any or all of the
following:

i. NISSAN marks appearing on the NISSAN vehicles offered for sale or rent, such
as the vehicle badges and owner’s manuals;
ii. ERAC’s licensed Marks appearing on the rental or sales location signage;
iii. ERAC’s licensed Marks and NISSAN marks appearing in close proximity on
ERAC’s brochures and websites for vehicle rental and sales.

20. Applicant’s customers who purchase a NISSAN vehicle at Applicant’s dealership locations,
or bring their NISSAN vehicle to a NISSAN dealership for repairs or maintenance are likely
to be exposed to ERAC’s licensed Marks appearing at dealerships that offer ERAC’s rental
vehicles as “loaner” vehicles. Thus, ERAC customers are presented with the Applicant’s
marks as part of ERAC’s rental and sales services in branch locations and via its websites,
and Applicant’s customers are presented with ERAC*s licensed Marks inside Applicant’s
NISSAN dealerships.

2]1. The unique concern in this situation is that ERAC’s and Applicant’s marks are
displayed together repeatedly at the point of sale/rental for the same or similar goods
and services to essentially the same or similar customers. As such, in the event that

Applicant uses and registers the applied for mark that includes a bold stylized letter

9-

1745355921



“e” in connection with vehicle services, common customers in the same channels of
trade will be highly likely to be confused and believe that ERAC is licensing, sponsoring
and/or endorsing vehicles and vehicles services that are sold, distributed or rented by
Applicant, which is not true.

22. ERAC monitors new trademark filings and became aware of the Application shortly after its
filing date in February, 2010. ERAC was immediately concerned that Applicant’s use of
marks emphasizing a lowercase “e” would likely cause confusion with ERAC’s licensed
Marks, especially since Applicant’s marks and ERAC’s licensed Marks are used in such
close proximity.

23. Due its special business relationship with Applicant as a valued customer and a vendor,
ERAC has, since the filing date of this and other similar pending applications for “zero
emission” stylized and “e zero emission” actively engaged with Nissan to request that Nissan
limit the manner of its use and registration of a trademark or service mark that includes a
stylized “e” due to the likelihood of confusion and the parties common customers and
channels of trade.

24. On August 7, 2012, the Application was published for opposition. In order to preserve its
rights while continuing to follow up with Applicant on possible resolution of its concern,
Opposer obtained an initial 90-day extension of time to oppose.

25.1In early February 2012, ERAC sent Applicant a draft agreement, hoping to obtain a
substantive response to ERAC’s concerns of confusion. Finally, on March 28, 2012 Nissan
responded to ERAC; however, Applicant apparently still does not appreciate the high

likelihood of confusion that exists among its common customer base.
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26. Despite its true and continued interest in working out an amicable business resolution with
Applicant as demonstrated by months of prior discussions and exchange, in order to assert
and establish its prior rights as well as the fame of ERAC’s licensed “e” Marks and the likely
confusion and damage that will result from Applicant’s use and registration of the applied for
mark and other “e zero emission” marks, Opposer filed the instant Notice of Opposition.

Counts

27. Opposer re-alleges and incorporates by reference the allegations of paragraphs 1-26 as if set
forth fully herein.

28. Applicant’s mark so resembles ERAC’s licensed Marks as to be likely, when applied to the
services set forth in Applicant’s application, to cause confusion, mistake, or deception within
the meaning of Section 2(d) of the Trademark Act, resulting in damage to and injury in the
exclusivity and goodwill associated with ERAC’s licensed Marks.

29. Applicant’s mark is likely to dilute ERAC’s licensed Marks within the meaning of the
Federal Trademark Dilution Action of 1995, as amended by the Trademark Revision Act of
2006 resulting in damage and injury to ERAC’s licensed Marks.

30. Applicant’s mark is merely descriptive of the services identified and published and its
stylized design is insufficiently distinct within the meaning of Section 2(e) of the Trademark
Act and is therefore incapable of registration. Applicant has admitted the descriptive nature

of the applied for mark having entered a disclaimer of the terms “zero emission.”
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WHEREFORE, Opposer prays that the opposition be sustained and that registration to Applicant be

refused.

Dated: February 1, 2013

F7435592.1
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Respectfully Submitted,

ENTERPRISE HOLDINGS, INC.

By: ; S»—A-—"ACB/
Lisabeth H. Coakley, Esq.
David R. Haarz, Esq.
Elizabeth K. Brock, Esq.
HARNESS, DICKEY & PIERCE, P.L.C.
Suite 200, 5445 Corporate Drive
Troy, Michigan 48098
T: 248-641-1600
F: 248-641-0270

Attorneys for Opposer Enterprise Holdings,
Inc.



Attorney Docket No. 5245-400233

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Enterprise Holdings, Inc., )
Opposer, )
) Opposition No.
v. ) Serial No. 77/937376
) Mark: ZERO EMISSION & Design
Nissan Jidosha Kabushiki Kaisha, ) Published: June 19, 2012
Applicant. )
)
CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Notice of Opposition has
been served on Applicant Nissan Jidosha Kabushiki Kaisha, by mailing said copy to the
correspondent address of record with the United States Patent and Trademark Office and the
Trademark Trial and Appeal Board, on February 1, 2013, via First Class Mail, postage prepaid, to:

Micol Cecchi
Nissan North America, Inc.
P.O. Box 685001
Franklin TN 37068-5001
With a courtesy copy to counsel for Applicant to:
Gary D. Krugman
Sughrue Mion PLLC

2100 Pennsylvania Avenue NW, Suite 800
Washington, DC 20037-3202

A ) (g

Timothy J. C(‘)lmparo‘xlli
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