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L INTRODUCTION

Pursuant to TBMP § 528.01 and Federal Rule of Civil Procedure 56, Opposer Perfect
Memorials, LLC (“Perfect Memorials™) submits this Memorandum in Opposition to Applicant’s
Cross-Motion for Summary Judgment.

The question of this opposition proceeding is whether Applicant United Priority
Distributors’ (“Applicant””) mark WEEPING ANGEL is descriptive of its funeral urn which
depicts a weeping angel.

Applicant’s Cross-Motion should be denied because Applicant applies an outdated,
incorrect legal standard for determining whether a mark is merely descriptive. When applying
the proper standard for determining descriptiveness, the only conclusion is that the mark
WEEPING ANGEL is descriptive of funeral urns which incorporate the sculpture commonly
referred to as the “Weeping Angel.” Applicant’s urn is merely a copy of the public domain
sculpture entitled “the Angel of Grief.” Below is a side-by-side comparison of Applicant’s

WEEPING ANGEL urn with the Angel of Grief.

ia

Ane of ri Slture” Image from UPD Specimen

These photos demonstrate that not only is Applicant’s urn a replica of the “Angel of Grief,” but
also depicts a weeping angel.
Applicant concedes that (1) its urn is merely a copy of the Angel of Grief sculpture; (2)

the “Angel of Grief” depicts a weeping angel; (3) the ordinary meaning of “weeping angel” is a




representation of an “angel in grief”; (4) the original “Angel of Grief” sculpture is referred to as
“Weeping Angel”; (5) replicas of the “Angel of Grief” are referred to as a “weeping angel”; (6)
commonly used e-commerce sites such as etsy.com, ebay.com, amazon.com, and
google.com/shopping all sell merchandise referring to goods depicting the Angel of Grief
sculpture as “weeping angel”; and (7) Applicant itself has described the “Angel of Grief”
sculpture as a depiction of a “weeping angel.” Therefore, the only conclusion is that the phrase
“Weeping Angel” describes a characteristic of Applicant’s goods — namely, that it depicts a
weeping angel. Applicant’s WEEPING ANGEL mark is not suggestive because the term
“WEEPING ANGEL” is frequently used by others to describe or refer to the very sculpture that
Applicant copied in designing its urn.

Applicant asserts that its WEEPING ANGEL urn would itself be protectable as a
trademark and therefore the word mark is not descriptive. This argument is bereft of legal
support or probative evidence. There is no legal authority to support Applicant’s claim that a
standard character mark which describes a feature or characteristic of the goods is not merely
descriptive if those features could themselves be used to identify the goods. Even if there was
such legal authority, Applicant’s urn is based on a public domain sculpture, which intrinsically
cannot be a source identifier when others are free to use it themselves. Even if there was legal
authority, and even if the Weeping Angel sculpture were not in the public domain, Applicant’s
argument still fails because Applicant has not provided any evidence that the product shape of
Applicant’s WEEPING ANGEL urn has itself acquired secondary meaning.

Finally, Applicant’s counterclaim is outside the jurisdiction of the Board. Applicant
alleges that Opposer is seeking to “impersonate Applicant” and “deceive consumers without

restraint.” Setting aside that Applicant has no probative evidence to support these claims, these



claims are fundamentally passing off claims which the Board has routinely said is outside its

jurisdiction.

IL. STATEMENT OF FACTS

Perfect Memorials hereby incorporates by reference its Statement of Undisputed Facts
(“SUF”) from its Motion and Memorandum of Law In Support of Its Motion for Summary

Judgment.'

III. ARGUMENT

A. Applicant’s WEEPING ANGEL Mark Is Descriptive.

Applicant has identified the wrong test for determining whether a mark is descriptive.
Applicant’s suggestion that Perfect Memorials must demonstrate mere descriptiveness based on
a three-part “imagination, use and need” test is mistaken because “the only test for
descriptiveness is whether the term immediately conveys knowledge of a quality, feature,
function or characteristic of the goods or services for which it is used” (emphasis added).
Anheuser-Busch, Inc. v. Holt, 92 U.S.P.Q.2d 1101, 1104 at fn. 8 (TTAB 2009) (quoting In re
Carlson, 91 U.S.P.Q.2d 1198, 1203 (TTAB 2003)). When the proper test is applied, there is no
other conclusion than that the term WEEPING ANGEL describes the primary feature of
Applicant’s good, namely, that it looks like a weeping angel.

Applicant concedes that:

e its WEEPING ANGEL urn is a mere copy of the Angel of Grief created in 1898 [SUF
5-6];

e the Angel of Grief depicts a weeping angel [SUF [ 9];

! Applicant conceded the Facts Not In Dispute except § 16 to the extent that the urn found in the Google Search was
Perfect Memorials urn. See Appl. Combined Opposition and Cross Motion for Summary Judgment at pp. 3-4.



e the ordinary meaning of the term “weeping angel” is a depiction of an angel expressing
grief, and Applicant’s WEEPING ANGEL urn depicts an angel expressing grief [SUF 9
7-8];

o Replicas of the Angel of Grief in cemeteries throughout the country have been referred to
as WEEPING ANGEL [SUF 91 10-12];

e Other merchandise (besides urns) that replicates the Angel of Grief is referred to as
“Weeping Angel” in a non-trademark sense [SUF q 13-17];

e Applicant has itself described the Angel of Grief as a replica of a “weeping angel” [SUF

1 20].

These concessions are damning to Applicant’s position. Clearly the words WEEPING
ANGEL describe a funeral urn which depicts a weeping angel. Applicant attempts to re-frame
the issue by noting that the words “weeping angel” are generally unrelated to funeral urns.
However, it is settled that “[t]he question is not whether someone presented with only the mark
could guess what the goods or services are. Rather, the question is whether someone who knows
what the goods or services are will understand the mark to convey information about them.”
DuoProSS Meditech Corp. v. Inviro Medical Devices, Ltd., 695 F.3d 1247, 103 USPQ2d 1753,
1757 (Fed. Cir. 2012) (citation omitted); /n re Tower Tech Inc., 64 USPQ2d 1314, 1316-17
(TTAB 2002). The WEEPING ANGEL word mark, viewed in the context of Applicant’s
products, does nothing other than describe the “Angel of Grief” sculpture: the only feature of
Applicant’s goods is that they are an artistic replication of the “Angel of Grief” sculpture. It is
precisely this feature that is likely to cause consumers to purchase that urn as opposed to all other
urns commercially available. From a utility standpoint all urns are basically the same. What

drives consumers to purchase a WEEPING ANGEL urn is that it looks like a weeping angel.



Applicant even concedes in its product literature that the Angel of Grief is a depiction of a

weeping angel. [Nikolai Decl., Ex. 54].

B. Applicant’s WEEPING ANGEL Mark Is Not Suggestive.

A mark is suggestive, and therefore inherently distinctive, if reasoning or imagination is
required to determine the attributes or characteristics of the products associated with a mark. See
In re Atavio, 25 USPQ2d 1361, 1362 (TTAB 1992). When the goods or services are encountered
under the mark, and a multi-stage reasoning process, or the utilization of imagination, thought or
perception, is required in order to determine what attributes of the goods or services the mark
indicates, the mark is suggestive. See, e.g., In re Abcor Development Corp., 588 F.2d 811, 200
USPQ 215, 218 (CCPA 1978), and In re Mayer-Beaton Corp.,223 USPQ 1347, 1349 (TTAB
1984). Here, no reasoning or imagination is necessary, because as they appear on Applicant’s
website, the urn shows a weeping angel. [Nikolai Ex. 3 at Specimen].

Applicant suggests that because it was the first to use WEEPING ANGEL in connection
with funeral urns, the mark is inherently distinctive. (Appl. Combined Opposition and Cross
Motion for Summary Judgment at p. 7). However, the fact that Applicant may have been the
first to use the mark WEEPING ANGEL in connection with a funeral urn designed to replicate
the Angel of Grief sculpture does not justify registration if the term is merely descriptive. In re
National Shooting Sports Foundation, Inc.,219 U.S.P.Q. 1018 (TTAB 1983).

Applicant also suggests that one can find “anything on the internet.” What is important is
one thing that certainly has been found on the internet is Applicant using the words “weeping
angel” to describe the Angel of Grief. [Nikolai Decl., Ex. 54]. Applicant should not be allowed
to describe the Angel of Grief as a depiction of a weeping angel to its customers and then argue

to the Board that “WEEPING ANGEL” is suggestive mark, rather than merely descriptive.



Because Applicant’s WEEPING ANGEL mark is descriptive and Applicant has not
presented evidence of secondary meaning, summary judgment is appropriate because the mark is

not distinctive.

C. Whether the Features of Applicant’s Specimen Are Protectable Is Irrelevant
to Determining Whether the WEEPING ANGEL Mark is Descriptive.

Applicant presents a legally irrelevant argument that “[t]hough Applicant’s WEEPING
ANGEL is a standard character mark, to the extent Opposer is arguing it describes features of
Applicant’s products, those features that Opposer identifies could themselves be used to identify
source.” (Appl. Combined Opposition and Cross-Motion for Summary Judgment at p. 9].

First, this argument has no legal significance. Applicant cites no legal authority to support this
proposition. The possibility that some other mark might be inherently distinctive does not justify
registration of a mark that is merely descriptive. Second, the argument is woefully lacking in
probative evidence — namely, there is no evidence that Applicant’s trade dress is inherently
distinctive. The Angel of Grief sculpture has been around for over 100 years, and has entered
the public domain — others are free to copy it. Moreover, Applicant has not submitted any
evidence of secondary meaning which supports that its trade dress has become distinctive.

Fundamentally, Applicant’s point here is a non-sequitur.

D. This Board Lacks Jurisdiction Over Applicant’s Unfair Competition and
Passing Off Claims.

The Board is not authorized to determine unfair competition, passing off or infringement
issues. Person's Co. v. Christman, 900 F.2d 1565, 14 USPQ2d 1477, 1481 (Fed. Cir. 1990)
(Board cannot adjudicate unfair competition issues); Ross v. Analytical Technology Inc., 51
USPQ2d 1269, 1270 n.2 (TTAB 1999) (no jurisdiction over unfair competition claims); Hershey

Foods Corp. v. Cerreta, 195 USPQ 246, 252 (TTAB 1977) (determination of whether opposer is



guilty of unfair business practices is not within the province of the Board). Whether Perfect
Memorials is selling a product that is a copy of Applicant’s product is not relevant and begs the
question of the merely distinctive nature of the mark. Even if the Board had authorization to
determine unfair competition issues, Perfect Memorials alleged “copying” is not wrongful

because the term WEEPING ANGEL is descriptive of a funeral urn that depicts a weeping angel.

IV. CONCLUSION

For these and other reasons, Perfect Memorials respectfully requests that the Board deny
Applicant’s Cross-Motion for Summary Judgment, sustain the Opposition, and deny registration
of the applied-for WEEPING ANGEL mark.

Respectfully submitted,

nlld;

lai
NIKOLAI & MERSEREAU, P.A.
900 Second Avenue South
Suite 1550
Minneapolis, MN 55402
Phone: (612) 339-7461

Attorney for Perfect Memorials, LLC

Date: D’C- 13 , 2013.
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