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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name National Coalition of Oncology Nurse Navigators, Inc.
Granted to Date 12/30/2012

of previous

extension

Address PO Box 1688

Rockville, MD 20849-1688
UNITED STATES

Attorney Julian H. Spirer

information Spirer Law Firm, P.C.

7101 Wisconsin Avenue Suite 1201

Bethesda, MD 20814-4867

UNITED STATES

spirgold@spirerlaw.com Phone:(301) 654-3300

Applicant Information

Application No 85371383 Publication date 07/03/2012
Opposition Filing 12/27/2012 Opposition 12/30/2012
Date Period Ends

Applicant AONN ADVANTAGE, LLC

241 Forsgate Drive, Suite 205A
Monroe Township, NJ 08831
UNITED STATES

Goods/Services Affected by Opposition

Class B.
All goods and services in the class are opposed, namely: Oncology nurse navigating services

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)
The mark is merely descriptive Trademark Act section 2(e)(1)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 4044809 Application Date 03/24/2011

No.

Registration Date | 10/25/2011 Foreign Priority NONE
Date

Word Mark NCONN



http://estta.uspto.gov

Design Mark

Description of NONE

NCONN

Goods/Services Class 035. First use: First Use: 2008/06/12 First Use In Commerce: 2008/06/12
Association services, namely, promoting the interests of oncology nurse

navigators
U.S. Registration | 4137779 Application Date 03/24/2011
No.
Registration Date | 05/08/2012 Foreign Priority NONE

Date

Word Mark NCONN
Design Mark
Description of The mark consists of acronym "NCONN" with a stylized letter "O".
Mark

Goods/Services Class 035. First use: First Use: 2008/06/12 First Use In Commerce: 2008/06/12

Association services, namely, promoting the interests of oncology nurse
navigators

Attachments 85276116#TMSN.jpeg ( 1 page )( bytes)
85276099#TMSN.jpeg ( 1 page )( bytes)
Opposition.pdf ( 4 pages )(195352 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Julian H. Spirer/
Name Julian H. Spirer
Date 12/27/2012




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application Serial No. 85371383

For the mark ONN

Published in the Official Gazeteer on July 3, 2012

National Coalition of Oncology Nurse Navigators, Inc.,
Opposer,

V.

AONN Advantage, LLC,

Applicant.

N Nt N’ N e N’ N N’ e’ N

OPPOSITION

National Coalition of Oncology Nurse Navigators, Inc., a Maryland nonstock corporation
having a place of business at 8245-D Stone Corp Drive, Ellicott City MD 21043, and a mailing
address at PO Box 1688, Rockville MD 20849-1688, through undersigned counsel (“Opposer™),
believes that it will be damaged by registration of the mark shown in the above-ideﬁtiﬁed
application, and hereby opposes the same.

The grounds for opposition are as follows:

1. AONN Advantage, LLC, a Delaware limited liability company (“Applicant”),
seeks to register the mark ONN (the “Applicant’s Mark”) as a certification mark for the
certifying of persons performing “oncology nurse navigating services” in international class B.

2. Applicant filed its application for registration of Applicant’s Mark on July 14,
2011, based upon an alleged intent to use the mark in commerce.

3. Opposer has used the service marks NCONN and NCONN with a stylized

letter “O” (the “Opposer’s Marks™) continuously in connection with promoting the interests



of oncology nurse navigators since at least June 12, 2008, and long prior to the filing date of
Applicant’s application.

4. On March 24, 2011, prior to Applicant’s filing date, Opposer filed applications
for registration of Opposer’s Marks for “promoting the interests of oncology nurse navigators”
based on Opposer’s use in commerce since June 12, 2008. The United States Patent and
Trademark Office registered Opposer’s Marks on October 25, 2011, Registration No. 4044809
(standard characters) and May 8, 2012, Registration No. 413779 (stylized letter “O”).

5. Applicant’s mark is virtually identical to Opposer’s Marks, with only the deletion
of the initial letters “N” and “C” to distinguish Applicant’s Mark from Opposer’s Marks.

6. Applicant’s services in certifying oncology nurse navigators who meet certain
standards, qualifications, and testing requirements and Opposer’s services in promoting the
interests of oncology nurse navigators are the same or closely related and are or will be offered
to the same classes of customers through the same channels of trade.

7. The examining attorney initially rejected Applicant’s application on the grounds
that Applicant’s Mark was confusingly similar to the registered mark “AONN” (Registration
No. 3733717), until informed that Applicant was the owner of the mark AONN. In explaining
the basis for the original opposition, the examining attorney used language that applies equally
as well to the likelihood of confusion with Opposer’s Marks:

[B]oth marks comprise the letters “ONN” and both offer services related to oncology

nursing. The mere deletion of wording or a letter from a registered mark may not be

sufficient to overcome a likelihood of confusion. Applicant’s mark does not create

a distinct commercial impression because it contains the same common wording as
registrant’s mark, and there is no other wording to distinguish it from registrant’s mark.

Office Action dated November 3, 2011, Serial No. 85371383.



8. If Applicant’s Mark is used to certify individuals who perform oncology nurse
services as recited in application Serial No. 85371383, such use is likely to cause confusion,
mistake, and/or deception of the relevant trade and public. Customers and potential customers
are likely to believe that Applicant’s certifications emanate from or are approved by Opposer
when that is not the case.

9. Such confusion, mistake, and/or deception, if Applicant’s Mark were registered,
would be a source of damage to Opposer and is a basis for refusing the registration of
Applicant’s Mark under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d).

10.  Applicant’s Mark is a common descriptive term for oncology nurse navigators.

11.  Opposer has been using Applicant’s Mark to describe persons performing
oncology nurse navigating services since at least May 2008, long prior to the filing date of
Applicant’s application.

12.  Applicant’s Mark has been commonly used throughout the oncology nurse
navigating community to refer to persons performing nurse navigating services since long
prior to the filing date of Applicant’s application.

13.  Prior to filing application Serial No. 85371383, Applicant filed an application
for registration of the identical mark for the identical services. Serial No. 77960043. Applicant
abandoned this application on July 15, 2011, after the examining attorney issued a final refusal
of registration for mere descriptiveness under Section 2(e)(1) of the Trademark Act, the same
grounds adduced here. As the examining attorney noted, “[T]he evidence of record clearly
shows that the wording ONN immediately describes the subject matter of applicant’s services.”

Office Action dated January 14, 2011, Serial No. 77960043.



14.  The handicap to Opposer and to the oncology nurse navigating community, if
Applicant’s Mark were registered, in being precluded freely from using Applicant’s Mark as
a description for oncology nurse navigators is a source of damage to Opposer and others in the
oncology nurse navigating community.

15.  This handicap and damage is a basis for refusing the registration of Applicant’s
Mark under Section 2(e)(2) of the Trademark Act, 15 U.S.C. § 1052(e)(2).

WHEREFORE, Opposer respectfully requests that this opposition be sustained and that
registration of the mark shown in Application Serial No. 85371383 be denied.

Dated: December 27, 2012 Respectfully submitted,

J¢lian H. Spirer
Spirer Law Firm, P.C.

7101 Wisconsin Avenue, Suite 1201
Bethesda, Maryland 20814-4867
(301) 654-3300 Telephone

(301) 654-1109 Facsimile

jspirer(@spirerlaw.com

Certificate of Service
The undersigned hereby certifies that on this 27th of December, 2012, a true copy of the
foregoing Opposition was served by first-class mail, postage pre-paid, on:

Brian L. Petrequin, Esq.
LeClair Ryan

1037 Raymond Blvd. Ste 16
Newark, NJ 07102-5424

cwf<r)u@
Jljan H. Spirer /}




