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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

DIRECTYV Sports Networks, LLC,

Opposer,
Opposition No. 91208501
V.

Ser. No. 85523657
Heng Dai Media, LI.C,

Applicant.

R . L N I S NS T N N

Attorney Ref. No. 005115-60804

APPLICANT’S MOTION TO WITHDRAW OR AMEND ADMISSIONS

COMES NOW Heng Dai Media, LLC (hereinafter Applicant), and pursuant to Federal
Rule of Civil Procedure 36(b) and Trademark Trial and Appeal Board Manual of Procedure
(“ITBMP”) § 525 moves to withdraw or amend any “admissions” it is deemed to have made
when the time to respond to DIRECTV Sports Networks, LI.C’s (hereinafter Opposer) requests
for admission expired.

As grounds for the motion, Opposer, by its attorneys, avers as follows:

Opposer served Applicant with Opposer’s Requests for Admission and Opposer’s First
Request for Production on April 22, 2013, by Federal Express and Electronic Mail.
Consequently, Applicant’s responses to Opposer’s Requests for Admission and Opposer’s First
Request for Production where due May 28, 2013. However, Applicant received no actual notice
of Opposer’s Requests for Admission and Opposer’s First Request for Production until April 29,
2013. Believing that the time to respond had yet to pass, Applicant served responses on Opposer

on May 31, 2013. Copies of the responses Applicant served on Opposer on May 31, 2013 are
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attached as Exhibit A. Regrettably the date the responses were completed, namely, May 31,
2013, and the date they were served, namely, May 31, 2013, where not properly set forth in the
responses. Consequently, Applicant moves to withdraw or amend, in the form of responses
attached as Exhibit B, any “admissions” it may be deemed to have made due to the passage of
the time in which to respond.

The Board may permit Applicant to withdraw or amend “admissions™ it may be deemed
to have made due to the passage of the time in which to respond if the “presentation of the merits
of the action will be subserved” by the withdrawal or amendment, and if Opposer fails to “satisfy
the [Board] that withdrawal or amendment will prejudice [Opposer] in maintaining the action of
defense on the merits.” Fed. R. Civ. P. 36(b); TBMP § 525.

“[Clourts have substantial discretion in deciding whether to allow withdrawal of an
admission.” Monster Cable Pros. Inc. v. Bettes, Opp. No. 116757, 2002 TTAB LEXIS 554, at
*4-5 (TTAB August 29, 2002) (attached as Exhibit C}). Rule 36(b) “emphasize the importance of
having the action resolved on the merits, while at the same time assuring each party that justified
reliance on an admission in preparation for trial will not operate to his prejudice.” Fed. R. Civ. P,
36(b) note (emphasis added); Hobie Designs, Inc. v. Fred Hevman Beverly Hills, Inc., 14
USPQ2d 2064, 2065 (TTAB) 1980). As the Board has stated, “[i]n making [the Rule 36(b)
determination, it is important to keep in mind that the resolution of an action on the merits
whenever possible is a basic tenet underlying the Federal Rules of Civil Procedure.” Brown &
Bigelow, Inc. v, Freeflight, Inc., Opp. No. 102448, 1999 TTAB LEXIS 305, at *2 (TTAB July 7,
1999) (attached as Exhibit D) (citing Johnston Pump/General Valve, Inc. v. Chromalloy

American Corp., 13 USPQ2d 1719, 1720 (TTAB 1989)),
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To support a finding that the presentation of the merits of an action will be subserved by
the withdrawal or amendment of admissions, the Board consistently requires only that the
“admissions” to be withdrawn go to the core factual and legal issues of the opposer’s claim.
Brown & Bigelow, 1999 TTAB LEXIS 305, a *3; Johnston Pump, 13 USPQ2d at 1721. In
Brown & Bigelow, the applicant’s counsel incorrectly docketed the date for responding to the
opposer’s requests for admissions, inadvertently responding two-and-a-half weeks late. 1999
TTAB LEXIS 305, at *2 n.4. On the applicant’s motion to withdraw, the Board cited the
importance of deciding actions on their merits, and held that “[u]nder the first part of the test, it
is clear that if the admissions are allowed to stand, applicant, having admitted to essentially
every factual element if opposer’s Section 2(d) claim, would have no hope of succeeding on the
merits of the case. Thus, the first part of the test has been satisfied.” Id. at 3 (emphasis added).

Johnston Pump involved an even more extreme factual predicate for a motion to
withdraw: after the opposer admitted it had not used the mark in question in plain type, one of its
employees “remembered” that the opposer in fact had used the mark in plain type, so the opposer
moved to withdraw the admission. 13 USPQ2d at 1719-20. The Board, citing the importance of
reaching the merits, granted the motion, holding that:

Opposer’s use of the mark ... in plain type is clearly relevant to the
issue of likelihood of confusion. Thus, the merits of the case
would be subserved by allowing opposer to be relieved of its
previous admission, We find that the first part of the test in Rule

36(b) is met, in that allowing opposer to be relieved of its previous
admission will enhance development of the merits of the case.

Id at 1721,
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In this case, as in Brown & Bigelow and Johnston Pump, any “admissions” Applicant
may be deemed to have made due to the passage of the time in which to respond go to the
necessary elements of Opposer’s claim of likelihood of confusion, namely, confusing similarity
and close relationship of the services. Here, as in the above-cited cases, allowing Applicant to
fairly meet the substance of thee requests for admission, which all relate to the factual elements
of Opposer’s claim, would “enhance the development of the merits of the case.” Applicant
stands ready to do so with the attached responses. Therefore, under the Board’s prior decisions,
withdrawal or amendment of any “admissions” Applicant may be deemed to have made due to
the passage of the time in which to respond would subserve the presentation of the merits in this
case.

Rule 36(b) and TBMP § 525 place the burden on Opposer to demonstrate that it would be
prejudiced by withdrawal; Applicant is not required to show that no prejudice will result. Fed.
R. Civ. P. 36(b); TBMP § 525 (“the Board...may permit withdrawal... of an admission when the
... propounding party fails to satisfy the Board that withdrawal ... will prejudice said party in
maintaining its action or defense on the merits.”) However, Opposer will be unable fo
demonstrate the prejudice the Board requires to defeat a motion to withdraw admissions:

The concept of prejudice, in this regard, does not simply mean that
the party who obtained the admissions will not have to prove the
previously admitted facts, but rather refers to the special difficulty
a party may face in proving its case, e.g. if key witnesses or
evidence has become unavailable, or if there is insufficient time
before trial for that party to obtain the necessary evidence or
witnesses. Thus, although applicant cannot be excused for failing
to respond within the time allowed for such response, it is clear
that the interests of justice are best served by accepting applicant’s

late-filed responses and allowing a disposition on the merits,
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Brown & Bigelow, 1999 TTAB LEXIS 305, at *3-4; see also Newman v. Unlimited Concepts,
Inc., Canc. No. 24265, 1997 TTAB LEXIS 28, at *3-4 (TTAB October 9, 1997) (attached as
Exhibit E).

Where the action is in the pre-trial stage and the discovery period is still open, as I this
case, the Board finds no prejudice to the proponent of the requests. Monster Cable Prods., 2002
TTAB LEXIS 554, at 5 (“[A]ny potential prejudice to opposers caused by allowing applicant to
amend his admissions is remedied by allowing a brief discovery period.”) Hobie Designs, 14
USPQ at 2065 (“Any possible prejudice to opposer can therefore easily be overcome by
extending the discovery period, which we intend to do. Accordingly, we are persuaded that we
should exercise our discretion to allow applicant to amend its admissions.” Johnston Pump, 13
USPQ2d at 1721 (“This case is in the pre-trial stage and if discovery is reopened for applicant,
prejudice can be avoided or mitigated.”).

Here, the discovery period does not close until August 25, 2013, Opposer’s thirty-day
testimony period is not scheduled to begin until the end of October 2013. Applicant presently
can provide its responses to Opposer’s Requests for Admission, which are in fact set forth in
Exhibit B. In this pre-trial stage, the discovery period can easily be extended as needed to allow
Opposer to complete any necessary additional discovery.

Because any “admissions” Applicant may be deemed to have made due to the passage of
the time in which to respond go to the core facts and elements of Opposer’s claims, and because
Opposer will be able to show no prejudice, the Board should permit Applicant to withdraw any
“admissions™ Applicant may be deemed to have made due to the passage of the time in which to

respond, or to amends those responses to confirm to those set forth in Exhibit B, so that the
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parties may litigate this case on the merits. Consequently, Applicant respectfully moves to
withdraw or amend any “admissions™ Applicant may be deemed to have made due to the passage
of the time in which to respond to Opposer’s Request for Admission.

Heng Dai Media, LLC

By:

Name: Paul W. Kruse
Title: Attorney

Date: June 17,2013

Submitted by:

Bone McAllester Norton PLLC
511 Union Street

Suite 1600

Nashville, Tennessee 37219
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing document was served on
Applicant’s attorney, Dori Ann Hanswirth, Esq. with an address at Hogan Lovells US LLP, 875
Third Avenue, New York, New York 10022, via first class mail, postage prepaid, today June 17,
2013.

By:

Paul W, Kruse
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EXHIBIT A




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
DIRECTV Sports Network, LLC,

Opposer,
Opposition No. 91208501
V.
Reg. No. 3.041,011
Heng Dai Media, LLC,

Applicant.

N e S N N N N S N N

Attorney Ref, No. 005115-60804
APPLICANT’S RESPONSES AND OBJECTIONS TO OOPOSER’S FIRST SET OF
REQUESTS FOR ADMISSION

Applicant, Heng Dai Media, LI.C, by its attorneys and pursuant to Rules 26 and 33 of the
Federal Rules of Civil Procedure, hereby responds to Opposer, DIRECTV Sports Network,
LLC*s, First Set of Requests for Admission, as follows:

GENERAL OBJECTIONS

1. The following general objections are incorporated into each response hercin as
though set forth in full regardless of whether Applicant also states a specific objection to an
individual request. A specific response may repeat a general objection for emphasis or for some
other reason. Failure to include any general objection in any specific response shall not be
interpreted as a waiver of any general objection to that request.

2. Applicant objects to the requests to the extent they are unreasonably broad or
burdensome by not providing a time limit as to the scope of the requests.

3. Applicant objects to the requests to the extent they are unreasonably broad or

burdensome by not providing a geographic scope for the requests.
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4, Applicant objects to many of the requests on the grounds that they are
unreasonably broad and burdensome by not providing any reasonable limitation as to the scope
of the requests.

5. Applicant objects to the requests to the extent they contain words or phrases that
lack an apparent meaning or have an uncertain meaning,

6. Applicant objects to each request to the extent that it seeks information not
relevant to any claim or defense of any party or it otherwise exceeds the scope or limits of
discovery contained in Rule 26.

7. Applicant objects to each request to the extent that it is overly broad, unlimited in
time or unreasonably limited in time, unduly burdensome, and therefore oppressive.

8. Applicant objects fo producing any information until an appropriate protective
order has been entered which protects Applicant from the inappropriate use of confidential, trade
secret or other information by Respondent, its employees, officers, directors, agents or
representatives.

9. Applicant objects to the requests to the extent they seek information beyond the
scope of Rule 26 et al., of the Federal Rules of Civil Procedure, Trademark Trial and Appeal
Board Manual of Procedure Section 401 et al., or this proceeding.

10.  Applicant objects to the request to the extent they seek information protected by
the attorney/client, attorney work product privilege, or any other applicable privilege. Any
inadvertent disclosure of privileged information shall not constitute a waiver of any otherwise
valid claim of privilege and any failure to assert a privilege as to one document or
communication shall not be deemed to constitute a waiver or the privilege as to any other

document or communication so protected.
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11, Applicant objects to the requests to the extent they seek information that are not
within the possession, custody or control of Applicant,

12. Applicant objects to the requests to the extent they seek information already
within Respondent’s custody or control.

13.  Applicant objects to the requests to the extent they seek information unrelated to
this proceeding,.

14.  Applicant objects to the requests to the extent they demand facts, when the issues
are legal conclusions,

15.  The fact that Applicant has answered or objected to any request (or any part
thereof) should not be taken as an admission by the Applicant that it accepts or admits the
existence of any facts set forth or assumed by such request or that such response or objection
constitutes admissible evidence. The fact that Applicant has answered all or part of any request is
not intended as, and shall not be construed to be a waiver of, any objection to any request or to
the admissibility of any response.

16.  Applicant’s responses to these requests set forth information currently known to
it. Tt is possible that Applicant may discover additional information, documents or things in the
course of further investigation, discovery and trial preparation, Applicant reserves the right to
amend, supplement or correct its responses if and when it discovers other or additional

information, and to use such information in pretrial proceedings or at trial.

SPECIFIC OBJECTIONS AND RESPONSES
REQUEST FOR ADMISSION NO. 1: Admit that Heng Dai owns and/or operates Music City

Roots.
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RESPONSE NO. 1: Admitted.

REQUEST FOR ADMISSION NO. 2: Admit that Heng Dai owns and/or operates Roots
Radio.

RESPONSE NO. 2: Admitted.

REQUEST FOR ADMISSION NO. 3: Admit that Music City Roots is distributed nationwide
via the internet,

RESPONSE NO. 3: Admitted.

REQUEST FOR ADMISSION NO. 4: Admit that Roots Radio is distributed nationwide via
the internet,

RESPONSE NO. 4: Admitted.

REQUEST FOR ADMISSION NO. 5: Admit that Music City Roots is distributed through
MCR Affiliates.

RESPONSE NO. 5: Admitted.

REQUEST FOR ADMISSION NO. 6: Admit that MCR Affiliates are located throughout the
United States, including in Colorado.

RESPONSE NO. 6: Admitted.
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REQUEST FOR ADMISSION NO. 7: Admit that Heng Dai caused the registration of

the Internet domain name www.rootsradio,.com,

RESPONSE NQO. 7: Admitted.

REQUEST FOR ADMISSION NO, 8: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com in commerce to promote Music City Roots.

RESPONSE NO. 8: Admitted.

REQUEST FOR ADMISSION NO. 9: Admit that Heng Dai began using the Internet domain

name www.rootsradio.com after April 2011.

RESPONSE NO. 9: Admitted.

REQUEST FOR ADMISSION NO. 10: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com to promote radio programming in Colorado and Utah,

RESPONSE NO. 10: Admitted.

REQUEST FOR ADMISSION NO. 11: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com to promote radio programming in Pittsburgh and Western

Pennsylvania.
RESPONSE NO. 11: Admitted.
REQUEST FOR ADMISSION NO. 12: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com to promote radio programming in Washington and the Pacific

Northwest.
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RESPONSE NO. 12: Admitted.

REQUEST FOR ADMISSION NO, 13: Admit that Heng Dai uses the trade name Roots
Radio in commetce to promote Music City Roots.

RESPONSE NO. 13: Admitted.

REQUEST FOR ADMISSION NO. 14; Admit that Heng Dai plans to expand its distribution
of Music City Roots to radio stations throughout the United States.

RESPONSE NO. 14: Admitted.

REQUEST FOR ADMISSION NO. 15: Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via the Internet.

RESPONSE NO. 15: Admitted.

REQUEST FOR ADMISSION NO. 16: Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via radio.

RESPONSE NO. 16: Admitted.

REQUEST FOR ADMISSION NO. 17: Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via television.

RESPONSE NO. 17: Admitted.
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REQUEST FOR ADMISSION NO. 18: Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via print media.

RESPONSE NO. 18: Admitted.

REQUEST FOR ADMISSION NO. 19: Admit that Heng Dai became aware of the ROOT
MARKS prior to January 24, 2012,

RESPONSE NO. 1: Denied.

REQUEST FOR ADMISSION NO. 20: Admit that Heng Dai did not cause a
comprehensive frademark search to be performed for the proposed mark ROOTS RADIO prior
to January 24, 2012.

RESPONSE NO. 20: Admitted.

REQUEST FOR ADMISSION NO. 21: Admit that Heng Dai uses ROOTS RADIO to promote
video programming,

RESPONSE NO. 21: Denied.

REQUEST FOR ADMISSION NO. 22: Admit that Heng Dai is aware of actual confusion
among users or potential users of goods and/or services promoted under the ROOTS RADIO
mark as to the source or sponsorship of those goods and/or services.

RESPONSE NO, 1; Denied.
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REQUEST FOR ADMISSION NO. 23: Admit that video and/or radio programming using
the ROOTS RADIO mark is available on cable or satellite services.

RESPONSE NO. 1: Denied.

REQUEST FOR ADMISSION NO. 24: Admit that video and/or radio programming using
the ROOTS RADIO mark is available in the same geographical markets as video and/or radio
programming using the ROOT MARKS.

RESPONSE NO. 24: Denied.

REQUEST FOR ADMISSION NO. 25: Admit that Heng Dai chose to use, and uses, ROOTS
RADIO to capitalize on the goodwill and value of the ROOT MARKS.

RESPONSE NO. 25: Denied.

REQUEST FOR ADMISSION NO. 26: Admit that television programming is related in the
mind of the consuming public to radio programming,.

RESPONSE NO. 26: Denied.

REQUEST FOR ADMISSION NO, 27: Admit that the provision of on-going television
shows featuring news, sports and variety is related in the mind of the consuming public to radio
programming,

RESPONSE NO. 27: Denied.
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REQUEST FOR ADMISSION NQO. 28: Admit that the production of music videos, feature
films, and television shows is related in the mind of the consuming public to radio programming.

RESPONSE NO. 28: Denied.

REQUEST FOR ADMISSION NO. 29: Admit that ROOTS RADIO is confusingly similar to
ROOT SPORTS.

RESPONSE NO. 29: Denied.

REQUEST FOR ADMISSION NO. 30: Admit that ROOTS RADIO is confusingly similar to
ROOT FILMS.

RESPONSE NO. 30: Denied.

REQUEST FOR ADMISSION NO. 31: Admit that the words “Root™ and “Roots” are similar
in sound and appearance.

RESPONSE NO. 31: Denied.

REQUEST FOR ADMISSION NO. 32: Admit that the words “Root” and “Roots” have a
similar overall impression.

RESPONSE NO. 32: Denied,

REQULEST FOR ADMISSION NO. 33: Admit that the word “Radio” is a generic term
when used to describe the provision of goeds and/or services related to radio programming,

RESPONSE NO. 33: Denied.
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REQUEST FOR ADMISSION NO, 34: Admit that Heng Dai’s use of ROOTS RADIO is
likely to cause confusion among the relevant consuming public and will likely cause the relevant
consuming public to mistakenly conclude that Heng Dai’s goods and services are associated with
DIRECTV.

RESPONSE NO. 34; Denied.

REQUEST FOR ADMISSION NO. 35: Admit that registration of ROOTS RADIO is
likely to cause injury to DIRECTV’s business reputation and to injure and impair
DIRECTV’s rights in the ROOT MARKS by causing confusion, mistake, and/or deception

as to the source or sponsorship of Heng Dai’s goods and/or services.

RESPONSE NOQO. 35: Denied,

Heng Dai Media, LLC

By:

Name: Paul W. Kruse
Title: Attorney

Date:
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Submitted by:

Bone McAllester Norton PLLC
511 Union Street

Suite 1600

Nashville, Tennessee 37219
Tel: (615) 238-6304

Fax: (615) 687-6993

Email: pkruse@bonelaw.com

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing document was served on
Applicant’s attorney, Dori Ann Hanswirth, Esq. with an address at Hogan Lovells US LLP, 875
Third Avenue, New York, New York 10022, via first class mail, postage prepaid, today April 29,
2013.

By:

Paul W. Kruse
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EXHIBIT B




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
DIRECTYV Sports Network, LLC,

Opposet,
Opposition No, 91208501
V.
Reg. No. 3.041,011
Heng Dai Media, LL.C,

Applicant.

e g g

Aftorney Ref. No. 005115-60804
APPLICANT’S RESPONSES AND OBJECTIONS TO OPPOSER’S FIRST SET OF
REQUESTS FOR ADMISSION

Applicant, Heng Dai Media, LLC, by its attorneys and pursuant to Rules 26 and 33 of the
Federal Rules of Civil Procedure, hereby responds to Opposer, DIRECTV Sports Network,
LLC*s, First Set of Requests for Admission, as follows:

GENERAL OBJECTIONS

1. The following general objections are incorporated into each response herein as
though set forth in full regardless of whether Applicant also states a specific objection to an
individual request. A specific response may repeat a general objection for emphasis or for some
other reason. Failure to include any general objection in any specific response shall not be
interpreted as a waiver of any general objection to that request.

2. Applicant objects to the requests to the extent they are unreasonably broad or
burdensome by not providing a time limit as to the scope of the requests.

3. Applicant objects to the requests to the extent they are unreasonably broad or

burdensome by not providing a geographic scope for the requests.
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4. Applicant objects to many of the requests on the grounds that they are
unreasonably broad and burdensome by not providing any reasonable limitation as to the scope
of the requests.

5. Applicant objects to the requests to the extent they contain words or phrases that
lack an apparent mearﬁng or have an uncertain meaning,

6. Applicant objects to each request to the extent that it seeks information not
relevant to any claim or defense of any party or it otherwise exceeds the scope or limits of
discovery contained in Rule 26.

7. Applicant objects to each request to the extent that it is overly broad, unlimited in
time or unreasonably limited in time, unduly burdensome, and therefore oppressive.

8. Applicant objects to producing any information until an appropriate pi‘otective
order has been entered which protects Applicant from the inappropriate use of confidential, trade
secret or other information by Respondent, its employees, officers, directors, agents or
representatives.

9. Applicant objects to the requests to the extent they seek information beyond the
scope of Rule 26 et al., of the Federal Rules of Civil Procedure, Trademark Trial and Appeal
Board Manual of Procedure Section 401 et al., or this proceeding,

10.  Applicant objects to the request to the extent they seek information protected by
the attorney/client, attorney work product privilege, or any other applicable privilege. Any
inadvertent disclosure of privileged information shall not constitute a waiver of any otherwise
valid claim of privilege and any failure to assert a privilege as to one document or
communication shall not be deemed to constitute a waiver or the privilege as to any other

document or communication so protected.
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11.  Applicant objects to the requests to the extent they seek information that are not
within the possession, custody or control of Applicant.

12.  Applicant objects to the requests to the extent they seek information already
within Respondent’s custody or control.

13, Applicant objects to the requests to the extent they seek information unrelated to
this proceeding.

14.  Applicant objects to the requests to the extent they demand facts, when the issues
are legal conclusions,

15.  The fact that Applicant has answered or objected to any request (or any part
thereof) should not be taken as an admission by the Applicant that it accepts or admits the
existence of any facts set forth or assumed by such request or that such response or objection
constitutes admissible evidence. The fact that Applicant has answered all or part of any request is
not intended as, and shall not be construed to be a waiver of, any objection to any request or to
the admissibility of any response.

16.  Applicant’s responses to these requests set forth information currently known to
it. It is possible that Applicant may discover additional information, documents or things in the
course of further investigation, discovery and trial preparation. Applicant reserves the right to
amend, supplement or correct its responses if and when it discovers other or additional

information, and to use such information in pretrial proceedings or at trial.

SPECIFIC OBJECTIONS AND RESPONSES
REQUEST FOR ADMISSION NO, 1: Admit that Heng Dai owns and/or operates Music City

Roots,
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RESPONSE NO. 1: Admitted.

REQUEST FOR ADMISSION NO. 2: Admit that Heng Dai owns and/or operates Roots
Radio.

RESPONSE NO. 2: Admitted.

REQUEST FOR ADMISSION NO. 3: Admit that Music City Roots is distributed nationwide
via the internet.

RESPONSE NO. 3: Admitted.

REQUEST FOR ADMISSION NO. 4: Admit that Roots Radio is distributed nationwide via
the internet.

RESPONSE NO. 4: Admitted.

REQUEST FOR ADMISSION NO. 5: Admit that Music City Roots is distributed through
MCR. Affiliates.

RESPONSE NO. 5: Admitted.

REQUEST FOR ADMISSION NO. 6: Admit that MCR Affiliates are located throughout the
United States, including in Colorado.

RESPONSE NO. 6: Admitted.
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REQUEST FOR ADMISSION NO. 7: Admit that Heng Dai caused the registration of

the Internet domain name www.rootsradio.com.

RESPONSE NO. 7: Admitted.

REQUEST FOR ADMISSION NO. 8: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com in commerce to promote Music City Roots,

RESPONSE NO. 8: Admitted.

REQUEST FOR ADMISSION NO. 9: Admit that Heng Dai began using the Internet domain

name www.rootsradio.com after April 2011.

RESPONSE NO, 9: Admitted.

REQUEST FOR ADMISSION NO. 10: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com to promote radio programming in Colorado and Utah.

RESPONSE NO. 10: Admitted.

REQUEST FOR ADMISSION NO. 11: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com to promote radio programming in Pittsburgh and Western

Pennsylvania,
RESPONSE NO. 11: Admitted.
REQUEST FOR ADMISSION NO. 12: Admit that Heng Dai uses the Internet domain

name www.rootsradio.com to promote radio programming in Washington and the Pacific

Northwest.
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RESPONSE NO. 12: Admitted.

REQUEST FOR ADMISSION NO. 13: Admit that Heng Dai uses the frade name Roots
Radio in commerce to promote Music City Roots.

RESPONSE NO. 13: Admitted.

REQUEST FOR ADMISSION NO. 14: Admit that Heng Dai plans to expand its distribution
of Music City Roots to radio stations throughout the United States.

RESPONSE NO. 14: Admitted.

REQUEST FOR ADMISSION NO. 15; Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via the Internet.

RESPONSE NO. 15: Admitted.

REQUEST FOR ADMISSION NO. 16: Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via radio.

RESPONSE NO. 16: Admitted.

REQUEST FOR ADMISSION NO. 17: Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via television.

RESPONSE NO. 17: Admitted.
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REQUEST FOR ADMISSION NO. 18: Admit that Heng Dai markets goods and/or services
using ROOTS RADIO via print media.

RESPONSE NO. 18: Admitted.

REQUEST FOR ADMISSION NO. 19: Admit that Heng Dai became aware of the ROOT
MARKS prior to January 24, 2012.

RESPONSE NO. 1: Denied.

REQUEST FOR ADMISSION NO. 20: Admit that Heng Dai did not cause a
comprehensive trademark search to be performed for the proposed mark ROOTS RADIO prior
to January 24, 2012,

RESPONSE NO. 20: Admitted.

REQUEST FOR ADMISSION NO., 21: Admit that Heng Dai uses ROOTS RADIO to promote
video programming,

RESPONSE NO. 21: Denied.

REQUEST FOR ADMISSION NO. 22: Admit that Heng Dai is aware of actual confusion
among users or potential users of goods and/or services promoted under the ROOTS RADIO
mark as to the source or sponsorship of those goods and/or services.

RESPONSE NO. 1: Denied.

{00923219.2 } 7




REQUEST FOR ADMISSION NO. 23: Admit that video and/or radio programming using
the ROOTS RADIO mark is available on cable or satellite services.

RESPONSE NO. 1: Denied.

REQUEST FOR ADMISSION NO. 24: Admit that video and/or radio programming using
the ROOTS RADIO mark is available in the same geographical markets as video and/or radio
programming using the ROOT MARKS.

RESPONSE NO. 24: Denied.

REQUEST FOR ADMISSION NO. 25: Admit that Heng Dai chose to use, and uses, ROOTS
RADIO to capitalize on the goodwill and value of the ROOT MARKS.

RESPONSE NO, 25: Denied.

REQUEST FOR ADMISSION NO. 26: Admit that television programming is related in the
mind of the consuming public to radio programming,

RESPONSE NO. 26: Denied.

REQUEST FOR ADMISSION NO. 27: Admit that the provision of on-going television
shows featuring news, sports and variety is related in the mind of the consuming public to radio
programming.

RESPONSE NO. 27: Denied.

{00923219.2 } 8




REQUEST FOR ADMISSION NO. 28: Admit that the production of music videos, feature
films, and television shows is related in the mind of the consuming public to radio programming,

RESPONSE NO., 28: Denied.

REQUEST FOR ADMISSION NQO. 29: Admit that ROOTS RADIQ is confusingly similar to
ROOT SPORTS,

RESPONSE NO. 29: Denied.

REQUEST FOR ADMISSION NO. 30; Admit that ROOTS RADIO is confusingly similar to
ROOT FILMS.

RESPONSE NO. 30: Denied.

REQUEST FOR ADMISSION NO. 31: Admit that the words “Root” and “Roots” are similar
in sound and appearance.

RESPONSE NO. 31: Denied.

REQUEST FOR ADMISSION NO. 32: Admit that the words “Root” and “Roots” have a
similar overall impression.

RESPONSE NO. 32: Denied.

REQUEST FOR ADMISSION NO. 33: Admit that the word “Radio” is a generic term
when used to describe the provision of goods and/or services related to radio programming,

RESPONSE NO. 33: Denied.

(009232192 } 9




REQUEST FOR ADMISSION NO. 34: Admit that Heng Dai’s use of ROOTS RADIO is
likely to cause confusion among the relevant consuming public and will likely cause the relevant

consuming public to mistakenly conclude that Heng Dai’s goods and services are associated with

DIRECTV.

RESPONSE NO. 34: Denied.

REQUEST FOR ADMISSION NO. 35: Admit that registration of ROOTS RADIO is
likely to cause injury to DIRECTV’s business reputation and to injure and impair
DIRECTV’s rights in the ROOT MARKS by causing confusion, mistake, and/or deception

as to the source or sponsorship of Heng Dai’s goods and/or services.

RESPONSE NO. 35: Denied.

Heng Dai Media, LLLC

By:

Name: Paul W, Kruse
Title: Attorney

Date: May 31, 2013

{00923219.2 ) 10




Submitted by:

Bone McAllester Norton PLLC
511 Union Street

Suite 1600

Nashville, Tennessee 37219
Tel: (615)238-6304

Fax: (615) 687-6993

Email: pkruse@bonelaw.com

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing document was served on
Applicant’s attorney, Dori Ann Hanswirth, Esq. with an address at Hogan Lovells US LLP, 875
Third Avenue, New York, New York 10022, via first class mail, postage prepaid, today May 31,
2013.

By:

Paul W, Kruse
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2002 TTAB LEXIS 554, *
Monster Cable Products, Inc, and Monster Cable International, Ltd. v. Vincent M. Bettes, Jr.
Opposition No. 116,757
Trademark Trial and Appeal Board

2002 TTAB LEXIS 554

August 29, 2002, beclded

- [*1]

Before Cissel, Hairston and Rogers, Administrative Trademark Judges.

CORE TERMS: opposer, motion to compel, motion to amend, summary judgment,
withdrawal, Trademark Rule, discovery, amend, subserved, Trademark Rules of Practice,
reply brief, contributed, deadlines, default, prong, moot

OPINION:

By the Board:

This case now comes up for consideration of (1) opposers' motion (filed July 25, 2001) for
summary judgment; (2) applicant's motion (filed August 13, 2001) to amend his admissions;
and (3) applicant's motion (filed September 18, 2001) to strike opposers' reply brief. The
motions have been fully briefed. n1

nl We note initially that applicant’s filings in connection with the motions decided herein are
single-spaced. Briefs in connection with motions in inter partes proceedings before the Board
shali be submitted In typewritten or printed form, double-spaced, in at least pica or eleven-
peint type, on letter-size paper, Trademark Rule 2.127(a). Applicant is advised that any
further briefs on motions that are not In compliance with Rule 2.127(a} will receive no
consideration.

The Board, in a June 11, 2001 order, granted opposers' motion to compel! (filed June 28,
2000). Thereln, the Board found that "applicant's neglect in failing to timely respond to
opposers' requests for admission was not excusable”, and deemed admitted each of the
requests for admission. June 11, 2001 order at 5. On July 25, 2001, [*2] opposers flled a
motion for summary judgment on their claim under Trademark Act Section 2(d), 15 U.S.C.
Section 1052(d), based solely upon those admissions. On August 13, 2001, applicant,
concurrently with his brief in opposition to opposers' moticn for summary judgment, filed a
meotion to amend his admissions.

Turning first to applicant’s motion to amend his admissions, we note that such motion is
actually a request for reconsideration of the Board's June 11, 2001 order granting opposers'
motion te compel and deeming admitted opposers' requests for admission. Although the
request is untimely, a Board panel assigned to decide a particular case has authority to
review interlocutory rulings therein and reverse them, where appropriate, Cf. Harley-
Davidson Motor Co, v. Pierce Foods Corp., 231 USPQ 857, 859 {TTAB 1986); TBMP Section
518. In exercising that authority, we find that the Board's June 11, 2001 order did not fully




consider applicant's response to opposers' motion to compel. In particular, we note
applicant's statement that he had served responses to opposer's requests for admission on
June 19, 2000 and that he [*3] was willing to re-serve such responses in the event that
opposer had not received them. n2 We find that those statements, together with the absence
of any prejudice to opposer, established the basis for allowing applicant to amend his
admissions under Fed. R, Civ. P. 36(b), and that they should have been addressed as such in
the June 11, 2001 order, n3 Furthermore, in view of the fact that applicant has provided
evidence that he did, in fact, serve a second set of responses to the requests for admission
on August 2, 2000, it is dear that applicant responded to the requests for admission, albeit
late. Thus, we cannot say that applicant had conceded that the matters set forth therein are
admitted as put. Cf. Hobie Designs v. Fred Hayman Beverly Hills Inc., 14 USPQ2d 2064
(TTAB 1990).

n2 Those responses were not received by opposers' counsel, and no copy thereof was
included as an exhibit to either applicant's brief in opposition to opposer's motion to compel
or applicant's motion to amend his admissions. Applicant did, however, include a copy of his
August 2, 2000 respenses, which applicant states are duplicates of the June 19, 2000
responses, as an exhibit to his motion to amend his admissions. [*4]

n3 The Board apologizes for the failing to raise this issue earlier.

Fed. R, Civ. P. 36(b) of the Federal Rules of Civil Procedure provides that the court may
permit withdrawal or amendment when {1) the presentation of the merits of the action will
be subserved thereby, and (2) the party who obtained the admission fails to satisfy the court
that withdrawal or amendment will prejudice that party in maintaining his action or defense
on the merits, As this Board stated in Hobie Designs Inc. v. Fred Haymean Beverly Hills Inc.,
supra at 2065:

Rule 36(a) is designed to facilitate proofs and speed trial, but where the failure to
timely respond to a request for admissions has a harsh result, Rule 36(b}
provides a method for obtaining relief. EEOC v. Baby Products Co., Inc., 89
F.R.D. 129 (E.D, Mi. 1981). The notes of the Advisory Committee on Rules state
that Rule 36(b) emphasizes the importance of having the action resolved on the
merits, while at the same time assuring each party that justified reliance on the
admission In preparation for trial will not operate to his prejudice.

Moreover, courts have substantial discretion [¥5] in deciding whether to allow withdrawal of
an admission. See Kleckner v. Glover Trucking Corporation, 103 F.R.D. 553 (M.D. Pa 1984).

With respect to the first prong of the test for allowing withdrawal or amendment of
admissions, we find that the merits of the action will be subserved by allowing amendment of
the default admissions, In particular, we note that all of those admissions go to conclusions
of fact and law, e.g., "admit that applicant's use in commerce of its intended mark would be
likely to cause confusion with opposer's [sic] mark.”

As for the second prong, we note that opposers have not argued that they will be prejudiced
by allowing the amended admissions, and that the motlons decided herein were filed before
the close of discovery. Thus, any potential prejudice to opposers caused by our allowing
applicant to amend his admissions Is remedied by allowing a brief discovery period.




In view thereof, we hereby modify the June 11, 2001 order to the extent that applicant's
response to opposers' motion to compel! is construed as an effective motion to amend his
admissions, which is granted. n4 Accordingly, applicant's default admissions are

hereby [*6] supplanted by those served on opposers on August 2, 2000.

n4 Accordingly, applicant’s August 13, 2001 motion to amend his admissions is moot. The
June 11, 2001 order otherwise stands as Issued.

Because opposers' motion for summary judgment was based solely on applicant's
admissions, and because those have now been amended, the motion for summary judgment
Is denled, and applicant's motion to strike opposers' reply brief is moot.

We note that this proceeding has been pending for nearly three years. While we acknowledge
that the Board's delay in deciding opposers' motion to compel and the motions decided
herein has contributed to the delay of the resolution of this proceeding, we aiso note that
applicant's failure to comply with deadlines clearly set forth in the Trademark Rules of
Practice and his failure to keep both the Board and opposers' counsel apprised of his changes
of address have alse contributed to that delay. Accordingly, the parties are advised that no
further extensions will be granted in this proceeding absent an agreement of the parties ora
showing of extraordinary circumstances. Furthermore, the Board will look with disfavor upon
any further failures by applicant [*7] to comply with deadlines established by the Board
and/or the Trademark Rules of Practice.

Proceedings hereln are resumed. Discovery and trial dates are reset as follows:

DISCOVERY PERIOD TO CLOSE: 9/27/02
Opposers' 30-day testimony period to close: 12/26/02
Applicant's 30-day testimony period to close: 2/24/03
15-day rebuttal testimony period to close: 4/10/03

In each instance, a copy of the transcript of testimony together with copies of documentary
exhibits, must be served on the adverse party within thirty days after completion of the
taking of testimony. Trademark Rule 2.125,

Briefs shall be filed in accordance with Trademark Rule 2.128(a) and (b).

An oral hearing will be set only upon request filed as provided by Trademark Rule 2.129.
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1999 TTAB LEXIS 305, *
Brown and Bigelow, Inc. v. Freeflight, Inc.
Opposition No, 102,448
Trademark Trial and Appeal Board

1999 TTAB LEXIS 305

July 7, 1999, Decided
£*1]
Before Simms, Hohein and Hairston, Administrative Trademark Judges.

CORE TERMS: opposer, summary judgment, registration, darts, playing cards, genuine
issue, prejudiced, genuine, listing, excusable neglect, failure to timely, motion to amend,
nonmoving party, summary judgment motion, unpersuasive, directory, withdraw, printout,
channels, catalog, amend, reset

OPINION:

By the Board:

Opposer filed an opposition against registration of the mark "MAVERICK" for darts and parts
thereof for use in playing the game of darts. Relying on prior use and its ownership of a
registration for the mark "MAVERICK" for playing cards, opposer claims that applicant's
mark, when used in connection with the identified goods, is likely to cause confusion with
opposer's mark. Applicant, in its answer, has denied the salient allegations of the opposition.

This case now comes up on applicant's motion for summary judgment nl and opposer's
cross-motion for summary judgment, n2 both on the issue of likelihood of confusion, Opposer
has relied, among other evidence, n3 on applicant's unanswered requests for admissions to
argue that there are no genuine issues of material fact with respect to likelihood of confusion,

nl Applicant argues that opposer's mark "is not strong"; and that the goods are "disparate”
and are not likely to be sold through the same channels of trade. Applicant claims that darts
"are usually sold in sporting goods stores or taverns” and that playing cards are "generally
sold in stationery stores, drug stores, sometimes bock stores, and specialty game stores.”
Applicant's only evidence is a printout from a commercial trademark search report containing
a number of listings for "MAVERICK." A number and a date appears above each listing. There
is no indication as to what the number represents or the significance of the date. Neither
goods or services, nor any cther meaningful information is provided in the report.

n2 Opposer also appears to argue that there is no dispute as to its priority. However, opposer
has neither submitted current status and title copies of its pleaded registration (that is, a
status and title copy of the registration which is reasonably contemporaneous with the filing
date of the opposition or the summary judgment motion) nor offered any evidence as to its
claimed eartier use of the mark,

n3 Opposer has submitted the declaration of its attorney, Scott A, Stinebruner, who has




testified to attached exhibits consisting of a page from an advertising directory containing
listings for game stores; a dictionary definition of "game" and "parlor game"; and a copy of a
catalog offering a variety of games {including playing cards, flash cards, dice games, casino
games and magic tricks) marketed by a division of opposer. [*2]

Applicant then filed a motion to withdraw or amend the admissions under Fed. R. Civ, P, 36
(b). The motion is accompanied by applicant's proposed answers to the admission requests.

APPLICANT'S MOTION TO WITHDRAW/AMEND ADMISSIONS

There is no question that applicant's answers to opposer’s request for admissions were
untimely. n4 Further, applicant's reason for Its failure to timely respond does not constitute
excusable neglect. Thus, by failing to timely respond, applicant has technicailly admitted
every allegation set forth in the admission requests. See Fed. R. Civ. P, 36(a). In order to
avold this harsh result, Rule 36(b) permits a motion to amend or withdraw the admissions.
That rule presents a two-part test in order for a party to be relleved of an admission - (1)
that the merits of the case will be subserved thereby, and (2) that the party who obtained
the admission will not be prejudiced in maintaining its case. n5 See Johnston Pump/General
Valve Inc, v. Chromalloy American Corp,, 13 USPQ2d 1719 (TTAB 1989).

n4 Timely responses to the admission requests would have been due by November 29, 19986,
Applicant's counsel expiains that he "incorrectiy docketed" the due date and that as a result,
the responses were served on opposer about 2 1/2 weeks late on December 17, 1996.

Opposer argues that applicant has failed to show excusable neglect for its failure to timely
respond to the admission requests; that opposer will suffer prejudice inasmuch as its
"defense to Applicant's Motion for Summary Judgment relies in part on Applicant's
admissions"; and that Iif the Board rules in favor of applicant on the summary judgment
motion, opposer "will in fact be prejudiced.”

n5 In making this determination, it is important to keep in mind that the resolution of an
action on the merits whenever possible is a basic tenet underlying the Federal Rules of Civil
Procedure. See Johnston Pump v. Chromalloy, supra. [*3]

Under the first part of the test, it is clear that If the admissions are allowed to stand,
applicant, having admitted to essentiaily every factual element of opposer's Section 2(d)
claim, would have no hope of succeeding on the merits of the case. Thus, the first part of the
test has been satisfied,

With respect to the second part of the test, opposer has failed to persuade us that it will, in
the slightest way, be unfairty prejudiced by the withdrawal of the admissions and the
allowance of a late response. The concept of prejudice, In this regard, does not simply mean
that the party who obtained the admissions will now have to prove the previously admitted
facts, but rather refers to the special difficuity a party may face in proving its case, e.q., if
key witnesses or evidence has become unavailable, or if there is insufficient time before trial
for that party to obtain the necessary evidence or witnesses. See, generally, Wright & Miller,
Federal Practice and Procedure: Civil § 2264 (1994), Thus, although applicant ¢cannot be
excused for failing to respond within the time allowed for such response, it is clear that the
interests of justice are best served by accepting applicant's [*4] late-filed responses and
allowing a disposition on the merits,

Accordingly, applicant's motion to amend or withdraw its admissions is granted, and the
amended responses are accepted.




MOTIONS FOR SUMMARY JUDGMENT

A party is entitled to summary judgment when it has demonstrated that there are no genuine
issues as to any material facts, and that it is entitled to judgment as a matter of law, Fed, R,
Civ. P, 56(c). The evidence must be viewed in a light favorable to the nonmoving party, and
all justifiable inferences are to be drawn in the nonmovant's favor. Opryland USA, Inc. v.
Great American Music Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed.Cir. 1993).

Upon careful consideration of the arguments and evidence presented by the parties under the
summary judgment guidelines set forth above, and drawing all inferences with respect to
each motion in favor of the nonmoving party, we find that neither party has met Its burden.

Applicant has essentially based its claim that there is no likelihood of confusion on a
combination of unsupported allegations and unpersuasive evidence. né

né A search report prepared by a private company is not credible evidence of the existence of
the registrations listed In the report. In order for applicant, as the party moving for summary
judgment, to make third party registrations properly of record, applicant should have
submitted either (soft) coplies of the registrations themselves, or printouts of registrations
from the Patent and Trademark Office's electronic records. See Weyerhaeuser Co. v. Katz, 24
USPQ2d 1230 (TTAB 1992). Commercial search reports may be submitted in opposition to a
motion for summary judgment to show the existence of a genuine issue of fact. However,
applicant's search report is not even sufficient for that purpose. [*5]

The evidence in support of opposer's motion is unpersuasive as well. Opposer's motion is
based, in part, on applicant's defauit admissions which the Board has permitted applicant to
amend. Those previously admitted facts have now been denied. Opposer's other evidence
fails to show that no genuine issue of fact remains for trial. n7

n7 Although darts and playing cards may both be broadly categorized as games, opposer has
not shown the absence of a genuine issue of fact that the games are related to the extent
that purchasers would be confused by use of the same mark on both types of goods.
Opposer's evidence contains but a single example of a store or company which may sell both
darts and playing cards. In fact, neither opposer’s catalog nor any of the other ads from the
directory contain a reference to darts at all. ' ‘

Under the circumstances, we find that there are genuine issues of fact at least with respect
to the relatedness of the parties' respective goods and the channels of trade for those goods.
In view thereof, both motions for summary judgment are denied.

Discovery and trial dates are reset as Indicated below.
Discovery and trial dates are reset as indicated below.

[*6] IN EACH INSTANCE, a copy of the transcript of testimony together with copies of
documentary exhibits, must be served on the adverse party WITHIN THIRTY DAYS after
completion of the taking of testimony. Rule 2.125.

THE PERIOD FOR DISCOVERY TO CLOSE: April 10, 1998
Testimony period for party in position of June 9, 1998
plaintiff to close (opening thirty days prior




thereto)

Testimony period for party in position of August 8, 1998
defandant to close (opening thirty days prior

thereto) .

Rebuttal testimeny period to close (opening September 22, 1998

fifteen days prior thereto)

Briefs shall be filed in accordance with Rule 2,128(a) and (b). An oral hearing will be set oniy
upon request filed as provided by Rule 2,129,

R. L. Simms
G. D. Hohein
P. T. Hairston

Administrative Trademark Judges, Trademark Trial and Appeal Board
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1

1997 TTAB LEXIS 28, *
Mark R. Newman, dba MRN Enterprises v. Unlimited Concepts, Inc. dba Tri-Corp Marketing
Cancellation No. 24,265
Tradermark Trial and Appeal Board

1997 TTAB LEXIS 28

October 9, 1997, Decided

CORE TERMS: discovery, Trademark Rule, interrogatories, answered, untimely, preparation,
withdrawal, excusable neglect, failure to timely, inadvertent, preJudEced elicit

OPINION:
[*1]

This case now comes up on petitioner's motion for an order to show cause why Its requests
for admisslons should not be deemed admitted, filed July 15, 1997, Petitioner states that it
served its request for admissions, together with its other discovery requests, on respondent's
current counsel on September 13, 1996, While the other discovery was answered, the
requests for admissions were neither answered nor objected to.

Respondent answers the motlon by stating it was an inadvertent error in overlooking the
requests for admissions when it provided the other discovery responses; that counsel had
several telephone conversations about the discovery responses and the requests for
admissions were never mentioned; that he provided the responses to petitioner with the
response to this motion on July 28, 1997 and regardless, many of the requests for
admissions duplicate the interrogatories which were answered as agreed hy the parties,

Petitioner replies that respondent’s appropriate response would have been a motion for leave
to file the untimely responses, which it did not do; that the standard for determining whether
a late response is allowed Is excusable neglect, which respondent has not [*2] provided;
and therefore, the untimely answers should be stricken. Further, petitioner contends it has
been prejudiced by respondent's failure to answer the requests for admissions because if
permitted to rely on its answers, petitioner will have to elicit additional proof concermng the
matters contained in the requests.

There is no question that respondent’s answers to petitioner's request for admissions were
untimely, Further, respondent's reason for its failure to timely respond, namely, due to an
inadvertent error because they were with the other discovery requests and not specifically
discussed, does not constitute excusable neglect. Accordingly, the failure to timely respond is
deemed to be an admission of the matters set forth, Fed. R. Civ. Proc. 36(a).

Respondent, however, seeks to rely on its answers provided to petitioner on July 28, 1997,
As petitioner points out, Fed. R, Civ, Proc. 36(b) requires a motion for leave to amend or
withdraw requests for admissions. Such a motion is necessary due to the conclusive nature of
requests for admissions, and to enable the Board to weigh the necessary factors to equitably
permit such a change. However, in that the positions of both [*3] parties have been
presented through petitioner's motion to show cause, and respondent respectfully requested
the Board to accept its responses to petitioner's requests for admissions as communicated to
petitioner on July 28, 1997, the Board will exercise its discretion and accept respondent's
request to accept as a motion to amend its answers under Fed. R. Civ. Proc. 36(b).




Rule 36(b) provides that the court, or Board in this case, may permit withdrawal or
amendment when the presentation of the merits of the action will be subserved thereby and
the party who obtains the admissions fails to satisfy the Board that withdrawal or
amendment will prejudice him in maintaining his action on the merits, As noted by the board
in Johnston Pump/General Valve Inc. v. Chromalloy American Corp., 13 USPQ2d 1719 (TTAB
1989), the resolution of an action on the merits whenever possible Is a basic tenet underlying
the Federal Rules of Civil Procedure as a whole.

This brings us to the second part of the test, namely, the prejudice which will result to
petitioner if the admissions are permitted to be amended. The prejudice contemplated by
Rule 36(b) is not simply that the [*4] party who obtained an admission must now prove this
fact, See Bergemann v. United States, 8 Fed. R. Serv, 3d 184, 820 F.2d 1117 (10<th> Cir.
1587). Instead, the question is whether the party's retlance upon the binding effect of the
admission In preparation for trial will operate to its prejudice. See Wright & Miller, Federal
Practice and Procedure: Civil § 2264 (1970) and the reference at fn, 88 to the Advisory
Committee Note to the 1970 amendments to Rule 36(b).

Petitioner's claims of prejudice state "to allow a late filing would act to the prejudice of the
Petitioner inasmuch as the Petitioner would have to elicit additional proof concerning the
matters contained in the Requests for Admission." However, as respondent points out, the
requests for admissions are duplicative of many interrogatories to which petitioner received
full responses nl, It is not clear how petitioner can be prejudiced by information it already
has and which is inconsistent with the deemed admissions thereby not providing a justified
reliance on the deemed admissions in its preparation for trial.

nl A comparison of the requests for admissions and the interrogatories provided by
respondent reveals duplicaticn of alt but requests numbered 2 and 4. [*5]

Accordingly, respondent’s request to amend its admissions, to the extent that the responses
served July 28, 1997 will replace the deemed admissions, Is granted, and petitioner's motion
to strike Is denied. While petitioner's testimony period had closed when it filed its motion to
show cause and petitioner requested that the calendar keep running, because of the Board's
decision to allow the admisslons to be amended and the delay experienced in deciding this
motion, the Board will rest the trial dates as indicated below.

In each instance, a copy of the transcript of testimony together with copies of documentary
exhibits, must be served on the adverse party within thirty days after completion of the
taking of testimony. Trademark Rule 2.125,

THE PERIOD FOR DISCOVERY TO CLOSE: CLOSED
Testimony period for party in
position of plaintiff to close: November 17, 1997, Decided

(opening thirty days prior thereto)

Testimony period for party in

position of defendant to close: January 16, 1958
(opening thirty days prior thereto)

Rebuttal testimony perlod to close: March 2, 1998
(opening fifteen days prior thereto)

Briefs shall be filed in accordance with Trademark Rule 2.128(a) and [*6] (b). An oral
hearing will be set only upon request filed as provided by Trademark Rule 2.129.




-

If the parties stipulate to any extension of these dates, the papers should be fifed in triplicate
and should set forth the dates in the format shown in this order. See Trademark Rule 2,121

(d).
Linda Skoro
Attorney, Trademark Trial and Appeal Board

703-308-9330 ext. 156
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