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DIRECTV' hereby responds to Applicant’s Trial Brief (“Opposition Brief” or “Opp.”),
and in further support of its opposition to Application Serial No. 85523657 (ROOTS RADIO), as
follows:

I INTRODUCTION

In its Trial Brief, DIRECTV demonstrated that the proposed ROOTS RADIO mark
should must be rejected on two grounds. First, DIRECTV showed that ROOTS RADIO is either
generic for radio programming or highly descriptive of Applicant’s radio programming.
DIRECTYV pointed to the substantial record evidence it submitted on this issue, including:
(1) Heng Dai’s repeated admissions that “roots” referred to a genre of music, see Trial Br. 15-19,
21, and that Applicant’s music services all provided consumers with such “roots” music, id.; and
(2) the many dictionary definitions and printed publications regarding the public’s understanding
of the terms “roots” and “radio.” Indeed, DIRECTV submitted articles and internet materials
showing that others use the exact term ‘“roots radio” to define the musical style featured on
Applicant’s services. See Trial Br. 14 (citing other radio shows called “Roots Radio” and
“American Roots Radio”); see also Ex. 122 (article in Newsday describing ‘“roots-radio”
program on local radio station). Second, DIRECTV showed a likelihood of confusion between
its ROOT SPORTS marks and ROOTS RADIO because of the similarity in sound and
appearance between the marks and the close relatedness of the parties’ respective television and
radio programming services.

As set forth in more detail below, Applicant’s Opposition Brief barely addresses
DIRECTV’s legal arguments. Perhaps even more damningly, Applicant fails to dispute any of

the ample factual evidence DIRECTV submitted. Instead, Applicant states that it “agrees with

! Unless otherwise indicated, capitalized terms have the same meaning as in Opposer’s Trial Brief (“Trial Brief” or
“Trial Br.”).



Opposer’s statement of the facts in this case.” Opp. 3. That concession should end this
proceeding. DIRECTV’s statement of facts specifies how consumers view the terms “roots” and
“radio” in connection with “ongoing radio programming in the field of music” — as generic terms
— and thus confirms the generic and/or descriptive nature of Applicant’s mark. See, e.g., Trial
Br. 10-15 (detailing numerous articles relaying public’s understanding of term “roots”; Trial Br.
29-30 (additional examples); Trial Br. 17 (citing Applicant’s description of service as an
“internet radio station”). For this reason alone, the Board should reject Applicant’s proposed
mark under Section 2(e)(1) of the Lanham Act. Applicant also misstates the relevant test for
consumer confusion. Contrary to Applicant’s assertion, the presence of the descriptive and/or
generic terms SPORTS and RADIO does not adequately distinguish the ROOT SPORTS and
ROOTS RADIO marks. Rather, as DIRECTV proved, the overall commercial impression of the
two marks is highly similar because of the near identity between the marks’ dominant leading
elements and the close link between “sports” and “radio” in the mind of the consuming public.
Trial Br. 36-38. Applicant also wholly ignores DIRECTV’s evidence about the close link
between radio and television programming services and the attendant presumption — consistently
applied by the Board — that the parties’ closely related services are presumed to travel in the
same channels of trade. Trial Br. 39-42 (citing Board precedents establishing relatedness of
services and record evidence showing multimedia distribution strategies by both Applicant and
Opposer). These factors demonstrate that the parties’ marks are, indeed, confusingly similar.

The Board should sustain the opposition.



II. ARGUMENT

A. Applicant Offers No Meaningful Response to Opposer’s Substantial Proof
That ROOTS RADIO is Generic

As Heng Dai concedes, Opposer relied on “the evidence of record, dictionary definitions
and alleged generic use by Applicant” to show that the term ROOTS RADIO is generic for
“ongoing radio programming in the field of music.” Opp. 8. Indeed, the substantial evidence
proffered by DIRECTV includes multiple dictionary definitions use of the term “roots” in a
generic sense, Trial Br. 28, as well as dozens of printed publications demonstrating the same.
Trial Br. 10-15, 29-30 (citing, among many others, 2002 article in Boston Globe stating that
“roots music is currently experiencing its highest level of popularity in decades” and website of
prominent institution of higher education offering musical program exploring “the artistic
validity of a wide range of American roots styles.” Further, DIRECTV did not merely “allege”
that Applicant used the term “roots” as a generic descriptor for a type of music; DIRECTV cited
nearly a dozen examples of such use, including deposition testimony in which Applicant’s

founder affirmatively states that “|}j | | | | | b EEN" 71:i2! Br. 21. DIRECTV

submitted numerous instances of Heng Dai using “roots” as a generic term in its marketing and

promotional materials. Trial Br. 15-19, 29 (citing, among others, press release stating that Roots
Radio is a home for “lovers of roots music.” As noted above, Heng Dai “agrees” with these
facts. Opp. 3.

Applicant’s only response to this wealth of evidence is to claim that “none of these things
tends to prove whether ROOTS RADIO is understood by the relevant public primarily to refer to
on-going radio programming in the field of music.” Opp. 8. But under the Board’s precedents,
all of the evidence DIRECTV submitted tends to prove the public’s understanding of the

proposed mark. After all, DIRECTV relied upon “dictionary definitions, trade journals,



newspapers, websites and other publications” showing use of the terms “roots” and “radio” —
evidence that this Board uses in considering the public’s understanding of such terms. See, e.g.,
In re ActiveVideo Networks, Inc., 111 U.S.P.Q.2d 1581, 1583 (T.T.A.B. 2014) (finding
CLOUDTYV generic for “television and other audiovisual and multimedia content” by relying on
use of term in printed publications and dictionaries). DIRECTYV also relied upon Applicant’s
own use of the terms — evidence that the Board finds “instructive.” Frito-Lay North Am., Inc. v.
Princeton Vanguard, LLC, 109 U.S.P.Q.2d 1949, 1952 (T.T.A.B. 2014) (relying on applicant’s
description of its own product, crisps, in a generic sense to find proposed PRETZEL CRISPS
mark generic). There is no dispute about the generic nature of the term “radio,” which Applicant
disclaimed. See Trial Br. 33. And crucially, Applicant has not offered any reason to think that
the combined term ROOTS RADIO has any meaning to consumers different from its generic
individual components. In such circumstances, the Board can — and usually does — find the
compound term to be generic as well. See, e.g., In re Gould Paper Corp., 834 F.2d 1017, 1019,
S US.P.Q.2d 1110, 1112 (Fed. Cir. 1987) (proposed mark SCREENWIPE was generic because
individual words SCREEN and WIPE were both generic and combination of words did not alter
consumer impression).

As such, and notwithstanding Applicant’s conclusory statements to the contrary,
DIRECTYV has met its burden of showing ROOTS RADIO to be generic.

B. Applicant Has Conceded That ROOTS RADIO Describes At Least A

“Characteristic” or “Feature” of its Radio Programming Services and is
Thus Merely Descriptive

Applicant correctly states the legal standard for mere descriptiveness — a mark must be
“merely descriptive of the goods or services in connection with which they are used or intended
to be used.” Opp. 9 (citing In re Merrill, Lynch, Piece, Fenner and Smith Inc., 828 F.2d 1567,

1569, 4 U.S.P.Q.2d 1141, 1143 (Fed. Cir. 1987)). The problem for Applicant, however, is that it
4



there is no dispute about the type of “on-going radio programming services” Applicant provides.
As Applicant concedes, its radio programming service provides “roots music” to consumers.
Trial Br. 15, 17-18. Thus, any consumer “who knows what the ... services are will understand
the mark to convey information about them.” In re Tower Tech Inc., 64 U.S.P.Q. 2d 1314, 1316-
17 (T.T.A.B. 2002) (SMARTTOWER merely descriptive of commercial and industrial cooling
towers).

Citing two decades-old decisions of the Board, Applicant argues that a proposed mark
must convey information about a characteristic of goods or services with a “degree of
particularity” to be considered descriptive. Opp. 8-9. But ROOTS RADIO does describe a
characteristic of Heng Dai’s service with “particularity” — according to Applicant, its service is

“a branded 24/7 online radio feed for American roots music.” See Trial Br. 16-17 (emphasis

added). It is difficult to imagine “particularity” beyond a ROOTS moniker that describes the
exact genre of content that the service offers.

Further, as one of the cases cited by Applicant provides, “[w]hile it is true that in order to
be held merely descriptive, a term must describe with some particularity a quality or ingredient

of the product in question, it need not describe it exactly.” See In Re Entenmann’s Inc., 15

U.S.P.Q.2d 1750, 1751 (T.T.A.B. 1990) (emphasis added). In that decision, the Board found the
proposed mark OATNUT for bread merely descriptive because the bread in question contained
both oats and hazelnuts. The Board rejected the applicant’s argument that OATNUT was not
merely descriptive because the mark did not describe the “exact nature” of Applicant’s bread:
We believe that the term OATNUT readily informs purchasers, with the required
degree of particularity, of two not inconsequential ingredients in applicant’s

bread. By way of analogy, the term “nut bread” does not inform purchasers of the



particular type of nuts found in a particular loaf of nut bread. Nevertheless, the

fact that the term “nut bread” does not inform purchasers of the precise type of

nuts in the bread does not mean that the term “nut bread” is not descriptive of, and

indeed generic for, bread.
Id. Here, and as explained above, the term “roots” is far more than a “not inconsequential
ingredient” in Applicant’s programming service. Just like “nut bread” is a type of bread (and
described the applicant’s specific bread in Entenmann’s), “roots radio” is a type of radio (and at
the very least describes Applicant’s specific radio service).

Other recent decisions from the Board clarify the descriptive nature of Applicant’s use.
In Tower Tech, the Board held the proposed mark SMARTTOWER to be merely descriptive of
commercial and industrial cooling towers because the towers contained computers that
controlled their functions. 64 U.S.P.Q.2d at 1318. The presence of those computers meant
consumers would understand the towers to be “smart,” and accordingly, the SMARTOWER
mark “describe[d], without conjecture or speculation, a significant feature or characteristic of
applicant’s goods.” Id.; see also Dalton v. Honda Motor Co., 425 F. App’x 886, 871, 892 (Fed.
Cir. 2011) (affirming Board’s ruling that DEALERDASHBOARD was merely descriptive for
“providing automotive dealerships managerial information ... via the internet” where the record
contained evidence that “dashboard” had a recognized meaning in the field of Internet-based
business information tracking and presentation).

Applicant’s other arguments are similarly unavailing. Applicant suggests — despite the
complete lack of record evidence — that consumers will understand the term roots to refer to “the
image of a tree” used in the Roots Radio logo. Opp. 9. Not only is there zero proof for this

proposition, the logo is irrelevant for purposes of this proceeding; Applicant seeks to register a



standard character mark, not an image mark, and thus the proposed word mark is considered
standing alone. See In re Viterra Inc., 671 F.3d 1358, 1363 (Fed. Cir. 2012) (application for a
mark in standard character form is “without claim to any particular font, style, size, or color”);
37 C.F.R. § 2.52(a).

Applicant also argues that consumers will “view ROOTS in ROOTS RADIO the same
way they view ROOTS in MUSIC CITY ROQTS, that is to say, as the foundation or roots of the
musical tree that gives MUSIC CITY its name.” Opp. 9-10. But again, Applicant cites no
record evidence to support this convoluted position. Rather, the far more plausible conclusion is
that consumers of Applicant’s roots music streaming service will understand the term “roots” to
describe the type of music they are hearing. Even if consumers did closely identify ROOTS
RADIO with MUSIC CITY ROQTS, that would not help Applicant — the Music City Roots radio
and television programs also feature roots music. Trial Br. 15-19. Applicant’s own evidence
demonstrates this; the screenshot of Applicant’s website at RootsRadio.com describes its radio
service as follows:

Roots Radio is the streaming service of Music City Roots: Live from the Loveless

Café, featuring round the clock highlight performances from the archives of

Music City Roots. The finest roots and Americana artists passing through

Nashville. Please join our community and share Roots Radio. And download the

Roots Radio app for iPhone and Android at your app store!
Walker Aff., Ex. 3 (emphasis added). A reasonable consumer drawing a connection between
ROOTS RADIO and MUSIC CITY ROOTS would thus conclude — correctly — that both services
offer roots music. In any event, Applicant cannot escape the obvious — ROOTS RADIO

describes salient features of its service.



C. Applicant’s Likelihood of Confusion Analysis is Flawed

i. ROOT and ROOTS Are Nearly Identical in Appearance and Sound,
SPORTS and RADIO Are Closely Linked and the Overall
Commercial Impression of the Marks is Highly Similar

DIRECTYV demonstrated in its trial brief that ROOTS RADIO and ROOT SPORTS were
confusingly similar because: (1) the marks shared a dominant lead term that is highly similar in
visual appearance and sound, Trial Br. 37-38; (2) the marks’ secondary terms — radio and sports
— were either descriptive or generic and thus entitled to less weight, Trial Br. 36; and (3) the
overall commercial impression of the marks is similar due to the well-established link between
sports and radio. Trial Br. 38.

Applicant does not dispute that ROOT and ROOTS look and sound the same. Notably,
Applicant offers no response at all to DIRECTV’s point that the two terms sound highly similar
in this specific context because when spoken aloud, the leading *“s” in SPORTS bleeds into the
initial word ROOT, such that listeners may easily believe that they have heard “ROOTS
SPORTS.” See Trial Br. 37-38. Rather, Applicant asserts that “[w]hile they share ROOT, the
addition of descriptive words such as SPORTS and RADIO” distinguishes the two marks. Opp.
5. But this argument ignores that substantial proof that DIRECTV submitted regarding the link
between sports and radio:

e DIRECTYV offers a daily sports talk show syndicated on both radio and television,
Trial Br. 9;

e Almost of the professional and collegiate sporting events telecast by the Root
Sports Networks are also broadcast via radio, Trial Br. 38;

e Numerous third-party registrations use the term “sports” to describe radio

broadcasting services or contain descriptions of goods and services involving



goods and services on the radio, including CBS SPORTS NETWORK, ESPNU

and MLB NETWORK, Trial Br. 38.
Applicant offered no evidence at all to contradict these linkages. Indeed, the strong connection
between sports and radio distinguishes In re Bed & Breakfast Registry, 791 F.2d 157, 159 (Fed.
Cir. 1986), cited by Applicant, where the Board found BED & BREAKFAST REGISTRY and
BED & BREAKFAST INTERNATIONAL were dissimilar in part because “[t]he word ‘registry’
has not been shown to have either international or national connotations.” Applicant’s citation to
In Re Broadway Chicken Inc., 38 U.S.P.Q.2d 1559 (T.T.A.B 1996) is also unavailing. There, the
Board found that BROADWAY CHICKEN was not confusingly similar to BROADWAY
PIZZA and BROADWAY BAR & PIZZA because the shared term “Broadway” was itself
geographically descriptive and applicant presented “evidence of widespread third-party use of
trade names/marks containing the term BROADWAY for restaurant/”eating” place services.”
Id. at 1566. Applicant has submitted no analogous evidence here.

Applicant also argues that “ROOTS RADIO possesses an alliterative cadence and
phonetic quality that ROOT SPORTS lacks.” Opp. 6. It is not entirely clear what Applicant
means by “phonetic quality,” as Applicant submitted no evidence about this purported quality or
its effect on consumers. DIRECTYV concedes that ROOTS RADIO is in fact alliterative, but
Applicant submitted no evidence — and cites no authority — regarding the effect of this
alliteration on consumers’ perception. Indeed, the Board has refused to register marks that
possessed an “alliterative cadence” based on confusion with existing, non-alliterative marks.
See, e.g., In re Chatam Int’l Inc., 380 F.3d 1340, 1341, 71 U.S.P.Q.2d 1944, 1945 (Fed. Cir.
2004) (Board found proposed mark JOSE GASPAR GOLD similar to existing mark GASPAR’S

ALE notwithstanding the proposed mark’s alliterative quality).



Finally, Applicant relies on Gen. Mills, Inc. v. Kellogg Co., 824 F.2d 622 (8th Cir. 1987),
for the proposition that “[t]he mere fact that the marks share a common element does not compel
a [finding of confusion].” Opp. 4. But this case, as is clear from the citation, did not involve the
registrability of a proposed mark by the PTO. Rather, it involved a civil action under the
Lanham Act where the court’s confusion analysis was not limited to the respective registrations
and applications (as is the Board’s), but rather took into account the parties’ “respective color
schemes, lettering styles, and box designs.” 824 F.2d at 627. As such, the case is entirely
inapposite to the Board’s confusion analysis.

ii. Applicant Does Not Dispute That Radio and Television Services Are
Related in the Mind of the Consuming Public

DIRECTYV demonstrated in its Trial Brief that radio programming services (such as those
offered by Applicant) and television programming services (which DIRECTV offers as well as
radio-related services of its own) are closely related in the mind of the consuming public. Trial
Br. 39-41. Applicant does not challenge or otherwise dispute this close connection. Instead,
Applicant attacks a straw man and avers that the mere presence of both parties’ respective
services within International Class 41 does not itself establish relatedness. Opp. 6. Of course,
DIRECTV agrees that not all services within the same class are necessarily related. But

Applicant ducks the real question: are these particular services related? In contrast, DIRECTV

answered that question; it established the relatedness of these services by citing the Board’s
precedents, Trial Br. 40; proffering substantial evidence about the relatedness of the services in
the parties’ own businesses, Trial Br. 40; and submitting numerous third-party registrations
evidencing the connection between radio and television. Trial Br. 40.

Applicant has nothing to say about these points. That is because there is nothing to say —

consumers view radio broadcasting and television broadcasting as closely related, and have for a

10



long time. See In re Infinity Broad. Corp. of Dallas, 60 U.S.P.Q.2d 124, 1217 (T.T.A.B. 2001).
See also In re Celestial Movie Channel Ltd., No. 78721446, 2008 WL 885907, at **2-3
(T.T.A.B. Feb. 19, 2008) (precedential) (holding applicant’s television broadcasting services
were “closely related to registrant’s ‘radio broadcasting services’”).

jii. Applicant Fails to Rebut the Presumption That the Parties’ Services
Travel in the Same Channels

As DIRECTYV explained in its Trial Brief, where the parties’ respective services are
broadly described and there are no limitations as to their nature or type, it is presumed that the
scope of the application and registration encompasses all services of the nature and type
described. Trial Br. 41-42. DIRECTYV also pointed to record evidence that the parties’ services
actually do travel in the same channels of trade. Trial Br. 42.

For its part, Applicant posits that “the respective parties’ services are directed to
completely different audiences.” Opp. 6-7. But Applicant offers no legal or factual support for
this conclusory argument. Indeed, it is nonsensical to conclude that a consumer of roots music
would not also be interested in the variety of sports, news, outdoors and documentary
programming offered under Opposer’s marks. Accordingly, Applicant has failed to rebut the
presumption that the parties’ services travel in the same channels — confirming that confusion is
likely.

1. CONCLUSION

For the foregoing reasons, Opposer respectfully requests that the Board sustain this
Opposition on the grounds that: (1) the proposed ROOTS RADIO mark is either generic or
merely descriptive of Applicant’s service pursuant to Section 2(e)(1) of the Lanham Act; and/or
(2) the proposed mark is likely to confuse consumers pursuant to Section 2(d) of the Lanham

Act.

11
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