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I RECORD EVIDENCE

Applicant agrees with Opposer’s summary of the record evidence in this case.

II. STATEMENT OF ISSUES
Applicant agrees with Opposer’s statement of the issues in this case. Applicant does not,

however, agree with how Opposer believes the Board should decide these issues.

III. STATEMENT OF FACTS

Applicant agrees with Opposer’s statement of the facts in this case. Applicant does not,
however, agree with the inferences Opposer believes the Board should draw from these facts.
IV. ARGUMENT

A. Likelihood of Confusion

Opposer is of the opinion that ROOTS RADIO, when used in connection with on-going
radio programming in the field of music, so resembles ROOT SPORTS as to be likely to cause
confusion, or to cause mistake or deceive. However, Opposer has failed to sustain its burden of
proving that registration must be refused under Section 2(d).

A likelihood of confusion depends upon whether the purchasing public would mistakenly
assume that Applicant’s goods or services originate with, are sponsored by, or are associated
with the goods sold under another trademark. Federal Bureau of Investigation v. Societe M. Bril
Co., 172 U.S.P.Q. 310 (TTAB 1971), aff’d, 187 U.S.P.Q. 685 (D.D.C. 1975). The test for
likelihood of confusion is difficult, and “[t]he fundamental inquiry mandated by Section 2(d)

goes to the cumulative effect of the differences in the essential characteristics of the goods and
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differences in the marks.” In re August Stork KG, 218 U.S.P.Q. 823, 826 (TTAB 1983) (quoting
Interstate Brands Corp. v. Celestial Seasonings Inc., 198 U.S.P.Q. 151, 153 (CCPA 1978)). The
Court in In re E.I. DuPont deNemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563, 567
(CCPA 1973), established a list of factors that are to be individually examined when
determining the likelihood of confusion of one mark as compared to another. Consideration of
these factors shows that no likelihood of confusion exists between the marks. ROOTS RADIO
and ROOT SPORTS have significant and distinct appearances, pronunciations, connotations and
commercial impressions.

Importantly, as specifically stated in the first Du Pont factor, the marks must be
considered in their entireties, which is the way consumers encounter the marks. DuPont,
476 F.2d at 1361, 177 U.S.P.Q. at 567. The entire mark must be considered as a whole because
“the commercial impression of a trademark is derived from it as a whole, not from elements,
separated and considered in detail.” Opryland USA, Inc. v. Great American Music Show, Inc.,
970 F.2d 847, 23 U.S. P.Q.2d 1471, 1473 (Fed. Cir. 1992). In fact, courts have made clear that
marks should not be broken into component parts to reach a conclusion of confusing similarity.
See In re Hearst Corp., 25 U.S.P.Q.2d 1238, 1239 (Fed. Cir. 1992) (stating “marks tend to be
perceived in their entireties, and all components thereof must be given appropriate weight”).
When considering the marks in their entireties, ROOTS RADIO is not likely to be confused with
ROOT SPORTS. The mere fact that the marks share a common element does not compel a
different conclusion. See General Mills Inc. v. Kellogg Co., 824 F.2d 622, 627, 3 U.S.P.Q.2d

1442, 1445 (8™ Cir. 1987).
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ROOTS RADIO and ROOT SPORTS are not so similar that they would be likely to
cause consumer confusion. Although they have been disclaimed, the second word in each of the
marks in question, namely, RADIO and SPORTS evoke very different impressions and thus
create composite marks that are easily distinguishable from each other in terms of sight, sound,
and meaning. The Court of Appeals for the Federal Circuit and Trademark Trial and Appeal
Board have repeatedly held that where marks contain common elements, the other elements of
the marks must be considered and these other elements are often sufficient to distinguish the
marks from other marks having the same common term. This result is based on the conclusion
that consumers have conditioned themselves to look for other distinguishing characteristics in the
mark as a means of distinguishing the source of the goods. See, e.g., In re Bed & Breakfast
Registry, 791 F.2d 157, 159, 229 U.S.P.Q. 818, 820 (Fed. Cir. 1986) (holding that the mark BED
& BREAKFAST REGISTRY was not likely to be confused with BED & BREAKFAST
INTERNATIONAL for similar services of marking lodging reservations); Tektronix Inc. v.
Daktronics, Inc., 189 U.S.P.Q. 693, 694 (CCPA 1976) (finding the terms TRONICS or TRONIX
were used to convey a dictionary meaning suggestive of electrical products and that the
differences in DAKTRONICS and TEKTRONIX was sufficient to avoid likelihood of
confusion); In re Broadway Chicken Inc., 38 U.S.P.Q.2d 1559, 1565-66 (TTAB 1996) (holding
that while the marks BROADWAY CHICKEN and BROADWAY PIZZA and BROADWAY
BAR & PIZZA had the same initial term BROADWAY, the addition of descriptive or generic
words such as CHICKEN or PIZZA or BAR & PIZZA was sufficient to distinguish the marks).
While they share ROOT, the addition of descriptive words such as SPORTS and RADIO are

sufficient to distinguish ROOT SPORTS and ROOTS RADIO.
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Moreover, ROOTS RADIO uses the plural ROOTS; whereas, ROOT SPORTS use the
singular ROOT. Using the singular, ROOT SPORTS suggests two related meanings. First,
ROOT SPORTS signals to consumers that the Root Sports Networks are a place where they can
proudly root for and support their home teams. Second, ROOT SPORTS connotes the deep,
historical roots that those home teams have with their local communities. ROOT SPORTS
conveys to consumers that through their participation as fans, they can join an established
community with deep, longstanding ties to a place and region. Using the plural, ROOTS RADIO
suggests nothing of the sort. To the contrary, it suggests a recognized type of music.

Finally, ROOTS RADIO possesses an alliterative cadence and phonetic quality that
ROOT SPORTS lacks.

True, the respective parties’ services fall in International Class No. 41. However, to say that
they are related as a consequence is to say that every letter is related because it came in an envelope
or that every web site is related because it is accessible via the Internet. The classification of goods
and services simply has no bearing on the question of likelihood of confusion. See Jean Patou,
Inc. v. Theon Inc., 9 F.3d 971, 975, 29 USPQ2d 1771, 1774 (Fed. Cir. 1993). Rather, the goods
and/or services in connection with which two marks are either used or intended to be used must
be related in some manner or the conditions surrounding their marketing must be such that they
could be encountered by the same purchasers under circumstances that could give rise to the
mistaken belief that they come from a common source. See Nat'l Football League v. Jasper
Alliance Corp., 16 USPQ2d 1212 (TTAB 1990).

In this case, the respective parties’ services are neither related nor marketed in such a way

that the same purchasers could encounter them. To the contrary, the respective parties’ services
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are directed to completely different audiences. Where target markets differ, confusion as to
either source of origin or sponsorship is unlikely.

Trademark ownership provides a limited right of exclusion enforceable only to the extent
that the use of a mark by another is likely to cause confusion as to source or origin or
sponsorship. Opposer has failed to prove that such is likely. To the contrary, Opposer appears to
believe that ROOT SPORTS deserves a broader scope of protection than the law allows. Since
confusion is unlikely, Opposer’s opposition under Section 2(d) must be dismissed.

B. Incapability

Opposer is of the opinion that Applicant’s mark is incapable of identifying Applicant’s
services and distinguishing them from those of others and should thus be refused registration.
However, Opposer has failed to sustain its burden of proving that registration must be refused for
genericness under Section 2(e)(1).

Applicant’s mark is ROOTS RADIO for on-going radio programming in the field of
music. In order to determine whether a mark is generic, a two-part inquiry must be made. See H.
Margin Ginn Corp. v. Int’l Assoc. of Fire Chiefs, 782 F.2d 987 (Fed. Cir. 1986). First, the genus of
services at issue must be determined. Second, it must be proven whether the term sought to be
registered is understood by the relevant public to primarily refer to that genus of services.

In this case, the genus of services at issue is on-going radio programming in the field of
music. However, Opposer has failed to adduce sufficient evidence of ROOTS RADIOS meaning to
the relevant purchasing public. See In re K-T Zoe Furniture, Inc., 16 F.3d 390 (Fed. Cir. 1994).
Because the determination that a mark is generic is an absolute bar to registration, the burden of

proof is extremely high and is thus strictly construed. Consequently, “a term that is not clearly
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generic is appropriately viewed as descriptive . . .[and] may acquire trademark status through use.”
Zoe at 393.

Opposer asserts that the evidence of record, dictionary definitions and alleged generic use
by Applicant proves that ROOTS RADIO is generic for on-going radio programming in the field
of music. However, none of these things tends to prove whether ROOTS RADIO is understood by
the relevant public to primarily refer to on-going radio programming in the field of music, which is
the only proper test. Consequently, ROOTS RADIO may only appropriately be viewed as
capable of identifying Applicant’s services and distinguishing them from those of others. Since it
has failed to make the “strong showing” required to prove that ROOTS RADIO is generic for on-
going radio programming in the field of music, Opposer’s opposition based on genericness under
Section 2(e)(1) must be dismissed.

C. Mere Descriptiveness

Opposer is of the opinion that Applicant’s mark merely describes Applicant’s services
and should thus be refused registration. However, Opposer has failed to sustain its burden of
proving that registration must be refused for mere descriptiveness under Section 2(e)(1).

A term is deemed to be merely descriptive of goods or services, within the meaning of
Section 2(e)(1), if it forthwith conveys an immediate idea of an ingredient, quality, characteristic,
feature, function, purpose or use of the goods or services. In re Gyulay, 820 F.2d 1216, 3 USPQ
1009 (Fed. Cir. 1987) and Abcor Development Corp., 588 F.2d 811, 200 USPQ 215 (CCPA
1978). Moreover, in order to be merely descriptive, the mark must immediately convey

information as to the ingredients, qualities or characteristics of the goods or services with a
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“degree of particularity.” See In re TMS Corporation of America, 200 USPQ 57, 59 (TTAB
1978); and In re Entenmanns Inc., 15 USPQ2d 1750, 1751 (TTAB 1990).

Further it is well established that the determination of mere descriptiveness must be made
in relation to the goods or services for which registration is sought, the context in which the mark
is used, and the impact that it is likely to make on the average purchaser of such goods or
services. See In re Consolidated Cigar Co., 35 USPQ2d 1290 (TTAB 1995). Consequently,
mark must be proven to be merely descriptive of the goods or services in connection with which
they are used or intended to be used for them to be refused registration for mere descriptiveness.
See In re Merrill, Lynch, Pierce, Fenner and Smith Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1143
(Fed Cir. 1987).

Applicant, a multimedia company that produces and distributes musical content, was
founded in 2009. Applicant has conducted business since that time primarily under MUSIC
CITY ROOTS, for which it was issued Reg. No. 4008763. MUSIC CITY is understood by
consumers to refer to Nashville, where Applicant is based. On the other hand, given how
ROOTS is used in connection with the image of a tree, is understood by consumers to refer to the
foundation or roots of the musical tree that has caused Nashville to become known around the
world as MUSIC CITY. It is for this reason that MUSIC CITY is disclaimed apart from MUSIC
CITY ROOTS in Reg. No. 4008763 but ROOTS is not.

Given the context in which it is used, consumers encountering ROOTS RADIO in
connection with on-going radio programming that features musical content produced and
distributed by MUSIC CITY ROOTS are likely to view ROOTS in ROOTS RADIO the same

way they view ROOTS in MUSIC CITY ROQTS, that is to say, as the foundation or roots of the
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musical tree that gives MUSIC CITY its name. Consequently, ROOTS RADIO does not convey
forthwith an immediate idea of the quality or characteristics of Applicant’s services. Rather,
ROOTS RADIO requires some imagination, thought and perception to reach a conclusion as to
the nature of the services. In other words, the proposed mark is suggestive. See Stix Products,
Inc. v. United Merchants & Manufacturers, Inc., 160 USPQ 177, 785 (S.D.N.Y. 1968); In re
Tennis in the Round, Inc., 199 USPQ 496, 498 (TTAB 1978) (“It has been held that a term is
merely descriptive of a particular product or service if it describes a significant or desirable
function, feature, characteristic, attribute, etc., thereof. * * * On the other hand, if one must
exercise mere thought or follow a multi-stage reasoning process in order to determine what
product or service characteristics the term indicates, the term is suggestive rather than
descriptive.”).

Since it has failed to make the showing required to prove that ROOTS RADIO merely
describes on-going radio programming in the field of music, Opposer’s opposition based on mere

descriptiveness under Section 2(e)(1) must be dismissed.

V. CONCLUSION
Opposer has failed to prove that registering ROOTS RADIO for on-going radio
programming in the field of music will harm Opposer’s settled trademarks rights in ROOT

SPORTS or improperly frustrate future fair competition by others.
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Consequently, Applicant respectfully requests that the Board deny Opposer’s opposition
in its entirety.

Heng Dai Media, LLC

By:

Name: Paul W. Kruse
Title: Attorney

Date: October 8, 2014

Submitted by:
Bone McAllester Norton PLLC
511 Union Street

Suite 1600
Nashville, Tennessee 37219
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CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing document was served on
Opposer’s attorney, Dori Ann Hanswirth, Esq. & Benjamin A. Fleming, Esq. with an address at
Hogan Lovells US LLP, 875 Third Avenue, New York, New York 10022, via first class mail,
postage prepaid, today October 8, 2014.

By:

Paul W. Kruse
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