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TO THE HONORABLE UNITED STATES TRADEMARK TRIAL AND APPEAL BOARD:

Opposer DIRECTYV Sports Networks, LLC (“Opposer” or “DIRECTV™), in support of its

opposition to Application Serial No. 85523657 (ROOTS RADIO) by Applicant Heng Dai Media,

LLC (d/b/a Music City Roots) (“Applicant” or “Heng Dai”), would respectfully show the Board

as follows:

I.

RECORD EVIDENCE

The evidence of record consists of:

. The file for Application Serial No. 85523657 (ROOTS RADIO).

. The pleadings of the parties. (Dkt. Nos. 8, Ex. C (Amended Notice of Opposition) and

Dkt. No. 13 (Amended Answer).)

. The testimony affidavit' of Opposer’s witness Patrick Crumb and the exhibits thereto?,

filed herein on March 25, 2014 (the “Crumb Affidavit” or “Crumb Aff.”). (Dkt. No. 15.)

Opposer’s First Notice of Reliance, filed herein on March 25, 2014, enclosing Exhibits 1
through 6: printouts from the Board’s electronic records of Opposer’s six registrations for
ROOT SPORTS, Nos. 4,122,672; 4,122,677, 4,122,795; 4,122,673; 4,122,678; and
4,122,796. (Dkt. No. 16.)

Opposer’s Second Notice of Reliance, filed herein on March 25, 2014, enclosing Exhibits
7 through 9: printouts from the Board’s electronic records of Opposer’s three applications

for ROOT SPORTS, Serial Nos. 85/195,372; 85/195,617; and 85/217,874. (Dkt. No. 17.)

" Pursuant to 37 C.F.R. § 2.123(b), the parties stipulated to the introduction of direct testimony via written
affidavit. (Dkt. No. 14.) Both parties submitted a testimony affidavit with exhibits during their
respective testimony periods; neither party cross-examined the other party’s witness. The Board
approved the parties’ stipulated motion on August 19, 2014. (Dkt. No. 28.)

*The Crumb Affidavit encloses Exhibits A through CC. All exhibits were submitted through the Board’s
electronic filing system except for Exhibits J-M and V-Z; those exhibits consisted of either audio or video
files. Opposer submitted these exhibits to the Board on DVD. (See Dkt. Nos. 23-24.)



6. Opposer’s Third Notice of Reliance, filed herein on March 25, 2014, enclosing
Exhibits 10 through 101: printouts from the Board’s electronic records of third-party
registrations containing two or more of the following types of media: television, radio
and online use. (Dkt. No. 18.)

7. Opposer’s Fourth Notice of Reliance, filed herein on March 25, 2014, enclosing
Exhibits 102 through 160: printed publications and Internet materials illustrating the use
of the term “roots.” (Dkt. No. 19.)

8. Opposer’s Fifth Notice of Reliance, filed herein on March 25, 2014, enclosing
Exhibit 161: Applicant’s Responses and Objections to Ooposer’s [sic] First Set of
Requests for Admission, undated but served on May 31, 2013 (“RFA Resps.”). (Dkt.
No. 20.)

9. Opposer’s Sixth Notice of Reliance, filed herein on March 25, 2014, enclosing the
discovery deposition of John Walker and the exhibits thereto, taken on August 15, 2013
in this proceeding (the “Walker Deposition” or “Walker Dep.”). (Dkt. Nos. 21-22.)°

10. The testimony affidavit of Applicant’s witness Walker and the exhibits thereto, filed
herein on May 22, 2014 (the “Walker Affidavit” or “Walker Aff.”). (Dkt. No. 25.)

11. Applicant’s Notice of Reliance, filed herein on May 22, 2014, enclosing [Applicant’s]
Exhibits 1 through 5. (Dkt. No. 26.)

12. Opposer’s Seventh Notice of Reliance, filed herein on July 10, 2014, enclosing Exhibits
162 through 164*: printouts from the Board’s electronic records of office actions taken in

relation to the geographically descriptive term “Music City.” (Dkt. No. 27.)

’ Opposer submits the Walker Deposition pursuant to 37 C.F.R. § 2.120(j) (discovery deposition of
officer or person designated as witness pursuant to Fed. R. Civ. P. 30(b)(6) may be offered in evidence by
adverse party).



II. STATEMENT OF THE CASE

DIRECTYV is a media company and the owner of six federal registrations for the mark
ROOT SPORTS, which it uses in connection with television programming and internet services
featuring sports, news and entertainment, among other things. In December 2012, DIRECTV
filed an opposition to Applicant’s proposed ROOTS RADIO mark based on likelihood of
confusion. Discovery in this proceeding confirmed that Applicant’s proposed mark is highly
similar in appearance and sound to ROOT SPORTS, and that Applicant’s radio programming
services are highly related in the mind of the consuming public to DIRECTV’s television and
internet services. As set forth below, the proposed mark should not be registered for this reason.

The discovery process also uncovered significant evidence that Applicant’s proposed
mark suffered from an additional fatal flaw: It is generic or at least highly descriptive, and thus
not eligible for registration. Accordingly, in October 2013, DIRECTV sought leave to amend its
notice of opposition to add those new grounds; in January 2014, the Board agreed to that
amendment.

The nature of DIRECTV’s argument that the proposed mark is generic or highly
descriptive is straightforward: “roots” is a genre of music, just like folk or jazz. Applicant
repeatedly admitted this during discovery, and the public’s understanding is consistent with those
admissions. As such, Applicant simply cannot obtain trademark protection for the mark ROOTS
RADIO to distribute roots music on radio. The proposed mark is a generic identifier for music
programming distributed via radio, or at the very least, ROOTS RADIO would be “merely
descriptive” of the radio programming Applicant provides. The record compels both findings,

either of which would preclude Heng Dai from obtaining a registration on the Primary Register.

* Exhibit No. 161 in the Seventh Notice of Reliance — an October 3, 2000 office action in relation to the
mark MUSIC CITY ATTRACTIONS - was accidentally mislabeled, as Opposer already submitted an
Ex. 161 in its Fifth Notice of Reliance. The new exhibit should be labeled as Exhibit No. 164.
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Moreover, as noted above, DIRECTV’s pre-existing rights in the ROOT SPORTS marks
should act as a bar to registration of Applicant’s mark based on consumer confusion.
DIRECTV’s opposition should be sustained on either basis.

III. STATEMENT OF ISSUES

There are two issues before the Board. One issue is whether Applicant’s proposed
ROOTS RADIO mark, when applied to the services in the challenged application, is likely to
confuse consumers in relation to Opposer’s use of its ROOT SPORTS marks as used in
connection with the goods and services in Opposer’s registration, such that registration should be
refused pursuant to Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). The other issue is
whether Applicant’s proposed mark is a generic term for roots music provided via radio, or
merely descriptive of the services in the challenged application, such that registration should be
refused pursuant to Section 2(e)(1) of the Lanham Act, 15 U.S.C. § 1052(e)(1).

IV. FACTS
A. Opposer’s Rights in the ROOT SPORTS Marks
i. The ROOT SPORTS Brand

Opposer is a subsidiary of DIRECTV, LLC, a leading provider of digital satellite
television services in the United States and Latin America. (Crumb Aff., Ex. A.) In April 2011,
Opposer established three regional television networks under the ROOT SPORTS name: ROOT
SPORTS Northwest, ROOT SPORTS Pittsburgh and ROOT SPORTS Rocky Mountain.
Collectively, these three networks are referred to as the “Root Sports Networks.” (/d. | 6.) The
Root Sports Networks offer television programming including live and recorded sports
programming, shows featuring outdoors activities like cycling and hunting, entertainment, news,
documentary, variety and paid programming. (Id.  7.) As explained in greater detail below in

Section IV(A)(i)(e), the Root Sports Networks also feature “The Dan Patrick Show,” a daily
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syndicated radio and television sports talk show. Collectively, the Root Sports Networks reach
more than 9 million viewers across 18 states and own exclusive programming and distribution
partnerships with more than 25 sports teams and conferences. (/d.)

The ROOT SPORTS name suggests two related meanings. First, the name signals to
consumers that the Root Sports Networks are a place where they can proudly root for and
support their home teams. (/d. § 14.) Second, the name connotes the deep, historical roots that
those home teams have with their local communities. The ROOT SPORTS brand conveys to
consumers that through their participation as fans, they can join an established community with
deep, longstanding ties to a place and region. (I/d.) In other words, as the Root Sports website
states, “[b]y simply watching, fans are connected to something bigger and are united with a tribe
of fellow fans that share in the same excitement of special moments and the months-long
journeys called seasons.” (Id., Ex. A.)

ii. The Root Sports Networks.

a. ROOT SPORTS Northwest, ROOT SPORTS Pittsburgh
and ROOT SPORTS Rocky Mountain.

ROOT SPORTS Northwest is based in Bellevue, Washington, and is distributed to
approximately 3.4 million subscribers in Washington, Oregon, Montana, Idaho, and Alaska. (/d.
q 22; Ex. B (distribution map).) ROOT SPORTS Northwest telecasts live and tape-delayed
sporting events, including games featuring the Seattle Mariners of Major League Baseball
(“MLB”), the Utah Jazz of the National Basketball Association (the “NBA”), two teams in Major
League Soccer and numerous major college sports events. (Id. | 24; Ex. F (programming
sheet).) ROOT SPORTS Pittsburgh is based in Pittsburgh, Pennsylvania, and is distributed to
approximately 3.3 million subscribers in Pennsylvania, New York, Ohio, West Virginia and

Maryland. (Id.  22; Ex. C (distribution map).) ROOT SPORTS Pittsburgh is the television



home of MLB’s Pittsburgh Pirates and the Pittsburgh Penguins of the National Hockey League,
and the network also telecasts other collegiate and high school sporting events. (/d., Ex. A.)
ROOT SPORTS Rocky Mountain is based in Denver, Colorado, and is distributed to
approximately 2.7 million subscribers in Colorado, Utah, Wyoming, Idaho, Kansas, Nebraska,
Nevada, New Mexico and South Dakota. (Id. | 22; Ex. D (distribution map).) The network
telecasts sporting events including MLB’s Colorado Rockies, the NBA’s Utah Jazz and other
college and high school events. (Id. | 22; Ex. E (programming sheet).)

All three networks also produce and air original programming about sports teams and
current events in their respective regions. The Dan Patrick Show, which airs on all three of the
networks as well as terrestrial radio, discusses national sports news and current events. (See
below at Section IV(A)(ii)(e).) The networks also air documentary programs featuring historical
figures in sports, such as Jackie Robinson. Further, the networks also air documentary features
about surfing and hunting, among others. They also air poker tournaments and other
entertainment programs. In addition, the networks air paid programming and infomercials;
examples of these include well-known advertisements for products such as LifeL.ock, Supersmile
and Time-Life Music. (Id. ] 24.)

b. Online Presence

Opposer operates and maintains several websites connected to the Root Sports Networks,
located at the following URLs: (a) www.rootsports.com; (b) northwest.rootsports.com; (c)
pittsburgh.rootsports.com; and (d) rockymountain.rootsports.com. (Id. J 30; Exs. N-Q
(screenshots of each respective website).) These websites contain streaming video, including
clips from original programs produced and aired by the Root Sports Networks, and interactive
elements (such as fan polls and contest sign-ups). (Id. { 30.) Opposer’s marketing and

promotion emphasizes the close connection between the Root Sports Networks and their
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respective websites. The websites contain programming and scheduling information for telecasts
on the Root Sports Networks, serving to promote such programming. For example, Opposer
offers television commercials that encourage viewers to visit the Root Sports sites to participate
in ongoing promotional events. (/d. 31; Ex. X (video clip containing one such commercial).)

C. Distribution

The Root Sports Networks are distributed via cable and satellite television. Specifically,
Opposer licenses the three networks to numerous cable and satellite television providers, which
in turn carry the networks on their respective distribution systems. (/d. | 21.) The networks are
available both within their respective geographical regions as well as throughout the rest of the
United States. (Id.)

The Root Sports Networks are available to consumers as a part of a bundle or package of
television networks, often referred to as “tiers.” (Id.  38.) Within each of the networks’
respective primary geographic distribution areas, the Root Sports Networks are distributed on
one of a provider’s two “lowest” tiers of programming. These “lowest” tiers are commonly
referred to as “basic” and “expanded basic,” respectively, and are offered to most subscribers of
a particular provider. Further, these “lowest” tiers are not subject-matter specific, but rather
contain general interest networks such as MTV, CNN, TNT or USA. (Id.) In other words, in
their core distribution areas, television consumers can only subscribe to the Root Sports
Networks: (a) as one of a large group of networks; (b) of interest to all consumers, not merely
those particularly interested in sports programming. (I/d.) Indeed, consumers commonly interact
with the Root Sports Networks as one of a bundle of general interest networks. (/d. q 39; Exs.
AA-CC (program listings for basic cable television providers in the Seattle, Pittsburgh and

Denver areas for the morning of March 13, 2014, as retrieved from the website TVGuide.com).)



The Root Sports Networks are not available to consumers of cable and satellite television
on an “a la carte” basis. This means that no consumer can purchase a subscription to ROOT
SPORTS Northwest — and only ROOT SPORTS Northwest — from his or her television provider.
(Id. {37.) This method of distribution contrasts with that of “premium” television networks such
as Home Box Office or Showtime, which are often available for purchase on an “a la carte”
basis. (Id.)

d. Adyvertising and Promotion

Since April 1, 2011, DIRECTV Sports has continuously advertised, marketed and
promoted the Root Sports Networks, the Root Sports websites and other goods and services in
connection with the ROOT SPORTS mark. (/d.  32.) For example, DIRECTV Sports markets
the programming on the Root Sports Networks by placing advertisements in local newspapers
and magazines. (Id. | 33; Exs. R-T.) DIRECTV Sports purchases advertising on third-party
websites to promote the Root Sports Networks. (Id.  34; Exs. U-V.) Each of the Root Sports
Networks maintains an active presence on social networking sites such as Facebook and Twitter.
(Id. 1 35.) DIRECTYV Sports also markets and promotes its services by placing advertisements
on both television and radio using the ROOT SPORTS mark. (/d. q 36; Exs. W-Z (television and
radio advertisements using ROOT SPORTS mark from 2012 and 2013).)

DIRECTYV Sports promotes the Root Sports Networks through the use of on-air talents,
who appear on local and national media outlets, including radio outlets, to spread awareness of
the ROOT SPORTS brand to consumers. (Id. { 28.) These on-air talents are employed by or
under contract to the Root Sports Networks. (/d.) During each of their appearances: (a) the
ROOT SPORTS on-air talent is specifically identified with the ROOT SPORTS brand; and
(b) the ROOT SPORTS on-air talents discuss current events in sports, news, and other subjects

in a conversational manner. (/d. ] 28-29; Exs. K-M (audio clips containing three appearances
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from ROOT SPORTS on-air talents from 2012 and 2013).) When the word “root” is spoken
during television and radio promotions and appearances, it often sounds like the word “roots.”
This is because the leading ““s” in “sports” bleeds into the initial word “roots,” such that listeners
may easily believe that they have heard “ROOTS SPORTS.” (Id. 4 17-18.)

DIRECTYV Sports has expended more than $20 million in marketing costs to build the
ROQOT SPORTS brand, reaching out to consumers both nationally and within its networks’ core

geographic distribution areas. (I/d. {42.)

e. The Dan Patrick Show

All three of the Root Sports Networks air The Dan Patrick Show, a daily (Monday
through Friday), three-hour syndicated radio and television sports talk show. (Id. { 27; Ex. I
(description of show from website).) DIRECTV has produced this show since 2009, and it is
syndicated by Premiere Radio Networks to individual radio station affiliates nationwide, which
in turn air the show live over terrestrial radio. The Dan Patrick Show is also broadcast live on
national terrestrial radio via Fox Sports Radio and telecast live on a cable sports channel. (/d.
q27.) In addition to those live radio broadcasts, the Dan Patrick Show is telecast on the Root
Sports Networks in two ways. First, the show airs on a tape-delayed basis in its entirety on all of
the Root Sports Networks. Second, the Root Sports Networks also air a repeated, condensed
version of the show at other times. (Id.)

iii. Opposer’s Registrations

Opposer owns the following U.S. Registration Nos. for ROOT SPORTS: 4,122,672,
4,122,677, 4,122,795, 4,122,673, 4,122,678 and 4,122,796. (Id. { 10.) Registration Nos.
4,122,672, 4,122,677 and 4,122,795 are for, among other things, “[b]Jroadcasting programs via a
global computer network,” “[s]treaming of audio and video material on the Internet, other

computer networks, wireless networks and electronic communication networks” and
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“[e]lectronic transmission of data via global computer networks, wireless networks and
electronic communication networks” in Class 38. (Id.; see also Exs. 1-3 (copies of
registrations).) Registration Nos. 4,122,673, 4,122,678 and 4,122,796 are for, among other
things, “[t]elevision programming,” ‘“[d]istribution of television programs for others,” and
“[e]ntertainment services, namely, providing a website in the field of sports featuring non-
downloadable television programs, sports information, previews, interviews, alerts, electronic
scheduling guides, contests, video clips, photographs, highlights of sporting events, online sports
games, articles and entertainment and sports related news” in Class 41. (Crumb Aff.  10; see
also Exs. 4-6 (copies of registrations).)

B. Roots Music in the United States

“Roots” is a genre or style of music. Applicant describes roots music as music “that is
born indigenous to a culture and ... reflective of [its] history.” (Walker Dep. 19:13-20:67; see
also id. 39:22-40:2 (stating that word “roots,” in connection with Applicant’s business, “refer[s]
to a genre of music”); id. 109:23-104:4 (in response to questioning from own counsel, stating
that roots is a genre of music like jazz or country).) As suggested by Applicant’s statements, the
genre of roots music is capacious. (See Ex. 114 at 1 (April 2010 article from San Diego Union-
Tribune) (“The genre of roots is so large that it can be divided into many subgenres”).) Indeed,
the genre incorporates and overlaps with many other well-known genres of music, including

folk, blues, country, Americana and bluegrass. (See Ex. 102 at 1 (““‘American roots music [is]

> Applicant designated the entirety of the Walker Deposition (and Exhibit 11) confidential pursuant to the
Board’s standard protective order, which governs this proceeding. Accordingly, Opposer is submitting a
redacted version of its trial brief that removes portions discussing or paraphrasing the deposition
testimony, as well as a full version under seal. Opposer does so notwithstanding that the entirety of the
deposition transcript may not constitute protected information. C.f. Coach/Braunsdorf Affinity, Inc. v. 12
Interactive, LLC, 110 U.S.P.Q.2d 1458, 1460 (T.T.A.B. 2014) (criticizing litigant for improper
designation of materials at trial). However, Opposer has not redacted facts or information that Applicant
revealed in the Walker Affidavit or appear in non-confidential exhibits to the Walker Deposition.
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often made up loosely of the genres of blues, folk, gospel and country”); Ex. 109 at 1 (observing
that roots is often used synonymous with folk).) The lines between these various genres are not
always clearly delineated. (Walker Dep. 88:9:14 (noting that “Americana music ... to some
people is synonymous with roots music”).) The defining characteristic of roots is its fidelity to
traditional forms of singing and instrumentation. (Ex. 134 at 15 (noting that roots musicians are
“conscious of being part of the American music tradition ... eschewing the always shifting
swings in contemporary pop culture” in favor of “adher[ing] to and respect[ing] the dress,
speech, and social habits that are part of the roots artist’s community™).)

Because of its traditional associations, roots is often seen as a precursor to other, more
contemporary styles. As the musician Bonnie Raitt has described it, “[w]ithout roots music,
there would be no American music or modern popular culture today.” (Ex. 134 at 10.) The
perceived authenticity of roots is often contrasted with the production methods associated with
those contemporary musical styles. (Ex. 115 at 1 (October 2007 article from the Times Union
(Albany, N.Y.) describing roots music festival) (the festival “is a great sampler for music fans
whose preferences run toward the organic sounds of music-making rather than the often soulless
high-tech digital sounds of today™).)

The public sphere is rife with discussion about roots music and its resurgence over the
past two decades. That resurgence included the popular 2000 film “O Brother, Where Art
Thou?,” which was described by the film’s directors, Joel and Ethan Coen, as “a valentine to
American roots music.” (Ex. 106, at 1; see also Ex. 108 at 1 (2002 article) (“Spurred on by the
success of the ‘O Brother, Where Art Thou?” soundtrack, ‘roots’ music is currently experiencing
its highest level of popularity in decades.”).) As a March 2002 article in the Colorado Springs

Gazette put it, “[t]he audience for roots music ha[d] been growing by word of mouth for several

11



years now, but the trickle turned into a river when ‘O Brother’ started flying off the racks.” (Ex.
124 at 1.) The article added that the success of the film “helps the entire genre.” (Id.)

“O Brother” helped roots music achieve a cultural momentum and prominence that
continues to this day. In 2001, PBS aired a four-hour documentary series entitled American
Roots Music; the producers of the series simultaneously released a companion CD and book.
(See Ex. 118 (November 2001 article from Atlanta Journal-Constitution describing series); Ex.
139 (summarizing each hour-long episode).) In that book, the producer of the series observed
that “many forms of this nation’s roots music continue to thrive in the communities from which
they emerged.” (Ex. 135, at 13.) The producer further explained that “[t]hanks to a multitude of
clubs, festivals, powwows, and music conventions, as well as independent and major record
labels and small magazines, American roots music is within easy reach of us all.” (Id.) Indeed,
the record contains numerous examples of public awareness of such festivals around the country.
(Ex. 137 (website for American Roots Music Festival from 2007-09); Ex. 142 (website for 2014
American Roots Music Festival in Katonah, NY); Ex. 143 (website for Colorado Roots Music
Camp); Ex. 147 (website for Lowertown Roots Music Festival).) The popularity of roots music
remained sufficiently high that in 2010, one of the contributors to American Roots Music
organized a new traveling exhibit for the Smithsonian. That exhibit, entitled “New Harmonies:
Celebrating American Roots Music” toured across America during that year and through the end
of 2011. (See Ex. 109 at 1 (exhibit in Salt Lake city in April 2010); Ex. 103 (same exhibit in
New Jersey in November-December 2011).)

The steady drumbeat of roots music throughout the country has been noticed by national
outlets. For example, the Berklee College of Music in Boston currently offers as a focused area

of study an “American Roots Music Program” that allows students to investigate roots music in

12



depth. (Some of the college’s other programs include the “Berklee Global Jazz Institute and
Latin Music Studies.) (Ex. 138.) The program’s website notes that “[t]he artistic validity of a
wide range of American roots styles ... is beyond dispute” and calls roots music “the lifeblood of
America’s cultural heritage.” (Id.) Other mainstream outlets for popular culture concur with this
assessment. In 2014, one of the categories in the annual Grammy awards (given by the National
Academy of Recording Arts and Sciences) was “Best Regional Roots Music Album.” (Ex. 142.)
An article published on Grammy.com in 2013 entitled “The Rise of Roots Music” examined the
popularity of several acoustic bands like Mumford & Sons and the presence of such bands in
multiple award categories including “Best Americana Album” and “Album of the Year.” (Ex.
148 at 1.) The author concluded that these nominations “suggest[] that the lines between roots
and rock are continuing to blur.” (/d.)

As a result of the widespread availability and popularity of roots music, the general
consuming public understands the term roots, when used in connection with music, to mean a
genre or style of music. In addition to those already discussed, the record contains numerous
instances of the use of the term roots in this fashion. To take but a few examples:

e A June 2001 article in the Boston Globe headlined “Is there life after radio for
American roots music?” considered whether commercial radio stations would be
willing to play roots music following the success of “O Brother.” (Ex. 106 at 1; see
also id. (describing country musician Emmylou Harris as “a tireless champion of
roots music”); id. at 2 (attributing to editor-in-chief of Billboard magazine the
sentiment that “those who are bold and creative enough to find ways around the radio
roadblock, and bring roots music to the general public, will be extravagantly

rewarded”).)
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An October 2004 article in the Statesman-Journal (Salem, Ore.) entitled ‘“Roots music
is in the spotlight today” invited readers to “[d]evote today to roots music with film
and music events around the area.” (Ex. 105 at 1.)

A November 2004 article from the Kansas City Star entitled “Roots music at home on
the river” discussed a museum in Davenport, lowa devoted entirely to roots music.
(Ex. 119 at 1.)

A November 2013 review in Rolling Stone of an electronic music album described
the album’s sound as “boldly taking the club genre into bluegrass and roots territory.”
(Ex. 150 at 1.)

A February 2008 article on the front page of the weekend arts section of the New
York Times introduced a roots music concert by explicitly contrasting roots with
other genres. “It was a roots music night in New York, with all the seeming
incongruities such a phrase might suggest. Though more commonly associated with
indie-rock upstarts, jazz improvisers and hip-hop survivors, New York has lately
become remarkably hospitable to musicians upholding more rustic ideals.” (Ex. 110
at 1; see also id. (noting the “ample opportunity in New York to sample roots music

at this level”).)

The use of the term roots as a signifier of genre or style also extends to radio, in both the

traditional terrestrial radio format and online. The record contains numerous examples of these

uses, including: (1) a website for a radio show called “The Roots Music Express Show,”

broadcast online and on the station KZMU in Utah (Exs. 157-58); (2) the website of an online

radio show from Brown University’s student radio station entitled “Roots Radio” (Ex. 156); (3)

the website of a satellite radio show called “American Roots Radio” (Ex. 140); (4) the website of
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a radio show called “The Roots Music Project with Jeremy Baldwin” on the station WEMU 89.1
(Ex. 159); and (5) the website of the radio station WDBC 90.9, on which the station boasts that it
“plays more folk and acoustic roots music than any other station in Northern Illinois” (Ex. 135 at
D).

C. Applicant’s Use of ‘“Roots” Branding and Marks

i. Music City Roots

Applicant, a multimedia company that produces and distributes musical content, was
founded in 2009 by Walker and a partner, Todd Mayo. (Walker Dep., Ex. 11, at 1.) Applicant
conducts its business primarily through the brand MUSIC CITY ROOTS, for which it has a
United States trademark registration, No. 4008763. (Ex. 69.) The name has two components.
“Music City” is a reference to the City of Nashville, where Applicant is based. (Walker Dep.
23:2-6 (Q: What does Music City mean to you? A: Nashville).) Roots refers to the style of
music Applicant distributes. (Id. 33:16-20 (“We play roots music, but we play music that is
recorded on the Music City Roots show as individual songs.”).)

From 2001 to 2009, Walker worked in various corporate radio jobs. (Id. 7:20-8:22
(describing career at Cumulus Broadcasting and Gaylord Entertainment, among other
organizations).) Mayo also had a background in corporate radio. (Id. 86:25-89:15.) These roles
exposed Walker and Mayo to the problem foreseen in the 2001 Boston Globe article mentioned
above — corporate radio’s reluctance to embrace roots music. As Walker described it, roots was
“in the corporate world [of] ... the large radio conglomerates ... a very underserved niche that
none of the big corporations wanted anything to do with.” (Id.) The duo formed Applicant to fill
that niche. (Id. (Walker and Mayo “decided that we wanted to ... represent that authority,
because were here in the heart of Music City, where the movement is centered of this roots — this

Roots/Americana thing.”).)

15



Applicant produces “Music City Roots,” a weekly live radio show and webcast that
features roots and Americana music. (Walker Dep., Ex. 10, at 1.) The show draws attendees and
fans from a demographically wide cross-section of people. (/d., Ex. 11 at 3.) Its patrons on any
given night are “rural, metropolitan, older, younger, blue collar, white collar, hipsters, and
more.” (Id., Ex. 11 at 3.) The primary demographic, though, is adults, aged 18 to 49, who are
(among other things) college-educated, socio-politically aware, and have a healthy and active
urban lifestyle. (ld., Ex. 11, at5.)

According to Walker, Music City Roots “is a radio show, a live radio show, at its very
core.” (Id. 18:22-19:2.) The show is streamed live on Applicant’s website,
http://www.musiccityroots.com (Id. 25:25-26:5; Ex. 10 at 1), and broadcast live via terrestrial
radio (Id. 27:7-12). lts current terrestrial radio partner, WHPY-Nashville, simulcasts the live
radio broadcast on its website. (Id. 97:17-24.) Applicant also records each show and distributes
a syndicated version to dozens of terrestrial radio outlets. (/d.; see also id., Ex. 3 (printout of
screenshot of musiccityroots.com showing radio affiliates).) The recorded show is also available
in podcast form (id.), and archived versions of each webcast are also available on Applicant’s
website (id. 26:11-17). In these various forms, Heng Dai distributes Music City Roots
nationwide. (RFA Resps., No. 3.)

Applicant has also adapted its radio show into a television program called “Music City
Roots: Live from the Loveless Cafe.” (Walker Dep. 47:5-21.) The 13-episiode series consists of
video recordings of various “Music City Roots” shows, most of which were recorded in Fall

2012. (ld., Ex. 5;id., Ex. 6 at 1; id. 55:24-56:17 (“It’s a radio show that we film.”).) Beginning
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in the fall of 2013, the series was distributed by American Public Television to dozens of public
television stations across the country. (Id., Ex. 6 at 1.)6

ii. Applicant’s Use of the Proposed Mark ROOTS RADIO

In approximately September 2012, Applicant launched Roots Radio, a streaming music
service (Walker Dep., Ex. 10, at 1), or “internet radio station.” (Id. 30:6-11 (“[W]e broadcast
radio programming — in this case, music — 24 hours a day over the internet.”).) Roots Radio
plays roots music, primarily in the form of audio tracks recorded at Music City Roots shows.
(Id.; id., Ex. 11, at 5 (Roots Radio is an “international home online and mobile devices for lovers
of roots music”).) Heng Dai describes Roots Radio as an “expansion brand” of Music City
Roots. (Id., Ex. 11, at 10.)

At least 80 percent of Roots Radio’s programming consists of songs recorded at Music
City Roots. (Id. 105:21-6.) Roots Radio also plays songs that were recorded at Music City Roots
and subsequently broadcast on television on the “Music City Roots: Live From the Loveless
Cafe” television program. (Id. 108:7-12.) Thus, in multiple different ways, Roots Radio is “co-
branded and cross-promoted with the Music City Roots brand.” (Id., Ex. 11, at 10.) In addition
to playing roots music, Roots Radio also features some talk and news content (such as recorded
interviews). (Id., Ex. 10, at 1; id. 31:11-21; id. 69:19-23; see also Ex. 145 (January 2012 online
article in Bluegrass Today noting hiring of host by Music City Roots and plan “to work towards
a branded 24/7 online radio feed for American roots music”).)

Applicant distributes Roots Radio via a website, www.rootsradio.com. (Walker Aff., Ex.

3; Walker Dep. 30:12-17; see also id. 45:17-21 (“RootsRadio.com is basically just a place to host

®On April 13, 2013, Applicant filed an intent-to-use application for the mark ROOTS TV, Serial
No0.85/900,296. On July 26, 2013, the PTO issued an Office Action refusing registration on the grounds
of likely consumer confusion with Opposer’s registered marks. The PTO issued a suspension notice on
August 9, 2013, and the application remains suspended.
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the radio player so that people can go there and listen to the radio station.”).) Roots Radio is also
available as an app for both iPhones and Android devices. (Walker Aff., Ex. 3.) Applicant
promotes Roots Radio via its own Facebook and Twitter accounts. (Walker Dep. 45:6-10.) It
also markets Roots Radio via print media, the radio and television. (RFA Resps., Nos. 16-18.)

Applicant’s goal is “to position Roots Radio in its fully evolved form ... as the
worldwide authority on roots and Americana music.” (Walker Dep. 84:16:-85:3; id., Ex. 11, at
10.) Its projections indicate that the popularity of the Roots Radio brand will eventually outstrip
that of the original Music City Roots radio show. (/d., Ex. 11, at 10.)

jii. Applicant’s Projection: Audio and Video Content Will Merge Across
Platforms

Given the ‘“co-branding” arrangement between Music City Roots and Roots Radio,
Applicant’s growth strategy is unsurprisingly premised upon the merging of various media
streams. Put another way, according to Applicant, “Music City Roots, and the expansion brand
of Roots Radio, is positioned to become the ‘ESPN’ of Roots/Americana music ... the
worldwide authority and point of discovery for American roots music and artists.” (Walker
Dep., Ex. 11, at 10.) In Applicant’s view, this merger will occur in several ways. First, in a
2011 business plan, Applicant projected that all video content will soon be distributed via a
single, online stream:

As bandwidth for high-speed internet becomes faster and more affordable as well

as accessible, then the playing field levels between broadcast TV, cable TV, and

web TV. Today many of the more tech-savvy consumers are watching high

quality, web-based programming on demand, and on their living room TV’s, but

in the not-too-distant future, one set top “cable” box will offer all of the options as

equal choices. Music City Roots has taken the affirmed marketing strategy of
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targeting the “early adopters” of technology, so as to be positioned on the cutting
edge when the trend finds its way into the mainstream of consumer’s lifestyles.
(Id., Ex. 11, at 10 (emphasis in original).) In that same business plan, Applicant projected that
audio content will also be distributed via a single, online stream:
The means in which all musical content is discovered and consumed is vastly
different from the “Golden Age of Radio.” Modern consumers discover, enjoy
and purchase their music via the Internet and over smart phones and personal
media devices with Internet access. ... Industry research indicates that as soon as
2014, Wi-Fi enabled stereo systems will be commonplace in vehicles. Even now,
all new car stereos are being manufactured to accept plug-in and/or Bluetooth
input from iPods and iPhone-type devices that can access internet streaming radio
stations. CD players [and] satellite receivers will become as antiquated as
cassettes and 8-track players, and terrestrial radios will be for hyper-local and
emergency use only.
(Id. (emphasis in original).)
iv. Applicant’s Other Uses of “Roots”

In addition to Music City Roots and Roots Radio, Applicant also produces a sister show:

2

“Scenic City Roots,” a monthly live music show based in Chattanooga, Tennessee. (Walker
Dep. 106:11-20.) Applicant also plans to launch other roots music shows in various locations
across the state: “Bristol City Roots” in Bristol; “River City Roots” in Memphis; and “K-Town

Roots” in Knoxville. (Id.).

D. The Relationship Between Television, Radio and Internet

Applicant’s views about the impending convergence of different forms of media are

consistent with other evidence in the record, which demonstrates that consumers are likely to
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identify television, radio and internet programming as the types of services that would emanate
from a single entity. The record contains approximately 90 third-party registrations containing
two or more of those types of media. (Exs. 10-101.) For example, two of the four major
broadcast networks own registrations that contain descriptions of goods and services
encompassing all of television, radio and internet. (Ex. 47 (ABC, for “providing television,
cable, radio and satellite programming services used in the entertainment industry”); Ex. 55
(CBS NEWS PRODUCTIONS, for “the production and distribution of television programs ...
rendered through the media of television, cable, satellite, radio ... and via the Internet”).
Another major network has owned a registration incorporating both television and radio since
1956. (Ex. 35 (NBC, for “radio sound broadcasting” and “television broadcasting”).

Applicant’s registration for MUSIC CITY ROOTS also supports this proposition — the

registration is for “an on-going series featuring the music concert series provided through

multimedia outlets, namely radio, webcasts, and television”) (Ex. 69 (emphasis added).)

E. Procedural History

Applicant filed application Serial No. 85523657 (ROOTS RADIO), for “entertainment
services, namely, providing ongoing radio programming in the field of music” in International
Class 41, as a standard character mark, based on intent to use, on January 24, 2012. On May 3,
2012, the examiner added an amendment to make clear that the term “radio” was disclaimed.
The mark was published for opposition on June 6, 2012.

On December 18, 2012, Opposer filed a Notice of Opposition on the basis of likely
consumer confusion pursuant to Section 2(d) of the Lanham Act. (See Dkt. No. 1.) After
discovery closed, Opposer moved to amend its notice of opposition to add two new grounds for

opposition: that Applicant’s proposed mark is either generic or merely descriptive. (See Dkt.
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No. 8.) On January 3, 2014, the Board granted that motion and reset the trial dates. (See
Dkt. No. 12.)

V. ARGUMENT

DIRECTV’s opposition should be sustained on either of two distinct bases. First, the
record amply demonstrates Applicant’s proposed ROOTS RADIO mark is either (1) generic for
roots music played over the radio and/or the source of such music; or (2) descriptive of the
services provided under that mark (namely, roots music via radio). Indeed, Applicant’s own
admissions compel this conclusion. During a discovery deposition of Walker (Applicant’s
30(b)(6) witness), counsel for Applicant affirmatively elicited testimony from Walker that “roots
[is] a genre of music,” just like country or folk. (Walker Dep. 109:23-110:4.) This concession is
consistent with Applicant’s fourth affirmative defense: that the term roots “suggests a recognized
type of music.” (See Dkt. No. 4 (Answer).) Tellingly, Applicant continued to assert this defense
even after Opposer amended its notice of opposition to add claims of genericness and
descriptiveness. (See Dkt. No. 13 (Answer to Amended Notice of Opposition).) These forthright
statements from Applicant, along with the considerable record evidence regarding the usage of
the term roots in dictionaries, printed publications, the internet and in public discourse, establish
beyond dispute that the public understands that the ROOTS RADIO mark merely describes roots
music.

Second, the record demonstrates that Applicant’s proposed mark is confusingly similar to
DIRECTV’s ROOT SPORTS marks. A straightforward application of the relevant factors from
In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563, 567 (C.C.P.A.
1973) will result in a finding of confusion because (1) the two marks are highly similar in
appearance, sound and overall impression; (2) the parties’ respective goods and services — radio

and television services — are highly similar; (3) the parties’ services travel in the same channels
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of trade; and (4) consumers of television and radio programming exercise a low degree of care
when choosing that programming. In either event, DIRECTV’s opposition must be sustained.

A. DIRECTYV Has Established Standing and Priority

DIRECTYV has proven its ownership of six existing marks for ROOT SPORTS and its use
of those marks in connection with its activities since 2011. (See pp. 4-10 above.) DIRECTYV has
established its considerable investments in building goodwill in the ROOT SPORTS mark and
the injury that would result from registration of the proposed ROOTS RADIO mark. (See, e.g.,
Crumb Aff. | 42-44.) In other words, it has “a real interest in the outcome of this proceeding
and ... a reasonable basis for its belief that it would be damaged by registration of [A]pplicant’s
mark.” Time Warner Ent’'mt Co. v. Jones, 65 U.S.P.Q.2d 1650, 1657 (T.T.A.B. 2002) (opposer’s
ownership of ROAD RUNNER registrations conferred standing to oppose application for
ROADRUNNER MAPS on basis of confusion). Thus, DIRECTV has standing to pursue this
opposition on the basis of Section 2(d). See Toufigh v. Persona Parfum, Inc., 95 U.S.P.Q.2d
1872, 1874 (T.T.A.B. 2010) (finding standing to bring cancellation proceeding based on
similarity of parties’ marks and ““at least arguabl[e] relat[ion]” of parties’ goods).

Because DIRECTYV has standing to pursue its confusion claim, it has standing to assert
that ROOTS RADIO is generic or merely descriptive pursuant to Section 2(e)(1). “Once
standing is established, the opposer is entitled to rely on any of the grounds set forth in section 2
of the Lanham Act which negate applicant’s right to its subject registration.” Jewelers Vigilance
Comm., Inc. v. Ullenberg Corp., 823 F.2d 490, 493, 2 U.S.P.Q.2d 2021, 2023 (Fed. Cir. 1987)
(reversing Board’s decision that trade association lacked standing). See also Estate of Biro v. Bic
Corp., 18 U.S.P.Q.2d 1382, 1384 (T.T.A.B. 1991) (Once opposer shows “a personal interest in
the outcome of the case ... the opposer may rely on any ground that negates applicant’s right to

the registration sought.”).
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DIRECTYV has also shown priority over Applicant. The evidence shows Opposer used its
ROOQOT SPORTS marks in connection with television programming and other services beginning
in April 2011. (Crumb Aff. { 6.) This evidence is consistent with Opposer’s constructive first
use date of April 1, 2011 for its goods and services in Classes 38 and 41. (Exs. 1-6.) The record
also shows that: (1) Applicant filed an intent-to-use application for ROOTS RADIO on
January 24, 2012; and (2) Applicant admits that it did not use the ROOTS RADIO mark in
commerce prior to that date (Dkt. No. 13 (Amended Answer) | 10.) Thus, DIRECTYV has proven
priority of use. See, e.g., Viking Boat Co., Div. Coachmen Industries, Inc. v. Viking Camper
Supply, Inc., 191 U.S.P.Q. 297, 301 (T.T.A.B. 1976) (priority demonstrated by showing use
before applicant).

B. The ROOTS RADIO Is Highly Descriptive and Cannot Be Registered Under
Section 2(e)(1).

Marks that are either generic or merely descriptive may not be registered on the Principal
Register. See 15 U.S.C. § 1052(e)(1) (precluding merely descriptive marks from registration); In
re Chamber of Commerce of the U.S., 675 F.3d 1297, 1300, 102 U.S.P.Q.2d 1217, 1219 (Fed.
Cir. 2012) (service mark NATIONAL CHAMBER was merely descriptive); In re Hotels.com,
L.P., 573 F.3d 1300, 1302, 91 U.S.P.Q.2d 1532, 1535 (Fed. Cir. 2009) (HOTELS.COM was
generic for providing information about hotels); see also J. Thomas McCarthy, Trademarks and
Unfair Competition § 20:19 (4th ed. 2013) (“An opposer may rely upon Lanham Act § 2(e)(1) as
a ground of opposition, asserting that the mark sought to be registered is merely descriptive, is
generic, or is deceptively misdescriptive.”). As the Federal Circuit has explained:

A generic term is the common descriptive name of a class of goods or services,

and, while it remains such common descriptive name, it can never be registered as

a trademark because such a term is “merely descriptive” within the meaning of
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§ 2(e)(1) and is incapable of acquiring de jure distinctiveness under § 2(f). The

generic name of a thing is in fact the ultimate in descriptiveness.

H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 989, 228 U.S.P.Q. 528,
530 (Fed. Cir. 1986). In contrast, a mark that is not generic but merely descriptive can, in theory,
be registered upon a showing of acquired distinctiveness. Here, Applicant has submitted no
evidence regarding any acquired distinctiveness of ROOTS RADIO - either with its application
or at trial — and so a finding that the proposed mark is merely descriptive will necessarily result
in a refusal to register. See 15 U.S.C. § 1052(f).

For purposes of federal trademark registration, the concepts of genericness and
descriptiveness blend together to some degree. “In the generic-descriptive-suggestive-arbitrary-
fanciful continuum of words and their usage as marks of trade, there is no fixed boundary
separating the categories; each word must be considered according to its circumstances.” In re
Hotels.com, 573 F.3d at 1303, 91 U.S.P.Q. at 1534. See also In re K-T Zoe Furniture, Inc., 16
F.3d 390, 393, 29 U.S.P.Q.2d 1787, 1788 (Fed. Cir. 1994) (affirming Board’s holding that
phrase “the sofa & chair company” was merely descriptive) (“[D]escriptive terms describe a
thing, while generic terms name the thing ... [but] there is only a fine line between describing
and naming.” (internal citations omitted)).

i. Standard for Genericness

The Board uses “a two-part test used to determine whether a designation is generic:
(1) what is the genus of the goods at issue? And (2) does the relevant public understand the
designation primarily to refer to that genus of goods?” Frito-Lay North Amer., Inc. v. Princeton
Vanguard, LLC, Opp. 109 U.S.P.Q.2d 1949, 1952 (T.T.A.B. 2014). “The critical issue in
genericness cases is whether members of the relevant public primarily use or understand the term

sought to be protected to refer to the genus of goods or services in question.” H. Marvin Ginn
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Corp., 782 F.2d at 989-90, 228 U.S.P.Q.2d at 530. “The relevant public for a genericness
determination is the purchasing or consuming public for the identified services.”
Coach/Braunsdorf Affinity, Inc., 110 U.S.P.Q.2d at 1462 (relevant public for determining
genericness of PERKS included both companies that established rewards programs and
individuals who join rewards programs).

Where a proposed mark is a compound term, genericness may be established by showing
evidence of the meaning of the constituent words. In re Gould Paper Corp., 834 F.2d 1017,
1019, 5 U.S.P.Q2d 1110, 1112 (Fed. Cir. 1987) (determining whether proposed mark
SCREENWIPE was generic by assessing words SCREEN and WIPE separately); accord Frito-
Lay, 109 U.S.P.Q.2d at 1952 (same for PRETZEL CRISPS). Further, marks may be generic
even if they do “not equate to the literal name of the goods or services for which registration is
sought.” In re Wm. B. Coleman Co., 93 U.S.P.Q.2d 2019, 2027 (T.T.A.B. 2010) (holding
ELECTRIC CANDLE COMPANY generic for light bulbs, notwithstanding applicant’s
argument that the mark “is not the term the relevant public would use to describe the genus”).

“Whether a particular term is generic is a question of fact.” In re Health Sci. Funding
LLC, 538 Fed. App’x 898, 900 (Fed. Cir. 2013) (affirming Board’s ruling that
PRASTERONE.ORG and THE PRASTERONE COMPANY were generic for providing a
website about drugs including prasterone) (citing In re Reed Elsevier Props. Inc., 482 F.3d 1376,
1378, 82 U.S.P.Q.2d 1378, 1379 (Fed. Cir. 2007)). Evidence of the public’s understanding of a
term can be obtained from “dictionary definitions, trade journals, newspapers, websites and other
publications.” In re ActiveVideo Networks, Inc., 111 U.S.P.Q.2d 1581, 1583, 1585 (T.T.A.B.

2014) (finding CLOUDTYV generic for “television and other audiovisual and multimedia content”
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and relying on dictionary definitions of words and usage of relevant terms by journalists, among
other things).

Further, the Board should consider the manner in which Applicant describes its own
goods or services. For example, in In re Gould, the Federal Circuit affirmed the Board’s finding
that SCREENWIPE was a generic term based on dictionary definitions of the terms “screen” and
“wipe” and the applicant’s own description of the product as “a pre-moistened ... wipe
especially designed for cleaning computer screens.” More recently, in Frito-Lay, the Board
relied on the applicant’s description of its own product (“crisps”) in a generic sense in finding the
mark PRETZEL CRISPS generic for pretzel crackers. Frito-Lay, 109 U.S.P.Q.2d at 1960 (“that
there is evidence in the record of defendant’s prior references is instructive”).

The Board recently found, in a non-precedential decision, that the proposed mark
NEIGHBORHOOD RADIO was generic for “radio broadcasting of information and other
programs,” relying in part on the applicant’s own description of its radio services. See In re
Sounds Good Broad. Consultants, Inc., No. 77885449, 2013 WL 6039997, at *4 (T.T.A.B. Oct.
29, 2013). While this decision is not binding on the Board, it is nevertheless instructive.

ii. Standard for Mere Descriptiveness

A mark is merely descriptive if “it immediately conveys knowledge of a quality, feature,
function, or characteristic of the goods or services with which it is used.” In re Bayer
Aktiengesellschaft, 488 F.3d 960, 963, 82 U.S.P.Q.2d 1828, 1831 (Fed. Cir. 2007) (affirming
Board’s ruling that APSRINA was merely descriptive of asprin). A mark need not convey an
idea of every single feature of the services; rather, it is sufficient that the mark describe “‘a
significant function, or attribute or property.” In re HU.D.D.L.E., 216 U.S.P.Q. 358, 359

(T.T.A.B. 1982) (TOOBS merely descriptive of bathroom and kitchen fixtures).
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The descriptiveness of a proposed mark is not analyzed in the abstract; rather it is
analyzed “in relation to the goods or services for which registration is sought, the context in
which it is being used on or in connection with the goods or services, and the possible
significance that the mark would have to the average purchaser of the goods or services because
of the manner of its use.” In re Positec Grp. Ltd., 108 U.S.P.Q.2d 1161, 1162 (T.T.A.B. 2013)
(holding SUPERJAWS merely descriptive of machine tools used for clamping). It is also settled
that “[t]he question is not whether someone presented only with the mark could guess what the
goods or services are. Rather, the question is whether someone who knows what the goods or
services are will understand the mark to convey information about them.” In re Tower Tech Inc.,
64 U.S.P.Q. 2d 1314, 1316-17 (T.T.A.B. 2002) (holding SMARTTOWER merely descriptive of
commercial and industrial cooling towers because mark conveyed “a significant feature or
characteristic of applicant’s goods™).

When two or more descriptive terms are combined, “the determination of whether the
composite mark also has a merely descriptive significance turns on whether the combination of
terms evokes a new and unique commercial impression.” Positec, 108 U.S.P.Q.2d at 1162-1163.
Thus, if each component retains its merely descriptive significance in relation to the goods or
services, the combination results in a composite that is itself merely descriptive. Id. (citing
decisions finding PATENTS.COM merely descriptive of computer software for managing a
database of records that could include patents and for tracking the status of the records by means
of the Internet and URBANHOUZING merely descriptive of real estate brokerage, real estate

consultation and real estate listing services).
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iii. ROOTS RADIO is Generic

a. The Genus of Applicant’s Services Is Radio Programming in
the Field of Music

The services described in the application are “ongoing radio programming in the field of
music.” Accordingly, the relevant genus is radio programming in the field of music. See Magic
Wand Inc. v. RDB Inc., 940 F.2d 638, 640, 19 U.S.P.Q.2d 1551, 1552 (Fed. Cir. 1991) (“[A]
proper genericness inquiry focuses on the description of services set forth in the [application or]
certificate of registration”). The relevant public is ordinary consumers of ongoing radio
programming in the field of music.

b. The Public Understands ROOTS RADIO to Be A Type of
Musical Radio Programming

@) “Roots” is Generic for Roots Music.

As set forth in detail above, the consuming public understands the term “roots,” as used
in connection with music, to refer to a genre or style of music. This conclusion is supported by
dictionary definitions, Applicant’s own admissions and practice and a wealth of evidence from
the public domain, including printed publications and websites.

First, the dictionary definition produced by Applicant during its discovery deposition
identifies “roots” in relation to music as: (“Music / Pop Music) (of popular music) (going back to
the origins of a style, esp[ecially] in being genuine and unpretentious”). (Walker Dep., Ex. 4
at 3.) Other dictionary definitions are in accord. For example, the Oxford English Dictionary
describes roots as “[a] type of music expressive of a distinctive ethnic origin or culture identity.”
See http://www.oed.com/view/Entry/1673637rskey=13nTAn&result=1#eid (last visited Aug. 26,
2014).

Second, Applicant has repeatedly admitted that the term “roots” refers to a genre of

music, just like folk or rock. (See pp. 15-19 above.) The Board should give these admissions
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significant probative weight, particularly because they are consistent with Applicant’s pattern of
using the term “roots” in a generic sense (i.e., to refer to a genre of music). In addition to the
many examples noted above, in a press release announcing the launch of Roots Radio, Applicant
described the musicians whose work was to appear on its service as “an unparalleled cross-
section of eclectic and acclaimed roots music artists.” (Walker Dep., Ex. 10.) In the same press
release, Applicant noted that its existing Music City Roots radio show featured “the finest roots
and Americana music based in or passing through Nashville.” (Id.)

Applicant’s own trial evidence confirms this; it has submitted a printout of the website at
www.rootsradio.com, which boasts that Applicant plays music from “[t]he finest roots and
Americana artists passing through.” (Walker Aff., Ex. 3, at 2 (emphasis added).) Applicant also
used the term “roots” generically in describing the content of its television program “Music City
Roots: Live From the Loveless Cafe”; for example, Applicant’s description of Episode #107
states that “Virginia folk and roots are the spotlight.” (Walker Dep., Ex. 8.)

Third, consistent with Applicant’s repeated use of the term “roots” in a generic sense, the
record contains dozens of instances of newspaper and magazine articles referring to the term as a
genre or style of music. These instances include both uses of the phrase “roots” as a standalone
signifier for a style of music, as well as in the combined phrase “roots music.” For example, in
addition to the articles and websites described at pp. 10-15 above:

e The lead paragraph of a story in Washingtonian Magazine in February 2003
stated: “It’s country, it’s folk, it’s rockabilly — it’s alt-country, Western swing,
roots rock, bluegrass, Americana, and more. So call it roots music. It’s a big
category.” (Ex. 131 at 1.) The feature article describes several musicians as

“roots-oriented,” includes a sidebar focused on several other local
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“Country/Roots” artists, and notes local venues that play “roots music” or
“[r]oots-oriented live music” and host “roots acts.” (Id. at 2-6.)
e A February 2014 article from The Enterprise (Brockton, Mass.), described a local

(13

jazz musician and professor as appearing ‘“not infrequently on the
Boston/Cambridge roots and Americana scene.” The article proceeded to quote
the professor, describing his students, as “looking to branch out” and “learn from
the fiddle tradition, or roots, or gypsy jazz.” (Ex. 107 at 2.)
e The first sentence of a February 2014 review in the Charlotte Observer states that
“[t]he band name Amigo is intended to send out good vibes, and that’s exactly
what the Charlotte rocking roots trio’s debut album ... does.” (Ex. 112 at 1.)
These printed publications are probative of the public’s understanding of the term “roots” as used
in connection with music and should be accorded due weight by the Board. See, e.g., In re
Omaha Nat’l Corp., 819 F.2d 1117, 1119, 2 U.S.P.Q.2d 1859, 1860 (Fed. Cir. 1987) (relying on
printed articles as probative evidence of the use of the term “first tier” in connection with

banking services).

(ii)  Applicant Has Not Proffered Any Credible Evidence To
The Contrary

Applicant has tendered no credible evidence to rebut Opposer’s substantial proof that the
public understands the term “roots” to describe a genre of music. Rather, Applicant has offered
trial testimony from one of its principals (Walker) advancing the following points: (1) “roots
music” includes “the folk, blues and country genres” (Walker Aff. { 8); (2) Music City Roots and
Roots radio provide those styles of music (id.); and (3) “Music City Roots adopted ROOTS to
pay homage to Nashville and its reputation as Music City. So many different genres of music

trace their roots to Nashville that Music City Roots had to disclaim MUSIC CITY apart from
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MUSIC CITY ROOTS before Reg. No. 4008763 was issued.” (Walker Aff. {9.) These points
do not help Heng Dai; at most, they support DIRECTV’s arguments.

First, Opposer agrees with the proposition that roots “includes” folk, blues and country.
As described above at pp. 10-11, one of the salient features of roots music is that it overlaps with
and incorporates elements from those three other genres, among other musical forms. Indeed,
both DIRECTV and Heng Dai are in accord on this point; as Heng Dai states in its own business
plan, “The core philosophy of [Applicant] looks to eliminate the old-millennium categories and
genres in music, instead only using the standards of excellence, integrity and authenticity to
select artists.” (Walker Dep., Ex. 11 at 4; see also id. 19:13-20:2 (Walker describing roots music
as “anything that was born of the collision of cultures, if you will, that created America”
including “bluegrass music, gospel music, rock and roll music, jazz [and] Native American
music”).) However, to the extent that Applicant is attempting to imply that roots music is not
itself a genre, this implication is squarely contradicted by Applicant’s deposition testimony,

where Applicant explicitly and affirmatively described roots as a genre, just like folk and

country. (Walker Dep. 109:23-110:4.) Applicant cannot walk away from its prior testimony
simply because that testimony is inconvenient.

Second, Opposer does not dispute that Applicant offers some folk, blues and country
music through its Music City Roots and Roots Radio brands. But again, this is entirely
consistent with DIRECTV’s arguments, as folk, blues and country music all overlap to some
extent with the roots genre. This is particularly true with respect to the roots music Heng Dai
offers to consumers, which straddles and incorporates elements of all these musical influences.
To take one of numerous examples within the record (in addition to those at pp. 15-19 above): in

its own press release announcing the premier of its television show, Applicant stated that “Music
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City Roots celebrates the diversity and dynamism of the new Nashville and the national revival
of folk and roots music.” (Walker Dep., Ex. 6.) In that same press release, Applicant described
its show as “featuring the finest roots and Americana music from or passing through Nashville,
and an executive for Nashville public television called Applicant “the torchbearer for roots music
for some time now.” (Id.) Again, Applicant cannot wish away this ocean of evidence.

Applicant’s third point — about the purported origin of the name Music City Roots — is
demonstrably false. Applicant first states that “Music City Roots adopted ROOTS to pay
homage to Nashville and its reputation as Music City.” This assertion is, charitably, not credible
— particularly when the phrase MUSIC CITY itself appears within the same mark. (Walker Dep.
23:5-6 (Q: What is Music City, to you? A: Nashville).) Put another way, there are three words
in Applicant’s MUSIC CITY ROOTS mark; two of them “pay homage” to Nashville, and neither
of those words is “roots.”

Applicant then proceeds to argue, in a fit of tortured logic, that it had to disclaim MUSIC
CITY from its MUSIC CITY ROOTS application because “so many different genres of music
trace their roots to Nashville.” But this is clearly wrong. The Office Action issued by the PTO
to Applicant is in the record, and it reveals that the examining attorney required Applicant to
disclaim MUSIC CITY because the term is “primarily geographically descriptive” of Nashville.
(See Ex. 163, at 3 (office action dated Feb. 14, 2011).) That examiner’s conclusion was entirely
consistent with past determinations by the PTO. (See Exs. 162, 164 (office actions for MUSIC
CITY ATTRACTIONS and MUSIC CITY MUNCHIE MIX requiring disclaimer of phrase
MUSIC CITY as primarily geographically descriptive).)

In short, Applicant is fighting against a full record, its own testimony and common sense.

At Walker’s deposition, when Walker was asked “What type of music is played on Roots
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Radio?” he responded “We play roots music.” (Walker Dep. 33:16-20.) Of course they do. The
facts are exactly what they appear to be: Music City Roots is a Nashville-based radio show that
plays roots music, and Roots Radio streams the same roots music online. ROOTS RADIO thus
cannot be a unique source identifier in the same way that CLASSIC ROCK RADIO, BLUES
RADIO and JAZZ RADIO cannot — Applicant’s proposed mark merely repeats the generic name
for the very music consumers are hearing.

C. Radio is a Generic Term for Radio Services.

There can be no serious dispute that “radio” is a generic term for both radio services and
the programming transmitted through such services. Dictionary definitions confirm this obvious
fact beyond doubt. Dictionary.com defines radio, as relevant, as “wireless telegraphy or

telephony” and a message transmitted by radio.” See

http://dictionary.reference.com/browse/radio?s=t (last visited Aug. 26, 2014). Merriam-Webster
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describes radio as “specializing in radio or associated with the radio industry,” “transmitted by

radio,” and ‘“making or participating in radio broadcasts.”  See http://www.merriam-

webster.com/dictionary/radio?show=0&t=1409075129 (last visited Aug. 26, 2014). Further, the

examining attorney required Applicant to disclaim the term radio in the application, and “it has
long been held that the disclaimer of a term constitutes an admission of the merely descriptive
nature of that term, as applied to the goods or services in connection with which it is registered,
and an acknowledgement of the lack of an exclusive right therein at the time of the disclaimer.”
In re DNI Holdings Ltd., 77 U.S.P.Q2d 1435, 21442 (T.T.A.B. 2005) (holding
SPORTSBETTING.COM generic and/or merely descriptive and relying on fact that examining

attorney required disclaimer of both components of mark).

33



d. The Compound Term ROOTS RADIO is Generic

Because both components of the proposed mark ROOTS RADIO are generic, the mark as
a whole is generic as well. See Frito-Lay, 109 U.S.P.Q.2d at 1959. In the words of the Federal
Circuit, Applicant “has simply joined the two most pertinent and individually generic terms
applicable to its [service], and then attempts to appropriate the ordinary compound thus created
as its trademark.” In re Gould, 834 F.2d at 1019, 5 U.S.P.Q.2d at 1112. But Section 2(e)(1)
precludes this outcome. Id.

Because the record confirms that ROOTS RADIO is “incapable of identifying source for
[radio programming],” In re Wm. Coleman, 93 U.S.P.Q.2d at 2027, it cannot be registered.

iv. ROOTS RADIO Merely Describes the Roots Music Applicant Admits
It Plays on Roots Radio

If Applicant’s proposed ROOTS RADIO mark is not generic, it is at the very least highly
descriptive. As an initial matter, Applicant has disclaimed RADIO, and it has accordingly
admitted “the merely descriptive nature of that term” as applied to its radio services. See In re
DNI Holdings Ltd., 77 U.S.P.Q.2d at 1442. Applicant cannot seriously argue that the term
RADIO does not describe its services — “broadcast[ing] radio programming — in this case, music
— 24 hours a day over the internet.” (Walker Dep. 30:6-11.)

Further, as set forth in detail above, “roots” is a highly descriptive term as applied to
“ongoing radio programming in the field of music.” As Applicant admits, the term roots
“suggests a recognized type of music.” (See p. 21 above.) And importantly, the record clearly
establishes that “roots” is the type of musical programming offered by Applicant under the Roots
Radio and Music City Roots brands. (See pp. 15-19 above.)

For the reasons set forth above, Opposer believes that the record amply demonstrates that

these factors show the ROOTS RADIO mark to be generic. But if the mark is not generic, it is
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clear that the word ROOTS in Applicant’s proposed mark at least “conveys an immediate idea of
a ... characteristic” of Applicant’s services — the type of music that consumers are listening to on
the Roots Radio streaming service. Moreover, the combination of the two generic or at least
highly descriptive terms — roots and radio — does not create a new and unique commercial
impression. See Positec, 108 U.S.P.Q.2d at 1162. Rather, when combined, the proposed
ROOTS RADIO mark merely both describes the subject matter of the service and the
programming conveyed by the service — roots music. A consumer encountering the mark
ROOTS RADIO used in connection with Applicant’s radio services will immediately understand
the nature of those services, and no imagination or thought is required to understand their nature.

As such, if the proposed mark is not generic, it is certainly merely descriptive, and the
Board should sustain the opposition.

C. ROOTS RADIO is Confusingly Similar to Opposer’s ROOT SPORTS Marks

The opposition should also be sustained because the proposed ROOTS RADIO mark is
confusingly similar to Opposer’s ROOT SPORTS marks. Under the Board’s du Pont test, it
considers thirteen non-exclusive factors including, among others: (1) the similarity or
dissimilarity of the marks in their entireties as to appearance, sound, connotation, and
commercial impression; (2) the similarity or dissimilarity and nature of the goods or services as
described in an application or registration in connection with which a prior mark is in use; (3) the
similarity or dissimilarity of established, likely-to-continue trade channels; and (4) the conditions
under which and buyers to whom sales are made. du Pont, 177 U.S.P.Q. at 1361.

The first two factors — the similarity of the marks and the similarities between the goods
and services — are often determinative in the Board’s analysis. See In re SL&E Training Stable,
Inc., 88 U.S.P.Q.2d 1216, 1217 (T.T.A.B. 2008) (relying on first two factors in refusing

registration to SAM EDELMAN for luggage due to confusion with EDELMAN for leather
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goods). Any one factor can control the outcome of a case if sufficiently strong, however, and the
likelihood of confusion analysis need not run through the entire test if a particular factor
controls. See Bose Corp. v. QSC Audio Prods., Inc., 293 F.3d 1367, 1370, 63 U.S.P.Q.2d 1303,
1304 (Fed. Cir. 2002) (reversing Board and finding confusion between POWERWAVE for
amplifiers and ACOUSTIVE WAVE and WAVE for loudspeakers and music systems). In close
cases, the Board resolves doubts about the likelihood of confusion “against the newcomer
[because] the newcomer has the opportunity of avoiding confusion, and is charged with the
obligation to do so.” In re Shell Oil Co., 992 F.2d 1204, 1209, 26 U.S.P.Q.2d 1687, 1691 (Fed.
Cir. 1993) (affirming Board’s refusal to register service mark RIGHT-A-WAY for oil change
services based on confusion with existing RIGHT-A-WAY mark for automotive parts
distribution) (internal citation omitted).

i. ROOTS RADIO and ROOT SPORTS Appear and Sound Similar and
Have a Similar Overall Commercial Impression

Considered as a whole, ROOTS RADIO and ROOT SPORTS are highly similar marks.
First, both marks contain generic and/or descriptive features: RADIO and SPORTS, both of
which are disclaimed in the parties’ respective application and registration. “[W]hen a mark
consists of two or more words, some of which are disclaimed, the word not disclaimed is

2

generally regarded as the dominant or critical term.” Citigroup Inc. v. Capital City Bank Grp.,
637 F.3d 1344, 1349, 98 U.S.P.Q.2d 1253, 1257 (Fed. Cir. 2011) (disclaimed word BANK
deemed unimportant to Board’s assessment of proposed CAPITAL CITY BANK mark). Accord
3 McCarthy on Trademarks and Unfair Competition § 19:65 (4th ed.) (“By disclaiming a word,
an applicant admits descriptiveness, justifying giving less weight to that word in determining

likelihood of confusion.”). This is the case here: the leading elements of both marks — ROOTS

and ROOT - are the dominant features of those respective marks. See In re Chatam Int’l Inc.,
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380 F.3d 1340, 1341, 71 U.S.P.Q.2d 1944, 1945 (Fed. Cir. 2004) (affirming refusal to register
JOSE GASPAR GOLD for tequila due to likelihood of confusion with GASPAR’S ALE mark
for beer when GASPAR was the dominant feature of both marks).

Second, the dominant elements appear highly similar. The words ROOT and ROOQOTS are
only one letter apart; indeed, ROOTS is the plural form of the word ROOT. See In re Pix of
America, Inc., 225 U.S.P.Q. 691, 693 (T.T.A.B. 1985) (affirming refusal to register NEWPORTS
for women’s shoes in view of prior registration of NEWPORT for shirts) (“As for the marks,
except for the pluralization of applicant's mark which is almost totally insignificant in terms of
the likelihood of confusion of purchasers, the marks are essentially identical in sound,
appearance and commercial impression”); Weiss Assocs., Inc. v. HRL Assocs., Inc., 902 F.2d
1546, 1548, 14 U.S.P.Q.2d 1840, 1841 (Fed. Cir. 1990) (“It is especially hard to distinguish
between TMS and TMM when the marks only differ by the last letter”); In re Infinity
Broadcasting Corp. of Dallas, 60 U.S.P.Q.2d 1214, 1217 (T.T.A.B. 2001) (finding that KYNG
similar to KYNG-TV and KING FM, and noting that TV and FM were descriptive or generic
and had no source indicating value).

Further, the primary messages suggested by the ROOT SPORTS marks — the sense of
rooting for a team, and the networks’ programming reflecting the group’s roots with their home
communities — are conveyed by the marks’ dominant lead ROOT element. (See above at pp.
4-5). The dominant ROOTS element of Applicant’s mark also effectively conveys those same
meanings — any good sports fan “roots” for his or her team.

Third, the dominant elements of the marks sound highly similar. This is particularly so
because, when spoken aloud, the leading “s” in SPORTS bleeds into the initial word ROOT,

such that listeners may easily believe that they have heard “ROOTS SPORTS.” Indeed, this
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tendency to slur the gap between ROOT and SPORTS is demonstrated by record evidence. For
example, during a radio appearance by ROOT SPORTS Pittsburgh sportscaster Rob King on
WDVE-FM in Pittsburgh on July 31, 2013, the host introduces King and identifies him with
ROQOT SPORTS. The host’s identification of ROOT SPORTS sounds highly similar to ROOTS
SPORTS. (Crumb Aff., Ex. M.) The same natural aural similarity is present during the other on-
air radio appearances and ROOT SPORTS radio and television advertisements the record. (Exs.
J-L (other on-air appearances); Exs. W-Z (advertisements).)

Fourth, even when the marks are considered in toto (i.e., with the dominant and
disclaimed portions together), they convey a similar overall commercial impression. In addition
to the highly similar primary elements, the disclaimed elements — RADIO and SPORTS,
respectively — embody concepts that consumers associate with one another. Almost of the
sporting events telecast by the Root Sports Networks are also broadcast via radio. (Crumb Aff.
9 19.) The record contains instances of ROOT SPORTS sportscasters appearing on: (1) “Sports
Radio 93.7 The Fan,” a Pittsburgh radio station (/d., Ex. J); and (2) “SportsRadio 104.3 FM The

2

Fan,” a radio station in Denver (Id., Ex. L). In addition, the record contains evidence of
numerous third-party registrations where the term “sports” is used to describe radio broadcasting
services. For example, the mark CBS SPORTS NETWORK is used for “[b]Jroadcasting
services” including “downloading streaming audio ... through the media of ... radio,” among
other things. (Ex. 56; see also Exs. 57-59.) The record also contains numerous instances of
third-party registrations containing descriptions of goods and services involving sports on the

radio. (See Ex. 46 (ABC); Exs. 60-61 (CBSSN); Exs. 62-63 (ESPNU); Ex. 67 (MLB

NETWORK); Ex. 70 (NFL NETWORK); see below at pp. 39-41.)
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Accordingly, this du Pont factor favors Opposer.’

il Radio and Television Programming Are Closely Related in the Mind
of the Consuming Public

It is well-established that the Board’s comparison of the parties’ respective goods and
services is limited to the descriptions of the goods and services within the applications and
registrations themselves. See, e.g., In re Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565,
1566-67, 223 U.S.P.Q.2d 1289, 1290 (Fed. Cir. 1984) (considering “baked goods” and “‘cheese”
within respective registrations). Further, the goods and services in question need not be
identical; rather, the question is whether or not the two products are “related in the mind of the
consuming public as to the origin of the goods. It is this sense of relatedness that matters in the
likelihood of confusion analysis.” Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 U.S.P.Q.2d
1894, 1898 (Fed. Cir. 2000) (reversing Board’s determination that dog snacks were dissimilar to
snack food); see also On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1086, 56
U.S.P.Q.2d 1471, 1475 (Fed. Cir. 2000) (affirming Board’s finding that internet connection
services were related to internet content services); Estrada v. Telefonos De Mexico, S.A.B. de
C.V., 447 F. App’x 197, 203 (Fed. Cir. 2011) (affirming Board’s finding that entertainment
services and arena services were related to telecommunications services).

Here, the ROOTS RADIO application is for “ongoing radio programming in the field of
music,” in Class 41. The descriptions of goods and services in Class 41 in the ROOT SPORTS
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registrations include, among other things, “television programming,” “on-going television shows

featuring news, sports, and variety” and “programming on a global computer network.” The

" To the extent that Applicant argues that ROOTS RADIO conveys a different overall commercial
impression because it clearly suggests an identified form of music (roots music), this strongly supports a
finding that the proposed mark is generic or merely descriptive. See above at pp. 28-35.
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question, then, is whether “television programming” and “programming on a global computer
network™ (and others) are related in the mind of the consuming public to radio programming.

The answer is a resounding yes. As an initial matter, the Board has previously held in a
precedential opinion that “radio broadcasting services are closely related to ... television
broadcasting services.” In re Infinity Broad. Corp. of Dallas, 60 U.S.P.Q.2d at 1217. See also In
re Celestial Movie Channel Ltd., No. 78721446, 2008 WL 885907, at *2-*3 (T.T.A.B. Feb. 19,
2008) (precedential) (applicant’s services in Class 41, including television broadcasting, were
“closely related to registrant’s ‘radio broadcasting services’”).

In addition to these precedential holdings, this record establishes the relatedness of
television and radio programming beyond peradventure. Crucially, both Applicant and Opposer
engage in distribution strategies that cut across the various media of television, radio and
internet. The Music City Roots show is distributed across all of those different media, namely:
(1) live over the airwaves via terrestrial radio and live via the internet in a video webcast; (2) in a
recorded, truncated form via terrestrial radio partners; and (3) adapted into a television show
aired on public television stations across the nation. (See above at pp. 15-19.) The relatedness of
these programming vehicles is further illustrated by the fact that Applicant repackages its
original musical content and distributes it on Roots Radio. Specifically, at least 80 percent of
Roots Radio’s programming consists of songs recorded at Music City Roots shows. (Walker
Dep. 105:21-6.) And that programming includes songs that aired on Applicant’s television show
as well. (Id. 108:7-12.)

Opposer has similarly extensive experience with cross-platform distribution; it produces
the Dan Patrick Show, which is: (1) syndicated live over terrestrial radio; (2) telecast live on a

cable sports channel; (3) aired on a tape-delayed basis on the Root Sports Networks. (See above
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at p. 9.) And most of DIRECTV’s live televised sports programming is also aired on the radio.
(See above at p. 38.)

The numerous third-party registrations in the record also suggest that American
consumers are well-aware that media companies regularly offer content on both television and
the radio; indeed, the National Broadcasting Company has owned a registration for both services
since around the time it broadcast “Heartbreak Hotel” for the first time. (See above at p. 20.)
While these third-party registrations are not evidence of actual use of the marks in connection
with the listed services, they “nonetheless also have probative value to the extent that they serve
to suggest that the goods listed therein are of a kind which may emanate from a single source
under a single mark.” Joel Gott Wines, LLC v. Rehobeth Von Gott, Inc., 107 U.S.P.Q.2d 1424,
1432 (T.T.A.B. 2013) (considering third party registrations containing both wine and water in
determining goods were related for purposes of the du Pont test).

The evidence thus shows that the parties’ respective programming services are closely
related, and accordingly this factor supports Opposer’s claim of confusion.

iii. The Parties’ Services Are Presumed to Travel in the Same Channels
of Trade

It is well-settled that where the services are broadly described and there are no limitations
as to their nature or type, it is presumed that the scope of the application and registration
encompasses all services of the nature and type described. Canadian Imperial Bank v. Wells
Fargo Bank, N.A., 811 F.2d 1490, 1492-93, 1 U.S.P.Q.2d 1813, 1813 (Fed. Cir. 1987). This
presumption applies here; neither of the parties’ respective descriptions of their services contains
any limitations on methods of distribution. Thus, their distribution channels are presumed to
overlap, and it is presumed that both will market their services to normal consumers of radio,

television and internet programming. See also In re Continental Graphics Corp., 52 U.S.P.Q.2d
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1374, 1377 (T.T.A.B. 1999) (“Because no trade channel limitations have been included in either
applicant’s recitation of services nor in the registration’s recitation of services, we must presume
that applicant and registrant are entitled to offer their services in all normal trade channels for
such services and to all normal classes of customers for such services.”); In re Clear Channel
Broad., Inc., No. 78954167, 2008 WL 2675075, at *1 (T.T.A.B. June 30, 2008) (not
precedential) (refusing to register ORGULLO LATINO mark for radio services in light of
existing registration for CON ORGULLO MEXICANO for radio services) (“Because there are
no restrictions in the application or registration, these identical services must be deemed to be
offered in the same channels of trade and directed to the same purchasers and/or users”).

There is also evidence in the record that the parties’ services actually travel in the same
channels of trade. Specifically, Opposer maintains several websites for the Root Sports
Networks that contain streaming video, including clips from original programs produced and
aired by the Root Sports Networks. (See above at pp. 6-8.) This channel of trade is
indistinguishable from the channels used by Applicant: its Roots Radio website (located at
www.rootsradio.com and its Music City Roots website, which offers both live and recorded
video. The Board has held that internet distribution to the general public is a single channel of
trade for purposes of the du Pont analysis. See In re Apple Computer, 90 U.S.P.Q.2d 1393, 1397
(T.T.A.B. 2007) (“it is undisputed that both parties offer their goods and services over the
internet to the general public”). It is also undisputed that both parties market their respective
services via the same channels — television, radio, print and internet. (Compare RFA Resps. 16-
18 with Crumb Aff. ] 32-36.)

Accordingly, based on both the presumption noted above and the evidence adduced at

trial, this factor favors Opposer.
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iv. The Conditions Under Which Consumers Encounter the Parties’
Programming Demonstrates Likely Confusion

Both the law and the record evidence make clear that ordinary consumers of the parties’
respective television and radio services are likely to encounter those services under conditions
encouraging confusion. First, the Board ruled more than a decade ago that “[e]veryday listeners
of radio or viewers of television are not likely to exercise anything more than ordinary care when
distinguishing between the call letters of the broadcasting stations.” In re Infinity Broad. Corp.
of Dallas, 60 U.S.P.Q.2d at 1219. Here, given that the dominant parts of the parties’ marks are
also only one letter apart, consumers cannot be expected to exercise anything other than ordinary
care.

Second, the record evidence shows that consumers encounter the parties’ services in
general interest settings (and not music-only or sports-only conditions). Applicant’s Roots Radio
app is available for both iPhones and Android devices, alongside general-interest apps of all
types. (See above at pp. 17-18.) Likewise, Opposer’s Root Sports Networks are distributed
throughout their primary geographic distribution areas with bundles of other general-interest
channels. (See above at pp. 7-8.) The lack of special care taken by normal consumers of
television and radio programming tilts this factor in favor of DIRECTV.

V. Balancing of the du Pont Factors Favors A Finding of Confusion

Here, the most important du Pont factors — the similarity of the parties’ marks and the
similarity of the parties’ respective goods — favor DIRECTV. See In re Infinity Broad. Corp., 60
U.S.P.Q.2d at 1217 (describing factors as “two key considerations” in confusion analysis). The

overlap between the parties’ channels of trade and the lack of care among normal consumers of

43



broadcasting services also supports a finding of confusion.® Accordingly, the Board should find
that the balancing of the factors results in a finding of likely confusion.

VI. CONCLUSION

Roots music both embodies and illuminates America’s musical heritage. Its continued
growth may indeed allow Applicant to expand its multimedia operations and eventually become
the ““ESPN’ of Roots/Americana music.” But Applicant’s expansion cannot come at the
expense of settled trademark rights. Nor can Applicant claim generic terms that must be
preserved for future roots music-focused enterprises. Accordingly, and for the foregoing
reasons, Opposer requests that the Board sustain this Opposition on the grounds that: (1) the
proposed ROOTS RADIO mark is either generic or merely descriptive of Applicant’s service
pursuant to Section 2(e)(1) of the Lanham Act; and/or (2) the proposed mark is likely to confuse

consumers pursuant to Section 2(d) of the Lanham Act.

¥ Applicant did not submit any evidence regarding the sixth du Pont factor (the number and nature of
similar marks in use on similar goods).

44



Dated: September 8, 2014
New York, New York

HOGAN LOVELLS US LLP

By\/ 7 . 4 o

45

Dori Ann Hanswirth

Benjamin A. Fleming

875 Third Avenue

New York, New York 10022

Tel: (212) 918-3000

Fax: (212) 918-3100

Email: dori.hanswirth@hoganlovells.com

Timothy J. Lyden

Park Place II Ninth Floor

7930 Jones Branch Drive

McLean, Virginia 22102-3302

Tel: (703) 610-6100

Fax: (703) 610-6200

Email: timothy.lyden@hoganlovells.com

Attorneys for Opposer
DIRECTYV Sports Networks, LLC



CERTIFICATE OF SERVICE

I, Benjamin A. Fleming, hereby certify that on September 8, 2014, I caused a true and
complete copy of the foregoing OPPOSER’S TRIAL BRIEF to be served via Federal Express on
Applicant’s attorney at the address shown below:

Paul W. Kruse

Bone McAllester Norton PLLC
511 Union Street, Suite 1600
Nashville, Tennessee 37219-1780

trademarks@bonelaw.com

by 37
i %Ajamin A. Flﬂming

By:




