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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

DIRECTV SPORTS NETWORKS, LLC,

Opposer,

-against-

HENG DAI MEDIA, LLC

(d/b/a Music City Roots),

Applicant.

-----------------------------------------------------------------------
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:

:
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:

:

:

:

x

Opposition No. 91208501

Serial No. 85523657

Mark: ROOTS RADIO

OPPOSER’S SECOND NOTICE OF RELIANCE

Pursuant to 37 C.F.R. § 2.122(e), Opposer DIRECTV Sports Networks, LLC

(“DIRECTV”) hereby submits this notice of reliance on three federal trademark applications

owned by DIRECTV. The applications have the following serial numbers:

Exhibit No. Application Serial No.

7 No. 85/195,372

8 No. 85/195,617

9 No. 85/217,874

DIRECTV submits these applications via current printouts of information from the electronic

database records in the Trademark Status and Document Retrieval system. The printouts show

the current status and title of the applications. The applications are relevant to show the types of

goods and services with which DIRECTV may use its marks and to illustrate the natural zone of

expansion for DIRECTV’s brands.
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Dated: March 25, 2014

New York, New York

HOGAN LOVELLS US LLP

By: /s/ Dori Ann Hanswirth /

Dori Ann Hanswirth

Benjamin A. Fleming

Hogan Lovells US LLP

875 Third Avenue

New York, New York 10022

Tel: (212) 918-3000

Fax: (212) 918-3100

Email: dori.hanswirth@hoganlovells.com

Timothy J. Lyden

Hogan Lovells US LLP

Park Place II Ninth Floor

7930 Jones Branch Drive

McLean, Virginia 22102-3302

Tel: (703) 610-6100

Fax: (703) 610-6200

Email: timothy.lyden@hoganlovells.com

Attorneys for Opposer

DIRECTV Sports Networks, LLC



CERTIFICATE OF SERVICE

I, Benjamin A. Fleming, hereby certify that on March 25, 2014, I caused a true and

complete copy of the foregoing SECOND NOTICE OF RELIANCE to be served via first-class

mail on Applicant’s attorney at the address shown below:

Paul W. Kruse

Bone McAllester Norton PLLC

511 Union Street, Suite 1600

Nashville, Tennessee 37219-1780

trademarks@bonelaw.com

By: /s/ Benjamin A. Fleming /

Benjamin A. Fleming



EXHIBIT 7

Exhibits for Opposer DIRECTV Sports Networks, LLC

DIRECTV Sports Networks, LLC v. Heng Dai Media, LLC

Opposition No. 91208501



 

Mark Information

Mark Literal Elements: ROOT SPORTS

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "SPORTS"

Related Properties Information

Claimed Ownership of US
Registrations:

3726772

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
Asterisks *..* identify additional (new) wording in the goods/services.

For: Pre-recorded video cassettes, video discs and DVD's containing television shows in the field of sports, news and variety; downloadable
television shows featuring sports, news and variety; downloadable software in the nature of a mobile application for viewing television
programming on a mobile communication device

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: DIRECTV Sports Networks, LLC

Owner Address: Suite 3020
601 Union Street
Seattle, WASHINGTON 98101
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Takehiko Suzuki

Generated on: This page was generated by TSDR on 2014-03-18 13:42:03 EDT

Mark: ROOT SPORTS

US Serial Number: 85195372 Application Filing Date: Dec. 10, 2010

Register: Principal

Mark Type: Trademark

Status: A fifth request for extension of time to file a Statement of Use has been granted.

Status Date: Jan. 24, 2014

Publication Date: May 17, 2011 Notice of Allowance Date: Jul. 12, 2011



Attorney Primary Email
Address:

tsuzuki@directv.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

TAKEHIKO SUZUKI
2230 E IMPERIAL HWY
EL SEGUNDO, CALIFORNIA 90245-3504
UNITED STATES

Correspondent e-mail: tsuzuki@directv.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jan. 25, 2014 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jan. 24, 2014 EXTENSION 5 GRANTED 76538

Jan. 08, 2014 EXTENSION 5 FILED 76538

Jan. 08, 2014 TEAS EXTENSION RECEIVED

Jul. 24, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jul. 23, 2013 EXTENSION 4 GRANTED 76538

Jul. 12, 2013 EXTENSION 4 FILED 76538

Jul. 12, 2013 TEAS EXTENSION RECEIVED

Dec. 22, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Dec. 21, 2012 EXTENSION 3 GRANTED 76538

Dec. 19, 2012 EXTENSION 3 FILED 76538

Dec. 19, 2012 TEAS EXTENSION RECEIVED

Jul. 19, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jul. 18, 2012 EXTENSION 2 GRANTED 76538

Jul. 12, 2012 EXTENSION 2 FILED 76538

Jul. 12, 2012 TEAS EXTENSION RECEIVED

Jan. 04, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jan. 03, 2012 EXTENSION 1 GRANTED 76538

Dec. 06, 2011 EXTENSION 1 FILED 76538

Dec. 30, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76538

Dec. 06, 2011 TEAS EXTENSION RECEIVED

Jul. 12, 2011 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

May 17, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

May 17, 2011 PUBLISHED FOR OPPOSITION

Apr. 13, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 73797

Apr. 08, 2011 ASSIGNED TO LIE 73797

Mar. 26, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 26, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Mar. 26, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Mar. 26, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Mar. 26, 2011 EXAMINERS AMENDMENT -WRITTEN 80803

Mar. 15, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 15, 2011 NON-FINAL ACTION E-MAILED 6325

Mar. 15, 2011 NON-FINAL ACTION WRITTEN 80803

Mar. 14, 2011 ASSIGNED TO EXAMINER 80803

Dec. 15, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 14, 2010 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information



TM Staff Information

TM Attorney: AGOSTO, GISELLE MARIE Law Office Assigned: LAW OFFICE 102

File Location

Current Location: INTENT TO USE SECTION Date in Location: Dec. 30, 2011

Proceedings

Summary

Number of Proceedings: 2

Type of Proceeding: Opposition
Proceeding Number: 91210817 Filing Date: May 28, 2013

Status: Pending Status Date: May 28, 2013

Interlocutory Attorney: MARY CATHERINE FAINT

Defendant

Name: Asia Today Ltd.

Correspondent Address: MAREN C PERRY
KING & SPALDING LLP
1185 AVENUE OF THE AMERICAS, FL 35
NEW YORK NY , 10036-2686
UNITED STATES

Correspondent e-mail: nytrademarks@kslaw.com , mperruy@kslaw.com , kmccarthy@kslaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOTZ NETWORK Opposition Pending 85764800
Plaintiff(s)

Name: DIRECTV Sports Networks, LLC

Correspondent Address: TIMOTHY J LYDEN
HOGAN LOVELLS US LLP
7930 JONES BRANCH DRIVE, 9TH FLOORATTN: BOX INTELLECTUAL PROPERTY
MCLEAN VA , 22102
UNITED STATES

Correspondent e-mail: boxip@hoganlovells.com,timothy.lyden@hoganlovells.com,dori.hanswirth@hoganlovells.com , benjamin.fleming@hoganlovells.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOT SPORTS Registered 85195378 4122672

ROOT SPORTS Registered 85195620 4122677

ROOT SPORTS Registered 85217882 4122795

ROOT SPORTS Registered 85195381 4122673

ROOT SPORTS Registered 85195621 4122678

ROOT SPORTS Registered 85217884 4122796

ROOT SPORTS Fifth Extension - Granted 85195372

ROOT SPORTS Fifth Extension - Granted 85195617

ROOT SPORTS Fifth Extension - Granted 85217874
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE May 28, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 28, 2013 Jul 07, 2013

3 PENDING, INSTITUTED May 28, 2013

4 D MOT FOR EXT W/ CONSENT Jul 08, 2013

5 ANSWER AND COUNTERCLAIM ( FEE) Jul 22, 2013

6 TRIAL DATES RESET Aug 19, 2013

7 ANSWER TO COUNTERCLAIM Sep 17, 2013

8 STIP TO REOPEN DISCOVERY Sep 17, 2013

9 TRIAL DATES REMAIN AS SET Oct 30, 2013

 



10 W/DRAW OF APPLICATION Mar 10, 2014
Type of Proceeding: Opposition

Proceeding Number: 91208501 Filing Date: Dec 18, 2012

Status: Pending Status Date: Dec 18, 2012

Interlocutory Attorney: BENJAMIN U OKEKE

Defendant

Name: Heng Dai Media, LLC

Correspondent Address: PAUL W KRUSE
BONE MCALLESTER NORTON PLLC
511 UNION ST STE 1600
NASHVILLE TN , 37219-1780
UNITED STATES

Correspondent e-mail: trademarks@bonelaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOTS RADIO Opposition Pending 85523657
Plaintiff(s)

Name: DIRECTV Sports Networks, LLC

Correspondent Address: DORI ANN HANSWIRTH
HOGAN LOVELLS US LLP
875 THIRD AVENUE
NEW YORK NY , 10022
UNITED STATES

Correspondent e-mail: dori.hanswirth@hoganlovells.com , benjamin.fleming@hoganlovells.com , boxip@hoganlovells.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOT SPORTS Registered 85195620 4122677

ROOT SPORTS Registered 85217882 4122795

ROOT SPORTS Registered 85195381 4122673

ROOT SPORTS Registered 85195621 4122678

ROOT SPORTS Registered 85217884 4122796

ROOT SPORTS Fifth Extension - Granted 85195372

ROOT SPORTS Fifth Extension - Granted 85195617

ROOT SPORTS Fifth Extension - Granted 85217874

ROOT SPORTS Registered 85195378 4122672
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 18, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 ANSWER Jan 25, 2013

5 DEF'S MOTION TO WITHDRAW OR AMEND ADMISSIONS Jun 17, 2013

6 PET'S OPPOSITION TO APPLICANT MOTION TO WITHDRAW
OR AMEND ADMISSIONS Jul 08, 2013

7 Other Motions/Papers Oct 03, 2013

8 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 03, 2013

9 P MOT FOR EXT W/O CONSENT Oct 03, 2013

10 STIP FOR EXT Oct 03, 2013

11 SUSP PEND DISP OF OUTSTNDNG MOT Oct 09, 2013

12 TRIAL DATES RESET Jan 03, 2014

13 ANSWER Jan 13, 2014

14 PAPER RECEIVED AT TTAB Mar 12, 2014



EXHIBIT 8

Exhibits for Opposer DIRECTV Sports Networks, LLC

DIRECTV Sports Networks, LLC v. Heng Dai Media, LLC

Opposition No. 91208501



 

Mark Information

Mark Literal Elements: ROOT SPORTS

Standard Character Claim: No

Mark Drawing Type: 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Description of Mark: The mark consists of The word "ROOT", the letters "R" and "T" having triangular notches cut at the top, over the word "SPORTS", all in
slanted letters.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "SPORTS"

Related Properties Information

Claimed Ownership of US
Registrations:

3726772

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
Asterisks *..* identify additional (new) wording in the goods/services.

For: Pre-recorded video cassettes, video discs and DVD's containing television shows in the field of sports, news and variety; downloadable
television shows featuring sports, news and variety; downloadable software in the nature of a mobile application for viewing television
programming on a mobile communication device

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: DIRECTV Sports Networks, LLC

Owner Address: Suite 3020
601 Union Street
Seattle, WASHINGTON 98101
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2014-03-18 13:42:53 EDT

Mark: ROOT SPORTS

US Serial Number: 85195617 Application Filing Date: Dec. 10, 2010

Register: Principal

Mark Type: Trademark

Status: A fifth request for extension of time to file a Statement of Use has been granted.

Status Date: Jan. 24, 2014

Publication Date: May 17, 2011 Notice of Allowance Date: Jul. 12, 2011



Attorney of Record

Attorney Name: Takehiko Suzuki

Attorney Primary Email
Address:

tsuzuki@directv.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

TAKEHIKO SUZUKI
2230 E IMPERIAL HWY
EL SEGUNDO, CALIFORNIA 90245-3504
UNITED STATES

Correspondent e-mail: tsuzuki@directv.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jan. 25, 2014 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jan. 24, 2014 EXTENSION 5 GRANTED 76538

Jan. 08, 2014 EXTENSION 5 FILED 76538

Jan. 08, 2014 TEAS EXTENSION RECEIVED

Jul. 24, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jul. 23, 2013 EXTENSION 4 GRANTED 76538

Jul. 12, 2013 EXTENSION 4 FILED 76538

Jul. 12, 2013 TEAS EXTENSION RECEIVED

Dec. 22, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Dec. 21, 2012 EXTENSION 3 GRANTED 76538

Dec. 19, 2012 EXTENSION 3 FILED 76538

Dec. 19, 2012 TEAS EXTENSION RECEIVED

Jul. 19, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jul. 18, 2012 EXTENSION 2 GRANTED 76538

Jul. 12, 2012 EXTENSION 2 FILED 76538

Jul. 12, 2012 TEAS EXTENSION RECEIVED

Jan. 04, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jan. 03, 2012 EXTENSION 1 GRANTED 76538

Dec. 06, 2011 EXTENSION 1 FILED 76538

Dec. 30, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76538

Dec. 06, 2011 TEAS EXTENSION RECEIVED

Jul. 12, 2011 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

May 17, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

May 17, 2011 PUBLISHED FOR OPPOSITION

Apr. 13, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 73797

Apr. 08, 2011 ASSIGNED TO LIE 73797

Mar. 26, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 26, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Mar. 26, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Mar. 26, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Mar. 26, 2011 EXAMINERS AMENDMENT -WRITTEN 80803

Mar. 15, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 15, 2011 NON-FINAL ACTION E-MAILED 6325

Mar. 15, 2011 NON-FINAL ACTION WRITTEN 80803

Mar. 14, 2011 ASSIGNED TO EXAMINER 80803



Dec. 15, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 14, 2010 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: AGOSTO, GISELLE MARIE Law Office Assigned: LAW OFFICE 102

File Location

Current Location: INTENT TO USE SECTION Date in Location: Dec. 30, 2011

Proceedings

Summary

Number of Proceedings: 2

Type of Proceeding: Opposition
Proceeding Number: 91210817 Filing Date: May 28, 2013

Status: Pending Status Date: May 28, 2013

Interlocutory Attorney: MARY CATHERINE FAINT

Defendant

Name: Asia Today Ltd.

Correspondent Address: MAREN C PERRY
KING & SPALDING LLP
1185 AVENUE OF THE AMERICAS, FL 35
NEW YORK NY , 10036-2686
UNITED STATES

Correspondent e-mail: nytrademarks@kslaw.com , mperruy@kslaw.com , kmccarthy@kslaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOTZ NETWORK Opposition Pending 85764800
Plaintiff(s)

Name: DIRECTV Sports Networks, LLC

Correspondent Address: TIMOTHY J LYDEN
HOGAN LOVELLS US LLP
7930 JONES BRANCH DRIVE, 9TH FLOORATTN: BOX INTELLECTUAL PROPERTY
MCLEAN VA , 22102
UNITED STATES

Correspondent e-mail: boxip@hoganlovells.com,timothy.lyden@hoganlovells.com,dori.hanswirth@hoganlovells.com , benjamin.fleming@hoganlovells.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOT SPORTS Registered 85195378 4122672

ROOT SPORTS Registered 85195620 4122677

ROOT SPORTS Registered 85217882 4122795

ROOT SPORTS Registered 85195381 4122673

ROOT SPORTS Registered 85195621 4122678

ROOT SPORTS Registered 85217884 4122796

ROOT SPORTS Fifth Extension - Granted 85195372

ROOT SPORTS Fifth Extension - Granted 85195617

ROOT SPORTS Fifth Extension - Granted 85217874
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE May 28, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 28, 2013 Jul 07, 2013

3 PENDING, INSTITUTED May 28, 2013

4 D MOT FOR EXT W/ CONSENT Jul 08, 2013

5 ANSWER AND COUNTERCLAIM ( FEE) Jul 22, 2013

 



6 TRIAL DATES RESET Aug 19, 2013

7 ANSWER TO COUNTERCLAIM Sep 17, 2013

8 STIP TO REOPEN DISCOVERY Sep 17, 2013

9 TRIAL DATES REMAIN AS SET Oct 30, 2013

10 W/DRAW OF APPLICATION Mar 10, 2014
Type of Proceeding: Opposition

Proceeding Number: 91208501 Filing Date: Dec 18, 2012

Status: Pending Status Date: Dec 18, 2012

Interlocutory Attorney: BENJAMIN U OKEKE

Defendant

Name: Heng Dai Media, LLC

Correspondent Address: PAUL W KRUSE
BONE MCALLESTER NORTON PLLC
511 UNION ST STE 1600
NASHVILLE TN , 37219-1780
UNITED STATES

Correspondent e-mail: trademarks@bonelaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOTS RADIO Opposition Pending 85523657
Plaintiff(s)

Name: DIRECTV Sports Networks, LLC

Correspondent Address: DORI ANN HANSWIRTH
HOGAN LOVELLS US LLP
875 THIRD AVENUE
NEW YORK NY , 10022
UNITED STATES

Correspondent e-mail: dori.hanswirth@hoganlovells.com , benjamin.fleming@hoganlovells.com , boxip@hoganlovells.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOT SPORTS Registered 85195620 4122677

ROOT SPORTS Registered 85217882 4122795

ROOT SPORTS Registered 85195381 4122673

ROOT SPORTS Registered 85195621 4122678

ROOT SPORTS Registered 85217884 4122796

ROOT SPORTS Fifth Extension - Granted 85195372

ROOT SPORTS Fifth Extension - Granted 85195617

ROOT SPORTS Fifth Extension - Granted 85217874

ROOT SPORTS Registered 85195378 4122672
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 18, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 ANSWER Jan 25, 2013

5 DEF'S MOTION TO WITHDRAW OR AMEND ADMISSIONS Jun 17, 2013

6 PET'S OPPOSITION TO APPLICANT MOTION TO WITHDRAW
OR AMEND ADMISSIONS Jul 08, 2013

7 Other Motions/Papers Oct 03, 2013

8 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 03, 2013

9 P MOT FOR EXT W/O CONSENT Oct 03, 2013

10 STIP FOR EXT Oct 03, 2013

11 SUSP PEND DISP OF OUTSTNDNG MOT Oct 09, 2013



12 TRIAL DATES RESET Jan 03, 2014

13 ANSWER Jan 13, 2014

14 PAPER RECEIVED AT TTAB Mar 12, 2014



EXHIBIT 9

Exhibits for Opposer DIRECTV Sports Networks, LLC

DIRECTV Sports Networks, LLC v. Heng Dai Media, LLC

Opposition No. 91208501



 

Mark Information

Mark Literal Elements: ROOT SPORTS

Standard Character Claim: No

Mark Drawing Type: 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Description of Mark: The mark consists of The word "ROOT", the letters "R" and "T" having triangular notches cut at the top, adjacent to the word
"SPORTS", all in slanted letters.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "SPORTS"

Related Properties Information

Claimed Ownership of US
Registrations:

3726772

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of
Asterisks *..* identify additional (new) wording in the goods/services.

For: Pre-recorded video cassettes, video discs and DVD's containing television shows in the field of sports, news and variety; downloadable
television shows featuring sports, news and variety; downloadable software in the nature of a mobile application for viewing television
programming on a mobile communication device

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: DIRECTV Sports Networks, LLC

Owner Address: Suite 3020
Seattle, WASHINGTON 98101
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Takehiko Suzuki

Generated on: This page was generated by TSDR on 2014-03-18 13:43:51 EDT

Mark: ROOT SPORTS

US Serial Number: 85217874 Application Filing Date: Jan. 14, 2011

Register: Principal

Mark Type: Trademark

Status: A fifth request for extension of time to file a Statement of Use has been granted.

Status Date: Jan. 21, 2014

Publication Date: May 24, 2011 Notice of Allowance Date: Jul. 19, 2011



Attorney Primary Email
Address:

tsuzuki@directv.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

TAKEHIKO SUZUKI
2230 E IMPERIAL HWY
EL SEGUNDO, CALIFORNIA 90245-3504
UNITED STATES

Correspondent e-mail: tsuzuki@directv.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jan. 22, 2014 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jan. 21, 2014 EXTENSION 5 GRANTED 66230

Jan. 08, 2014 EXTENSION 5 FILED 66230

Jan. 08, 2014 TEAS EXTENSION RECEIVED

Aug. 13, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Aug. 12, 2013 EXTENSION 4 GRANTED 66230

Jul. 12, 2013 EXTENSION 4 FILED 66230

Aug. 09, 2013 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66230

Jul. 12, 2013 TEAS EXTENSION RECEIVED

Dec. 22, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Dec. 21, 2012 EXTENSION 3 GRANTED 76873

Dec. 19, 2012 EXTENSION 3 FILED 76873

Dec. 19, 2012 TEAS EXTENSION RECEIVED

Jul. 27, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Jul. 26, 2012 EXTENSION 2 GRANTED 76873

Jul. 12, 2012 EXTENSION 2 FILED 76873

Jul. 12, 2012 TEAS EXTENSION RECEIVED

Dec. 31, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Dec. 30, 2011 EXTENSION 1 GRANTED 76873

Dec. 06, 2011 EXTENSION 1 FILED 76873

Dec. 30, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76873

Dec. 06, 2011 TEAS EXTENSION RECEIVED

Jul. 19, 2011 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

May 24, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

May 24, 2011 PUBLISHED FOR OPPOSITION

Apr. 18, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 73797

Apr. 08, 2011 ASSIGNED TO LIE 73797

Mar. 26, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 26, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Mar. 26, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Mar. 26, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Mar. 26, 2011 EXAMINERS AMENDMENT -WRITTEN 80803

Mar. 15, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Mar. 15, 2011 NON-FINAL ACTION E-MAILED 6325

Mar. 15, 2011 NON-FINAL ACTION WRITTEN 80803

Mar. 14, 2011 ASSIGNED TO EXAMINER 80803

Jan. 19, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jan. 18, 2011 NEW APPLICATION ENTERED IN TRAM



TM Staff and Location Information

TM Staff Information

TM Attorney: AGOSTO, GISELLE MARIE Law Office Assigned: LAW OFFICE 102

File Location

Current Location: INTENT TO USE SECTION Date in Location: Aug. 09, 2013

Proceedings

Summary

Number of Proceedings: 2

Type of Proceeding: Opposition
Proceeding Number: 91210817 Filing Date: May 28, 2013

Status: Pending Status Date: May 28, 2013

Interlocutory Attorney: MARY CATHERINE FAINT

Defendant

Name: Asia Today Ltd.

Correspondent Address: MAREN C PERRY
KING & SPALDING LLP
1185 AVENUE OF THE AMERICAS, FL 35
NEW YORK NY , 10036-2686
UNITED STATES

Correspondent e-mail: nytrademarks@kslaw.com , mperruy@kslaw.com , kmccarthy@kslaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOTZ NETWORK Opposition Pending 85764800
Plaintiff(s)

Name: DIRECTV Sports Networks, LLC

Correspondent Address: TIMOTHY J LYDEN
HOGAN LOVELLS US LLP
7930 JONES BRANCH DRIVE, 9TH FLOORATTN: BOX INTELLECTUAL PROPERTY
MCLEAN VA , 22102
UNITED STATES

Correspondent e-mail: boxip@hoganlovells.com,timothy.lyden@hoganlovells.com,dori.hanswirth@hoganlovells.com , benjamin.fleming@hoganlovells.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOT SPORTS Registered 85195378 4122672

ROOT SPORTS Registered 85195620 4122677

ROOT SPORTS Registered 85217882 4122795

ROOT SPORTS Registered 85195381 4122673

ROOT SPORTS Registered 85195621 4122678

ROOT SPORTS Registered 85217884 4122796

ROOT SPORTS Fifth Extension - Granted 85195372

ROOT SPORTS Fifth Extension - Granted 85195617

ROOT SPORTS Fifth Extension - Granted 85217874
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE May 28, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 28, 2013 Jul 07, 2013

3 PENDING, INSTITUTED May 28, 2013

4 D MOT FOR EXT W/ CONSENT Jul 08, 2013

5 ANSWER AND COUNTERCLAIM ( FEE) Jul 22, 2013

6 TRIAL DATES RESET Aug 19, 2013

7 ANSWER TO COUNTERCLAIM Sep 17, 2013

 



8 STIP TO REOPEN DISCOVERY Sep 17, 2013

9 TRIAL DATES REMAIN AS SET Oct 30, 2013

10 W/DRAW OF APPLICATION Mar 10, 2014
Type of Proceeding: Opposition

Proceeding Number: 91208501 Filing Date: Dec 18, 2012

Status: Pending Status Date: Dec 18, 2012

Interlocutory Attorney: BENJAMIN U OKEKE

Defendant

Name: Heng Dai Media, LLC

Correspondent Address: PAUL W KRUSE
BONE MCALLESTER NORTON PLLC
511 UNION ST STE 1600
NASHVILLE TN , 37219-1780
UNITED STATES

Correspondent e-mail: trademarks@bonelaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOTS RADIO Opposition Pending 85523657
Plaintiff(s)

Name: DIRECTV Sports Networks, LLC

Correspondent Address: DORI ANN HANSWIRTH
HOGAN LOVELLS US LLP
875 THIRD AVENUE
NEW YORK NY , 10022
UNITED STATES

Correspondent e-mail: dori.hanswirth@hoganlovells.com , benjamin.fleming@hoganlovells.com , boxip@hoganlovells.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

ROOT SPORTS Registered 85195620 4122677

ROOT SPORTS Registered 85217882 4122795

ROOT SPORTS Registered 85195381 4122673

ROOT SPORTS Registered 85195621 4122678

ROOT SPORTS Registered 85217884 4122796

ROOT SPORTS Fifth Extension - Granted 85195372

ROOT SPORTS Fifth Extension - Granted 85195617

ROOT SPORTS Fifth Extension - Granted 85217874

ROOT SPORTS Registered 85195378 4122672
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 18, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 18, 2012 Jan 27, 2013

3 PENDING, INSTITUTED Dec 18, 2012

4 ANSWER Jan 25, 2013

5 DEF'S MOTION TO WITHDRAW OR AMEND ADMISSIONS Jun 17, 2013

6 PET'S OPPOSITION TO APPLICANT MOTION TO WITHDRAW
OR AMEND ADMISSIONS Jul 08, 2013

7 Other Motions/Papers Oct 03, 2013

8 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 03, 2013

9 P MOT FOR EXT W/O CONSENT Oct 03, 2013

10 STIP FOR EXT Oct 03, 2013

11 SUSP PEND DISP OF OUTSTNDNG MOT Oct 09, 2013

12 TRIAL DATES RESET Jan 03, 2014

13 ANSWER Jan 13, 2014



14 PAPER RECEIVED AT TTAB Mar 12, 2014


