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Benjamin U. Okeke, Interlocutory Attorney:

This case now comes up for consideration of
applicant’s motion, filed June 17, 2013, to withdraw or
amend its admissions, which have been deemed to have been
made as the result of applicant’s failure to timely respond
to opposer’s first set of Requests for Admission, served
April 22, 2013. Applicant avers that it did not receive
any “actual notice of Opposer’s Request for Admission ..
until April 29, 2013,” and believing that its time to
respond had not expired, served its responses on opposer on
May 31, 2013.% Opposer contests this motion, arguing that
the motion does not set forth any reason for applicant’s

untimeliness, or for its belief that the responses were not

! Applicant attached to its motion a copy of its responses to

opposer’s request for admission
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due until May 31, 2013, and that the Board should not
sanction applicant’s dilatory conduct by granting this
motion.

Additionally, on October 3, 2013, opposer filed a
motion to amend its notice of opposition to assert two
additional grounds in opposition of registration of the
applied-for mark. The two motions will be considered in
turn.

Motion to Withdraw Admissions

Under Fed. R. Civ. P. 36, a requested admission is
deemed admitted unless a written answer or objection is
provided to the requesting party within thirty days after
service of the request, or within such time as the parties
agree to in writing. In order to avoid admissions
resulting from a failure to respond, a responding party may
pursue two separate avenues for relief: a party may either
(1) move to reopen its time to respond to the admission
requests because its failure to timely respond was the
result of excusable neglect under Fed. R. Civ. P. 6(b) (2),
or (2) move to withdraw and amend its admissions pursuant
to Fed. R. Civ. P. 36(b). The crucial distinction is that
under Rule 6(b) (2), the moving party is seeking to be
relieved of the untimeliness of its response, so that the

admissions would not be deemed admitted as put. See
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Giersch v. Scripps Networks Inc., 85 USPQ2d 1306, 1307
(TTAB 2007); Hobie Designs, Inc. v. Fred Hayman Beverly
Hills, Inc., 14 USPQ2d 2064, 2065 n.1 (TTAB 1990). Under
Rule 36 (b), the moving party implicitly acknowledges that
its responses are late and the requested admissions are
therefore deemed admitted, but now seeks to withdraw the
effective admissions and provide responses. See Giersch,
85 USPQ2d at 1307.

Unlike a motion under Fed. R. Civ. P. 6(b), where the
moving party must establish excusable neglect, under Rule
36 (b) the Board may permit withdrawal or amendment of
admissions where presentation of the merits of the action
would be promoted and the party who obtained the admissions
fails to satisfy the Board that withdrawal or amendment
would prejudice that party in maintaining its action or
defense on the merits. See Fed. R. Civ. P. 36(b); Giersch,
85 USPQ2d at 1308; Hobie Designs, 14 USPQ2d at 2065. This
standard relieves the movant of any burden to explain away
its delinquency, allowing the Board to determine, on its
own, whether justice would be subserved by withdrawal of
the effective admissions and amendment or service of full
responses. It is the non-movant who must convince the
Board that it would be prejudiced by a withdrawal of the

admissions. Viewed in light of the Board’s preference to
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decide cases on the merits, the Board generally grants such
motions liberally.

Here, a review of opposer’s First Set of Requests for
Admission clearly reveals that should the Board allow the
admissions to stand as admitted by applicant’s failure to
timely respond, the merits of the case would be subverted.
Applicant would be deemed to have admitted such things as
the similarity of its applied-for mark with opposer’s
pleaded marks, the relatedness of the services provided in
connection with those marks, and an overall likelihood of
confusion. Requests for Admission, (Y 26-28, 29-32, 34 and
35. These admissions go to the basis of a likelihood of
confusion, the sole claim pleaded by opposer in its initial
notice of opposition. Therefore, presentation of the
merits of the case would not be served by allowing these
admissions to stand. See Johnston Pump/General Valve Inc.
v. Chromalloy Am. Corp., 13 USPQ2d 1719, 1721 (TTAB 1989).

Further, opposer has failed to convince the Board that
withdrawal of the admissions would prejudice opposer in
maintaining its action on the merits. See Giersch, 85
USPQ2d at 1308-1309; Johnston Pump, 13 USPQ2d at 1721. 1In
fact, opposer’s only support for its contention that the
Board should not grant applicant’s motion to withdraw the

admissions were two inapposite, nonprecedential cases cited
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in opposer’s brief in opposition to this motion. However,
opposer will not be heard to complain that it will now have
to do what it would have had to do notwithstanding
applicant’s nine-day delay in providing its responses to
opposer’s requests for admission - litigate, on the merits,
the opposition that opposer brought.

Accordingly, applicant’s motion to withdraw its
admissions, deemed as such due to applicant’s failure to
timely respond to opposer’s First Set of Requests for
Admission, is GRANTED. Additionally, applicant’s responses
served May 31, 2013, are accepted and are applicant’s
operative responses to opposer’s requests.

Motion to Amend Pleading

Opposer’s motion to amend its notice of opposition is
GRANTED as well-taken. The amendment of pleadings prior to
trial is contemplated by Federal Rule of Civil Procedure
15(a). See Trademark Rule 2.107(a) (Fed. R. Civ. P. 15
applicable to oppositions). With respect to the
circumstances at hand, Rule 15 (a) (2) states: “a party may
amend its pleading only with the opposing party’s written
consent or the court’s leave. The court should freely give
leave when justice so requires.” See TBMP § 507.01 (3d ed.
rev.2 2013). See also Hurley Int’l LLC v. Volta, 82 USPQ2d

1339, 1341 (TTAB 2007).
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In interpreting Rule 15(a), the Supreme Court noted in
Forman v. Davis, 371 U.S. 178, 182 (1962), that:

If the underlying facts or circumstances

relied upon by a plaintiff may be a proper

subject of relief, he ought to be afforded

an opportunity to test his claims on the

merits. In the absence of any apparent or

declared reason—such as undue delay, bad

faith or dilatory motive on the part of the

movant, repeated failure to cure

deficiencies by amendments previously

allowed, undue prejudice to the opposing

party by virtue of allowance of the

amendment, futility of amendment, etc.—the

leave sought should, as the rules require,

be “freely given”.

Opposer, by its motion, seeks leave to add a claim of
genericness or in the alternative descriptiveness, set
forth in paragraphs 18-29 of its amended pleading, as a new
ground for its opposition in addition to its existing claim
of likelihood of confusion.

Opposer’s amendment does not otherwise modify the
notice of opposition in any significant respect.?

We find that under the circumstances of this case, any
delay by opposer in asserting its claim of descriptiveness
was not excessive. We find the claim to have been promptly

made, inasmuch as it is based on information yielded from

opposer’s discovery requests. There is no evidence of

> The Board also notes the rewording of paragraph 2. The amended

language does not alter the pleadings in any material respect.
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record to indicate any bad faith or dilatory motive on the
part of opposer in filing this motion. Finally, while fact
discovery has closed, given the nature of opposer’s amended
claim and its origin, it is likely that much—if not all—of
the information relevant to that claim is already in
opposer’s possession.’ Therefore, opposer’s motion would
not prejudice applicant or significantly delay resolution
of the proceeding.

We also find that paragraphs 18-29 of opposer’s
proposed amendment allege sufficient factual matter as
would, if proved, establish a legally sufficient claim of
descriptiveness. See In re Gyulay, 820 F.2d 1216, 3 USPQ2d
1009 (Fed. Cir. 1987); H. Marvin Ginn Corp. v. Int'l Ass'n
of Fire Chiefs, Inc., 782 F.2d 987, 989, 228 USPQ 528, 530
(Fed. Cir. 1986); Forman, 371 U.S. at 182.

Accordingly, opposer’s proposed amended notice of
opposition is accepted and is now opposer’s operative
pleading in this matter.

Schedule
Finally, the parties’ stipulated motion to extend

testimony periods, filed October 3, 2013, is GRANTED.

* Opposer does not request further discovery on its new claim, a

factor we have considered in determining its timeliness. At this
juncture, any request by opposer for further discovery would have
to satisfy the heavy burden of establishing excusable neglect to
justify a reopening of the discovery period.
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Accordingly, disclosure and trial dates are
set out in the motion, and reproduced below for

convenience:

Plaintiff's Pretrial Disclosures
Plaintiff's 30-day Trial Period Ends
Defendant's Pretrial Disclosures
Defendant's 30-day Trial Period Ends
Plaintiff's Rebuttal Disclosures
Plaintiff's 15-day Rebuttal Period Ends

reset as

2/10/2014
3/27/2014
4/11/2014
5/26/2014
6/10/2014
7/10/2014

In each instance, a copy of the transcript of

testimony together with copies of documentary exhibits,

must be served on the adverse party within thirty days

after completion of taking of testimony. Trademark Rule

2.125.

Briefs shall be filed in accordance with Trademark

Rule 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.



