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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Skyy Spirits, LLC dba Campari America

Granted to Date
of previous
extension

10/24/2012

Address One Beach Street, Suite 300
San Francisco, CA 94133
UNITED STATES

Attorney
information

Tsan Abrahamson
Cobalt LLP
918 Parker Street, Building A21
BERKELEY, CA 94710
UNITED STATES
trademarks@cobaltlaw.com Phone:510-841-9800

Applicant Information

Application No 85534436 Publication date 06/26/2012

Opposition Filing
Date

10/24/2012 Opposition
Period Ends

10/24/2012

Applicant SKINNY NUTRITIONAL CORPORATION
SUITE 101 3 BALA PLAZA EAST
BALA CYNWYD, PA 19004
UNITED STATES

Goods/Services Affected by Opposition

Class 032.
All goods and services in the class are opposed, namely: Flavored enhanced water

Class 033.
All goods and services in the class are opposed, namely: Alcoholic mixed beverages except beers

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Other Lack of Bona Fide Intent

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4127390 Application Date 01/27/2011

Registration Date 04/17/2012 Foreign Priority
Date

10/29/2010

http://estta.uspto.gov


Word Mark SKYY

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use:
Alcoholic beverages except beers
Class 043. First use:
Services for providing food and drink; temporary accommodation; public house
services, namely pub and tavern services; bar and restaurant services; self-
services restaurants; snack bar and canteen services; wine bars; cafes
cafeterias; takeaway services, namely take-out restaurant and carry-out
restaurant services; catering for the provision of food and drink

U.S. Registration
No.

3223293 Application Date 12/20/2004

Registration Date 03/27/2007 Foreign Priority
Date

07/26/2004

Word Mark SKYY VODKA 40% ALCOHOL BY VOLUME (80 PROOF)

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use:
Alcoholic beverages containing vodka, excluding beer

U.S. Registration
No.

3193669 Application Date 03/01/2006

Registration Date 01/02/2007 Foreign Priority
Date

NONE

Word Mark SKYY



Design Mark

Description of
Mark

The mark consists of the word SKYY in stylized form.

Goods/Services Class 033. First use: First Use: 1988/04/14 First Use In Commerce: 1988/04/14
Distilled spirits, namely vodka

U.S. Registration
No.

3458780 Application Date 01/09/2007

Registration Date 07/01/2008 Foreign Priority
Date

NONE

Word Mark SKYY INFUSIONS

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 2007/12/10 First Use In Commerce: 2007/12/10
Alcoholic beverages, namely, vodka infused with flavors

U.S. Registration
No.

2296158 Application Date 01/05/1999

Registration Date 11/30/1999 Foreign Priority
Date

NONE

Word Mark SKYY



Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1988/04/14 First Use In Commerce: 1988/04/14
distilled spirits, namely vodka

U.S. Registration
No.

1571223 Application Date 05/02/1988

Registration Date 12/12/1989 Foreign Priority
Date

NONE

Word Mark SKYY VODKA

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1988/04/14 First Use In Commerce: 1988/04/14
VODKA
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.



Signature /Tsan Abrahamson/

Name Tsan Abrahamson

Date 10/24/2012



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In the matter of Trademark Application 
 
Serial No.:  85534436 
Filed:   February 6, 2012 
By:   Skinny Nutritional Corporation 
Published:  June 26, 2012 
For the Trademark: SKNY 
 

 
Skyy Spirits, LLC, 
A Delaware Limited Liability Company 
 
                           Opposer, 
 
          v. 
 
Skinny Nutritional Corporation 
A Nevada corporation 
 
                           Applicant. 

 
   
       Opposition No.   

 
 

NOTICE OF OPPOSITION 

 

Skyy Spirits, LLC (“Skyy”), a Delaware Limited Liability Company, having its principal 

place of business at One Beach Street, Suite 300, San Francisco, California, 94133, United 

States, believes it will be damaged by the issuance of a registration for the mark SKNY 

(“Applicant’s Mark” or the “SKNY Mark”) as applied for in Application Serial. No. 85534436 

filed on February 6, 2012 (the “Application”) by Skinny Nutritional Corporation (“Applicant”) 

and hereby opposes the Application under the provisions of Sections 2(d), 13, and 43 of the 

Trademark Act of July 5, 1946, as amended (15 U.S.C. § 1051 et seq.). 

As grounds for the opposition, Skyy alleges as follows: 

 

SKYY’S BUSINESS AND SKYY TRADEMARK 

1. Skyy is a wholly-owned subsidiary of Davide Campari-Milano S.p.A., one of the most 

significant groups in the global beverage industry. 



2. Skyy is now, and for many years has been, engaged in the distribution, development, 

manufacture, sale, and marketing of vodka and vodka-related beverages.   

3. Known worldwide for its innovative products, Skyy and its parent company 

revolutionized the beverage industry with the introduction of premium vodka and the expansion 

of the SKYY brand of products, including but not limited to SKYY vodka and SKYY infused 

vodka. 

4. Skyy first released its SKYY vodka for sale in the United States in 1988. The 

overwhelming success of the SKYY products has prompted Skyy to expand continually its 

offerings under the SKYY brand and to create a family of SKYY marks including but not limited 

to the following for which Skyy offers a wide range of goods related to its core product line:  

SKYY, SKYY VODKA, SKYY INFUSIONS (collectively, the “SKYY Marks”). Skyy owns 

valid and subsisting registrations or pending applications and/or common law rights in the 

SKYY Marks for use in connection with a wide variety of goods and services.  The SKYY 

Marks are used and promoted together in such a way as to create public perception of SKYY as 

an indication of source. 

5. The distinct vowel-less, four-letter brand is displayed prominently on its bottles and in its 

advertising.  Consumers have come to recognize the SKYY brand visually because of its bold 

lettering and lack of vowels.  Of note, the SKYY is bounded by the letters “SK” at the front and 

“Y” in the back (the “SK-Y Framework” of letters).   

6. Skyy has continuously used the mark SKYY in interstate commerce in the United States 

since well before the filing of the Application, and it has not abandoned such use.  

7. In addition to the SKYY Marks, Skyy has at various times used the marks SKYY 

ORANGE, SKYY MELON, SKYY SPORT, SKYY CINEMA, SKYY SPICED, SKYY 

VANILLA, SKYY BERRY, and SKYY CITRUS, actually or constructively in interstate 

commerce in the United States since prior to the filing of the Application, all of which bear 

SKYY as the dominant portion of the mark, and all of which use the SK-Y Framework.  

8. The SKYY Marks have become, through widespread and favorable public acceptance 

and recognition, world famous and are an asset of substantial value to Skyy.  

9. The SKYY Mark, which is always displayed as “SKYY,” is a coined term and is thus 

highly distinctive in relation to Skyy’s goods and entitled to broad protection.  Skyy enjoys 

exclusive use of the vowel-less SKYY Mark, and exclusive use of SK-Y Framework. 



10. Skyy has actively enforced the SKYY brand and has pursued third parties whose marks 

tread close to Skyy’s space.   

11. Skyy owns numerous valid and subsisting registrations for the SKYY Mark and the 

SKYY Marks, including:  

! SKYY & Design, Registration No. 4,127,390, filed January 27, 2011 and 

registered April 17, 2012, in Class 33 for Alcoholic beverages except beers and 

Class 43 for Services for providing food and drink; temporary accommodation; 

public house services, namely, pub and tavern services; bar and restaurant 

services; self-services restaurants; snack bar and canteen services; wine bars; 

cafes cafeterias; takeaway services, namely take-out restaurant and carry-out 
restaurant services; catering for the provision of food and drink. 

! SKYY VODKA 40% ALCOHOL BY VOLUME (80 PROOF), Registration 

No. 3,223,293 filed December 20, 2004 and registered March 27, 2007, in 
Class 33 for Alcoholic beverages containing vodka, excluding beer.  

! SKYY, Registration No. 3,193,669, filed March 1, 2006 and registered January 2, 

2007 in Class 33 for Distilled spirits, namely vodka.  

! SKYY INFUSIONS, Registration No. 3,458,780, filed January 9, 2007 and 

registered July 1, 2008 in Class 33 for Alcoholic beverages, namely, vodka 

infused with flavors.  

! SKYY, Registration No. 2,296,158, filed January 5, 1999 and registered 
November 30, 1999 in Class 33 for Distilled spirits, namely, vodka. 

! SKYY VODKA, Registration No. 1,571,223, filed May 2, 1988 and registered 

December 12, 1989 in Class 33 for Vodka. 

 

True and correct copies of current printouts of the U.S. Patent and Trademark Office’s online 

status page showing the current status and title of Skyy’s registrations are attached in Exhibit A. 

12. Skyy also owns common law rights in the SKYY Marks for a wide variety of goods.  

THE FAME OF THE SKYY MARK  

 

13. SKYY is a famous mark within the meaning of Section 43(c) of the Lanham Act.  

14. Starting as early as 1988, Skyy has expended considerable time, effort, and expense 

promoting the SKYY Mark and brand and products offered thereunder.  



15. Skyy has continued to engage in extensive advertising on the Internet, in print media, in 

retail locations, and on television and has spent millions of dollars on advertising and promoting 

the SKYY products and the SKYY Marks since the initial launch.  

16. In addition to its own advertising efforts, the SKYY products have been the subject of 

hundreds of thousands of articles on television, radio, and print media, which have highlighted 

Skyy’s innovative and successful SKYY products.   

17. Since its unveiling, the SKYY products have been featured in numerous media outlets 

including broadcast placements on programs such as NBC’s The Today Show, CBS’s The Early 

Show, ABC’s Good Morning America, and CNN, and newspaper articles in top outlets such as 

The Wall Street Journal, The New York Times, The Los Angeles Times, Time Magazine, U.S. 

News & World Report, Newsweek, Wired Magazine, Forbes, Fortune, Reader's Digest and 

AARP.  Further reflecting the immense popularity of the product, the products also have been 

featured as the object of humor in popular nationwide entertainment programs such as Comedy 

Central’s The Colbert Report and South Park, and VH1’s Best Week Ever. 

18. SKYY vodka is the number-one selling domestic super premium vodka in the United 

States.  Skyy’s sales of the SKYY products have been consistently high in the United States and 

reached sales of 2.5 million cases globally in 2011.  Skyy’s SKYY Mark remains among the 

most popular alcoholic beverage product brands available today.  

19. Sales of SKYY products in the United States exceeded one million cases in 2000, have 

exceeded 2 million cases annually since 2005, and are expected to exceed 2.75 million cases in 

2012.  

20. Skyy has received awards nationally and internationally for its SKYY products, including 

the “Growth Brand Award” in 2011 – for the 11th consecutive year – from the Beverage Media 



Group, was named a “Blue Chip Brand” for the past 15 years by Impact Databank, recognizing 

continuous volume growth, was praised by the top critics including receiving 94 Points, 

Excellent/Strong Recommendation distinction at Ultimate Spirits Challenge (2010), and SKYY 

vodka has won silver medals at the San Francisco World Spirits Competition and has been rated 

among the Top 20 vodkas in the world by Proof66.   

21. As a result of Skyy’s widespread use of the vowel-less SKYY Mark, its pervasive 

national recognition as a market leader, its extensive television, Internet, radio, and print media 

advertising efforts, an unprecedented degree of consumer recognition of the SKYY Mark and 

SKYY brand, and the strong consumer loyalty Skyy enjoys, all coupled with the absence of any 

similar marks by others, SKYY is a famous mark within the meaning of Section 43(c) of the 

United States Trademark Act, 15 U.S.C. §1125(c).   

22. The SKYY Mark became famous prior to Applicant’s filing the Application to register 

the SKNY Mark in February 2012. 

 

APPLICANT AND ITS PENDING APPLICATION 

 

23. Applicant’s corporate website located at http://www.skinnywater.com/ describes 

Applicant as the “the creators of Skinny Water®, a zero-calorie, zero-sugar, zero-sodium and 

zero-preservative enhanced water with key electrolytes, antioxidants, and vitamins.”  Skinny 

Nutritional Corp. also plans to launch additional ‘Skinny’ branded beverages,” evidencing the 

fact that, by its own admission, Applicant and Skyy may ultimately operate in the virtually 

identical industry providing beverages.  Attached hereto as Exhibit B and incorporated by 

reference is a true and correct copy of the relevant page from Applicant’s website containing this 

statement.    



24. On February 6, 2012 Applicant filed its intent-to-use Application to register the mark 

“SKNY” (the “SKNY Mark”) in connection with the following goods and services:  

Class 32:  Flavored enhanced water. 
 
Class 33:  Alcoholic mixed beverages except beers. 
 

25. The SKNY Mark is confusingly similar in appearance to Skyy’s SKYY Mark: the marks 

are visually and phonetically similar in that they are both short word marks consisting of a four-

letter combination without vowels.  Both marks are banded by “SK” as the first two letters, and 

“Y” as the last letter.  The only distinction is Applicant uses an “N” in the middle.  Thus, both 

marks share the uncommon “SK-Y Framework of letters and differ only with respect to the third 

letter. 

26. The goods Applicant seeks to register under the SKNY Mark are either identical or 

closely related to the goods with which Skyy uses its SKYY Mark and identified in the various 

Skyy registrations.  These goods are likely to pass through the same channels of trade and to the 

same class of consumer.  At present, Applicant’s website, located at 

http://www.skinnywater.com/, focuses on a “Skinny Water” product and currently does not 

feature any product bearing the SKNY Mark.  Attached hereto as Exhibit C and incorporated by 

reference is a true and correct copy of the relevant page from Applicant’s website.  Upon 

information and belief, Applicant selected the SKNY Mark and the SK-Y Framework of letters 

to imitate and call to mind Skyy’s SKYY Marks and to trade off the goodwill and global 

recognition and fame of the SKYY Mark.   

FIRST GROUND FOR OPPOSITION 

Likelihood of Confusion 

 
27. Skyy incorporates by references paragraphs 1 through 26, inclusive, as if fully set forth 

here. 



28. The SKYY Mark is inherently distinctive.  

29. The SKNY Mark is substantially identical to the SKYY Mark in appearance, sound, and 

commercial impression. 

30. The goods Applicant seeks to register under the SKNY Mark are either identical to, or are 

within Skyy’s natural zone of expansion for its SKYY Marks, as identified in its SKYY 

registrations. 

31. The goods identified in the Application for the SKNY Mark and those offered by Skyy 

under the SKYY Marks are likely to travel through the same channels of trade and to the same 

class of consumers. 

32. On information and belief, Applicant selected its mark SKNY – a mark using the 

identical SK-Y Framework of letters – to capitalize on the overwhelming success and 

recognition of the SKYY trademark and the goodwill associated with the mark.  On information 

and belief, Applicant applied to register the mark with the intent to call to mind, falsely imply 

association with, and/or create a likelihood of confusion with Skyy’s SKYY Marks.  

33. There is no issue relating to priority of use in this matter.  Skyy began using its SKYY 

Marks in commerce in the United States over 14 years prior to the filing of the Application.  In 

fact, most of Skyy’s registrations for the SKYY Marks issued prior to Applicant’s filing date. 

34. Registration of Applicant’s SKNY Mark will injure Skyy because the SKNY Mark, when 

used on or in connection with the goods and services described in the Application, is likely to 

cause confusion, or to cause mistake or to deceive.  Accordingly, pursuant to Section 2(d) of the 

United States Trademark Act, as amended, 15, U.S.C. 1052(a), Applicant’s Mark should be 

refused registration. 

SECOND GROUND FOR OPPOSITION 

Dilution of a Famous Mark 



 
35. Skyy incorporates by references paragraphs 1 through 34, inclusive, as if fully set forth 

here and pleads in the alternative as follows. 

36. The SKYY Marks are inherently distinctive.  

37. As a result of Skyy’s widespread and long-term use, extensive advertising, considerable 

media coverage, and sizeable and loyal customer base, the SKYY Marks have extensive 

consumer recognition and have become famous throughout the United States and worldwide 

38. The SKYY Marks became famous prior to Applicant’s filing the Application to register 

the SKNY Mark in February 2012. 

39. The SKNY Mark is substantially identical to the SKYY Mark. 

40. SKYY is a coined term and is thus highly distinctive in relation to Skyy’s goods. 

41. Skyy’s use of the SKYY Mark and “SK-Y Frame” is substantially exclusive. 

42. The SKYY Mark enjoys an extremely high degree of recognition among the general 

consuming public of the United States as a result of Skyy’s extensive sales, advertising, 

promotion of the mark and extensive and continuous media attention as alleged above. 

43. The SKNY Mark is likely to cause dilution of the SKYY Marks by blurring. 

44. Applicant’s registration of the mark SKNY Mark will further damage Skyy by causing 

dilution of the distinctive nature and quality Skyy’s famous SKYY Marks.  Applicant’s Mark is 

therefore unregisterable pursuant to Sections 13, and 43(c) the United States Trademark Act, as 

amended, 15, U.S.C. §§ 1063, and 1125, and should be refused registration.     

 

THIRD GROUND FOR OPPOSITION 

Lack of Bona Fide Intent 

 



45. Upon information and belief, Applicant has no bona fide intent to use the SKNY mark on 

all of the goods and services identified in the Application.  It merely sought to apply for the mark 

because its trading letters are SKNY. 

46. Applicant’s Mark is therefore unregistrable pursuant to Section 1(b) of the United States 

Trademark Act, as amended, 15, U.S.C. §§ 1061(b), and should be refused registration.     

Request is herein made to recognize the following attorneys for Skyy in this proceeding:  

Tsan Abrahamson, Katherine C. Spelman, Sophie Cohen, and Shabnam Malek, members of the 

California State Bar, and the firm of Cobalt LLP, 918 Parker Street, Building A21, Berkeley, 

California, 94710-2596. 

Please address all communications to Tsan Abrahamson at the below referenced address: 
 
Tsan Abrahamson, Esq. 
Cobalt LLP 
918 Parker Street, Building A21 
Berkeley, CA 94710 
(510) 841-9800 
trademarks@cobaltlaw.com 

In accordance with 37 C.F.R. §§ 2.101 and 2.104, a duplicate copy of this Notice of 

Opposition and the fee of $600.00 for two international classes is submitted herewith. 

Respectfully Submitted, 

Cobalt LLP 

 
 

Date: October 24, 2012   By:  /s/Tsan Abrahamson 
Tsan Abrahamson 

       Attorneys for Skyy Spirits, LLC 
 
































