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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

  

 

In the Matter of Application Serial No. 85/431,881 

Published in the Official Gazette on September 11, 2012 

 

TEXAS CHILDREN’S HOSPITAL, INC.,  : 

       :  
 Opposer,     : 

       : 

 v.      :   Opposition No. 91/207,428 

       : 

U.T. PHYSICIANS,     : 

       : 

 Applicant.     : 

 

 

OPPOSER’S MOTION TO COMPEL SUPPLEMENTATION OF APPLICANT’S 

WRITTEN RESPONSE TO OPPOSER’S AMENDED FIRST SET OF REQUESTS FOR 

THE PRODUCTION, APPLICANT’S WRITTEN RESPONSE TO OPPOSER’S 

AMENDED FIRST SET OF INTERROGATORIES TO APPLICANT, AND APPLICANT 

U.T. PHYSICIANS’ PRIVILEGE LOG 

Comes Now, Texas Children’s Hospital (“TCH” or “Opposer”) and files this Motion to 

Compel Supplementation of Applicant’s Written Response to Opposer’s Amended First Set of 

Requests for the Production (Exhibit 1), Applicant’s Written Response to Opposer’s Amended 

First Set of Interrogatories to Applicant (Exhibit 2), and Applicant U.T. Physicians’ Privilege 

Log (Exhibit 3).  

I.      ISSUES TO BE DECIDED 

Are the responses in Applicant’s Written Response to Opposer’s Amended First Set of 

Requests for the Production (Exhibit 1) insufficient and do the responses require 

supplementation? 

Are the responses in Applicant’s Written Response to Opposer’s Amended First Set of 

Interrogatories to Applicant (Exhibit 2) insufficient and do the responses require 

supplementation? 
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Are the entries in Applicant U.T. Physicians’ Privilege Log (Exhibit 3) insufficient and 

do the responses require supplementation? 

II.     STATEMENT OF FACTS 

Opposer’s first use and first use in commerce of the mark TEXAS CHILDREN’S 

FETAL CENTER was on May 13, 2007. 

Applicant filed a trademark application (85/431,881) for the mark TEXAS FETAL 

CENTER on September 26, 2012 based on Applicant’s intent to use the mark. 

Opposer filed a trademark application (85/693,602) for the mark TEXAS CHILDREN’S 

FETAL CENTER on August 2, 2012. 

Applicant’s mark published for opposition on September 11, 2012. 

Opposer filed a Notice of Opposition on October 10, 2012. 

Applicant filed an Answer in Opposition No. 91/207,428 on November 29, 2012. 

Opposer and Applicant executed a Joint Stipulation to Waive Initial Disclosures on 

January 16, 2013. 

Opposer served Requests for Production on January 18, 2013. 

Opposer served Interrogatories on January 18, 2013. 

Opposer served Amended Requests for Production on January 31, 2013. 

Opposer served Interrogatories on January 31, 2013. 

Applicant served Requests for Production on February 20, 2013. 

Applicant served Interrogatories on February 20, 2013. 

Applicant responded to Amended Requests for Production on March 4, 2013. 

Applicant responded to Interrogatories on March 4, 2013. 

Opposer responded to Requests for Production on March 29, 2013. 

Opposer responded to Interrogatories on March 29, 2013. 
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Applicant served its Privilege Log on April 1, 2013. 

III.     LEGAL STANDARDS 

A.     Requests for Production 

Requests for Production are covered by Fed. R. Civ. P. 34 and at least the case law 

discussed in the Argument below. 

B.     Interrogatories 

Interrogatories are covered by Fed. R. Civ. P. 33 and at least the case law discussed in the 

Argument below. 

C.     Privilege Logs 

Privilege logs are covered by Fed. R. Civ. P. 26(b)(5) and the case law in this section and 

the Argument below. 

The TTAB has noted the requirements for a privilege log. Amazon Technologies, Inc. v. 

Jeffrey S. Wax, Opposition No. 91187118 at n. 6 (TTAB November 4, 2009) (Exhibit 4) (stating 

“Of course, to the extent opposer maintains its objections based on the attorney-client privilege 

or attorney work product doctrine, it must produce a privilege log. Fed. R. Civ. P. 

26(b)(5)(A)(ii).
1
”).  Attorney-client privilege protects communications between a client and their 

attorney for seeking legal advice. The Pep Boys Manny, Moe & Jack of California v. Teera 

Hanharutaivan and Krieng Wongtangjai, Opposition No. 105,133, 2002 TTAB LEXIS 552 

(TTAB August 28, 2002) (not precedential) (Exhibit 5) (“The purpose of the attorney-client 

                                                 
1
 Fed. R. Civ. P. 26(b)(5)(A)(ii).  

(5) Claiming Privilege or Protecting Trial-Preparation Materials. 

(A) Information Withheld. When a party withholds information otherwise discoverable by 

claiming that the information is privileged or subject to protection as trial-preparation material, 

the party must: 

(i) expressly make the claim; and 

(ii) describe the nature of the documents, communications, or tangible things not produced or 

disclosed—and do so in a manner that, without revealing information itself privileged or 

protected, will enable other parties to assess the claim. (emphasis added). 
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privilege is to encourage full and frank communication between attorneys and their clients by 

assuring clients that their disclosures will be held in confidence. Upjohn Co. v. United States, 

449 U.S. 383, 389 (1981) (Exhibit 6); and Fisher v. United States, 425 U.S. 391, 403 (1976) 

(Exhibit 7). The privilege protects communications made in confidence by clients to their 

lawyers for the purpose of obtaining legal advice. Upjohn, 449 U.S. at 395 n7 (Exhibit 6); 

Fisher, 425 U.S. at 403” (Exhibit 7).   

IV.     ARGUMENT 

Applicant’s Written Response to Opposer’s Amended First Set of Requests for the 

Production (Exhibit 1), Applicant’s Written Response to Opposer’s Amended First Set of 

Interrogatories to Applicant (Exhibit 2), and Applicant U.T. Physicians’ Privilege Log (Exhibit 

3) are insufficient.  Opposer TCH hereby prays that the Court order Applicant to supplement 

their responses and privilege log. 

A.     Supplementation of Applicant’s Responses to Opposer’s Requests for 

Production is Necessary 

Requests for Production 14, 15, 16, 17, 18, 19, 20, 21, 22, 23, 24, and 25 the pricing and 

cost of advertising and creation are relevant to this Opposition and Applicant’s Responses 

require supplementation.  (Exhibit 1); Sunkist Growers, Inc. v. Benjamin Ansehl Co., 229 USPQ 

147, 148 (TTAB 1985); Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 

TTAB LEXIS 110 at *20 (TTAB June 14, 1974) (“opposer can satisfy applicant's discovery 

needs in such event by preparing, from its records, a listing of its advertising and promotional 

expenses, in approximate figures, in connection with the mark "LX" for each of the years since 

the first advertisement or promotion thereof”); Johnson & Johnson v. Diamond Medical, Inc., 

183 USPQ 615, 1974 TTAB LEXIS 156, *8-9 (TTAB Sept. 24, 1974) (“it appears that the 

material requested may be relevant to the issue of likelihood of confusion, it is adjudged that the 
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following should be produced for inspection and/or copying . . . .3. As to the request that 

applicant furnish figures of advertising expenditures incurred in promoting the mark for goods 

identified in the application, round figures in the thousands of dollars during the years of use 

since 1971 are deemed sufficient to serve the needs of opposer.”); Johnson & Johnson v. Rexall 

Drug Co., 186 USPQ 167 (TTAB 1975); Huber + Suhner Ltd. V. Champlain Cable Corp., 

Opposition No. 91166320 at *4 (TTAB December 31, 2009) (Exhibit 9) (“applicant must also 

clarify whether an advertising agency is involved in the creation of its product information sheets 

and/or any website advertising.” and “Applicant must clarify whether it provides advertising on 

its website and, to the extent it does so, applicant must (i) explain to opposer how advertising is 

conducted via the website, e.g. hyperlinks to product information sheets or single-page product 

summaries, and (ii) provide the annual costs of said advertising”); and American Optical Corp. v. 

Exomet, Inc., 181 USPQ 120, 123 (TTAB 1974). Applicant’s Response to Interrogatory 14, 

regarding the total number of dollars spent in advertisements containing the Applicant’s Mark 

requires supplementation for the same reasons as above.  Moreover, discovery is allowed on any 

matter that may serve as a basis for an affirmative defense or counterclaim or is reasonably 

calculated to lead to the discovery of admissible evidence. Neville Chemical Co. v. The Lubrizol 

Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 at *3-4 (TTAB June 14, 1974).   Likewise, 

discovery is allowed on any matter that might serve as the basis for an additional claim.  Id. 

Applicant’s Responses to Requests for Production 28, 29, 30, 31, and 67 for 

communications related to the creation, adoption, design, and development of Applicant’s Mark 

respectively as well as all documents related to trademark searches related to Applicant’s Mark 

are within the scope of discovery require supplementation.  (Exhibit 1); Neville Chemical Co. v. 

The Lubrizol Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 at *20-21 (TTAB June 14, 1974) 
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(“oppose must produce those documents pertaining to applications to register, in the United 

States Patent Office, the mark “LX” in connection with any of the goods listed in the notice of 

opposition.”); Sunkist Growers, Inc. v. Benjamin Ansehl Co., 229 USPQ 147, 148 (TTAB 1985); 

Volkswagenwerk Aktiengesellschaft v. MTD Products, Inc., Opposition No. 54,211, 181 USPQ 

471, 473 (TTAB Mar. 28, 1974) (“opposer requests that applicant furnish the names and 

business addresses of the person or persons who first suggested use by applicant of the mark 

"MUD BUG". . . the question is not improper if it is limited to applicant's mark "MUD BUG" for 

all-terrain vehicles.” and “whether applicant has at any time sought a legal opinion with respect 

to its use of the mark "MUD BUG" is likewise deemed to be relevant, and the interrogatory is 

accordingly proper”); American Optical Corp. v. Exomet, Inc., Opposition No. 54,396, 181 

USPQ 120, 123-24 (TTAB Feb. 13, 1974) (“opposer has asked applicant to identify, by name, 

title and address, the person or persons having material knowledge of applicant's adoption and 

use of its mark. Applicant has objected to the interrogatory on the ground that it is vague and 

indefinite. Applicant has nevertheless gone on to say that Darrell Maukonen and Michael Bock II 

are the persons having most knowledge of the adoption and use of applicant's mark. This is 

construed to be an adequate response to the interrogatory and applicant's objection is therefore 

sustained.” and “a trademark search report and comments and/or opinions relating thereto are not 

deemed to be privileged information within the context of the criteria set forth in the above-noted 

Federal Rules of Civil Procedure”); and Johnson & Johnson v. Diamond Medical, Inc., 183 

USPQ 615, 1974 TTAB LEXIS 156, *8-9 (TTAB Sept. 24, 1974) (“since it appears that the 

material requested may be relevant to the issue of likelihood of confusion, it is adjudged that the 

following should be produced for inspection and/or copying. 1. Trademark search reports, if any, 

made preceding the filing of the application”); Johnson & Johnson v. Rexall Drug Co., 186 
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USPQ 167 (TTAB 1975); TBC Corp. v. Grand Prix Ltd., 16 USPQ2d 1399, 1400 (TTAB 1990); 

Johnston Pump/General Valve Inc. v. Chromalloy American Corp., 10 USPQ2d 1671, 1675 

(TTAB 1988); Miles Laboratories, Inc. v. Instrumentation Laboratory, Inc., 185 USPQ 432, 434 

(TTAB 1975); Van Dyk Research Corp. v. Xerox Corp., 181 USPQ 346, 348 (TTAB 1974); and 

Fisons Ltd. v. Capability Brown Ltd., 209 USPQ 167, 170-71 (TTAB 1980). 

Regarding Request 34, response to this Request is not an undue burden.  D.K. Jain v. 

Ramparts, Inc., Opposition No. 98,307, 1998 TTAB LEXIS 433 at *16-17 (TTAB Nov. 30, 

1998) (Exhibit 8) (“INTERROGATORY NO. 10: (a) Explain how Applicant's mark is used and 

promoted to create a public perception of the Mark as an indication of source. (b) Identify the 

documents that evidence, refer to or otherwise relate to your response to subparagraph (a) of this 

interrogatory. . . .the Board finds that applicant has failed to establish that it would be unduly 

burdensome for applicant to provide written answers to these interrogatories.”). (Exhibit 1). 

Supplementation of the Responses to Requests 35, 36, 37, 37, 38, and 39 relating to use 

of the mark, good and services sold under the mark, and the market for the mark is required. 

(Exhibit 1); Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB LEXIS 

110 (TTAB June 14, 1974); Sunkist Growers, Inc. v. Benjamin Ansehl Co., 229 USPQ 147, 148 

(TTAB 1985); American Optical Corp. v. Exomet, Inc., Opposition No. 54,396, 181 USPQ 120, 

123-24 (TTAB Feb. 13, 1974) (“opposer has asked applicant to identify, by name, title and 

address, the person or persons having material knowledge of applicant's adoption and use of its 

mark. Applicant has objected to the interrogatory on the ground that it is vague and indefinite. 

Applicant has nevertheless gone on to say that Darrell Maukonen and Michael Bock II are the 

persons having most knowledge of the adoption and use of applicant's mark. This is construed to 

be an adequate response to the interrogatory and applicant's objection is therefore sustained.” and 
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“a trademark search report and comments and/or opinions relating thereto are not deemed to be 

privileged information within the context of the criteria set forth in the above-noted Federal 

Rules of Civil Procedure”); and Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167 (TTAB 

1975). 

The Responses to Requests 42, 43, 44, 45 require supplementation. (Exhibit 1).  Neville 

Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 at *20-21 (TTAB 

June 14, 1974) (“oppose must produce those documents pertaining to applications to register, in 

the United States Patent Office, the mark “LX” in connection with any of the goods listed in the 

notice of opposition.”); Sunkist Growers, Inc. v. Benjamin Ansehl Co., 229 USPQ 147, 148 

(TTAB 1985); American Optical Corp. v. Exomet, Inc., Opposition No. 54,396, 181 USPQ 120, 

123-24 (TTAB Feb. 13, 1974) (“opposer has asked applicant to identify, by name, title and 

address, the person or persons having material knowledge of applicant's adoption and use of its 

mark. Applicant has objected to the interrogatory on the ground that it is vague and indefinite. 

Applicant has nevertheless gone on to say that Darrell Maukonen and Michael Bock II are the 

persons having most knowledge of the adoption and use of applicant's mark. This is construed to 

be an adequate response to the interrogatory and applicant's objection is therefore sustained.” and 

“a trademark search report and comments and/or opinions relating thereto are not deemed to be 

privileged information within the context of the criteria set forth in the above-noted Federal 

Rules of Civil Procedure”); Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167 (TTAB 

1975); TBC Corp. v. Grand Prix Ltd., 16 USPQ2d 1399, 1400 (TTAB 1990); and Johnston 

Pump/General Valve Inc. v. Chromalloy American Corp., 10 USPQ2d 1671, 1675 (TTAB 1988). 

Applicant’s Response to Request No. 47 regarding all documents related to U.T. 

Physician’s right to use Applicant’s Mark must be supplemented for at least the reasons stated in 



 9 

American Optical (opinions relating to a trademark search report) and Volkswagenwerk (whether 

applicant has sought a legal opinion with respect to the use of its mark). (Exhibit 1); American 

Optical Corp. v. Exomet, Inc., Opposition No. 54,396, 181 USPQ 120, 123-24 (TTAB Feb. 13, 

1974); Volkswagenwerk Aktiengesellschaft v. MTD Products, Inc., Opposition No. 54,211, 181 

USPQ 471, 473 (TTAB Mar. 28, 1974); Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 

184, 1974 TTAB LEXIS 110 (TTAB June 14, 1974); Sunkist Growers, Inc. v. Benjamin Ansehl 

Co., 229 USPQ 147, 148 (TTAB 1985); Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167 

(TTAB 1975); TBC Corp. v. Grand Prix Ltd., 16 USPQ2d 1399, 1400 (TTAB 1990); and 

Johnston Pump/General Valve Inc. v. Chromalloy American Corp., 10 USPQ2d 1671, 1675 

(TTAB 1988). 

The Response to Request 56, regarding all documents related to surveys of the 

Applicant’s Mark requires supplementation.  (Exhibit 1); Pioneer Kabushiki Kaisha v. Hitachi 

High Technologies America, Inc., Opposition No. 91125458 at *19-21, 74 USPQ2d 1672  

(TTAB April 27, 2005) (“parties have been found to have a legal right to obtain requested 

documents that have been turned over to the party’s attorney, its insurer, a related company, or a 

former employee who receives compensation”  and “to the extent that the requested 

supplemental documents are under Pioneer’s control as the party commissioning the survey, 

Pioneer is ordered to serve Hitachi with copies of any documents responsive to Document 

Request Nos. 32, 36, and 37”
2
).   

                                                 
2
Pioneer Kabushiki Kaisha v. Hitachi High Technologies America, Inc., Opposition No. 91125458 at *16-17 (TTAB 

April 27, 2005)  

(“Document Request No. 32 

All documents referring or relating to any survey or study Opposer has conducted or has caused to be conducted 

regarding recognition of or reaction to Opposer’s mark or Applicant’s Mark, or any confusion among the marks. 

Document Request No. 36  

All documents and things reviewed, exchanged with, sent to, or relied upon by any expert retained by Opposer in 

relation to this opposition proceeding. 

Document Request No. 37 
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The fact that materials were prepared for trial or by an attorney does not prohibit 

production of those materials.  American Optical Corp. v. Exomet, Inc., Opposition No. 54,396, 

181 USPQ 120, 124 (TTAB Feb. 13, 1974) (“Rule 26(b)(3) asserts that a party may obtain 

discovery of documents and tangible things prepared in anticipation of litigation or for trial by or 

for another party or by or for that other party's attorney upon a showing that the party seeking 

discovery has substantial need of the materials in the preparation of his case and that he is unable 

without undue hardship to obtain the substantial equivalent of the materials by other means.”).  

The Responses to Requests 69, 70, 71, and 72 state that “a full and complete response calls for 

production of documents that are beyond the scope of discovery pursuant to…the civil rules 

concerning the production of trial preparation materials”.  (Exhibit 1) The Responses to Requests 

69, 70, 71, and 72 require supplementation as based on American Optical, the fact that the 

communications were prepared in anticipation of litigation or for trial does not prohibit the 

production of those materials.  (Exhibit 1); See Neville Chemical Co. v. The Lubrizol Corp., 183 

USPQ 184, 1974 TTAB LEXIS 110 (TTAB June 14, 1974); Sunkist Growers, Inc. v. Benjamin 

Ansehl Co., 229 USPQ 147, 148 (TTAB 1985); American Optical Corp. v. Exomet, Inc., 

Opposition No. 54,396, 181 USPQ 120, 123-24 (TTAB Feb. 13, 1974); and Johnson & Johnson 

v. Diamond Medical, Inc., 183 USPQ 615, 1974 TTAB LEXIS 156, *8-9 (TTAB Sept. 24, 1974) 

(“since it appears that the material requested may be relevant to the issue of likelihood of 

confusion, it is adjudged that the following should be produced for inspection and/or copying. 1. 

Trademark search reports, if any, made preceding the filing of the application”); Johnson & 

Johnson v. Rexall Drug Co., 186 USPQ 167 (TTAB 1975); TBC Corp. v. Grand Prix Ltd., 16 

USPQ2d 1399, 1400 (TTAB 1990); Johnston Pump/General Valve Inc. v. Chromalloy American 

                                                                                                                                                             
All documents and things to be utilized by any expert witness in any testimony connected with this opposition 

proceeding.”) 
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Corp., 10 USPQ2d 1671, 1675 (TTAB 1988); Miles Laboratories, Inc. v. Instrumentation 

Laboratory, Inc., 185 USPQ 432, 434 (TTAB 1975); Van Dyk Research Corp. v. Xerox Corp., 

181 USPQ 346, 348 (TTAB 1974); and Fisons Ltd. v. Capability Brown Ltd., 209 USPQ 167, 

170-71 (TTAB 1980). 

The Responses to Requests 73, 74, 75, 76, and 77 require supplementation.  These 

Request relate to employment files of and documents related to Dr. Anthony Johnson and Dr. 

Kenneth J. Moise. (Exhibit 1). The Request also relate to documents related to Dr. Michael 

Belfort.  .Exhibit 1).  Moreover, discovery is allowed on any matter that may serve as a basis for 

an affirmative defense or counterclaim or is reasonably calculated to lead to the discovery of 

admissible evidence. Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB 

LEXIS 110 at *3-4 (TTAB June 14, 1974) and Johnson & Johnson v. Diamond Medical, Inc., 

183 USPQ 615, 1974 TTAB LEXIS 156, *8-9 (TTAB Sept. 24, 1974) (“since it appears that the 

material requested may be relevant to the issue of likelihood of confusion, it is adjudged that the 

following should be produced for inspection and/or copying.”). 

The Response to Request 79 requires supplementation.  (Exhibit 1) Request 79 states 

“please produce all documents related to the intended audience for Applicant’s Mark.”    The 

opinion in D.K. Jain requires production on how the mark is used and promoted, as well as 

documents that evidence the use and promotion.  D.K. Jain v. Ramparts, Inc., Opposition No. 

98,307, 1998 TTAB LEXIS 433 at *16-17 (TTAB Nov. 30, 1998) (Exhibit 8).  The opinion in 

D.K. Jain also requires a description of “the circumstances of such first use, including the 

manner of use, the details of any sale involved, the type and/or class of customers, the trade, sale 

and/or distribution channels, number of units sold, and price charged”.  D.K. Jain v. Ramparts, 

Inc., Opposition No. 98,307, 1998 TTAB LEXIS 433 at *22-23 (TTAB Nov. 30, 1998) (Exhibit 
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8).  The opinion in Huber + Suhner requires that applicant must provide “documents in its 

custody, possession or control which show geographic areas of distribution of the involved goods 

sold in connection with the RADXL mark and specific classes of customers for said goods.”  

Huber + Suhner Ltd. v. Champlain Cable Corp., Opposition No. 91166320 at *7 (TTAB 

December 31, 2009) (Exhibit 9).  Other cases support the production of the documents requested 

in Request 29.  See Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB 

LEXIS 110 (TTAB June 14, 1974); Sunkist Growers, Inc. v. Benjamin Ansehl Co., 229 USPQ 

147, 148 (TTAB 1985); American Optical Corp. v. Exomet, Inc., Opposition No. 54,396, 181 

USPQ 120, 123-24 (TTAB Feb. 13, 1974); and Johnson & Johnson v. Diamond Medical, Inc., 

183 USPQ 615, 1974 TTAB LEXIS 156, *8-9 (TTAB Sept. 24, 1974) (“since it appears that the 

material requested may be relevant to the issue of likelihood of confusion, it is adjudged that the 

following should be produced for inspection and/or copying. 1. Trademark search reports, if any, 

made preceding the filing of the application”); Johnson & Johnson v. Rexall Drug Co., 186 

USPQ 167 (TTAB 1975); TBC Corp. v. Grand Prix Ltd., 16 USPQ2d 1399, 1400 (TTAB 1990); 

Johnston Pump/General Valve Inc. v. Chromalloy American Corp., 10 USPQ2d 1671, 1675 

(TTAB 1988). 

Applicant’s Responses to Request 80 requires supplementation.  Request 80 requests 

production of a complete description of services offered under Applicant’s Mark.  (Exhibit 1); 

Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 at *3-4 

(TTAB June 14, 1974) (“Opposer again has answered by referring applicant to one of opposer's 

publications, and applicant again objects that this leaves applicant to speculate as to the nature of 

opposer's goods. …. applicant maintains that it simply wants to know the intended uses of 

opposer's hydrocarbon resins, and no reason is seen why opposer should not furnish this 
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information to applicant. Interrogatories 14, 15 and 16 must similarly be specifically answered. 

Accordingly, applicant's motion to compel answer to interrogatories is granted . . .”). 

The Responses to Requests 81, 82, 83, and 84 require supplementation. (Exhibit 1).   

Requests relate to communications related to the description of services offered under 

Applicant’s Mark, and all documents and communications used or referred to in responding to 

Interrogatories 1, 2, or 3.  (Exhibit 1).  The Responses require supplementation as based on 

American Optical, the fact that the communications were prepared in anticipation of litigation or 

for trial does not prohibit the production of those materials.  American Optical Corp. v. Exomet, 

Inc., Opposition No. 54,396, 181 USPQ 120, 123-24 (TTAB Feb. 13, 1974);  Neville Chemical 

Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 (TTAB June 14, 1974); 

Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167,171 (TTAB 1975); TBC Corp. v. Grand 

Prix Ltd., 16 USPQ2d 1399, 1400 (TTAB 1990); Johnston Pump/General Valve Inc. v. 

Chromalloy American Corp., 10 USPQ2d 1671, 1675 (TTAB 1988). 

The Responses to Request 88, 92, 93, 96, 98, 99, 100, 101, 102, 103, 104, 105, 107, and 

109 relating to all documents and communications used or referred to in responding to 

Interrogatories 7, 11, 12, 15, 17, 18, 19, 20, 21, 22, 23, 24, 26, and 28, require supplementation. 

(Exhibit 1).  The Responses requires supplementation based on American Optical, the fact that 

the communications were prepared in anticipation of litigation or for trial does not prohibit the 

production of those materials.  American Optical Corp. v. Exomet, Inc., Opposition No. 54,396, 

181 USPQ 120, 123-24 (TTAB Feb. 13, 1974). 

The Responses to Requests 108, 110, 111, and 112, relating to all documents and 

communications used or referred to in responding to Interrogatories 27, 29, 30, and 31, require 

supplementation. (Exhibit 1).   Regarding Responses 108 and 112, discovery is allowed on any 
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matter that may serve as a basis for an affirmative defense or counterclaim or is reasonably 

calculated to lead to the discovery of admissible evidence. Neville Chemical Co. v. The Lubrizol 

Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 at *3-4 (TTAB June 14, 1974).  Regarding 

Responses 110 and 111, it is necessary for Applicant to disclose how UT Physicians first became 

aware of Opposer’s Mark.  Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 

TTAB LEXIS 110 at *5 (TTAB June 14, 1974) (“opposer need answer interrogatory 3 only to 

the extent of stating when and how it first became aware of applicant's use of "LZ" as a 

trademark for the goods listed in its application”).   

B.      Supplementation of Applicant’s Responses to Opposer’s Interrogatories is 

Necessary 

Applicant’s Responses to Interrogatories 1, 2, and 3 require supplementation.  (Exhibit 

2); Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 at *3-4 

(TTAB June 14, 1974) (“Opposer again has answered by referring applicant to one of opposer's 

publications, and applicant again objects that this leaves applicant to speculate as to the nature of 

opposer's goods. …. applicant maintains that it simply wants to know the intended uses of 

opposer's hydrocarbon resins, and no reason is seen why opposer should not furnish this 

information to applicant. Interrogatories 14, 15 and 16 must similarly be specifically answered. 

Accordingly, applicant's motion to compel answer to interrogatories is granted . . .”). 

Applicant’s Response to Interrogatory 14, regarding the total number of dollars spent in 

advertisements containing the Applicant’s Mark requires supplementation for the same reasons 

as above. (Exhibit 2). Moreover, discovery is allowed on any matter that may serve as a basis for 

an affirmative defense or counterclaim or is reasonably calculated to lead to the discovery of 

admissible evidence. Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB 

LEXIS 110 at *3-4 (TTAB June 14, 1974).  
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Applicant’s Responses to Interrogatory 17, 18, 19, and 20, regarding identification of 

persons responsible for the creation, adoption, design and development of Applicant’s Mark, 

require supplementation.  (Exhibit 2); Volkswagenwerk Aktiengesellschaft v. MTD Products, 

Inc., Opposition No. 54,211, 181 USPQ 471, 473 (TTAB Mar. 28, 1974) (“opposer requests that 

applicant furnish the names and business addresses of the person or persons who first suggested 

use by applicant of the mark "MUD BUG". . . the question is not improper if it is limited to 

applicant's mark "MUD BUG" for all-terrain vehicles.” and “whether applicant has at any time 

sought a legal opinion with respect to its use of the mark "MUD BUG" is likewise deemed to be 

relevant, and the interrogatory is accordingly proper”); American Optical Corp. v. Exomet, Inc., 

Opposition No. 54,396, 181 USPQ 120, 124 (TTAB Feb. 13, 1974) (“opposer has asked 

applicant to identify, by name, title and address, the person or persons having material 

knowledge of applicant's adoption and use of its mark. Applicant has objected to the 

interrogatory on the ground that it is vague and indefinite. Applicant has nevertheless gone on to 

say that Darrell Maukonen and Michael Bock II are the persons having most knowledge of the 

adoption and use of applicant's mark. This is construed to be an adequate response to the 

interrogatory and applicant's objection is therefore sustained.”) 

Regarding Interrogatory 29, related to identifying with particularity the date and 

circumstances of Applicant UT Physicians first awareness of Opposer TCH’s Mark, Applicant is 

required to identify the date and circumstances of its awareness of Opposer’s Mark. (Exhibit 2); 

Neville Chemical Co. v. The Lubrizol Corp., 183 USPQ 184, 1974 TTAB LEXIS 110 at *5 

(TTAB June 14, 1974) (“opposer need answer interrogatory 3 only to the extent of stating when 

and how it first became aware of applicant's use of "LZ" as a trademark for the goods listed in its 

application”).  The Response does not state the date or particular circumstances of UT Physicians 
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first awareness of Opposer’s Mark.  Based on Applicant’s Response, it is clear that Anthony 

Johnson, Kenneth Moise, and Karen Moise were not employees of UT Physicians at the time 

they became aware of Opposer’s Mark.  These individuals were employees or associated with 

the Opposer and therefore would have become aware of Opposer’s Mark during their employ or 

association with Opposer.   Interrogatory 29 asks the date and circumstances of UT Physicians 

(defined in the Definitions section of Schedule A to the Interrogatories as “the 501(c)(3) 

organization that is the clinical practice of The University of Texas Medical School at Houston 

with hospital affiliations at Memorial Hermann – Texas Medical Center and Children’s 

Memorial Hermann Hospital and others”) first awareness of Opposer’s Mark. (emphasis added) 

(Exhibit 2). 

C.      Supplementation of Applicant’s Privilege Log is Necessary 

Applicant’s privilege log does not comply with Fed. R. Civ. P. 26(b)(5)(A)(ii) and 

therefore requires supplementation.  (Exhibit 3). The text in the subject column of Applicant’s 

Privilege Log does not describe the nature of the documents, communications, or tangible things 

not produced or disclosed and in a sufficient manner to enable Opposer to assess the claim of 

privilege.  Fed. R. Civ. P. 26(b)(5)(A)(ii). 

Moreover, at least two entries in Applicant’s Privilege Log do not list an attorney as 

sending or receiving the email.  Exhibit 3, Entry 1, dated 9/12/2011 is from Susan Distefano, 

CEO of Children’s Memorial Hermann to Andrew Casas, COO and VP of U.T. Physicians.  

Amanda Spielman, Chief of Hospital Operations for Memorial Hermann, is an additional 

recipient.  None of the above are attorneys or an attorney’s agent.  Exhibit 3; Entry 32, dated 

7/18/2012 is from Tracy Fry-Longoria, Chief Ambulatory Care Officer at U.T. Physicians, to 

Sean Blackwell, Chair of the Department of Obstetrics, Gynecology and Reproductive Sciences 

at UTHealth Medical School, KuoJen Tsao, Assistant Professor at UTHealth Medical School, 
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and Andrew Casas, COO and V.P. of U.T. Physicians.  None of the above are attorneys or an 

attorney’s agent.  A communication or document is not rendered privileged even if it is later 

forwarded to an attorney. The Goodyear Tire & Rubber Co. v. Uniroyal, Inc., 183 USPQ 372, 

1974 TTAB LEXIS 122 at *12 (TTAB Sept. 18, 1974) (“A document, the production of which 

may otherwise be required, may not be rendered privileged by delivering it to the attorney for 

one of the parties. (citations omitted)”). 

V.     CONCLUSION 

TCH respectfully prays that this Court grant this Motion to Compel and order Applicant 

U.T. Physicians to supplement Applicant’s Written Response to Opposer’s Amended First Set of 

Requests for the Production, Applicant’s Written Response to Opposer’s Amended First Set of 

Interrogatories to Applicant, and Applicant U.T. Physicians’ Privilege Log. 

 

 

Respectfully submitted, 

 /William P. Ramey, III/ 

      William P. Ramey, III 

      Ramey & Browning, PLLC 

Texas Bar No. 24027643 

      5020 Montrose Blvd., Suite 750 

      Houston, Texas 77006 

      (713) 426-3923 (telephone) 

      (832) 900-4941 (fax) 

      wramey@rameybrowning.com 

       

Attorney for Opposer 

Texas Children’s Hospital, Inc. 
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CERTIFICATE OF CONFERENCE 

 

Counsel for Opposer first notified Applicant on March 27, 2013 of the deficiencies in 

Applicants Responses.  Counsel for Applicant would not supplement responses at that time.  

Opposer has been awaiting additional production for over 4 weeks.  Counsel for the Opposer 

contacted counsel for the Applicant on April 30, 2013 concerning supplementation of 

Applicant’s Written Response to Opposer’s Amended First Set of Requests for the Production, 

Applicant’s Written Response to Opposer’s Amended First Set of Interrogatories to Applicant, 

and Applicant U.T. Physicians’ Privilege Log.  As of May 1, 2013, no further documents had 

been produced by Applicant.  Opposer needs the documents as soon as possible and has already 

waited for over 4 weeks. 

/William P. Ramey, III/ 

Counsel for Opposer 

Texas Children’s Hospital, Inc. 

 

 

 

CERTIFICATE OF SERVICE 

 

 A copy of the foregoing Motion to Compel was served, by agreement of the parties, via 

e-mail to RRundelli@Calfee.com, this 1st day of May, 2013, on counsel of record for Applicant, 

Raymond Rundelli, Calfee, Halter & Griswold, LLP, 1405 East Sixth Street, The Calfee 

Building, Cleveland, Ohio 44114. 

/William P. Ramey, III/ 

Counsel for Opposer 

Texas Children’s Hospital, Inc. 
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On December 29, 2009, the parties, Huber + Suhner Ltd. 

(represented by Julie B. Seyler of Abelman Frayne & Schwab) 

and Champlain Cable Corporation (represented by Heather V. 

Miller of Hinman, Howard & Kattel, LLP), and Elizabeth 

Winter, the assigned Interlocutory Attorney, all 

participated in a telephone conference regarding opposer’s 

motion to compel.1  See Trademark Rules 2.120(i)(1) and 

2.127(c); and TBMP § 502.06 (2d ed. rev. 2004).  This order 

summarizes the conference and sets forth the status of the 

proceeding.   

                     
1 The motion to compel was originally filed on March 13, 2008, but 
was deemed moot by the Board in an order mailed October 22, 2008.  
The motion was reinstated by the Board in its order mailed May 
11, 2009.  This proceeding has remained suspended since that 
date.  
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To expedite the decision on the subject motion, the 

Board presumes the parties’ familiarity with the issues 

presented and does not provide a complete recitation of the 

allegations and arguments of each party.   

Opposer’s Motion to Compel 

In its reply brief, opposer specified that only 

applicant’s responses to Interrogatory Nos. 6, 7(a) and 

7(b), and to Requests for Production of Documents Nos. 6, 8, 

9, 14 and 19 remain in dispute.  In view thereof, during the 

telephone conference, the Board addressed those discovery 

requests and applicant’s responses thereto.   

• Good Faith Effort Requirement 

At the outset, the Board addressed the requirement of 

Trademark Rule 2.120(e)(1), 37 C.F.R. § 2.120(e)(1), viz. 

that a motion to compel must be supported by a written 

statement from the moving party that such party or its 

attorney has made a good faith effort, by conference or 

correspondence, to resolve with the other party or its 

attorney the issues presented by the motion, and has been 

unable to reach an agreement.  See TBMP §532.02 (2d ed. rev. 

2004).  Specifically, the Board noted the letters from 

opposer’s counsel to applicant’s counsel dated December 26, 

2007, February 19, 2008, March 7, 2008 and October 8, 2008, 

and a telephone call between counsel that apparently 

occurred in late September or October 2008, with which 
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opposer sought to resolve the initial lack of response from 

applicant and, later, alleged deficient responses from 

applicant.  Notwithstanding opposer’s seven-month delay in 

following up regarding the alleged deficiencies in 

applicant’s responses, the Board stated that opposer had 

complied with the good faith effort requirement set forth in 

Trademark Rule 2.120(e)(1). 

• Interrogatories 

The following determinations were made regarding 

opposer’s interrogatories.  Opposer’s motion to compel is:  

(1) Granted in part, with respect to interrogatory no. 

6.  The Board discussed the list of goods on applicant’s 

document “Bates No. 00136”, which sets forth sales in dollar 

units from May 26, 2006 through 2008.  Applicant clarified 

that the description of goods in the involved application 

includes all the goods listed on said document.  The Board 

stated that providing annual sales figures (rather than the 

monthly figures requested) for the described goods in 

connection with the involved mark is sufficient.  However, 

applicant is required to provide annual sales figures for 

the last five years (i.e. including and subsequent to May 

26, 2004), which were not already provided.  See American 

Optical Corp. v. Exomet, Inc., 181 USPQ 120, 123 (TTAB 1974) 

(required to furnish round figures concerning sales under 

mark for period of five years as well as advertising 
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expenditures relating thereto; and  TBMP § 414(18) (2d ed. 

rev. 2004).   

(2) Granted in part, with regard to interrogatory nos. 

7(a) and 7(b).  Applicant’s response as to whether it 

engages in advertising or other promotional activities 

relative to applicant’s goods with applicant’s mark was that 

it does not engage in print advertising, but has sales 

literature and brochures and maintains a website.  Applicant 

also stated the approximate cost of its sales brochures as 

$30,000 annually.  Such responses are sufficient but for the 

wording “and maintains a website”, which begs the question 

as to whether applicant provides advertising on its website.  

This question is supported by evidence provided by 

applicant, i.e. product summaries shown at applicant’s 

website as shown in applicant’s documents, Bates Nos. 00038-

00039. 

 Applicant must clarify whether it provides advertising 

on its website and, to the extent it does so, applicant must 

(i) explain to opposer how advertising is conducted via the 

website, e.g. hyperlinks to product information sheets or 

single-page product summaries, and (ii) provide the annual 

costs of said advertising to the extent that such 

advertising and promotional costs can be separated from the 

costs of creating and maintaining the website for general 

purposes, and to the extent applicant’s expenditures, if 
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any, for website advertising exceeds the $30,000 annual 

advertising expenditures for printing its brochures, 

applicant must provide annual advertising figures incurred 

for website advertising for the last five years.  See Id.  

If such data is unavailable, applicant should state so 

explicitly.   

As discussed, applicant must also clarify whether an 

advertising agency is involved in the creation of its 

product information sheets and/or any website advertising.  

If such an entity is so involved, applicant must identify 

the advertising agency employees having the most knowledge 

of such advertising and promotion.  See TBMP § 414(17) (2d 

ed. rev. 2004).   

• Requests for Production of Documents 

 Before addressing the particular requests for 

production in dispute, the Board noted opposer’s requests 

for “all documents” in several of its requests.  To the 

extent opposer requests copies of “all documents” that 

relate to the production of applicant’s goods, such request 

is denied for being overly broad and unduly burdensome.  In 

general, a request for “all documents” without any temporal 

limitation is not in conformance with the parties’ 

obligation to make a good faith effort to seek only such 

discovery as is proper and relevant to the specific issues 

involved in the proceeding.  See TBMP § 402.01 (2d ed. rev. 
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2004).  Furthermore, a party need not provide discovery with 

respect to goods that are not involved in the proceeding and 

have no relevance thereto.  Id. at § 414(11).   

The following determinations were made regarding 

opposer’s requests for production of documents in dispute.  

Opposer’s motion to compel is:  

(1) Granted in part, with respect to request for production 

no. 6.  In regard to opposer’s request for documents 

concerning “the production of applicant’s goods …,” the 

Board notes that applicant has stated that all its goods are 

produced in Colchester, Vermont.  Applicant also has 

provided an invoice history list (shown in applicant’s 

documents, Bates Nos. 00138-00139), which sets forth a list 

of buyers of “automotive products” for the year 2004, and 

numerous product information sheets (shown in applicant’s 

documents, Bates Nos. 00038-00090).  Applicant’s counsel 

stated that actual invoices are kept in storage and are 

unavailable without undue burden to applicant.  The Board 

notes also the declaration of Rick Antic, which avers that 

applicant “markets and sells wire and cable products to the 

automotive and transportation industry under the RADXL mark” 

and that applicant’s customer base “includes” original 

equipment manufacturers for the automotive industry.  

Nonetheless, these references to the “automotive industry” 

or “transportation industry” are insufficient insofar as 
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such wording is overly vague as to the identity of customer 

types in the context of such complex industries.  Moreover, 

the term “includes” implies that there exist other types or 

classes of customers.  Opposer is entitled to more specific 

information on classes of customers of applicant’s involved 

goods sold in connection with the RADXL mark (TBMP § 414(3)) 

and on geographic areas of distribution of goods sold under 

the involved mark (TBMP § 414(16)).  Therefore, to the 

extent it has not already done so, applicant must provide 

documents in its custody, possession or control which show 

geographic areas of distribution of the involved goods sold 

in connection with the RADXL mark and specific classes of 

customers for said goods.2   

As noted during the conference, where complete 

compliance with this or any other granted discovery request 

discussed in this order would be unduly burdensome, a 

representative sampling may be provided (TBMP § 414(2)); 

however, an explanation must be made describing why the 

request is unduly burdensome.  (For example, the responding 

party has tens of thousands of documents spanning decades.)  

Furthermore, a production of “representative” documents must 

truly be a representative sampling, and not merely a self-

                     
2 The Board has already addressed supra, in connection with 
Interrogatory no. 6, the manner in which applicant is to provide 
to opposer additional information regarding annual sales of its 
goods sold in connection with the RADXL mark. 
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serving selection of favorable documents.  See, e.g., The 

Procter & Gamble Company v. Keystone Automotive Warehouse, 

Inc., 191 USPQ 468 (TTAB 1976).  An evasive or incomplete 

response is the equivalent of a failure to disclose.  Fed. 

R. Civ. P. 26(g) and 37(a)(3).   

(2) Granted in part, with respect to request for production 

no. 8.  In regard to opposer’s request for documents 

relating to the implementation of applicant’s advertising 

program, applicant stated in its supplemental response that 

it “does not advertise its products in print media.  Samples 

of Applicant’s product information sheets which are directed 

to customers are attached (Bates numbers 00038-00090).  

Applicant is responsible for printing the product 

information sheets.”  This response is sufficient to the 

extent applicant has provided representative samples of its 

product advertising.  However, in tandem with applicant’s 

responses to Interrogatory Nos. 7(a) and 7(b) and document 

request no. 6 discussed supra, applicant must provide 

documents in its custody, possession or control which show 

the classes of customers who have received or receive the 

product information sheets or who access applicant’s website 

advertising.  As noted, supra, opposer is entitled to 

information on the classes of customers for a party’s 

involved goods.  See TBMP § 414(3) (2d ed. rev. 2004).  If 

such data is unavailable, applicant should state so 
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explicitly.  Applicant is not obligated to create responsive 

documents solely to satisfy opposer’s discovery requests.  

See Washington v. Garrett, 10 F.3d 1421, 1437-1438 (9th Cir. 

1993).   

(3) Denied, with respect to request for production no. 9, 

except as agreed between the parties.  In regard to 

opposer’s request for documents regarding applicant’s first 

use of its RADXL mark in the United States, the Board noted 

that priority is not an issue in this case (see, e.g., 

notice of opp. ¶6).  Opposer asserted that such information 

may be relevant to the prior relationship between the 

parties.  Applicant agreed to research whether original 

invoices of applicant’s first use of the mark RADXL with the 

involved goods and, if available, provide such document(s) 

to opposer.   

(4) Denied as being overly broad and burdensome, with 

respect to request for production no. 14, except as agreed 

to by the parties.  Applicant already provided a sample 

label (applicant’s document with Bates No. 00091), but 

agreed during the conference to provide an actual label 

showing how the mark is actually presented in connection 

with the involved goods. 

(5)  Denied, with respect to request for production no. 19, 

which requested “all documents showing that applicant was 

affiliated with opposer.”  Applicant’s response is sufficient 
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(see applicant’s documents, Bates Nos. 00092-00124); and other 

documents should be in opposer’s control or possession. 

Duty to Supplement Responses 

Applicant is reminded of its continuing duty to 

thoroughly search its records for all information properly 

sought in discovery, and to provide such information to the 

requesting party.  TBMP § 408.02 (2d ed. rev. 2004).  A party 

that has responded to a request for discovery with a response 

is under a continuing duty to supplement or correct the 

response to include information thereafter acquired or 

uncovered.  Id. at § 408.03.   

Applicant is also reminded that, if a party provides an 

incomplete response to a discovery request, that party, upon a 

timely raised objection by an adverse party, may not 

thereafter rely at trial on information from its records which 

was properly sought in the discovery request, but which was 

not included in the response thereto, unless the response is 

supplemented in a timely fashion pursuant to Fed. R. Civ. P. 

26(e).  See Bison Corp. v. Perfecta Chemie B.V., 4 USPQ2d 1718 

(TTAB 1987); and TBMP §408.02.  Applicant is further reminded 

that, should it be later found to have willfully withheld 

discovery responses, introduction of such evidence withheld 

may be precluded upon a motion to strike. 
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Proceedings Resumed; Trial Dates  

Opposer’s motion to compel is granted to the extent 

discussed herein.  Proceedings are resumed.  Applicant is 

allowed until THIRTY DAYS from the mailing date of this 

order in which to respond to the interrogatories, as 

discussed, and to identify and copy all documents and 

materials responsive to opposer’s document requests, as 

discussed herein, and forward such information and materials 

to opposer.  Trial dates are reset as follows: 

 

 
In each instance, a copy of the transcript of 

testimony, together with copies of documentary exhibits, 

must be served on the adverse party within thirty days after 

completion of the taking of testimony.  Trademark Rule 

2.l25.   

Briefs shall be filed in accordance with Trademark Rule 

2.128(a) and (b).  An oral hearing will be set only upon 

request filed as provided by Trademark Rule 2.l29. 

ﾛﾛﾛ 

DISCOVERY PERIOD TO CLOSE: CLOSED

March 31, 2010

May 30, 2010

July 14, 2010

Thirty-day testimony period for party in 
position of plaintiff to close: 

Thirty-day testimony period for party in 
position of defendant to close: 

Fifteen-day rebuttal testimony period to 
close: 


