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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

Insight Pharmaceuticals, LL.C

Opposer

\Z Opposition No. 91207097
Application No. 85/588,937

SatisPharma, LL.C

Applicant

United States Patent and Trademark Office
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

APPLICANT’S MOTION FOR SUMMARY JUDGMENT

I. Applicant’s Motion for Summary Judgment — Opposer’s allegation of dilution of famous
mark

Pursuant to Fed. R. Civ. P. 56(a) and Rule 2.127(e), Applicant moves for Summary
Judgment based on the lack of evidence supplied by Opposer to support Opposer’s allegation
that Opposer’s mark is famous under 15 U.S.C. §1125 and Opposer’s allegation that Applicant’s
registration and use of NIXIT for anti-itch lotion also is likely to dilute the distinctive quality of
Opposer’s NIX trademarks.
II. Standard of Review

Summary Judgment is appropriate “if the movant shows that there is no genuine dispute
as to any material fact and the movant is entitled to judgment as a matter of law.” Fed. R. Civ. P.

56(a). “The plain language of Rule 56(c) mandates the entry of summary judgment, after
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adequate time for discovery and upon motion, against a party who fails to make a showing
sufficient to establish the existence of an element essential to that party's case, and on which that
party will bear the burden of proof at trial.” Celotex Corp. v. Catrett, 477 U.S. 317, at 323
(1986). The burden of the moving party may be met by showing “that there is an absence of
evidence to support the nonmoving party's case.” Celotex at 326.

I11. Applicant is entitled to Summary Judgment based on Opposer’s lack of evidence to
support a claim of dilution of famous mark

Opposing party alleges that Opposer’s mark 1s famous under 15 USC §1125 and that
“Applicant’s registration and use of NIXIT for anti-itch lotion also is likely to dilute the
distinctive quality of Opposer’s NIX trademarks.” Applicant respectfully submits that after
adequate time through discovery Opposer has failed to provide any evidence to support
Opposer’s allegation that Opposer’s mark is famous. Further, Opposer has failed to provide any
evidence to support Opposer’s allegation that Applicant’s mark 1s likely to dilute the distinctive
quality of Opposer’s NIX trademarks.

Under 15 USC §1125(c)(2)(a), “a mark is famous if it is widely recognized by the general
consuming public of the United States as a designation of source of the goods or services of the
mark’s owner.” The courts have stated that a famous mark is one that has “extensive public
recognition and renown.” Bose Corp. v. OSC Audio Prods. Inc., 293 F.3d 1367, 1371 (Fed. Cir.

2002).
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15 USC §1125(c)(2)(a) further states that:

“In determining whether a mark possesses the requisite degree of recognition, the court
may consider all relevant factors, including the following:
(1)The duration, extent, and geographic reach of advertising and publicity of the
mark, whether advertised or publicized by the owner or third parties.
(11)The amount, volume, and geographic extent of sales of goods or services
offered under the mark.
(1i1)The extent of actual recognition of the mark.
(iv)Whether the mark was registered under the Act of March 3, 1881, or the Act
of February 20, 1905, or on the principal register.” Id.

In Toro Co. v. ToroHead Inc., 61 USPQ 2d 1174 (2003) the court stated that in order to
prove that a mark is famous, an Opposer must provide evidence that when the public encounters
Opposer's mark in almost any context, it associates the term, at least initially, with the mark's
owner. Id. Examples of evidence that show the transformation of a term into a truly famous mark
include:
1. Recognition by the other party. Federal Express, 201 F.3d at 177, 53 USPQ2d at
1346.

2. Intense media attention. E/i Lilly, 233 F.3d at 459 and 469, 56 USPQ2d at 1943 and
1951 (PROZAC appearing twice on the cover of Newsweek; identified in Fortune
magazine as one of the top six “health and grooming products of the 20th century,”

subject of two bestsellers and television news and talk shows).

3. Surveys. Grupo Gigante S.A. de C.V. v. Dallo & Co., 119 F. Supp.2d 1083, 1099 (C.D.
Cal. 2000) (Survey considered, but not persuasive).

Id at1182.

The Opposer has provided no evidence, including recognition by the Applicant, intense
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media attention or surveys to show the extent of actual iition by the general public of the
mark. Therefore, Applicant respectfully submits that Opposer, after adequate time through

discovery, has failed to provide any evidence to show that Opposer’s mark is widely recognized
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by the general consuming public of the United States as a designation of the source of the goods
under the NIX trademark. Consequently, Opposer has provided no evidence to support their
allegation that Opposer’s mark is famous. Summary Judgment is thus appropriate based on the
absence of evidence to support the Opposer’s allegation of dilution of Opposer’s trademark.

In addition, Opposer claims Applicant’s mark would dilute the distinctive quality of
Opposer’s NIX trademarks. To prove dilution of a mark, the courts have clearly stated only
famous marks are eligible for protection against dilution. Therefore the Opposer must
demonstrate by the evidence that its mark is truly famous. L. P. Lund Trading ApS v. Kohler Co.,
163 F.3d 27, 47, 49 USPQ2d 1225, 1239 (1st Cir. 1998) at 1227.

The factors in determining whether dilution will occur include determining the
“similarity of the marks and renown of the senior party, i.e., the person claiming fame, as well as
whether target customers are likely to associate two different products with the mark even if they
are not confused as to the different origins of these products.” Toro at 1183, citing Hasbro Inc.
v. Clue Computing Inc., 52 USPQ2d 1402, at 1417 (D. Mass. 1999). For dilution purposes, the
Opposer must prove more than confusing similarity; it must show that the marks are identical or
“very or substantially similar.” Nabisco, Inc. v. PF Brands Inc., 191 F.3d 208, 215, 51 USPQ2d
1882, 1886 (2d Cir. 1999), quoting, Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc.,
875 F.2d 1026, 1035, (2d Cir. 1989). Further the courts have continuously held that the test for
dilution is not the same as for determining whether two marks are confusingly similar for

likelihood of confusion purposes, “the marks must be similar enough that a significant segment
of the target group sees the two marks as essentially the same.” Toro at 1183, citing Luigino's,

Inc., 170 F.3d at 832, 50 USPQ2d at 1051) (quoting 2 McCarthy on Trademarks and Unfair

Competition, §24:90.1 (4th ed. 1998)).
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“[T]o show that a mark is more than a simple trademark, there must be some evidence
that the potential purchasers link the two marks in their minds even if it is simply to speculate as
to why the other party should be able to use the famous mark of another.” Toro at 1184 quoting
Mead Data, 875 F.2d at 1031 (“Dilution theory presumes some kind of mental association in the
reasonable buyer's mind.”)

Again the Opposer, through the course of discovery has provided no evidence, including
survey evidence or media attention, to show that potential purchasers link the two marks in their
minds or even that a significant segment of the target group sees the two marks as essentially the
same. Consequently, Opposer has provided no evidence to support Opposer’s allegation of
dilution. Therefore, Summary Judgment is appropriate based on the absence of evidence to
support the Opposer’s allegation of dilution of Opposer’s trademark.

IV. Conclusion
Because the Opposer’s evidence is insufficient to establish all of the elements of fame or

dilution, Applicant requests that the Board GRANT Applicant’s Motion for Summary Judgment.
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WHEREFORE, the Applicant respectfully requests that Applicant’s Motion for Summary
Judgment be GRANTED.

Cochran Freund & Young LLC
Attorneys for the Applicant
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Date: Samuel M. Freund

Cochran Freund & Young LLC
2026 Caribou Drive, Suite 201
Fort Collins, Colorado 80525
Telephone: (970) 492-1100
Facsimile: (970) 492-1101
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I hereby certify that a true and correct copy of the foregoing was mailed, via First Class
Mail, on the 11" day of June 2014 to the following:

Micheline Kelly Johnson

BAKER, DONELSON, BEARMAN, CALDWELL &
BERKOWITZ, P.C.

1800 Republic Centre

633 Chestnut Street

Chattanooga, Tennessee 37450

(423) 209-4103 (office)

(423) 752-9548 (fax)

Cochran Freund & Young LLC
Attorneys for the Applicant

B

1 jme Jo1H

Date: Samuel M. Freund

Cochran Freund & Young LL.C
2026 Caribou Drive, Suite 201
Fort Collins, Colorado 80525
Telephone: (970) 492-1100
Facsimile: (970) 492-1101



