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OVERLND.217M TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
QUANTUM CORPORATION, ) Opposition No.: 91206714
)
Opposer, )
) Serial No.: 85/449,344
V. )
)
OVERLAND STORAGE, INC., ) Mark: SNAPSERVER DX SERIES
)
Applicant. )

MOTIONTO SUSPEND PROCEEDING

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
Dear Sir or Madam:
Pursuant to 37 CFR § 2.117(a), and Fed. R. Civ. P. 15(a), Applicant Overland Storage,

Inc. (“Overland”) hereby moves for a suspension of the above-captioned opposition proceedings
(“Opposition”) pending the determination of a pending federal lawsuit between Overland and
Opposer Quantum Corporation (“Quantum”). See Overland Storage, Inc. v. Quantum
Corporation, Civil Action No. CV 01599-JLS-BLM (“the Lawsuit”). Copies of the relevant
pleadings from the Lawsuit are attached for the Board’s review and evaluation.

. It is proper for the Board to exercise its discretion and suspend an opposition proceeding
where there is a co-pending civil action involving the same parties that will affect an issue of the

proceeding. See 37 CFR § 2.117(a) (“Whenever it shall come to the attention of the Trademark



Trial and Appeal Board that a party or parties to a pending case are engaged in a civil action . . .
which may have a bearing on the case, proceeding before the Board may be suspended until
termination of the civil action.”). “The only question for determination [by the Board], therefore,
is whether the outcome of the civil action will have a bearing on the issues involved in the
opposition proceeding.” The Other Tel. Co. v. Conn. Nat’l Tel. Co., 181 USPQ 125, 126
(T.T.A.B. 1974); see also Softbelly’s, Inc. v. Ty, Inc., Opposition No. 150771, 2002 TTAB
LEXIS 529, at *6 (T.T.A.B. Aug. 13, 2002) (“Because we determine that the civil action has not
been finally determined and that it will directly affect the resolution of the issue of genericness in
this case, it would be appropriate to suspend the Board proceedings in this case.”).

A copy of the complaint from the civil action is usually sufficient for the Board to make
that détermination. The Other Tel. Co., 181 USPQ at 126 (Based on the allegations in the
complaint, “[i]t is clear . . . that the final determination of the civil suit will directly affect the
resolution of the issue of likelihood of confusion which is involved in the proceeding before the
Trademark Trial and Appeal Board.”). In this instance, the Answer included counterclaims
which brought the subject application into the Lawsuit.

Overland respectfully asserts that the Board should suspend the Opposition until the
Lawsuit is resolved because the Lawsuit before the United States District Court for the Southern
District of California will have a bearing on, if not definitively resolve, the legal and factual
issues in this Opposition proceeding.

Overland filed the Lawsuit seeking, among other relief, damages arising from Quantum’s
infringemént of its patents, which are the subject of United States Patent Nos. 6,328,766 and
6,353,581. (see Exhibit A attached hereto) Quantum’s counterclaims in the Lawsuit seeking a

judgment that Overland infringes Quantum’s trademarks (see Exhibit B attached hereto), raise



the same salient legal and factual issues as those that must be addressed in the Opposition,
namely, whether Overland’s trademarks, including Overland’s SNAPSERVER DX SERIES
trademark, which is the mark at issue in this Oppositioﬁ, is likely to cause confusion with
Quantum’s asserted DX and DXI Family of Marks. In its answer to the counterclaims (see
Exhibit C attached hereto), Overland has denied Quantum’s allegations of trademark
infringement.

In view of the identical legal and factual issues present in the Lawsuit and this
Proceeding, resolution of the Lawsuit will almost certainly dispose of the issues in this
Proceeding. See generally Trademark Trial and Appeal Board Manual of Procedure (“TBMP”)
§ 510.02(a) (“To the extent that a civil action in a Federal district court involves issues in
common with those in a proceeding before the Board, the decision of the Federal district court is
often binding upon the Board, while the decision of the Board is not binding upon the court.”);
Daimler Chrysler Corp. v. Maydak, 86 U.S.P.Q.2d 1945, 1950 (T.T.A.B. 2008). Where this is
the case, “[o]rdinarily, the Board will suspend proceedings in the case before it if the final
determination of the other proceeding will have a bearing on the issues before the Board.” TBMP
§ 510.02(a); see also Gen. Motors Corp. v. Cadillac Club Fashions Inc., 22 U.S.P.Q.2d 1933,
1936-37 (T.T.A.B. 1992).

Applicant’s motion is timely filed under 37 CFR § 2.117 as the Board does not usually
require that an issue be joined (that an answer be filed) in one or both proceedings before the
Board will consider suspending a Board proceeding pending the outcome of another proceeding
and here it is possible for the Board to ascertain, prior to the filing of an answer in the
Opposition, whether the final determination of the Lawsuit may have a bearing on the issues

before the Board. TBMP § 510.02(a). Here, Quantum’s counterclaims in the Lawsuit clearly



show that the determination of the Lawsuit has a bearing on the issues before the Board in the
Opposition.

Accordingly, in the interests of avoiding the bﬁrden associated with maintaining two
parallel proceedings involving the same factual and legal issues, Overland respectfully requests
suspension of the Opposition until resolution of the Lawsuit. Proceeding with this Opposition
(iuring the pendency of the Lawsuit will waste the resources of the parties and the Board.
Therefore, it is in the best interest of the parties and the Board to suspend this Opposition
pending the outcome of the Lawsuit.

For the reasons set forth above, Overland respectfully requests that the Board suspend all
proceedings in this Opposition, including Overland’s time in which to file an Answer, pending
the outcome of the Lawsuit.

Please charge Deposit Account No. 11-1410 to cover any additional fees which may be
required, or credit any overpayment to this account.

Respectfully submitted,
KNOBBE, MARTENS, OLSON & BEAR, LLP

e At 2L VTV

N Jefftgy I/ Van Hoosear

0400 Main Street, Fourteenth Floor
Irvine, CA 92614

(949) 760-0404
efiling@kmob.com

Attorneys for Applicant,
OVERLAND STORAGE, INC.



CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing MOTION TO SUSPEND
PROCEEDING upon Quantum Corporation by depositing one copy thereof in the United States
Mail, first-class postage prepaid, on October 9, 2012, addressed as follows:

QUANTUM CORPORATION
1650 Technology Drive, Suite 700
San Jose, CA 95110
UNITED STATES

e

Anna Kim, Paralegal

14094317
100412



EXHIBIT A



Case 3:12-cv-01599-JLS-BLM Document 1 Filed 06/28/12 Page 1 of 10

1 | SEAN C. CUNNINGHAM (Bar No. 174931)
sean.cunningham(@dlapiper.com

2 | ERINP. GIBSON (Bar No. 229305)
erin.gibson@dlapiper.com

3 | JACOB D. ANDERSON (Bar No. 265768)
jacob.anderson@dlapiper.com

4 | DLA PIPER LLP (US)

401 B Street, Suite 1700

5 | San Diego, CA 92101-4297

Tel: 619.699.2700

6 | Fax: 619.699.2701

7 | BRENT K. YAMASHITA (Bar No. 206890)
brent.yamashita@dlapiper.com

8 || ROBERT BUERGI (Bar No. 242910)
robert.buergi@dlapiper.com

9 | SUMMER KRAUSE (Bar No. 264858)
summer.krause@dlapiper.com

10 | DLA PIPER LLP (US)

2000 University Avenue

11 | East Palo Alto, CA 94303-2215

Tel: 650.833.2000

12 || Fax: 650.833.2001

13 | Attorneys for Plaintiff
OVERLAND STORAGE, INC.

14
15 UNITED STATES DISTRICT COURT
16 SOUTHERN DISTRICT OF CALIFORNIA
17

OVERLAND STORAGE, INC.,
18 ,

Plaintiff, Case No. 12CV1599 BTM JMA
19
V. PLAINTIFF OVERLAND STORAGE,

20 INC.’S COMPLAINT FOR PATENT

QUANTUM CORPORATION; and INFRINGEMENT
21 | VENTURE CORPORATION LIMITED,

DEMAND FOR JURY TRIAL

22 Defendants.
23
24 Plaintiff Overland Storage, Inc. (“Overland Storage”), by and through its undersigned

25 | attorneys, complains and alleges against Defendants Quantum Corporation (“Quantum”) and
26 | Venture Corporation Limited (“Venture”) (collectively “Defendants”) as follows:

27 | 1111

28 | /1111

DLA PipER LLP (US)
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NATURE OF THE ACTION

1. This is a civil action for infringement of United States Patent Nos. 6,328,766
and 6,353,581. This action arises under the laws of the United States relating to patents,
including 35 U.S.C. § 281.

JURISDICTION AND VENUE

2. This Court has subject matter jurisdiction pursuant to 28 U.S.C. §§ 1331 and
1338(a) and pursuant to the patent laws of the United States of America, 35 U.S.C. § 101, ef seq.

3. Venue properly lies within the Southern District of California pursuant to the
provisions of 28 U.S.C. §§ 1391(b), (¢), and (d) and 1400(b). On information and belief, each of
the Defendants conducts substantial business directly and/or through third parties or agents in this
judicial district by selling and/or offering to sell the infringing products, including media libraries,
systems and components, and/or by conducting other business in this judicial district.
Furthermore, Plaintiff Overland Storage is headquartered and has its principal place of business in
this district, sells competing media libraries and systems in this district, and has been harmed by
the Defendants’ conduct, business transactions and sales in this district.

4. This Court has personal jurisdiction over the Defendants because, on information
and belief, each of the Defendants transacts continuous and systematic business within the State
of California and the Southern District of California. In addition, this Court has personal
jurisdiction over the Defendants because, on information and belief, this lawsuit arises out of the
Defendants’ infringing activities, including without limitation the Defendants’ making, using,
selling and/or offering to sell infringing products in the State of California and the Southern
District of California. Finally, this Court has personal jurisdiction over the Defendants because,
on information and belief, the Defendants have made, used, sold and/or offered for sale their
infringing products and placed such infringing products in the stream of interstate commerce with
the expectation that such infringing products would be made, used, sold and/or offered for sale
within the State of California and the Southern District of California.

11
11

WEST\234009426.2
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THE PARTIES

5. Plaintiff Overland Storage is a California corporation with its headquarters and
principal place of business at 9112 Spectrum Center Boulevard, San Diego, California 92123.

6. On information and belief, Defendant Quantum is a Delaware corporation with its
headquarters and principal place of business at 1650 Technology Drive, Suite 700, San Jose, CA
95110.

7. On information and belief, Defendant Venture is a Singapore corporation with its
headquarters and principal place of business at 5006 Ang Mo Kio Ave 5, #05-01/12 TECHplace
IL, Singapore 569873. On information and belief, Venture manufactures and sells infringing tape
library products to Quantum. On information and belief, the tape library products Venture sells to
Quantum are branded as Quantum products.

THE ASSERTED PATENTS

8. On December 11, 2001, United States Patent No. 6,328,766 (“the *766 patent”),
entitled “Media Element Library with Non-Overlapping Subset of Media Elements and Non-
Overlapping Subset of Media Element Drives Accessible to First Host and Unaccessible to
Second Host,” was duly and legally issued by the United States Patent and Trademark Office.

The named inventor is Robert M. Long. Overland Storage is the assignee and owner of the entire
right, title and interest in and to the *766 patent and has the right to bring this suit for damages
and other relief. A true and correct copy of the *766 patent is attached as Exhibit A.

9. The *766 patent teaches an innovative data storage system containing a plurality of
media elements, in which each media element may be a member of one of a plurality of sets of
media elements, and a controller configured so that a subset of media elements and media
element drives are available for read/write access by one set of host computers, but are
unavailable for read/write access by another set of host computers. The patent also discloses
methods where host computers can store and retrieve data to and from separate portions of the
media library without interfering with one another.

10. On March 5, 2002, United States Patent No. 6,353,581 (“the *581 patent”), entitled
“Media Access in a Media Library,” was duly and legally issued by the United States Patent and

WEST\234009426.2
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Trademark Office. The named inventors are Karl B. Offerman and Kevin T. Kersey. Overland
Storage is the assignee and owner of the entire right, title and interest in and to the *581 patent
and has the right to bring this suit for damages and other relief. A true and correct copy of the
’581 patent is attached as Exhibit B.

11.  The 581 patent teaches an innovative automated media library and retrieval
system where a user can easily insert or remove storage media, such as magnetic tapes, through a
mail slot without having to remove the magazine of media elements, without requiring
complicated transport mechanisms, and without limiting system options for media access
security. The patent also discloses methods of moving a particular storage medium contained in
the media library from a readable location to a manually accessible location.

BACKGROUND

12. A company’s data is one of its most critical assets. Businesses must retain data for
extended periods of time to comply with regulatory requirements, conduct internal audits and
ensure best practices. Keeping data stored, accessible, and secure has become increasingly
complex and expensive as companies are faced with massive data growth, increasingly stringent
regulatory requirements and distributed environments that can range from across the hall to across
the globe. As companies’ data storage needs have increased from megabytes to gigabytes to
terabytes, automated media libraries have become vital. Automated media libraries allow users to
store digital data in a central location, then search for and retrieve that data from networked
computers when necessary. This data can be stored on a variety of storage media within the
library, including disks or magnetic tapes.

13. Compact, high capacity, low-cost data management systems are common today
among businesses, but it was not always that way. Prior data management solutions required
cabinet and even room-sized systems, and often could be connected to only a single host
computer at any given time. Also, prior data management solutions often imposed unacceptably
long periods of downtime in cases where individual files and directories needed to be quickly
restored. These cumbersome, expensive and inefficient systems were being outpaced by the high
performance data storage demands of businesses.

-
WEST\234009426.2
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14. Overland Storage’s patented data management and data protection solutions
addressed these challenges. These patented technologies encompass both the apparatus that
houses the media library and the methods of storing and retrieving that data from host computers.
Using Overland Storage’s technologies, customers can create network-based, virtual media
libraries to maintain data for continuous local backup and remote disaster recovery, or to store
data for long-term archiving and compliance requirements. The result is that these cutting-edge
products provide a more cost-effective way of keeping customers’ data stored, accessible and
secure.

15. Overland Storage has been granted a number of patents relating to its innovative
data management and protection systems. In the 1990s, Overland Storage marketed the first
scalable automated media library solution that eliminated the physical limitations of conventional
tape library designs. Overland Storage has continued to improve on its media library technology
and has marketed product line families including but not limited to its SnapServer, Ultimus
RAID, ARCvault, NEO Series Tape Libraries, and REO Series Virtual Tape Libraries.

16. Following Overland Storage’s introduction of its patent-protected media libraries
into the market, the Defendants began making, offering for sale, and/or selling media libraries
that use Overland Storage’s patented technology.

17. On information and belief, Defendants manufacture, offer for sale and/or sell
automated tape libraries in the United States, including but not limited to the Quantum Scalar
16000, the Quantum Scalar 1500, the Quantum Scalar 180 and the Quantum Scalar 140. Quantum
states that its Scalar tape libraries represent a “cost-effective solution that provides reliability,
innovation, and intelligence.” On information and belief, the Defendants’ accused products
consist of automated media libraries with one or more tape drives and more than two tape
cartridges, which are integrated in a rack configuration or a free-standing floor unit. The
Defendants’ accused products are able to move tape cartridges from one drive to another without

human intervention through actuators that reside inside the media library.

WEST\234009426.2
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18. On information and belief, each of the Defendants has made, used, sold, offered
for sale and/or imported accused products that practice the claims of the >766 and 581 patents, as
set forth more fully below.

COUNT ONE

Infringement of the *766 Patent by the Defendants

19. Overland Storage incorporates by reference each of the allegations set forth above.

20. On information and belief, the Defendants, without authority, have directly
infringed and continue to directly infringe, under 35 U.S.C. § 271(a), the *766 patent by making,
using, offering to sell, or selling within the United States, or importing into the United States, the
accused products, including but not limited to the Quantum Scalar 16000, the Quantum Scalar
1500, the Quantum Scalar 180 and the Quantum Scalar 140 tape libraries. The accused products,
alone or in combination with other products, practice each of the limitations of independent
claims 1, 2 and 10 and dependent claims 3, 4, 5, 7, 8 and 9 of the *766 patent.

21. On information and belief, the Defendants, without authority, have actively
induced and continue to actively induce infringement by others, under 35 U.S.C. § 271(b), by
intentionally causing others to directly infringe the claims of the *766 patent and/or by
intentionally instructing others how to use the accused products in a manner that infringes the
claims of the *766 patent. On information and belief, the Defendants have induced and continue
to induce infringement by instructing customers to operate the products in an infringing manner
and/or when the Defendants perform quality assurance testing or otherwise operate the accused
products in the United States. For example, the user manual provided with the Quantum Scalar
1500, which is representative of the accused products, explains how to perform virtual partitioning
of a media library in a manner that infringes the claims of the *766 patent.
(http://downloads.quantum.com/scalar/S500/i16.1/6-01210-05_RevB_ScalariS00 UG _EN .pdf).

22. On information and belief, the Defendants, without authority, have contributorily
infringed and continue to contributorily infringe, under 35 U.S.C. § 271(c), by importing into the
United States, selling and/or offering to sell within the United States accused products that
(1) constitute a material part of the invention of the 766 patent, (2) the Defendants know to be

WEST\234009426.2
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especially adapted for use in infringing the 766 patent, and (3) are not staple articles of
commerce suitable for substantial noninfringing use with respect to the 766 patent. On
information and belief, the Defendants ship the accused products with all the features required to
infringe the asserted claims of the *766 patent. On information and belief, these products are
designed to implement the infringing features, and the default settings of the accused products, as
shipped, are set accordingly.

23. The Defendants had actual notice of their infringement of the 766 patent before
the filing of this complaint. In 2010, Overland Storage filed patent infringement actions in this
Court and in the International Trade Commission (“ITC”) against several companies that
manufacture and/or sell tape libraries that infringe the >766 patent. During Overland Storage’s
litigation against those companies, Quantum contacted Overland Storage to discuss a potential
license to the *766 patent. These discussions did not result in Overland Storage licensing the 766
patent to Quantum.

24, On information and belief, the Defendants have continued to sell tape libraries that
practice the *766 patent after Quantum contacted Overland Storage about a potential license to the
’766 patent. The filing of the complaint in this action also constitutes notice to the Defendants of
the *766 patent under 35 U.S.C. § 287.

25. As a result of the infringement of the *766 patent by the Defendants, Overland
Storage has suffered and will continue to suffer damages in an amount to be proven at trial.

26. On information and belief, the Defendants’ infringement of the *766 patent has
been and is willful, and thus entitles Overland Storage to increased damages under 35 U.S.C.

§ 284 and to attorneys’ fees and costs incurred in litigating this action under 35 U.S.C. § 285.

27. Overland Storage has been irreparably harmed by these acts of infringement and
will continue to be harmed unless the Defendants’ further acts of infringement are restrained and
enjoined by order of this Court. Overland Storage has no adequate remedy at law.

COUNT TWO

Infringement of the 581 Patent by the Defendants

28. Overland Storage incorporates by reference each of the allegations set forth above.
-7-
WEST\234009426.2
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29. On information and belief, the Defendants, without authority, have directly
infringed and continue to directly infringe, under 35 U.S.C. § 271(a), the *581 patent by making,
using, offering to sell, or selling within the United States, or importing into the United States, the
accused products, including but not limited to the Quantum Scalar 180 and the Quantum Scalar
140 tape libraries. The accused products, alone and/or in combination with other products,
practice each of the limitations of independent claims 1, 16, and 19 and dependent claims 2, 5, 6,
7,9 and 12 of the *581 patent.

30. On information and belief, the Defendants, without authority, have actively
induced and continue to actively induce infringement by others, under 35 U.S.C. § 271(b), by
intentionally causing others to directly infringe the claims of the 581 patent and/or by
intentionally instructing others how to use the accused products in a manner that infringes the
claims of the *581 patent. On information and belief, the Defendants have induced and continue
to induce infringement by instructing customers to operate the products in an infringing manner
and/or when the Defendants perform quality assurance testing or otherwise operate the accused
products in the United States. For example, the Defendants provide the accused products in a
default configuration that implements the infringing features.

31. On information and belief, the Defendants, without authority, have contributorily
infringed and continue to contributorily infringe, under 35 U.S.C. § 271(c), by importing into the
United States, selling and/or offering to sell within the United States accused products that
(1) constitute a material part of the invention of the *581 patent, (2) the Defendants know to be
especially adapted for use in infringing the *581 patent, and (3) are not staple articles of
commerce suitable for substantial noninfringing use with respect to the 581 patent. On
information and belief, the Defendants ship the accused products with all the features required to
infringe the asserted claims of the *581 patent. On information and belief, these products are
designed to implement the infringing features, and the default settings of the accused products, as
shipped, are set accordingly.

32. The Defendants had actual notice of infringement of the *581 patent before the
filing of this complaint. In 2010, Overland Storage filed patent infringement actions in this Court

-8-
WEST\234009426.2
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and in the ITC against several companies that manufacture and/or sell tape libraries that infringe
the 581 patent. During Overland Storage’s litigation against those companies, Quantum
contacted Overland Storage to discuss a potential license to the *581 patent. These discussions
did not result in Overland Storage licensing the 581 patent to Quantum.

33. On information and belief, the Defendants have continued to sell tape libraries that
practice the *581 patent after Quantum contacted Overland Storage about a potential license to the
’581 patent. The filing of the complaint in this action also constitutes notice to the Defendants of
the 581 patent under 35 U.S.C. § 287.

34. As a result of the infringement of the 581 patent by the Defendants, Overland
Storage has suffered and will continue to suffer damages in an amount to be proven at trial.

35. On information and belief, the Defendants’ infringement of the 581 patent has
been and is willful, and thus entitles Overland Storage to increased damages under 35 U.S.C.

§ 284 and to attorneys’ fees and costs incurred in litigating this action under 35 U.S.C. § 285.

36. Overland Storage has been irreparably harmed by these acts of infringement and
will continue to be harmed unless the Defendants’ further acts of infringement are restrained and
enjoined by order of this Court. Overland Storage has no adequate remedy at law.

PRAYER FOR RELIEF

WHEREFORE, Overland Storage prays for judgment:

1. That Overland Storage be adjudged the owner of the *766 and *581 patents and
entitled to all rights of recovery thereunder, and that the *766 and *581 patents are valid and
enforceable;

2. That the Defendants be adjudged to have directly infringed, induced infringement
and contributed to infringement of the *766 and ’581 patents;

3. That Defendants and their officers, principals, agents, attorneys, servants,
employees and all others in active concert or participation with them, and their successors and
assigns, be enjoined by preliminary and permanent injunction from infringement, inducement of
infringement, and contributory infringement of the >766 and ’581 patents, including but not
limited to making, using, importing, offering to sell and selling the accused products;

9.
WEST\234009426.2
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4. That Overland Storage be awarded damages, including treble damages, under 35
U.S.C. § 284 from the Defendants, adequate to compensate Overland Storage for infringement of
the 766 and "581 patents in an amount to be proven at trial, together with interest and costs as
fixed by the Court;

5. That this case be declared an exceptional case within the meaning of 35 U.S.C.
§ 285 and that Overland Storage be awarded the attorneys’ fees, costs, and expenses that it incurs

prosecuting this action;

6. That Overland Storage be awarded prejudgment interest; and
7. For such other and further equitable relief as the Court deems proper.
DEMAND FOR JURY TRIAL

Overland Storage demands a trial by jury for all issues so triable pursuant to Federal Rule

of Civil Procedure 38(b).

Dated: June 28, 2012 DLA PIPER LLP (US)

By _/s/ Sean C. Cunningham
SEAN C. CUNNINGHAM
BRENT K. YAMASHITA
ERIN P. GIBSON
ROBERT BUERGI
JACOB D. ANDERSON
SUMMER KRAUSE
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Defendant and Counterclaimant Quantum Corporation (“Quantum”) hereby responds to the
Complaint filed against it by Plaintiff and Counterdefendant Overland Storage, Inc. (“Overland”) as
follows:

NATURE OF THE ACTION

1. Quantum admits that Overland has filed a civil action purportedly arising under the laws
of the United States relating to patents, including 35 U.S.C. § 281, alleging that Quantum infringes

United States Patent Nos. 6,328,766 (“the 766 patent”) and 6,353,581 (“the *581 patent”).

JURISDICTION AND VENUE
2. Quantum admits the allegations in Paragraph 2 of the Complaint.
3. Quantum admits that venue is proper in this Court. Quantum further admits that it

conducts business in this judicial district. Except as so expressly admitted, Quantum denies the
allegations in Paragraph 3 of the Complaint as they relate to Quantum. Quantum lacks sufficient
knowledge or information to form a belief as to the truth of the remaining allegations in Paragraph 3 of
the Complaint, and on that basis denies them.

4. Quantum admits that this Court has personal jurisdiction over Quantum because Quantum
transacts continuous and systematic business within the State of California and the Southern District of
California. Except as so expressly admitted, Quantum denies the allegations in Paragraph 4 of the
Complaint as they relate to Quantum. Quantum lacks sufficient knowledge or information to form a
belief as to the truth of the remaining allegations in Paragraph 4 of the Complaint, and on that basis

denies them.

THE PARTIES
5. Quantum lacks sufficient knowledge or information to admit the allegations in Paragraph
5 of the Complaint.
6. Quantum admits the allegations in Paragraph 6 of the Complaint.
7. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the

allegations in the first sentence of Paragraph 7 of the Complaint, and on that basis denies them. Quantum
denies the allegations in the second sentence of Paragraph 7 of the Complaint. Quantum admits that tape

library products Venture sells to Quantum are branded as Quantum products.

1
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THE ASSERTED PATENTS

8. Quantum admits that the >766 patent is entitled “Media Element Library with Non-
Overlapping Subset of Media Elements and Non-Overlapping Subset of Media Element Drive Accessible
to First Host and Unaccessible to Second Host” and states on its face that it issued December 11, 2001.
Except as so expressly admitted, Quantum denies the allegations in the first sentence of Paragraph 8 of
the Complaint. Quantum admits the allegations in the second sentence of Paragraph 8 of the Complaint.
Quantum lacks sufficient knowledge or information to form a belief as to the truth of the allegations in
the third sentence of Paragraph 8 of the Complaint, and on that basis denies them. Quantum admits that
Exhibit A to the Complaint is a true and correct copy of the *766 patent.

9. Quantum denies that the *766 patent teaches an innovative data storage system. Quantum
lacks sufficient knowledge or information to form a belief as to the truth of the remaining allegations in
Paragraph 9 of the Complaint, and on that basis denies them.

10.  Quantum admits that the *581 patent is entitled “Media Access in a Media Library” and
states on its face that it issued March 5, 2002. Except as so expressly admitted, Quantum denies the
allegations in the first sentence of Paragraph 10 of the Complaint. Quantum admits the allegations in the
second sentence of Paragraph 10 of the Complaint. Quantum lacks sufficient knowledge or information
to form a belief as to the truth of the allegations in the third sentence of Paragraph 10 of the Complaint,
and on that basis denies them. Quantum admits that Exhibit B to the Complaint is a true and correct copy
of the *581 patent.

11.  Quantum denies that the *581 patent teaches an innovative automated media library and
retrieval system. Quantum lacks sufficient knowledge or information to form a belief as to the truth of
the remaining allegations in Paragraph 11 of the Complaint, and on that basis denies them.

BACKGROUND

12.  Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
allegations in Paragraph 12 of the Complaint, and on that basis denies them.

13. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
allegations in Paragraph 13 of the Complaint, and on that basis denies them.

/1
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14. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
allegations in Paragraph 14 of the Complaint, and on that basis denies them.

15. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
allegations in Paragraph 15 of the Complaint, and on that basis denies them.

16. Quantum denies the allegations in Paragraph 16 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 16 of the Complaint, and on that basis denies them.

17. Quantum admits that it has offered for sale, and sold, automated tape libraries in the
United States, including the Quantum Scalar 16000, the Quantum Scalar 1500, the Quantum Scalar 180
and the Quantum Scalar 140. Quantum further admits that some of its tape libraries are manufactured at
least in part in the United States. Quantum further admits that the quote “cost-effective solution that
provides reliability, innovation, and intelligence” appears on its website at
http://www.quantum.com/products/tapelibraries/index.aspx. Except as so expressly admitted, Quantum
lacks sufficient knowledge or information to form a belief as to the truth of the allegations in Paragraph
17 of the Complaint, and on that basis denies them

18. Quantum denies the allegations in Paragraph 18 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 18 of the Complaint, and on that basis denies them.

COUNT ONE

Infringement of the 766 Patent by the Defendants

19. Quantum incorporates by reference its responses to the allegations in the preceding
paragraphs.

20. Quantum denies the allegations in Paragraph 20 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 20 of the Complaint, and on that basis denies them.

21. Quantum denies the allegations in Paragraph 21 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the

remaining allegations in Paragraph 21 of the Complaint, and on that basis denies them.

3
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22. Quantum denies the allegations in Paragraph 22 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 22 of the Complaint, and on that basis denies them.

23. Quantum denies the allegations in the first sentence of Paragraph 23 of the Complaint.
Quantum admits that in 2010, Overland filed actions in this Court and in the International Trade
Commission accusing several companies of patent infringement, but except as so expressly admitted,
Quantum lacks sufficient knowledge or information to form a belief as to the truth of the remaining
allegations in the second sentence of Paragraph 23 of the Complaint, and on that basis denies them.
Quantum denies the allegations in the third sentence of Paragraph 23 of the Complaint. Quantum admits
that Overland Storage has not licensed the *766 patent to Quantum, but except as so expressly admitted,
Quantum denies the allegations in the fourth sentence of Paragraph 23 of the Complaint.

24, Quantum denies the allegations in the first sentence of Paragraph 24 of the Complaint as
they relate to Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the
truth of the remaining allegations in the first sentence of Paragraph 24 of the Complaint, and on that basis
denies them. The allegations in the second sentence of Paragraph 24 are legal conclusions to which no
response 1s required.

25. Quantum denies the allegations in Paragraph 25 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 25 of the Complaint, and on that basis denies them.

26. Quantum denies the allegations in Paragraph 26 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 26 of the Complaint, and on that basis denies them.

27. Quantum denies the allegations in Paragraph 27 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 27 of the Complaint, and on that basis denies them.

1/
1/

/1
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COUNT TWO

Infringement of the 581 Patent by Defendants

28. Quantum incorporates by reference its responses to the allegations in the preceding
paragraphs.

29. Quantum denies the allegations in Paragraph 29 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 29 of the Complaint, and on that basis denies them.

30. Quantum denies the allegations in Paragraph 30 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 30 of the Complaint, and on that basis denies them.

31 Quantum denies the allegations in Paragraph 31 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 31 of the Complaint, and on that basis denies them.

32. Quantum denies the allegations in the first sentence of Paragraph 23 of the Complaint.
Quantum admits that in 2010, Overland filed actions in this Court and in the International Trade
Commission accusing several companies of patent infringement, but except as so expressly admitted,
Quantum lacks sufficient knowledge or information to form a belief as to the truth of the remaining
allegations in the second sentence of Paragraph 23 of the Complaint, and on that basis denies them.
Quantum denies the allegations in the third sentence of Paragraph 23 of the Complaint. Quantum admits
that Overland Storage has not licensed the 581 patent to Quantum, but except as so expressly admitted,
Quantum denies the allegations in the fourth sentence of Paragraph 23 of the Complaint.

33. Quantum denies the allegations in the first sentence of Paragraph 33 of the Complaint as
they relate to Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the
truth of the remaining allegations in the first sentence of Paragraph 33 of the Complaint, and on that basis
denies them. The allegations in the second sentence of Paragraph 24 are legal conclusions to which no
response 1s required.

1/

/1

5

QUANTUM CORPORATION’S ANSWER AND COUNTERCLAIMS
CASE NO. 3:12-CV-01599-JLS-BLM




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

Case 3:12-cv-01599-JLS-BLM Document 13 Filed 08/27/12 Page 7 of 25

34. Quantum denies the allegations in Paragraph 34 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 34 of the Complaint, and on that basis denies them.

35. Quantum denies the allegations in Paragraph 35 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 35 of the Complaint, and on that basis denies them.

36. Quantum denies the allegations in Paragraph 36 of the Complaint as they relate to
Quantum. Quantum lacks sufficient knowledge or information to form a belief as to the truth of the
remaining allegations in Paragraph 36 of the Complaint, and on that basis denies them.

QUANTUM’S RESPONSE TO OVERLAND’S PRAYER FOR RELIEF
Quantum denies that Overland is entitled to the relief requested in the Complaint as that relief

relates to Quantum.

AFFIRMATIVE DEFENSES

FIRST AFFIRMATIVE DEFENSE

(Non-Infringement of the °766 Patent)
37.  Quantum is not infringing and has not infringed any valid and enforceable claim of the
’766 patent. At a minimum, Quantum does not infringe asserted claim 1 of the *766 patent because
Quantum’s Scalar 16000, Scalar 1500, Scalar 180, and Scalar 140 tape library products do not meet the
limitation of claim 1 requiring “a controller coupled to said plurality of media element drives, said
moveable carriage, and said plurality of host computers” as that term is properly construed.

SECOND AFFIRMATIVE DEFENSE

(Non-Infringement of the 581 Patent)
38.  Quantum is not infringing and has not infringed any valid and enforceable claim of the
’581 patent. At a minimum, Quantum does not infringe asserted claim 1 of the 581 patent because
Quantum’s Scalar 180 and Scalar 140 tape library products do not meet the limitation of claim 1 requiring
a “media element magazine” as that term is properly construed.
1
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THIRD AFFIRMATIVE DEFENSE
(Invalidity of the *766 Patent)

39.  Each and every claim of the *766 patent is invalid for failing to satisfy one or more
conditions of patentability specified in Title 35 of the United States Code, including without limitation
Sections 101, 102, 103, 112, and/or 116. At a minimum, the asserted claims of the *766 patent are
invalid under sections 102 and/or 103 in light of IBM Corporation’s Magstar MP Hardware Reference B-
Series Models, Doc. No. GA32-0365-01, 1996-1997.

FOURTH AFFIRMATIVE DEFENSE

(Invalidity of the ’581 Patent)

40.  Each and every claim of the 581 patent is invalid for failing to satisty one or more
conditions of patentability specified in Title 35 of the United States Code, including without limitation
Sections 101, 102, 103, 112, and/or 116. At a minimum, the asserted claims of the *766 patent are
invalid under sections 102 and/or 103 in light of IBM Corporation’s Magstar MP Hardware Reference B-
Series Models, Doc. No. GA32-0365-01, 1996-1997.

FIFTH AFFIRMATIVE DEFENSE

(Limitation on Damages)
41.  Any claim for damages by Overland is limited under 35 U.S.C. §§ 286 and 287.

SIXTH AFFIRMATIVE DEFENSE

(Equitable Defenses)

42. Overland’s claims for relief, in whole or in part, are barred by the doctrines of waiver,
laches, estoppel, unclean hands, and/or other equitable defenses. At a minimum, Overland is barred from
recovering any pre-suit damages as a result of waiver, laches, and/or equitable estoppel. Further, by
reason of the proceedings in the U.S. Patent and Trademark Office during prosecution of the applications
for the *766 and 581 patents, Overland is estopped from claiming infringement, either literally or under
the doctrine of equivalents, by Quantum of one or more claims of the 766 patent and one or more claims
of the *581 patent.

1

/1
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SEVENTH AFFIRMATIVE DEFENSE

(Unavailability of Injunctive Relief)
43, Overland cannot satisfy the requirements applicable to its claim for injunctive relief and
has an adequate remedy at law.

EIGHTH AFFIRMATIVE DEFENSE

(Non-Exceptional Case)

44, This is not an exceptional case justifying an award of attorney fees against Quantum
pursuant to 35 U.S.C. § 285 because Quantum has meritorious defenses of non-infringement and
invalidity of the 766 and *581 patents.

QUANTUM’S COUNTERCLAIMS

Quantum, a Delaware corporation, by and through its attorneys, states as follows:

NATURE OF THE ACTION

This is an action brought by Quantum against Overland Storage, Inc. (“Overland”) for
infringement of U.S. Patent Nos. 5,491,812 (“the *812 patent™); 6,542,787 (“the 787 patent”); 6,498,771
(“the *771 patent”); and 5,925,119 (“the 119 patent”) (collectively, the “Asserted Patents™). This is also
an action for trademark infringement, unfair competition and false designation of origin under 15 U.S.C.
§ 1114(1) and Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), and California Business and

Professions Code Section 17200.

PARTIES
1. Quantum is a Delaware corporation with a principal place of business at 1650 Technology
Drive, Suite 700, San Jose, California, 95110.
2. On information and belief, Overland is a California corporation with a principal place of

business at 9112 Spectrum Center Boulevard, San Diego, California, 92123.

JURISDICTION AND VENUE

3. This is an action for patent infringement under the patent laws of the United States. This
is also an action for trademark infringement, unfair competition and false designation of origin under the
Lanham Act and California law. Accordingly, this Court has subject matter jurisdiction pursuant to 28

U.S.C. sections 1331, 1338(a), and 1357, and pursuant to 15 U.S.C. § 1121.

8
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4. This Court has personal jurisdiction over Overland. Overland’s headquarters and
principal place of business are in this District. In addition, on information and belief, Overland has
transacted business in this District, supplied goods or services in this District, purposefully availed itself
of the privileges and benefits and of the laws of this state, and committed acts of patent infringement and
trademark infringement during the course of its business in this District. And Overland has subjected
itself to the jurisdiction of this Court by filing this action. Personal jurisdiction and venue are therefore
proper in this District pursuant to 28 U.S.C. sections 1391 and 1400.

FACTUAL BACKGROUND

5. Quantum is the global leader in backup, recovery, and archive technologies and provides
its customers with advice and integrated solutions to better manage their short- and long-term data
storage requirements.

6. Quantum is a key innovator in the field of data storage technology and has developed and
patented many products and methods for storing, backing up, and recovering data. To maintain its
position as an innovator and industry leader, Quantum has invested, and continues to invest, tens of
millions of dollars in the design and development of enterprise storage solutions every year.

7. Quantum promotes, advertises, and sells data storage products and services using a family
of DX and DXI marks which include, without limitation, the marks DXI; DXI-SERIES; QUANTUM
DX-SERIES; QUANTUM DXI-SERIES; DXI ACCENT; and NDX (“DX and DXI Family of Marks”).

8. This case involves Overland’s intentional and unauthorized use of marks virtually
identical to Quantum’s DX and DXI Family of Marks and use of a slogan that is virtually identical to
Quantum’s slogan mark PRESERVING THE WORLD’S MOST IMPORTANT DATA. YOURS.
(“Quantum Slogan Mark”™), in connection with its marketing, promotion, sale and offer for sale of data
storage devices. In particular, Overland is using the marks SNAPSERVER DX SERIES,
SNAPSERVER DX1, and SNAPSERVER DX2 despite its knowledge of Quantum’s long prior rights in
its DX and DXI Family of Marks. Overland is also using the virtually identical and confusingly similar
slogan PROTECT THE WORLD’S MOST IMPORTANT DATA...YOURS despite its knowledge of

Quantum’s long prior rights in the Quantum Slogan Mark. Compare Exhibit 1 and Exhibit 2. Overland

9
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has also filed an application for federal registration of the SNAPSERVER DX SERIES mark, Serial No.
85449344,

9. Quantum first began to use the DX-SERIES and QUANTUM DX-SERIES marks in
connection with the advertising, promotion, sale, and/or offer for sale, of data storage products, printed
materials and related services in or before March of 2002.

10. Quantum first began to use the DXI, DXI-SERIES and QUANTUM DXI SERIES marks
in connection with the advertising, promotion, sale, and/or offer for sale, of data storage products, printed
materials and related services in or before December of 2006.

11.  Quantum first began to use the NDX mark in connection with the advertising and
promotion of data storage products, printed materials and related services on or about October 10, 2011.

12. Quantum first began to use the Quantum Slogan Mark in connection with the advertising
promotion, sale and/or office for sale of data storage products, printed materials and related services on
or before September 2009.

13.  Quantum owns all right, title and interest in United States Trademark Registrations for the
marks DXI (No. 3,655,418, issued on July 14, 2009), DXI-SERIES (No. 4,175,224, issued July 17,
2012), QUANTUM DXI-SERIES (No. 4,175,381, issued July 17, 2012), and DXI ACCENT (No.
4,172,746, issued July 10, 2012) for use with data storage, back-up systems and solutions for computers,
the installation and maintenance of such systems, and printed materials, such as operating guides, user’s
manuals, pamphlets, about and for use with such systems. Copies of those registrations are attached
hereto as Exhibits 3-6 respectively.

14. The DX-SERIES, QUANTUM DX-SERIES, DXIZERO, DXI0, DXI DASH, DXI v1000,
and NDX marks and the Quantum Slogan Mark are each the subject of an application for registration
before the U.S. Patent and Trademark Office. The application numbers for the marks DX-SERIES,
QUANTUM DX-SERIES, DXIZERO, DXI0, DXI DASH, DXI v1000, NDX, and the Quantum Slogan
Mark are 85476480, 85476482, 85518091, 85518110, 85263203, 85529431, 85408266, and 85674041,
respectively.

15. Quantum has spent, and continues to spend, substantial sums of money to market,

advertise and promote data storage products under its distinctive DX and DXI Family of Marks and the

10
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Quantum Slogan Mark, including but not limited to, its DXi2500-D, DXi3500, DXi4000, DXi4500,
DXi5500, DX 6000, DXi6500, DXi6700, DXi7500, DXi8500, and DXI V1000 products, and printed
materials relating to those products, and has experienced great success and strong sales of data storage
products bearing the DX and DXI Family of Marks and the Quantum Slogan Mark.

16. Quantum’s DX and DXI Family of Marks and the Quantum Slogan Mark are inherently
distinctive, and as a result of Quantum’s substantial use and advertising of its DX and DXI Family of
Marks and the Quantum Slogan Mark on its data storage products, product literature, and related
services, the marks have obtained wide recognition in the marketplace as designating the source of origin
of Quantum’s data storage products.

OVERLAND’S WILLFUL INFRINGEMENT

17. In or about December of 1999, Quantum purchased Meridian Data, a seller of data storage
servers for connection to a network. Quantum sold over 90,000 servers branded with the SNAPSERVER
mark before Quantum sold its SNAPSERVER business, including the SNAPSERVER mark, in October
of 2002 to Snap Appliance, Inc. Snap Appliance was subsequently purchased by Adaptec, Inc. in or
about July 2004.

18.  In or about June of 2008, Overland acquired the SNAPSERVER product line from
Adaptec, including the SNAPSERVER mark that had formerly been used by, and associated with,
Quantum.

19.  After purchasing the SNAPSERVER business and mark, Overland added features and
functions to the products that made them more similar to, and potentially more competitive with, the
products sold by Quantum under its DX and DXI Family of Marks and the Quantum Slogan Mark.
Further, Overland adopted marks confusingly similar, and indeed nearly identical to, Quantum’s DX and
DXI Family of Marks and the Quantum Slogan Mark, without Quantum’s permission or authorization,
and used these marks in conjunction with the SNAPSERVER mark to promote Overland’s modified
products.

20.  Overland announced its SNAPSERVER DX product launch within days of Quantum’s
press release describing Quantum’s NDX product and the pricing for the NDX product.

/1
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21.  On information and belief, before Overland began using the SNAPSERVER DX SERIES,
SNAPSERVER DX1, SNAPSERVER DX2 and PROTECT THE WORLD’S MOST IMPORTANT
DATA...YOURS marks, it was aware of Quantum’s long prior rights in its DX and DXI Family of
Marks and the Quantum Slogan Mark, and familiar with the features and functionality of the same
Quantum products associated with these marks.

22. Overland’s sale and promotion of data storage products similar to those sold by Quantum,
branded with marks highly similar to the DX and DXI Family of Marks and the Quantum Slogan Mark
that Quantum is presently using, creates confusion regarding the source of origin of Overland’s data
storage products. Although Quantum no longer sells SNAPSERVER products, this confusion is
compounded by Overland’s use of DX1, DX2, DX SERIES and PROTECT THE WORLD’S MOST
IMPORTANT DATA...YOURS in conjunction with the SNAPSERVER mark that was formerly used
by, and associated with, Quantum.

23. On information and belief, Overland is intentionally promoting and selling data storage
products branded with marks confusingly similar to the DX and DXI Family of Marks and the Quantum
Slogan Mark, to suggest that Overland’s products are linked to Quantum and thereby to create the false
impression that Quantum is associated with the products sold by Overland, and to confuse and deceive
purchasers, potential purchasers, the trade and the public regarding the origin of the goods sold using the
SNAPSERVER DX SERIES, SNAPSERVER DX1, SNAPSERVER DX2, and PROTECT THE
WORLD’S MOST IMPORTANT DATA...YOURS marks. On information and belief, Overland is
doing so to capitalize on the goodwill associated with Quantum’s marks and products.

POLICING OF QUANTUM’S DX AND DXI FAMILY OF MARKS

24.  Quantum diligently monitors the market to ensure that other companies are not attempting
to capitalize on Quantum’s goodwill and infringing on its intellectual property rights, including its
trademarks.

25. In or about October of 2011, Quantum became aware that Overland was advertising,
promoting and selling disk storage products using the marks SNAPSERVER DX SERIES,
SNAPSERVER DXI1, and SNAPSERVER DX2. Quantum also became aware that Overland executives

were using “DX,” “DX1,” and “DX2” in communications with customers, the public, the Securities and
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Exchange Commission, and the public without the “SNAPSERVER” mark, as shorthand references to
Overland’s products.

26. On or about October 25, 2011, upon learning of Overland’s unauthorized use of
confusingly similar marks, Quantum immediately notified Overland that such use was unauthorized and
demanded that Overland cease and desist use of the mark.

27.  On or about March of 2012, Quantum became aware that Overland filed an application for
federal registration of the mark SNAPSERVER DX SERIES in conjunction with the sale and promotion
of disk storage products. This application served as the basis for rejection by the U.S. Patent and
Trademark Office (“USPTO”) of Quantum’s applications to register its QUANTUM DX-SERIES and
DX-SERIES marks, in which Quantum has prior and superior rights. The rejection by the USPTO, the
agency charged with, and with expertise in, determining confusing similarity and likelihood of confusion,
is highly probative of the likelihood of confusion between Overland’s SNAPSERVER DX SERIES mark
and Quantum’s DX and DXI Family of Marks. Based on its superior rights, Quantum has formally
opposed Overland’s SNAPSERVER DX SERIES application.

28. Over the course of several months, Quantum diligently attempted to work with Overland
to reach a resolution through which Overland would agree to terminate its use of marks confusingly
similar to Quantum’s DX and DXI Family of Marks. When these efforts proved unsuccessful, Quantum
was forced to bring the present claims.

29.  Despite Quantum’s warnings to cease and desist use of the SNAPSERVER DX SERIES,
SNAPSERVER DX1, and SNAPSERVER DX2, marks in connection with the sale and promotion of
data storage products, Overland continues to manufacture, promote and/or sell those products.

30. On information and belief, Overland’s unauthorized use of the SNAPSERVER DX
SERIES, SNAPSERVER DX1, and SNAPSERVER DX2 marks in connection with the sale and
promotion of data storage products, its application for registration for the SNAPSERVER DX SERIES
mark, its use of a slogan virtually identical to the Quantum Slogan Mark, and its use of the same name
for its supporting system, have all been done with knowledge of Quantum’s registration of the DXI mark,

with knowledge of Quantum’s long prior rights in its DX and DXI Family of Marks, and with knowledge
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of Quantum’s long prior rights in the Quantum Slogan Mark, and all with the intent to cause confusion,
mistake, and deception among purchasers, potential purchasers, the trade, and the public.

31. Through its unauthorized use of the SNAPSERVER DX SERIES, SNAPSERVER DXI,
SNAPSERVER DX2, and PROTECT THE WORLD’S MOST IMPORTANT DATA...YOURS marks
in connection with the sale and promotion of data storage products, Overland seeks to profit from the
success and reputation of the products sold by Quantum under the DX and DXI Family of Marks and the
Quantum Slogan Mark.

32. Overland’s unauthorized use of the SNAPSERVER DX SERIES, SNAPSERVER DX1,
SNAPSERVER DX2, and PROTECT THE WORLD’S MOST IMPORTANT DATA...YOURS marks
in connection with the sale and promotion of computer storage products has resulted in harm to
Quantum, including without limitation damage to Quantum’s reputation and goodwill in its well-known
DX and DXI Family of Marks and the Quantum Slogan Mark, as well as monetary losses and damage,
and will continue to harm Quantum unless enjoined.

33.  Quantum seeks injunctive and monetary relief for trademark infringement and unfair
competition in violation of 15 U.S.C. § 1114(1) and Section 43(a) of Lanham Act, 15 U.S.C. §1125(a).

FIRST CLLAIM FOR RELIEF
(Trademark Infringement)

34. Quantum restates and incorporates by reference the allegations in paragraphs 1-33 of its
counterclaims.

35. Overland’s unauthorized use of the SNAPSERVER DX SERIES, SNAPSERVER DX1,
SNAPSERVER DX2, DX1, and DX2 marks in connection with the sale and promotion of data storage
products constitutes use in commerce of reproductions, counterfeits, copies and/or colorable imitations of
the registered DX and DXI Family of Marks identified in Exhibits 3-6, in connection with the sale,
offering for sale, distribution and advertising of Overland’s goods.

36. Overland’s unauthorized use of SNAPSERVER DX SERIES, SNAPSERVER DXI1,
SNAPSERVER DX2, DX1 and DX2 marks in connection with the sale and promotion of data storage
products causes and is likely to cause confusion and mistake, and deceives and is likely to deceive

purchasers, potential purchasers, the trade, and/or the public.
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37. Overland’s unauthorized use of SNAPSERVER DX SERIES, DX1 and DX2 marks in
connection with the sale and promotion of data storage products constitutes trademark infringement
under 15 U.S.C. § 1114(1) .

38. Quantum has been and continues to be damaged by Overland’s foregoing unauthorized
use and copying of the registered DX and DXI Family of Marks identified in Exhibits 3-6. Overland has
profited from such unauthorized use and copying, and unless it is enjoined, Quantum’s business,
goodwill and reputation will suffer irreparable injury.

39. Overland’s foregoing unauthorized use and copying of the registered DX and DXI Family
of Marks illustrated in Exhibits 3-6 is willful, wanton, intentional, and undertaken in bad faith, making
this case an exceptional case pursuant to 15 U.S.C. § 1117 and entitling Quantum to recover treble
damages and attorneys’ fees under 15 U.S.C. § 1117.

SECOND CLAIM FOR RELIEF
(Trademark Infringement and Unfair Competition)

40.  Quantum restates and incorporates by reference the allegations in paragraphs 1-39 of its
counterclaims.

41. Overland’s unauthorized use of SNAPSERVER DX SERIES, SNAPSERVER DX1,
SNAPSERVER DX2, DX1 and DX22 marks in connection with the sale and promotion of data storage
products constitutes use in commerce and causes and is likely to cause confusion, mistake, and deception
among purchasers, potential purchasers, the trade and the public; and/or to deceive them into believing
that Overland’s goods originate from, are associated with, and/or are approved or sponsored by Quantum
when in fact no such association, approval or sponsorship exists.

42. Overland’s unauthorized use of SNAPSERVER DX SERIES, SNAPSERVER DX1,
SNAPSERVER DX2, DX1 and DX2 marks in connection with the sale and promotion of data storage
products constitutes trademark infringement and unfair competition under Section 43 of the Lanham Act,
15 US.C. § 1125(a).

43, Quantum has been and continues to be damaged by Overland’s foregoing unauthorized

use and copying of Quantum’s DX and DXI Family of Marks. Overland has profited from such
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unauthorized use and copying, and unless it is enjoined, Quantum’s business, goodwill and reputation
will suffer irreparable injury.

44, Overland’s foregoing unauthorized use and copying of Quantum’s DX and DXI Family of
Marks is willful, wanton, intentional, and undertaken in bad faith, making this case an exceptional case
pursuant to 15 U.S.C. § 1117 and entitling Quantum to recover treble damages and attorneys’ fees under
15US.C.§1117.

THIRD CLLAIM FOR RELIEF
(Trademark Infringement and Unfair Competition)

45. Quantum restates and incorporates by reference the allegations in paragraphs 1-44 of its
counterclaims.

46. Overland’s unauthorized use of the slogan PROTECT THE WORLD’S MOST
IMPORTANT DATA...YOURS in connection with the sale and promotion of data storage products
constitutes use in commerce and causes and is likely to cause confusion, mistake, and deception among
purchasers, potential purchasers, the trade and the public; and/or to deceive them into believing that
Overland’s goods originate from, are associated with, and/or are approved or sponsored by Quantum
when in fact no such association, approval or sponsorship exists.

47. Overland’s unauthorized use of the slogan PROTECT THE WORLD’S MOST
IMPORTANT DATA...YOURS in connection with the sale and promotion of data storage products
constitutes trademark infringement and unfair competition under Section 43 of the Lanham Act, 15
U.S.C. § 1125(a).

48. Quantum has been and continues to be damaged by Overland’s foregoing unauthorized
use and copying of the Quantum Slogan Mark, namely, PRESERVING THE WORLD’S MOST
IMPORTANT DATA. YOURS. Overland has profited from such unauthorized use and copying, and
unless it is enjoined, Quantum’s business, goodwill and reputation will suffer irreparable injury.

49. Overland’s foregoing unauthorized use and copying of the Quantum Slogan Mark is
willful, wanton, intentional, and undertaken in bad faith, making this case an exceptional case pursuant to
15 U.S.C. § 1117 and entitling Quantum to recover treble damages, and attorneys’ fees under 15 U.S.C. §

1117.
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FOURTH CLAIM FOR RELIEF

(Unfair Competition Under Cal. Bus. & Proc. Code § 17200 ef seq.)

50.  Quantum restates and incorporates by reference the allegations in paragraphs 1-49 of its
counterclaims.
51.  Based on the foregoing facts, Overland has engaged in unfair competition by, for

example, infringing Quantum’s DX and DXI Family of Marks in competition with Quantum.

52. By these acts, and other acts described herein, Overland has engaged in unlawful and
unfair business practices that have caused and will continue to cause irreparable harm to Quantum in its
business and property, in violation of California Business and Professions Code §§ 17200, ef seq.

53.  Unless Overland is enjoined by this Court, Quantum will continue to suffer irreparable
harm as a result of Overland’s unlawful and unfair business practices.

54.  Asadirect and proximate cause of Overland’s unfair competition, Overland has been
unjustly enriched at Quantum’s expense in an amount not yet ascertained. Quantum is entitled to an
accounting and restitution from Overland in an amount to be determined at trial.

FIFTH CLAIM FOR RELIEF

(Infringement of U.S. Patent No. 5,491,812)

55. Quantum restates and incorporates by reference the allegations in paragraphs 1-54 of its
counterclaims.
56.  Quantum owns by assignment the entire right, title and interest in and to the 812 patent.

57. The *812 patent issued on February 13, 1996 and is entitled “System and Method for
Ethernet to SCSI Conversion.” A true and correct copy of the 812 patent is attached as Exhibit 7 and is
incorporated herein by reference.

58.  The ’812 patent is valid and enforceable under the United States Patent Laws.

59. Overland has directly and indirectly infringed and is directly and indirectly infringing at
least claim 1 of the 812 patent, in violation of 35 U.S.C. § 271 ef seq., by making, using, offering for
sale, selling the United States and/or importing into the United States without authority, products
including at least its Snapserver DX2.

/1
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60. As to indirect infringement, the direct infringer is the customer of Overland’s products,
including at least its Snapserver DX2 product.

61. Claim 1 of the *812 patent requires a “plurality of communication converters, each
coupling a respective one of the at least one computer and the at least one remote storage device to the
Ethernet network™ where each communication converter must have a network interface controller, a flow
control processor, and a SCSI controller. Overland indirectly infringes this claim by making, using,
offering for sale, selling the United States and/or importing into the United States without authority at
least its Snapserver DX2 product, which includes a communication converter having a network interface
controller, a flow control processor, and a SCSI controller; and by encouraging its customers to use the
Snapserver DX2 with an iSCSI card (including at least the Qlogic QLA4050C iSCSI host bus adapter
cards). These Qlogic cards also satisfy the limitations of the claimed communication converter, having a
network interface controller, a flow control processor, and a SCSI controller.

62. Upon service of these counterclaims, if not earlier, Overland will have knowledge of the
’812 patent and knowledge that products including at least its Snapserver DX2 are specially made and
adapted for infringing the *812 patent, that they are not staple articles or commodities of commerce, and

that they have no substantial suitable non-infringing uses.

63.  Quantum is and will continue to be irreparably harmed by Overland’s infringement of the
’812 patent.
64. Overland’s infringement will continue unless enjoined by this Court.
SIXTH CLAIM FOR RELIEF

(Infringement of U.S. Patent No. 6,542,787)

65. Quantum restates and incorporates by reference the allegations in paragraphs 1-64 of its
counterclaims.
66.  Quantum owns by assignment the entire right, title and interest in and to the *787 patent.

67. The *787 patent issued on April 1, 2003 and is entitled “Library for Storing Data-Storage
Media and Having a Removable Interface Module.” A true and correct copy of the *787 patent is
attached as Exhibit 8 and is incorporated herein by reference.

68.  The *787 patent is valid and enforceable under the United States Patent Laws.
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69. Overland has directly infringed and is infringing at least claim 1 of the *787 patent, in
violation of 35 U.S.C. § 271 ef seq., by making, using, offering for sale, selling the United States and/or
importing into the United States without authority, products including but not limited to its tape libraries,
such as its NEO 2000e and NEO 4000e libraries.

70. Upon service of these counterclaims, if not earlier, Overland will have knowledge of the
>787 patent and knowledge that products including but not limited to its tape libraries, such as its NEO
2000e and NEO 4000e libraries, are specially made and adapted for infringing the *787 patent, that they
are not staple articles or commodities of commerce, and that they have no substantial suitable non-

infringing uses.

71.  Quantum is and will continue to be irreparably harmed by Overland’s infringement of the
>787 patent.
72. Overland’s infringement will continue unless enjoined by this Court.

SEVENTH CLAIM FOR RELIEF

(Infringement of U.S. Patent No. 6,498,771)

73. Quantum restates and incorporates by reference the allegations in paragraphs 1-72 of its
counterclaims.
74.  Quantum owns by assignment the entire right, title and interest in and to the *771 patent.

75.  The 771 patent issued on December 24, 2002 and is entitled “Data Storage Unit Having
Plural Removable Magazines.” A true and correct copy of the *771 patent is attached as Exhibit 9 and is
incorporated herein by reference.

76.  The 771 patent is valid and enforceable under the United States Patent Laws.

77. Overland has directly infringed and is infringing at least claim 1 of the *771 patent, in
violation of 35 U.S.C. § 271 ef seq., by making, using, offering for sale, selling the United States and/or
importing into the United States without authority, products including but not limited to its tape libraries,
such as its NEO 2000 libraries.

78.  Upon service of these counterclaims, if not earlier, Overland will have knowledge of the

*771 patent and knowledge that products including but not limited to its tape libraries, such as its NEO
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2000 libraries, are specially made and adapted for infringing the *771 patent, that they are not staple

articles or commodities of commerce, and that they have no substantial suitable non-infringing uses.

79.  Quantum is and will continue to be irreparably harmed by Overland’s infringement of the
771 patent.
80. Overland’s infringement will continue unless enjoined by this Court.

EIGHTH CLAIM FOR RELIEF

(Infringement of U.S. Patent No. 5,925,119)

81. Quantum restates and incorporates by reference the allegations in paragraphs 1-80 of its
counterclaims.
82.  Quantum owns by assignment the entire right, title and interest in and to the *119 patent.

83. The 119 patent issued on July 20, 1999 and is entitled “Computer Architecture for
Automated Storage Library.” A true and correct copy of the *119 patent is attached as Exhibit 10 and is
incorporated herein by reference.

84.  The ’119 patent is valid and enforceable under the United States Patent Laws.

85. Overland has directly infringed and is infringing at least claim 37 of the 119 patent, in
violation of 35 U.S.C. § 271 ef seq., by making, using, offering for sale, selling the United States and/or
importing into the United States without authority, products including but not limited to its tape libraries,
such as its NEO 2000, NEO 2000e, NEO 4000, NEO 4000e, NEO 8000, and NEO 8000e libraries.

86. Upon service of these counterclaims, if not earlier, Overland will have knowledge of the
’119 patent and knowledge that products including but not limited to its tape libraries, such as its NEO
2000, NEO 2000e, NEO 4000, NEO 4000e, NEO 8000, and NEO 8000e libraries, are specially made and
adapted for infringing the *119 patent, that they are not staple articles or commodities of commerce, and

that they have no substantial suitable non-infringing uses.

87.  Quantum is and will continue to be irreparably harmed by Overland’s infringement of the
119 patent.
88. Overland’s infringement will continue unless enjoined by this Court.
11
11
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PRAYER FOR RELIEF
WHEREFORE, Quantum requests the following relief:
A. That Overland take nothing by its Complaint;
B. That Overland’s claims be dismissed with prejudice;
C. That this Court enter an order finding that Quantum has not infringed, and is not
infringing, any valid claim of the *766 patent;
D. That this Court enter an order finding that Quantum has not infringed, and is not

infringing, any valid claim of the *581 patent;

E. That this Court enter an order finding that the asserted claims of the *766 patent are
invalid;

F. That this Court enter an order finding that the asserted claims of the 581 patent are
invalid;

G. That this Court enter an order finding that Overland’s case against Quantum is not an

exceptional case within the meaning of 35 U.S.C. § 285;

H. That this Court enter a judgment that Overland infringes Quantum’s registered DXI mark,
in violation of 15 U.S.C. § 1114;

L That this Court enter a judgment that Overland infringes Quantum’s DXI and DX family
of trademarks and has engaged in unfair competition in violation of 15 U.S.C. § 1125;

J. That this Court enter a judgment that Overland infringes the Quantum Slogan Mark and/or
has engaged in unfair competition in violation of 15 U.S.C. § 1125;

K. That this Court enter an order permanently enjoining Overland and its affiliates,
subsidiaries, officers, agents, employees, representatives, privies, successors, and assigns and all those
acting for them or on their behalf, or acting in concert with them directly or indirectly, from advertising,
marketing, selling promoting, offering for sale, manufacturing, exporting importing or distributing any
data storage products using any mark encompassing the terms DX, DX SERIES, DX1, DX2 or any other
term confusingly similar to Quantum’s DX and DXI Family of Marks;

L. That this Court enter an order permanently enjoining Overland and its affiliates,

subsidiaries, officers, agents, employees, representatives, privies, successors, and assigns and all those
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acting for them or on their behalf, or acting in concert with them directly or indirectly, from advertising,
marketing, selling promoting, offering for sale, manufacturing, exporting importing or distributing any
data storage products using any slogan encompassing the terms PROTECT THE WORLD’S MOST
IMPORTANT DATA... YOURS or any other slogan confusingly similar to the Quantum Slogan Mark;

M. That this Court enter an order requiring that the U.S. Patent and Trademark Office
abandon Application Serial No. 85449344 pursuant to the findings of likelihood of confusion of this
Court;

N. That this Court enter an order granting Quantum an equitable accounting of Overland’s
profits, if any, from the sale of its goods, and award Quantum its damages or Overland’s profits,
whichever are greater, arising from Overland’s infringement and acts of unfair competition in violation
of 15 U.S.C. § 1125, including interest thereon;

0. That this Court enter an order awarding Quantum actual damages or statutory damages
under 15 U.S.C. § 1117, whichever is greater, arising from Overland’s violation of 15 U.S.C. § 1114(1),
including interest thereon;

P. That this Court enter an order declaring that this case is exceptional under 15 U.S.C. §
1117, due to the intentional, willful, and wanton nature of Overland’s activities, and award Quantum
treble damages and attorneys’ fees, costs, and disbursements;

Q. That this Court enter a judgment that Overland has infringed and is infringing the
Asserted Patents;

R. That this Court enter an order enjoining Overland, its officers, agents, employees, and
those persons in active concert or participation with any of them, and Overland’s successors and assigns,
from infringing the Asserted Patents;

S. That this Court award Quantum its damages for Overland’s infringement of the Asserted
Patents pursuant to 35 U.S.C. § 284;

T. That this Court find that Overland’s infringement of the Asserted Patents has been willful
and increase the damages awarded to Quantum to three times the amount assessed pursuant to 35 U.S.C.

§ 284,
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U. That this Court find Overland’s infringement of the Asserted Patents to be an exceptional
case within the meaning of 35 U.S.C. § 285 and that Quantum be awarded attorneys’ fees;

V. That this Court award Quantum prejudgment and post-judgment interest on its damages;

W. That this Court award Quantum its costs; and

X. That this Court award Quantum such other and further relief as the Court deems proper.

DEMAND FOR JURY TRIAL

Pursuant to Rule 38(b) of the Federal Rules of Civil Procedure, Quantum demands a trial by jury
for all issues so triable.

Dated: August 27,2012 DURIE TANGRI LLP

By: /s/ Clement S. Roberts

CLEMENT S. ROBERTS

Attorneys for Defendant and
Counterclaimant
QUANTUM CORPORATION
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CERTIFICATE OF SERVICE

I certify that all counsel of record are being served on August 27, 2012 with a copy of this
document via the Court’s CM/ECF system.

/s/ Clement S. Roberts

CLEMENT S. ROBERTS
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SEAN C. CUNNINGHAM (Bar No. 174931)
sean.cunningham(@dlapiper.com

ERIN P. GIBSON (Bar No. 229305)
erin.gibson@dlapiper.com

JACOB D. ANDERSON (Bar No. 265768)
jacob.anderson@dlapiper.com

DLA PIPER LLP (US)

401 B Street, Suite 1700

San Diego, CA 92101-4297

Tel: 619.699.2700

Fax: 619.699.2701

BRENT K. YAMASHITA (Bar No. 206890)
brent.yamashita@dlapiper.com
ROBERT BUERGTI (Bar No. 242910)
robert.buergi@dlapiper.com

SUMMER KRAUSE (Bar No. 264858)
summer.krause@dlapiper.com

DLA PIPER LLP (US)

2000 University Avenue

East Palo Alto, CA 94303-2215

Tel: 650.833.2000

Fax: 650.833.2001

Attorneys for Plaintiff/Counterclaim-Defendant
OVERLAND STORAGE, INC.

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

OVERLAND STORAGE, INC,,

Plaintift/Counterclaim- Case No. 12-¢v-01599-JLS-BLM
Defendant,
OVERLAND STORAGE, INC.’S ANSWER
v. TO QUANTUM CORPORATION’S
COUNTERCLAIMS
QUANTUM CORPORATION; and
VENTURE CORPORATION LIMITED, DEMAND FOR JURY TRIAL
Defendants/
Counterclaimant.

Plaintiff and Counterclaim-Defendant Overland Storage, Inc. (“Overland Storage”) files
this Answer to the Counterclaims asserted by Defendant and Counterclaimant Quantum
Corporation (“Quantum”). Overland Storage hereby responds to each numbered paragraph
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in Quantum’s Counterclaims as follows, and denies each of Quantum’s allegations except as set
forth below:
PARTIES
1. On information and belief, Overland Storage admits that Quantum is a Delaware
corporation with a principal place of business at 1650 Technology Drive, Suite 700, San Jose,

California, 95110.

2. Admitted.
JURISDICTION AND VENUE
3. Overland Storage admits that jurisdiction is proper in this Court.
4. Overland Storage admits that this Court has personal jurisdiction over it for

purposes of this action. Overland Storage admits that this Court is the proper venue for this
action. Overland Storage denies that it has committed acts of patent infringement and trademark
infringement, and denies the remaining allegations of Paragraph 4.

FACTUAL BACKGROUND

5. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 5 and, on that basis, denies them.

6. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 6 and, on that basis, denies them.

7. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 7 and, on that basis, denies them.

8. Overland Storage admits that it filed an application for federal registration of the
SNAPSERVER DX SERIES mark, Serial No. 85449344, Overland Storage admits that it uses
SnapServer® DX Series, SnapServer® DX1, and SnapServer® DX2 for certain products.
Overland Storage admits that it has used the words Protect the Worlds Most Important
Data... Yours. Overland Storage admits that Quantum has asserted purported counterclaims of
trademark infringement and unfair business practices against Overland Storage. Overland
Storage denies that Quantum’s counterclaims have merit, and denies the remaining allegations of
Paragraph 8.

-
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9. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 9 and, on that basis, denies them.

10. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 10 and, on that basis, denies them.

11. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 11 and, on that basis, denies them.

12. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 12 and, on that basis, denies them.

13.  Overland Storage admits that United States Trademark Registrations for the marks
DXI (No. 3,655,418), DXI-SERIES (No. 4,175,224), QUANTUM DXI-SERIES (No. 4,175,381),
and DXI ACCENT (No. 4,172,746) were purportedly issued to Quantum and what purports to be
copies of the registrations are attached to Quantum’s Counterclaims as Exhibits 3-6 respectively.
Overland Storage lacks information sufficient to form a belief as to the remaining allegations of
Paragraph 13 and, on that basis, denies them.

14. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 14 and, on that basis, denies them.

15. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 15 and, on that basis, denies them.

16. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 16 and, on that basis, denies them.

OVERLAND’S WILLFUL INFRINGEMENT

17. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 17 and, on that basis, denies them.

18.  Overland Storage admits that in or about June of 2008, Overland acquired the
Snap Server NAS business from Adaptec, Inc. Overland Storage lacks sufficient knowledge or
information to admit or deny the remaining allegations of Paragraph 18 and, on that basis, denies
them.

19. Denied.
WEST\238618048.1 12-cv-01599-JL.S-BLM
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20. Overland Storage lacks sufficient knowledge or information to admit or deny the

allegations of Paragraph 20 and, on that basis, denies them.

21. Denied.
22. Denied.
23. Denied.

POLICING OF QUANTUM’S DX AND DXI FAMILY OF MARKS

24, Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 24 and, on that basis, denies them.

25. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 25 and, on that basis, denies them.

26. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 26 and, on that basis, denies them.

27. Overland Storage lacks sufficient knowledge or information to admit or deny the
allegations of Paragraph 27 and, on that basis, denies them.

28. Denied.

29. Overland Storage admits that it continues to manufacture, promote and sell
SnapServer® DX1 and SnapServer® DX2 products. Overland Storage denies the remaining

allegations of Paragraph 29.

30.  Denied.
31.  Denied.
32.  Denied.
33.  Overland Storage admits that Quantum has filed counterclaims seeking injunctive

and monetary relief for trademark infringement and unfair competition in violation of 15 U.S.C.

§ 1114(1) and Section 43(a) of the Lanham Act, 15 U.S.C. §1125(a). Overland Storage denies
that Quantum’s counterclaims have merit, and denies the remaining allegations of Paragraph 33.
111/

111/

111/

WEST238618048.1 12-¢v-01599-JL.S-BLM
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1 FIRST CLAIM FOR RELIEF
2 (Trademark Infringement)
3 34. Overland Storage incorporates its responses to paragraphs 1-33 above as if set

4 | forth fully herein.

5 35.  Denied.
6 36.  Denied.
7 37.  Denied.
8 38.  Denied.
9 39.  Denied.
10 SECOND CLAIM FOR RELIEF
11 (Trademark Infringement and Unfair Competition)
12 40. Overland Storage incorporates its responses to paragraphs 1-39 above as if set

13 | forth fully herein.

14 41.  Denied.

15 42.  Denied.

16 43.  Denied.

17 44,  Denied.

18 THIRD CLAIM FOR RELIEF

19 (Trademark Infringement and Unfair Competition)

20 45. Overland Storage incorporates its responses to paragraphs 1-44 above as if set

21 | forth fully herein.

22 46.  Denied.
23 47.  Denied.
24 48.  Denied.
25 49.  Denied.
26 || /11
27 || /11
28 || /11
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FOURTH CLAIM FOR RELIEF

(Unfair Competition Under Cal. Bus. & Proc. Code § 17200 et seq.)

50. Overland Storage incorporates its responses to paragraphs 1-49 above as if set
forth fully herein.

51. Denied.

52. Denied.

53. Denied.

54. Denied.

FIFTH CLAIM FOR RELIEF
(Infringement of U.S. Patent No. 5,491,812)

55. Overland Storage incorporates its responses to paragraphs 1-54 above as if set
forth fully herein.

56. Overland Storage lacks sufficient knowledge or information to admit or deny the

allegations of Paragraph 56 and, on that basis, denies them.

57.

Overland Storage admits that United States Patent No. 5,491,812 (the “’812

patent”), entitled “System and Method for Ethernet to SCSI Conversion,” purportedly issued on

February 13, 1996, and what purports to be a copy of the 812 patent is attached to Quantum’s

Counterclaims as Exhibit 7. Overland Storage lacks information sufficient to form a belief as to

the remaining allegations of Paragraph 57 and, on that basis, denies them.

58.
59.
60.
61.

Denied.
Denied.
Denied.

Overland Storage admits that Claim 1 of the ' 812 patent recites, in part, a

“plurality of communication converters, each coupling a respective one of the at least one

computer and the at least one remote storage device to the Ethernet network.” Overland Storage

denies the remaining allegations of Paragraph 61.

62.
63.

WEST\238618048.1

Denied.
Denied.
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1 64. Overland Storage denies that Overland Storage infringes any claim of the ' 812

2 || patent, and denies that Quantum is entitled to injunctive relief.

3 SIXTH CLAIM FOR RELIEF
4 (Infringement of U.S. Patent No. 6,542,787)
5 65. Overland Storage incorporates its responses to paragraphs 1-64 above as if set

6 || forth fully herein.
7 66. Overland Storage lacks sufficient knowledge or information to admit or deny the
8 || allegations of Paragraph 66 and, on that basis, denies them.
9 67. Overland Storage admits that United States Patent No. 6,542,787 (the “*787
10 | patent”), entitled “Library for Storing Data-Storage Media and Having a Removable Interface
11 || Module,” purportedly issued on April 1, 2003, and what purports to be a copy of the *787 patent
12 || is attached to Quantum’s Counterclaims as Exhibit 8. Overland Storage lacks information
13 || sufficient to form a belief as to the remaining allegations of Paragraph 67 and, on that basis,

14 | denies them.

15 68. Denied.
16 69. Denied.
17 70. Denied.
18 71. Denied.
19 72. Overland Storage denies that Overland Storage infringes any claim of the ' 787

20 || patent, and denies that Quantum is entitled to injunctive relief.

21 SEVENTH CLAIM FOR RELIEF
22 (Infringement of U.S. Patent No. 6,498,771)
23 73. Overland Storage incorporates its responses to paragraphs 1-72 above as if set

24 | forth fully herein.

25 74. Overland Storage lacks sufficient knowledge or information to admit or deny the
26 || allegations of Paragraph 74 and, on that basis, denies them.

27 75. Overland Storage admits that United States Patent No. 6,498,771 (the “’771

28 || patent”), entitled “Data Storage Unit Having Plural Removable Magazines,” purportedly issued

DLA PipeR LLP (US)
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on December 24, 2002, and what purports to be a copy of the 771 patent is attached to

Quantum’s Counterclaims as Exhibit 9. Overland Storage lacks information sufficient to form a

belief as to the remaining allegations of Paragraph 75 and, on that basis, denies them.

76.
77.
78.
79.
80.

Denied.
Denied.
Denied.
Denied.

Overland Storage denies that Overland Storage infringes any claim of the ' 771

patent, and denies that Quantum is entitled to injunctive relief.

EIGHTH CLAIM FOR RELIEF

(Infringement of U.S. Patent No. 5,925,119)

81. Overland Storage incorporates its responses to paragraphs 1-80 above as if set
forth fully herein.
82. Overland Storage lacks sufficient knowledge or information to admit or deny the

allegations of Paragraph 82 and, on that basis, denies them.

83.

Overland Storage admits that United States Patent No. 5,925,119 (the “’119

patent”), entitled “Computer Architecture for Automated Storage Library” is attached to

Quantum’s Counterclaims as Exhibit 10. Overland Storage lacks information sufficient to form a

belief as to the remaining allegations of Paragraph 83 and, on that basis, denies them.

84.
85.
86.
87.
88.

Denied.
Denied.
Denied.
Denied.

Overland Storage denies that Overland Storage infringes any claim of the' 119

patent, and denies that Quantum is entitled to injunctive relief.

PRAYER FOR RELIEF

Overland Storage repeats its request for the relief set forth in its Complaint and further

requests judgment denying the relief sought by Quantum in its Counterclaims.

WEST\238618048.1
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AFFIRMATIVE DEFENSES
Overland Storage’s Affirmative Defenses are listed below. The designation of any
defense as an “Affirmative Defense” does not mean that Overland Storage bears the burden of
proof with respect to that defense. Overland Storage reserves the right to amend its Answer to
add Affirmative Defenses, including inequitable conduct, consistent with facts discovered in the
case.
First Defense: Failure to State a Claim
1. Quantum’s Counterclaims fail to state any claim against Overland Storage upon
which relief may be granted.
Second Defense: Noninfringement of the ' 812 Patent
2. Overland Storage does not infringe any valid claim of the 812 patent either
directly, indirectly, contributorily, through the doctrine of equivalents, or otherwise, has not
induced others to infringe the 812 patent, and has not willfully infringed the ' 812 patent.
Third Defense: Noninfringement of the ' 787 Patent
3. Overland Storage does not infringe any valid claim of the *787 patent either
directly, indirectly, contributorily, through the doctrine of equivalents, or otherwise, and has not
induced others to infringe the 787 patent, and has not willfully infringed the ' 787 patent.
Fourth Defense: Noninfringement of the ' 771 Patent
4. Overland Storage does not infringe any valid claim of the *771 patent either
directly, indirectly, contributorily, through the doctrine of equivalents, or otherwise, and has not
induced others to infringe the 771 patent, and has not willfully infringed the ' 771 patent.
Fifth Defense: Noninfringement of the ' 119 Patent
5. Overland Storage does not infringe any valid claim of the *119 patent either
directly, indirectly, contributorily, through the doctrine of equivalents, or otherwise, and has not
induced others to infringe the 119 patent, and has not willfully infringed the ' 119 patent.
Sixth Defense: Invalidity of the ' 812 Patent
6. Each claim of the 812 patent is invalid for failure to meet one or more of the
conditions of patentability specified in Title 35 of the United States Code, including but not
WEST1238618048.1 - 12-cv-01599-JL.S-BLM
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limited to 35 U.S.C. §§ 101, 102, 103, 112, 119 and 120, and/or for being otherwise in violation
of one or more of the sections of Parts I, I, and III of Title 35 of the United States Code.

Seventh Defense: Invalidity of the ' 787 Patent

7. Each claim of the *787 patent is invalid for failure to meet one or more of the
conditions of patentability specified in Title 35 of the United States Code, including but not
limited to 35 U.S.C. §§ 101, 102, 103, 112, 119 and 120, and/or for being otherwise in violation
of one or more of the sections of Parts I, II, and I1I of Title 35 of the United States Code.

Eighth Defense: Invalidity of the ' 771 Patent

8. Each claim of the 771 patent is invalid for failure to meet one or more of the
conditions of patentability specified in Title 35 of the United States Code, including but not
limited to 35 U.S.C. §§ 101, 102, 103, 112, 119 and 120, and/or for being otherwise in violation
of one or more of the sections of Parts I, I, and III of Title 35 of the United States Code.

Ninth Defense: Invalidity of the ' 119 Patent

9. Each claim of the *119 patent is invalid for failure to meet one or more of the
conditions of patentability specified in Title 35 of the United States Code, including but not
limited to 35 U.S.C. §§ 101, 102, 103, 112, 119 and 120, and/or for being otherwise in violation
of one or more of the sections of Parts I, II, and I1I of Title 35 of the United States Code.

Tenth Defense: Equitable Defenses

10. Quantum’s claims for relief, in whole or in part, are barred by the doctrines of
waiver, laches, estoppel, unclean hands, and/or other equitable defenses. At a minimum,
Quantum is barred from recovering any pre-suit damages as a result of waiver, laches, and/or
equitable estoppel. Further, by reason of the proceedings in the U.S. Patent and Trademark
Office during prosecution of the applications for the' 812,' 787,' 771 and' 119 patents,
Quantum is estopped from claiming infringement, either literally or under the doctrine of
equivalents, by Overland Storage of one or more claims of the ' 812,' 787,' 771 and' 119
patents.

11

/11
-10-
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1 Eleventh Defense: Costs Barred
2 11. Quantum is barred from recovering costs in connection with this action under 35

3 | US.C. §28s.

4 Twelfth Defense: Limitation on Damages

5 12. Quantum’s claims for damages are barred and/or limited by 35 U.S.C. §§ 286 and
6 || 287.

7 Thirteenth Defense: Attorneys’ Fees Improper

8 13. Quantum has failed to state facts and/or a legal basis sufficient to permit recovery

9 | of attorneys’ fees against Overland Storage.

10 Fourteenth Defense: No Equitable or Injunctive Relief
11 14. Quantum has failed to state facts and/or a legal basis sufficient to permit equitable

12 | orinjunctive relief of any kind.

13 Fifteenth Defense: Estoppel by Laches
14 15. Quantum’s trademark and unfair business practices counterclaims are barred,

15 || precluded or limited by reason of estoppel by laches.

16 Sixteenth Defense: Estoppel by Acquiescence
17 16. Quantum’s trademark and unfair business practices counterclaims are barred,

18 || precluded or limited by reason of estoppel by acquiescence.

19 Seventeenth Defense: No Likelihood of Consumer Confusion
20 17.  Overland Storage’s use of its trademarks identified in the Counterclaim does not,

21 || and did not, cause a likelihood of consumer confusion with the trademarks, or the goods or

22 || services of Quantum.

23 Eighteenth Defense: Invalid Marks
24 18. Quantum’s trademark and unfair business practices counterclaims are barred,

25 | precluded, or limited insofar as Quantum does not hold valid or enforceable trademarks at issue
26 || concerning which it purports to make its claims.

27 | /11

28 | /1]
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Nineteenth Defense: No Unfair Competition

19. Overland Storage has not engaged in unfair competition and/or unfair business
practices because, among other things, the products sold under Quantum’s alleged trademarks are
not competitive with Overland Storage’s products sold under Overland Storage’s trademarks.

Twentieth Defense: Reservation of Additional Defenses

20. Overland Storage reserves all affirmative defenses under Rule 8(c) of the Federal
Rules of Civil Procedure and the patent and trademark laws of the United States, and any other
defenses, at law or in equity, that may now or in the future be available based on discovery or any
other factual investigation concerning this case or any related action.

DEMAND FOR JURY TRIAL
Overland Storage demands a trial by jury for all issues so triable pursuant to Federal Rule

of Civil Procedure 38(b).

Dated: September 20, 2012 DLA PIPER LLP (US)

By /s/ Sean C. Cunningham
SEAN C. CUNNINGHAM
BRENT K. YAMASHITA
ERIN P. GIBSON
ROBERT BUERGI
JACOB D. ANDERSON
SUMMER KRAUSE
Attorneys for Plaintiff and Counterclaim
Defendant OVERLAND STORAGE, INC.

-12-
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PROOF OF SERVICE

I am a resident of the State of California, over the age of eighteen years, and not a party to
the within action. My business address is DLA Piper LLP (US), 401 B Street, Suite 1700, San
Diego, California 92101-4297. On September 20, 2012, I served the within documents:

OVERLAND STORAGE, INC.’S ANSWER TO QUANTUM CORPORATION’S
COUNTERCLAIMS

D by placing the document(s) listed above in a sealed envelope with postage thereon
fully prepaid, in the United States mail at San Diego, California addressed as set
forth below.

D by personally delivering the document(s) listed above to the person(s) at the
address(es) set forth below.

D [BY OVERNIGHT DELIVERY] by consigning such copy in a sealed envelope to
an overnight delivery courier for next business day delivery to the person(s) at the
address(es) set forth below.

|z| by transmitting via e-filing the document(s) listed above to the Case Management/
Electronic Case filing system.

D by emailing the document(s) listed above to the email addresses below.

Daralyn J. Durie

Michael H. Page

Clement S. Roberts

Lara A. Rogers

Brian C. Howard

DURIE TANGRI LLP
217 Leidesdorff Street
San Francisco, CA 94111
Tel.: 415-362.6666

Fax: 415.236..6300

ddurie@durietangri.com
mpage(@durietangri.com

croberts@durietangri.com
Irogers@durietangri.com

bhoward@durietangri.com

Attorneys for Defendant Quantum Corporation

I am readily familiar with the firm's practice of collection and processing correspondence
for mailing. Under that practice it would be deposited with the U.S. Postal Service on that same
day with postage thereon fully prepaid in the ordinary course of business. 1 am aware that on
motion of the party served, service is presumed invalid if postal cancellation date or postage
meter date is more than one day after date of deposit for mailing in affidavit.

WEST\238639110.1 3:12-CV-1599-JLS-BLM




W 00 1 N b B W N

[ T S o o o I o O O o e e e T e T TV E
~] &t Rk W N = D WO o s N U B W N =D

28

DLA PiPER LLP (US)

SAN DIEGD

Case 3:12-cv-01599-JLS-BLM Document 20 Filed 09/20/12 Page 14 of 14

I declare that I am employed in the office of a member of the Bar of or permitted to
practice before this Court at whose direction the service was made.

Executed on September 20, 2012, at San Dlego, Callforma

% a dSally Jones
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