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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PREMIO FOODS, INC.,
Opposer,

V. Opposition No. 91206407

Application Serial No. 85/558,790
EDS MANUFACTURING, LLC,

Applicant.
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OPPOSER PREMIO FOODS REPLY IN SUPPORT OF
ITS MOTION TO COMPEL

Introduction

In view of, and in response to, the statements, assertions and arguments in
Applicant’s Response Brief filed on July 8, 2013, Opposer is compelled to submit the
following succinct Reply Brief.

The problem is that Applicant has not stated unequivocally that it will not be
producing any more responsive documents, or that it has no more documents to
produce, and therefore Opposer is at risk of waiving the right to object if new documents
surface during trial.

In view of this problem and Applicant’s incomplete discovery responses, Opposer
was left with no choice but to move to compel Applicant’'s complete discovery
responses. Applicant’s lack of completeness in responding to Opposer’s written

discovery was apparently the result of that party performing only a cursory search of its



records. As a result of that approach to Applicant’s discovery obligations, Opposer’s
discovery was, and is, being impeded. Moreover, Opposer is being deprived of the fair
opportunity to receive the information it requires to protect its registered trademark
rights.

Even now in its Reply Brief, Applicant “speaks out of both corners of its mouth”
by forcefully asserting on one hand that it has “fully complied’ and “fully responded,”
while at the same time relying upon its own responses - which have been eviscerated
by Applicant’s boilerplate objections and vague response language that fails to plainly
and clearly state that no more responsive documents exist or will be produced.

Finally, Applicant raises a number of unfounded and/or irrelevant arguments

against Opposer’s Motion to Compel, none of which should be entertained.

Applicant’s Responses are Incomplete and Equivocal

In its Response Brief, Applicant asserts no less than eleven (11) times, that it has
“fully complied’ with, and/or “fully responded’ to Opposer’s Discovery Requests (See
Applicant's Response Brief at pp. 4, 6, 8, 10 and 12). However, Applicant’s own
responses contradict those very assertions. In response to all but one of Opposer’s
document requests that are the subject of the instant Motion, Applicant responded with
the following qualifications:
Subject to the objection(s) and to the extent they exist,
responsive non-privileged documents will be made available
at a time and place to be mutually agreed upon by counsel

for the parties.

And/or



Applicant reserves the right to amend this Response should

it become aware of other responsive information or other

pertinent information in the course of discovery.
See Applicant’s Responses and Supplemental Responses to Document Request Nos.
16; 17; 19; 22; 23; 24; 26 (b)(c)(d) and (e); 27; 28; 30 (a) and (c); 31 through 36; 39; 40;
43; 44; 46; 47; 48 and 49 (emphasis added).’

Opposer cannot properly rely upon the completeness of documents produced
subject to broad objections and the qualifications, such as “to the extent other
documents may exist’ and a “right to amend should Applicant become aware of other
responsive information.” Rather, the law is clear that Applicant's equivocal and
incomplete responses have left Opposer with no choice but to file the instant Motion, it

being well-settled that if Opposer does not now complain now, it will lose that right after

the close of discovery.

Opposer Had No Choice but to File Ilts Motion to Compel

As the Board is aware, if a party that served a request for discovery receives a
response thereto which it believes to be inadequate, but fails to file a motion to
challenge the sufficiency of the response, it may not thereafter be heard to complain
about the sufficiency thereof. H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715,
1719 (TTAB 2008) (party that receives response it believes inadequate but fails to file a

motion to test sufficiency of response, may not thereafter complain about its

' In the only instance where Applicant has not relied upon such qualifications — its
response to Document Request No. 18 - such an omission appears to be a mistake.
Nevertheless, even if the omission was not a mistake, Applicant’s response is still
incomplete because the two (2) documents produced refer only to raw sales and pricing
data from 2012, 2011 and 2008, despite Applicant’s claims of a date of first use of 2007.
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insufficiency); Linville v. Rivard, 41 USPQ2d 1731, 1733 (TTAB 1996) (objections that
discovery requests are, for example, ambiguous or burdensome, are not of a nature
which would lead propounding party to believe that the requested information does not
exist and party should have filed motion to compel), aff'd, 133 F.3d 1446, 45 USPQ2d
1374 (Fed. Cir. 1998); British Seagull Ltd. v. Brunswick Corp., 28 USPQ2d 1197, 1201
(TTAB 1993) (where applicant gave partial answers and otherwise objected to requests
as cumulative or burdensome but opposer did not file motion to compel, modify
discovery requests, or otherwise pursue material, evidence introduced by applicant at
trial was considered), aff'd, 35 F.3d 1527, 32 USPQ2d 1120 (Fed. Cir. 1994); See also
Societa Per Azioni Chianti Ruffino Esportazione Vinicola Toscana v. Colli Spolentini
Spoletoducale SCRL, 59 USPQ2d 1383, 1383 (TTAB 2001) (because plaintiff's first
testimony period had already opened, any motion to compel to test alleged deficiencies
in discovery responses would be time-barred).

In instances where a party does not “unequivocally refuse” to provide

information in response to discovery requests, the preclusion sanction under Fed. R.
Civ. P. 37(c)(1) may not apply. Midwestern Pet Foods Inc. v. Societe des Produits
Nestle S.A., 685 F.3d 1046, 103 USPQ2d 1435, 1439 (Fed. Cir. 2012) (Board did not
abuse its discretion by refusing to strike plaintiff’s evidence, where plaintiff objection to
production did not represent that responsive documents did not exist but defendant
failed to follow up on plaintiff’'s offer to produce the evidence at a mutually agreeable
time and place and in view of defendant’s failure to file a motion to compel.)

In view of Applicant’s equivocal response language that “leaves the door open” to

the existence and production of more responsive documents, and in view of the fact that



the documents Applicant has produced clearly do not completely respond to Opposer’s
discovery requests (as asserted and argued in Opposer’'s Main Brief), Opposer had no
choice but to file its Motion to Compel so as to force Applicant to either: 1) make a
complete and unqualified document production; or 2) state unequivocally that it

possesses N0 more responsive documents.

Opposer Believes The Documents Produced By Applicant
Are Not Complete and Representative

Applicant has argued that it made a complete and responsive document
production (Response Brief at p. 7). However, a closer review of the documents
produced reveals a multitude of deficiencies:

» Docs EDS0001 — EDS0551 are publicly available court documents and
USPTO records that appear to have been pulled by Applicant’s attorney —
rather than obtained from Applicant’s own files;

> Docs EDS0552 — EDSO0586 contain no dates, publication or other
reference information that gives them actual commercial context;

» Docs EDS0587- EDS0599 are only from 2013, and not from previous
years dating back to 2007;

» Doc EDS0600 — EDS1538 is a mammoth computer printout of raw sales
and pricing information from 2011 through 2012 only; and,

» Doc EDS1539 is a single pricing sheet from 2008 issued by Applicant’s
predecessor in interest.

When a party believes that the documents produced by Applicant are not truly
representative, that party should file a motion to compel. The Procter & Gamble
Company v. Keystone Automotive Warehouse, Inc., 191 USPQ 468, 471 (TTAB 1976).

Opposer has followed that approach in this proceeding.



Opposer’s Belief Is Not Mere Speculation

Opposer's motion was based upon its reasonable belief that Applicant has failed
to make a complete production of the documents requested from it. Applicant
improperly seeks to thwart that motion by asserting that Opposer’s belief is mere
speculation. Opposer, while denying such an assertion, directs the Board to the cases
cited by Applicant that are clearly inapposite to the matter sub judice.

First, Applicant relies upon Frito-Lay North America Inc. v. Princeton Vanguard
LLC 100 USPQ2d 1904, 1908-1909 (TTAB 2011) to put forth the argument that
Opposer's “mere belief” that more responsive documents exist is not sufficient to
support its Motion to Compel. However, in that case the Applicant was insisting upon
the production of a substantial amount of largely irrelevant Electronically Stored
Information (ESI) in the absence of an agreement between the parties about the
production of such material. The quote isolated by Applicant in its Response Brief is
taken out of context because it related to the Board’s effort to deal with proportionality in
e-discovery relative to the “staggering” time and production costs that have a
“debilitating” effect on litigation. /d. More importantly, in Frito-Lay the Opposer had
declined to produce further documents, asserting that it had, “identified nineteen of its
employees deemed most likely to have information relevant to this proceeding ... and
instructed them to search their records, including electronically stored information, using
categories keyed to Applicant's requests.” Under those circumstances—which are
dramatically different from those in this case—the Board refused to entertain the

Applicant’s “mere beliefs” about more responsive documents.



The other inapposite case relied upon by Applicant is Harris v. Koenig, 271
F.R.D. 356, 370 (D.D.C. 2010), that was also quoted out of context. In fact, the cited

quotation actually reads, “According to SSBT, there are no documents responsive to

request numbers 39 and 40. | cannot compel what does not exist.” (emphasis added).

Id. Obviously the situation in Harris is dramatically different from the instant one, where
Applicant has made no statement that “no responsive documents exist.”

In view of the foregoing, it appears that Applicant seeks to mislead not only
Opposer, but also the Board. The general rule is that if an objection, or incomplete
response, does not fully and actually negate the assumption or belief that there are
documents in existence (but not being produced), then a motion to compel must be
made in order to lay the foundation for objecting to such responsive documents if they
later surface as exhibits during the Trial Period (either via a Notice of Reliance or a
Deposition Exhibit). See e.g. Panda Travel, Inc. v. Resort Option Enterprises, Inc., 94
USPQ2d 1789 (TTAB, 2009) (Documents not produced until after the start of trial
generally are stricken when the documents are within the scope of documents
requested but not produced during discovery.) It is clear that Applicant is attempting to

avoid this rule.

Opposer’s Responses To Applicant’s Discovery Requests Are Not At Issue

Opposer’s responses to Applicant’s discovery requests are not at issue in this
motion. Thus, arguments concerning Opposer’s objections to Applicant’s interrogatory

discovery are irrelevant to the motion now before the Board.



Opposer’s Arguments Are Not Contradictory or Unclear

Applicant’'s complaint that Opposer's motion is “unclear” is a red herring.
Applicant has “dumped” 1000 pages of apparently raw data on Opposer (Docs.
EDS0600-EDS1538), and also uses that to respond to Interrogatories under Rule 33(d).
Applicant’s responses were improper, and neither Opposer’s requests nor its arguments

are unclear.

Applicant’s Claim That Opposer “Belatedly” Responded To
Applicant’s Discovery Requests is Distasteful

On May 13™ — the day before Opposer’s discovery responses were due to
Applicant - counsel for Opposer found out that his wife had been diagnosed with cancer
and required an urgent operation. Applicant’s counsel agreed to a 30-day extension of
time under those circumstances. For Applicant’s counsel to now characterize

Opposer’s responses as “late” is distasteful.

Conclusion

In view of the foregoing, Opposer refers the Board back to Opposer’s main brief,
and respectfully moves the Board to rule on the sufficiency of Applicant's objections,
and to either: 1) order Applicant to serve complete discovery responses; or 2) state
unequivocally that there are no more responsive documents under its possession,
custody or control. Without such a ruling and order, Opposer will be prejudiced in its
discovery efforts since it cannot take discovery on documents, statements and facts that

may surface only during the trial phase of this case.



Opposer again respectfully requests that in view of the Applicant’s overly-broad
objections and incomplete responses, the Board rule on each of the objections voiced
by Applicant, that Applicant be ordered to supplement its responses and document

production, and be admonished for its failure to engage in the rigors of good-faith

discovery.
Respecitfully submitted,
PREMIO FOODS, INC.
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