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Licores Veracruz, S.A. de C.V.
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Plaintiff
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Motion for Suspension in View of Civil Proceeding With Consent
The parties are engaged in a civil action which may have a bearing on this proceeding. Accordingly, Licores
Veracruz, S.A. de C.V. hereby requests suspension of this proceeding pending a final determination of the
civil action. Trademark Rule 2.117.
Licores Veracruz, S.A. de C.V. has secured the express consent of all other parties to this proceeding for the
suspension and resetting of dates requested herein.
Licores Veracruz, S.A. de C.V. has provided an e-mail address herewith for itself and for the opposing party
so that any order on this motion may be issued electronically by the Board.

Certificate of Service
The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.
Respectfully submitted,
/John A. Tang/
John A. TAng
ipdocketing@strasburger.com,john.tang@strasburger.com,michelle.brockway@strasburger.com
michael@machatlaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Grupo Industrial Muyaad S.A. de C.V.,
Opposer,
v.
Licores Veracruz, S.A. de C.V,
Applicant.
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Opposition No. 91205718

United States Patent and Trademark Office
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451
APPLICANT’S MOTION TO STAY THE PROCEEDING
Applicant, Licores Veracruz, S.A. de C.V. (“Licores Veracruz”) by and through
its undersigned counsel, moves to stay the above-captioned proceeding pending the
resolution of a civil action filed in federal court, pursuant to 37 C.F.R. §2.117(a).
I.

STATEMENT OF FACTS
Opposer, Grupo Industrial Muyaad S.A. de C.V. (“Muyaad”),

began this

opposition proceeding on June 20, 2012 against Licores Veracruz’s application for
registration, U.S. Application No. 77/917,080 for a configuration of a revolver as a
trademark for tequila (the “’080 Application”).

Licores Veracruz filed the ‘080

Application on January 21, 2010.
On October 10, 2010, Muyaad filed a trademark application under Application
Serial No. 85/165,314 (the “’314 Application”) for a configuration of a revolver for
alcoholic beverages, except beers. On February 14, 2011, Examining Attorney Lesley
LaMothe refused registration of the ‘314 Application on the ground of Section 2(d) of
the Lanham Act citing inter alia, Applicant’s U.S. Registration No. 3,503,969 for a
configuration of an automatic pistol for alcoholic beverages, except beers.
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Furthermore, Examining Attorney LaMothe cited the ‘080 Application as a potential
bar to registration of Opposer’s mark. Consequently, on September 7, 2011, the Office
suspended the ‘314 Application pending the disposition of Applicant’s ‘080
Application, which is the application at issue in this proceeding.
Applicant is the owner of several applications and registrations for
configuration trademarks that have configurations of various weapons, such as a
revolver and an automatic pistol. One of Applicant’s registrations is U.S. Registration
No. 3,503,968, for a configuration mark in the shape of an automatic pistol for
alcoholic beverages, except beers. In an effort to enforce its automatic pistol trademark
against third-party infringers, on April 19, 2012 Applicant, with its U.S. exclusive
distributor, Mexcor Distributors, Inc. (“Mexcor”), filed a Complaint for inter alia,
trademark infringement and unfair competition, in the Southern District of Texas
against Purveyors, LLC, a distributor of tequila sold in automatic pistol shaped bottles
(Mexcor Distributors, Inc. v. Purveyors, LLC, Case No. 4:12-CV-01240).
In Purveyor’s Answer to the Complaint, Purveyor denied Applicant’s
allegations. In addition, in its Counter-claims, Purveyor’s alleged inter alia, that it was
the exclusive distributor of a revolver shaped bottle containing tequila and that
Applicant’s distributor Mexcor was infringing the revolver shaped mark. Purveyor
identified the manufacturer of the tequila in the revolver-shaped bottles as Opposer and
also identified the ‘314 Application as the application for Opposer’s revolver shaped
bottle mark. .
Applicant filed an Answer denying Purveyor’s allegations and, in a First
Amended Original Complaint filed July 27, 2012, requested the court to issue an order
to, inter alia, have the U.S. Patent and Trademark Office dismiss this opposition
proceeding with prejudice and deny registration of the ‘314 Application in view of
2
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Applicant’s common law rights to the revolver-shaped configuration mark.. A copy of
Applicant’s filed Answer and First Amended Original Complaint are attached to this
Motion.
II.

ARGUMENT
The civil action in the Southern District of Texas court involves the same issues as

the instant opposition proceeding, namely, which party owns the trademark rights to
alcoholic beverages, except beers, in a revolver-shaped bottle. Accordingly, the instant
proceeding should be stayed pending disposition of the Texas action.
The Trademark Trial and Appeal Board ("Board"), in its discretion, may
suspend a proceeding if, as here, a party to the proceeding is involved in a federal civil
action bearing on the same issues. 37 C.F.R. § 2.117(a) states that:
[w]henever it shall come to the attention of the Trademark Trial and
Appeal Board that a party or parties to a pending case are engaged in a
civil action or another Board proceeding which may have a bearing on
the case, proceedings before the Board may be suspended until
termination of the civil action or the other Board proceeding.
37 C.F.R. § 2.117(a). The Trademark Trial and Appeal Board Manual of Procedure
(TBMP) mirrors § 2.117(a), and further explains that "to the extent that a civil action in a
Federal district court involves issues in common with those in a proceeding before the
Board, the decision of the Federal district court is often binding upon the Board.” TBMP
§ 510.02(a). To the extent that the Federal action's determinations will bear on the issues
before the Board, the Board may, in its discretion, suspend the proceedings. Id.
In the instant case before the Board, Muyaad opposes Licores Veracruz's
application to register the revolver-shaped configuration mark because it is confusingly
similar to the ‘314 Application. Applicant's action before the Southern District of Texas
against Muyaad and its exclusive distributor Purveyors is for, inter alia, unfair
competition in the nature of trademark infringement caused by use of the revolver-shaped
3
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configuration mark for tequila and alcoholic beverages, except beers. In order to
determine whether there is trademark infringement, the Texas federal court will have to
determine whether Opposer's mark for alcoholic beverages, except beers is confusingly
similar to Applicant’s mark for tequila and which party has superior trademark rights to
its mark. This action raises the same issues and will be determined on the basis of much
the same facts.
Because any decision in the Texas federal action may be dispositive of the issues
before this Board, the Board should grant Applicant's motion to stay the instant
proceedings pending disposition of the federal suit.
Opposer respectfully requests that proceedings in this action be suspended
pending disposition of this motion to stay.
III.

CONSENT
On August 14, 2012, Applicant’s co-counsel, Michelle Brockway, notified

Opposer’s counsel, Michael Machat, via email that Applicant intended to file this
Motion to Stay the proceeding pending the disposition of the Texas civil action.
Opposer through Opposer’s counsel, via a reply email, consented to this Motion to
Stay the instant proceeding.
IV.

CONCLUSION
Applicant, Licores Veracruz, respectfully requests that in the interest of efficiency

and pursuant to 37 C.F.R. § 2.117(a), the Board enter an order granting Licores Veracruz's
Motion to Stay and suspend further proceedings pending disposition of Civil Action No.
4:12-CV-01240.
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Date: August 16, 2012

Respectfully submitted,
STRASBURGER & PRICE, LLP
/John A. Tang/
John A. Tang
Texas State Bar No. 000792868
Michelle Brockway, Esq.
Texas State Bar No. 24076287
Strasburger & Price, LLP
1401 McKinney Street, Suite 2200
Houston, Texas 77010
Tel: (713) 951-5600
Fax: (713) 951-5660
Email: ipdocketing@strasburger.com

Attorneys for Applicant
Licores Veracruz, S.A. de C.V

CERTIFICATE OF SERVICE
This is to certify that a true and correct copy of the foregoing document was served upon
all counsel of record via U.S. Mail in accordance with the Rules of the Trademark Trial and
Appeal Board this 16th day of August, 2012 to:
Michael Machat
Machat & Associates PC
9107 Wilshire Blvd.
Suite 500
Beverly Hills, CA 90210

/John A. Tang/
John A. Tang
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF TEXAS
HOUSTON DIVISION
MEXCOR DISTRIBUTORS, INC. AND
LICORES VERACRUZ S.A. DE C.V.
PLAINTIFFS,
vs.
PURVEYORS, LLC
DEFENDANT.
________________________________
PURVEYORS, LLC,
COUNTERCLAIMANT,
vs.
MEXCOR DISTRIBUTORS, INC. AND
LICORES VERACRUZ S.A. DE C.V.,
COUNTER-DEFENDANTS

§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§
§

CIVIL ACTION NO. 4:12-CV-01240

PLAINTIFFS/COUNTERDEFENDANTS’ ORIGINAL ANSWER
TO THE HONORABLE UNITED STATES DISTRICT JUDGE:
Plaintiffs/Counter-Defendants Mexcor Distributors, Inc. and Licores Veracruz
S.A. de C.V. (“Counter-Defendants”) file this Original Answer to Defendant/CounterPlaintiff Purveyors, LLC’s Counterclaim and Cross-Complaint.
A. Admissions and Denials
1.

Counter-Defendants admit the allegations contained in paragraph 1.

2.

Counter-Defendants admit the allegations contained in paragraph 2.

3.

Counter-Defendants admit the allegations contained in paragraph 3.
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Counter-Defendants admit the allegations contained in paragraph 4 to the

extent they do not imply that Licores Veracruz’s products are limited to tequila products
sold in bottles in the shape of weapons.
5.

Counter-Defendants admit that the Fun Caliber product in the shape of a

revolver is currently being imported into the United States, ostensibly by Purveyors.
Counter-Defendants lack knowledge or information sufficient to form a belief about the
intended identity of Purveyors’ “predecessors in interest” or the date at which that
person or entity allegedly began distributing Fun Caliber. Based on their lack of
knowledge, Counter-Defendants therefore they deny the remainder of the allegations
contained in paragraph 5.
6.

Counter-Defendants admit that Grupo Industrial Muyaad S.A. de C.V.

(“Muyaad”) filed an application for a U.S. Trademark of a bottle design in the shape of a
revolver indicating it intended to use the design. Counter-Defendants also admit that
serial number 85165314 was assigned to that application. Counter-Defendants deny the
allegations contained in paragraph 6 to the extent Purveyors intends to imply that the
United States Patent and Trade Office actually issued a registration of the trademark to
Purveyors. Additionally, Counter-Defendants lack knowledge or information sufficient to
form a belief about whether Muyaad has given Purveyors a license to act as its
exclusive United States importer and sales and marketing agent for “this product,” and
on this basis deny such allegation.
7.

Counter-Defendants deny the allegations contained in paragraph 7.

8.

Counter-Defendants admit marketing products under the brand name

Hijos de Villa. Otherwise they deny the allegations contained in paragraph 8.
9.

Counter-Defendants deny the allegations contained in paragraph 9.
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Assuming the “mark” referred to in paragraph 10 is Purveyors’ alleged

trademark referred to in paragraph 6 above, Counter-Defendants deny the mark
belongs to Purveyors and on this basis deny the allegations contained in paragraph 10.
11.

Counter-Defendants

incorporate

by

reference

their

responses

to

paragraphs 1 through 10.
12.

Counter-Defendants deny the allegations contained in paragraph 12.

13.

Counter-Defendants deny the allegations contained in paragraph 13 and

deny that Purveyors is entitled to relief it seeks in that paragraph.
14.

Counter-Defendants deny that Purveyors is entitled to the relief it seeks in

paragraph 14.
15.

Counter-Defendants

incorporate

by

reference

their

responses

to

paragraph 1 through 15.
16.

Counter-Defendants admit they sell an Hijos de Villa tequila product in a

revolver-shaped bottle in Texas and elsewhere in the United States. They deny that the
design mark of that product belongs to Purveyors, and on this basis therefore deny the
remaining allegations in paragraph 16.
17.

Counter-Defendants deny the allegations contained in paragraph 17.

18.

Counter-Defendants deny the allegations contained in paragraph 18 and

deny that Purveyors is entitled to the relief it seeks in that paragraph.
19.

Counter-Defendants deny that Purveyors is entitled to the relief it seeks in

paragraph 19.
20.

Counter-Defendants

incorporate

paragraph 1 through 19.
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Counter-Defendants deny the allegations contained in paragraph 21 and

deny that Purveyors is entitled to the relief it seeks in that paragraph.
22.

Counter-Defendants

incorporate

by

reference

their

responses

to

paragraph 1 through 22.
23.

Counter-Defendants deny the allegations contained in paragraph 23 and

deny that Purveyors is entitled to the relief it seeks in that paragraph.
B. Affirmative Defenses
24.

Purveyors’ counter-claims are barred by the doctrine of prior use.

25.

Any recovery by Purveyors under its alleged causes of action is barred by

the applicable statute of limitations.
26.

Purveyors’ counter-claims are barred by the doctrine of unclean hands.

27.

Purveyors’ counter-claims are barred by the doctrine of laches.
C. Prayer

WHEREFORE, Plaintiffs/Counter-Defendants Mexcor Distributors, Inc. and
Licores Veracruz S.A. de C.V. request that the Court grant relief and enter judgment in
its favor against Defendant/Counter-Plaintiff Purveyors, LLC, as follows:
a) Entry of judgment that Purveyors take nothing and dismiss all of its
claims with prejudice;
b) Award all costs in favor of Plaintiffs/Counter-Defendants and assess all
costs against Purveyors;
c) Such other and further relief as the Court may deem just and proper.
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Respectfully submitted,
/s/Gary J. Siller
GARY J. SILLER
Texas Bar No. 18350300
Fed. Bar No. 3050
MICHELLE BROCKWAY
Texas Bar No. 24076287
Fed. Bar No. 1187116
1401 McKinney, Suite 2200
Houston, TX 77010-4035
(713) 951-5600 (phone)
(713) 951-5660 (facsimile)
gary.siller@strasburger.com
ATTORNEY-IN-CHARGE FOR PLAINTIFFS
MEXCOR DISTRIBUTORS, INC. AND LICORES
VERACRUZ S.A. DE C.V.

OF COUNSEL:
STRASBURGER & PRICE, LLP

CERTIFICATE OF SERVICE
This is to certify that a true and correct copy of the above and foregoing
document has been filed with the Court via ECF/CM electronic filing in accordance with
Local Rule 5.1 on this the 26th day of July, 2012.

/s/Gary J. Siller
GARY R. SILLER
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