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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Hanky Panky, Ltd.

Granted to Date 06/10/2012

of previous

extension

Address 373 Park Avenue South
New York, NY 10016
UNITED STATES

Attorney Arlana S. Cohen

information Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, NY 10036
UNITED STATES
asc@cll.com, rie@cll.com, mxt@cll.com, gta@cll.com, trademark@cll.com
Phone:212-790-9200

Applicant Information

Application No 76706717 Publication date 12/13/2011
Opposition Filing 06/11/2012 Opposition 06/10/2012
Date Period Ends

Applicant

Mulcahy, Barbara

29 Highland Street
Amesbury, MA 01913
UNITED STATES

Goods/Services Affected by Opposition

Class 016.

All goods and services in the class are opposed, namely: Note cards

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1386870 Application Date 08/30/1985

No.

Registration Date | 03/18/1986 Foreign Priority NONE
Date

Word Mark

HANKY PANKY



http://estta.uspto.gov

Design Mark

Hondey Fantey

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1977/07/11 First Use In Commerce: 1977/07/11
WOMEN'S AND GIRLS' LINGERIE

U.S. Registration | 1496845 Application Date 10/13/1987

No.

Registration Date | 07/19/1988 Foreign Priority NONE
Date

Word Mark

HANKY PANKY

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1977/07/11 First Use In Commerce: 1977/07/11

[ INFANT WEAR, NAMELY LAYETTES, BIBS, BONNETS, CAPS, DAY
GOWNS, DIAPER SHIRTS, BABY BUNTINGS AND COMBINATION
BLANKET-SLEEPERS; CHILDRENS' CLOTHING, NAMELY LINGERIE
DAYWEAR, TANK TOPS, BRIEFS, SLIPS, TEDDIES, CAMISOLES,
BLOOMERS, PETTICOATS, TUTUS, DRESSES AND BLOUSES; AND ] *
WOMEN'S CLOTHING * ACCESSORIES, NAMELY [ SLEEP MASKS, ] LEG
GARTERS, [ SHOULDER PADS, PEDAL PUSHERS, ] TANK TOPS,

LEGGINGS [ AND SLIPPERS ]

U.S. Registration | 1733217 Application Date 02/03/1992

No.

Registration Date | 11/17/1992 Foreign Priority NONE
Date

Word Mark

HANKY PANKY

Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1991/05/17 First Use In Commerce: 1991/05/17

sportswear clothing; namely, ladies' sweaters, jackets, wristbands, dresses,
shorts, shirts, skirts, pants, hats [ and visors ]

U.S. Registration | 2847981 Application Date 03/15/2001

No.

Registration Date | 06/01/2004 Foreign Priority NONE
Date

Word Mark

HANKY PANKY




Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2001/00/00 First Use In Commerce: 2001/00/00

Women's [and girls'] lingerie; sportswear clothing, namely, ladies' [sweaters,
jackets, dresses, |shorts, shirts [, skirts, pants, blouses; hats; caps; accessories,
namely, belts, gloves, scarves, hats, vests, headbands, bandannas, and
neckties; children's wear, namely, sweaters, coats, jackets, sweatshirts,
sweatpants, warm-up suits, overalls, leggings, pants, shorts, tops, rompers,
dresses, skirts, swimwear, nightgowns, pajamas, sleepers, layette wear,
undershirts, underwear, socks, stocking, and tights]

U.S. Registration | 3196011 Application Date 08/01/2005

No.

Registration Date | 01/09/2007 Foreign Priority NONE
Date

Word Mark HANKY PANKY

Design Mark

HANKY PANKY

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1977/07/00 First Use In Commerce: 1977/07/00

Clothing, namely lingerie, sweaters, jackets, dresses, shorts, shirts, skirts, pants,
blouses, vests, sweatshirts, sweatpants, leggings, nightgowns, pajamas,
undershirts, underwear, and garter belts

U.S. Registration | 3405101 Application Date 07/31/2007

No.

Registration Date | 04/01/2008 Foreign Priority NONE
Date

Word Mark

HANKY PANKY




Design Mark

HANKY PANKY

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 2007/06/11 First Use In Commerce: 2007/06/11
laundry soap

U.S. Registration | 3821832 Application Date 01/06/2010

No.

Registration Date | 07/20/2010 Foreign Priority NONE
Date

Word Mark HANKY PANKY

Design Mark

HANKY PANKY

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2009/11/20 First Use In Commerce: 2009/11/20

RETAIL STORE SERVICES IN THE FIELDS OF CLOTHING, NAMELY,
LINGERIE, SHIRTS, SLEEPWEAR, UNDERSHIRTS, UNDERWEAR, AND
GARTER BELTS

U.S. Application 77891541 Application Date 12/11/2009

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark

HANKY PANKY




Design Mark

HANKY PANKY

Description of
Mark

NONE

Goods/Services

Class 003. First use:
PERFUME, COLOGNE, MAKEUP, NON-MEDICATED SKIN CARE

PREPARATIONS, SUN SCREEN PREPARATIONS, HAIR CARE
PREPARATIONS, SOAPS, AND BATH OILS AND BATH POWDERS

U.S. Application 77945693 Application Date 02/26/2010

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark HANKY PANKY AFTER MIDNIGHT

Design Mark

HANKY PANKY APTER MIDNIGITL

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
G-strings, thongs, underpants, bralettes, bras, camisoles, corsets, boyshorts,
chemises, slips, gowns, robes, hosiery, and sleepwear
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Certificate of Service




The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Maya L. Tarr/
Name Maya L. Tarr
Date 06/11/2012




DocketNo. 28642.102 TRADEMARK

INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 76/706,717

Filed: March 9, 2011

For Mark: HANKY PANKY POETRY & Design
Published in the Official Gazettdecember 13, 2011

____________________________________ X
HANKY PANKY LTD., Opposition No.

Opposer, :

NOTICE OF OPPOSITION
V.

BARBARA MULCARHY,

Applicant.
____________________________________ X

Commissioner for Trademarks
Attn: Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

Opposer, Hanky Panky Ltd. (“Opposer”), a Newrk oorporation, with offices at 373
Park Avenue South, New York, NY 10016, beliettest it will be damaged by the grant to
Applicant, Barbara Mulcahf/Applicant”) of registraton of the mark HANKY PANKY
POETRY & Design in International Class 16 fordte cards” as shown in Application Serial
No. 76/706,717 (the “Application”gnd having been granted extension of time to oppose up
to and including June 10, 2012, hereby opposes the same.

As grounds for opposition, it is alleged that:

1. Since as early as 1977, long prior to Mag; 2011, Applicant’s constructive first

use date, Opposer has used the name or HANKY PANKY, alone anddr with other word,

letter and/or design elements (“OpposétANKY PANKY Marks”), in connection with, but
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not limited to, lingerie, underwear, garter beltgl other women'’s apparel frequently used to
promote intimacy for couples.

2. Since prior to March 9,1, Applicant’s constructive first use date, Opposer has
also used Opposs HANKY PANKY Marks in connection with a vagty of other goods and
services, including but not limited to, gift cardncluding E-Gift Cargl on Opposer’s website
located at www.hankypanky.com/giftdarasp, and other printed matter.

3. Opposer owns four incontestable UFederal registrations for Opposer’s
HANKY PANKY Marks in Interndional Class 25; namely, U.8egistration No. 1,386,870 for
the mark HANKY PANKY (Stylized) for “Women’'and girls’ lingerie”; U.S. Registration No.
1,496,845 for the mark HANKY PANKY for “Women@othing accessories, namely leg
garters, tank tops, leggings”; U.S. Ragation No. 1,733,217 for thmark HANKY PANKY for
“Sportswear clothing; namely, ladiesveaters, jackets, wristbandsesses, shorts, shirts, skirts,
pants, hats”; and U.S. Registration [R¢847,981 for the mark HANKY PANKY (Stylized) for
“Women'’s lingerie; sportswear clothing, namely, &glishorts, shirts.” Opposer also owns three
additional U.S. Federal registrations and tk&. Federal applicatns for Opposer's HANKY
PANKY Marks in InternationlaClasses 3, 25 and 35; namé&lyS. Registration No. 3,196,011
for the mark HANKY PANKY for “Clothing, namely tigerie, sweaters, jackets, dresses, shorts,
shirts, skirts, pants, blousegsts, sweatshirts, sweatpatgggings, nightgowns, pajamas,
undershirts, underwear, and gatteits” in International Class 25; U.S. Registration No.
3,405,101 for the mark HANKY PANKY for “Laundry ap” in International Class 3; U.S.
Registration No. 3,821,832 for the rkddANKY PANKY for “Retail store services in the fields
of clothing, namely, lingerie, #its, sleepwear, undershirts, underwear, and garter belts” in

International Class 35; U.S. Applicati@erial No. 77/891,541 for the mark HANKY PANKY
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for “Perfume, cologne, makeup, namedicated skin care prepamts, sun screen preparations,
hair care preparations, soaps, and bath oildatidpowders” in Interrinal Class 3; and U.S.
Application Serial No. 77/945,693 for theark HANKY PANKY AFTER MIDNIGHT for “G-
strings, thongs, underpants, bredst bras, camisoles, corsdisyshorts, chemises, slips, gowns,
robes, hosiery, and sleepwearinternational Class 25.

4. Since as early as 1977, long prior to Mag; 2011, Applicant’s constructive first
use date, Opposer has promoted and advertsgadaids and services offered in connection with
Opposer's HANKY PANKY Marks.

5. As a result of the sale, distributiand promotion of its goods and services
offered in connection with Opposer's HANKFWANKY Marks, Opposehas built up highly
valuable goodwill in Opposer's HANKY PARY Marks, and said goodwill has become
identified and associated with Opposer.

6. On or about March 9, 2011, Applicaretl the Application for the mark HANKY
PANKY POETRY & Design for “Note cards” in Inteational Class 16 (“Applicant’'s Mark”)
based on an allegdmbna fide intent to use.

7. The goods in the Application are clogetlated to the goods covered by and
services rendered in connectiaith Opposer's HANY PANKY Marks.

8. Applicant’s Mark so resembles Ppser's HANKY PANKY Marks as to be
likely, when used in connection with Applicamtjoods, to cause confusion, to cause mistake,
and to deceive the trade and ficibwho are likely tdbelieve that Applicat's goods have their
origin with Opposer and/or that such goods @pproved, endorsed orosored by Opposer or
associated in some way with Opposer. Opposerd thereby be inpjed by the granting to

Applicant of a registration for Applicant’s Mark.
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WHEREFORE, Opposer believes that it vied damaged by registration of Applicant’s
Mark and requests that th@position be sustained anddseegistration be denied.

The filing fee of $300.00 is enclosed herevétid any additional feew deficiencies
deemed to be due and owning in connectigh this opposition may be charged to Deposit

Account No. 03-3415 and any overpaythmay be credited thereto.

Dated: New York, New York
June 11, 2012 Respectfully submitted,

COWAN, LIEBOWITZ & LATMAN, P.C.
Attorneys for Opposer

By: /Maya L. Tarr/
Arlana S. Cohen
Robert J. English
Maya L. Tarr
1133 Avenue of the Americas
New York, New York 10036-6799
(212)790-9200
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CERTIFICATE OF SERVICE

| hereby certify that on June 11, 2012,wetand correct copy of the foregoiNgtice of
Opposition was sent by first class mail, postggepaid to Applicant’s attorney and
correspondent of record, in an envelope addressed to:
Mark J. Guay, Esq.
Mark J. Guay, P.C.

24 Center Street
Newburyport, MA 01950

/Mayéa.. Tarr/
Mayal. Tarr
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