Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA476584

Filing date: 06/06/2012

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Mr. Gordon Hempton
Entity Individual Citizenship UNITED STATES
Address POB 550

Port Angeles, WA 98362
UNITED STATES

Attorney John M. Janeway

information Janeway Patent Law PLLC

2208 NW Market Street Suite 508

Seattle, WA 98107

UNITED STATES

assistant@janewaypatentlaw.com, john@janewaypatentlaw.com
Phone:206-708-7705

Applicant Information

Application No 85485126 Publication date 05/08/2012
Opposition Filing 06/06/2012 Opposition 06/07/2012
Date Period Ends

Applicants Kevin C. Parks

38 South Thurlow Street
Hinsdale, IL 60521
UNITED STATES

Peter Sadler

618 Chestnut Street
Hinsdale, IL 60521
UNITED STATES

Goods/Services Affected by Opposition

Class 036.
All goods and services in the class are opposed, namely: Royalty collection and distribution services

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 2853797 Application Date 06/16/2003

No.

Registration Date | 06/15/2004 Foreign Priority NONE
Date

Word Mark THE SOUND TRACKER



http://estta.uspto.gov

Design Mark

Description of NONE
Mark

Goods/Services Class 009. First use: First Use: 1985/10/01 First Use In Commerce: 1985/10/01
Records, pre-recorded audio tapes and CD's featuring nature sounds

Attachments Soundtracker Notice of Opposition with Exhibits.pdf ( 5 pages )(128590 bytes ) |

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /John M. Janeway/
Name John M. Janeway
Date 06/06/2012




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

_____________________________ X
GORDON HEMPTON,
Serial No.: 85/485,126
Opposer,
-against-
PETER SADLER,
Applicant.
______________________________ X

NOTICE OF OPPOSITION

Gordon Hempton, (“Opposer”) believes that he would be damaged by the registration of
the mark SOUNDTRACKER, shown in U.S. Trademark Application Serial No. 85/485,126

(“Applicant’s Mark™), to Mr. Peter Sadler, and hereby opposes the same.

Opposer alleges upon personal knowledge for his own acts and upon information and

belief with respect to all other matters, as follows:

1. Since at least 1983, Opposer has offered throughout the United States professional
audio services to a broad range of media outlets, and records, pre-recorded audio tapes and CDs
featuring nature sounds under the trademark THE SOUND TRACKER (“Opposer’s Mark™).
Opposer owns federal trademark registration 2,853,797 for the Opposer’s Mark, and owned

federal trademark registration application 74/292,370 and federal trademark registration
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1,777,703, which the USPTO canceled in 2000, both for the Opposer’s Mark. (See Exhibit A

attached hereto).

2. Opposer has spent substantial amounts, and devoted considerable time and energy, in
advertising, using, promoting, marketing, and developing market awareness for Opposer’s Mark.
As a result of such expenditures and efforts, Opposer has developed a valuable reputation and

enormous goodwill in Opposer’s Mark, which is famous.

3. Applicant’s Mark is highly or substantially similar to Opposer’s Mark.

4. The services cited by Applicant under Applicant’s Mark, specifically “royalty
collection and distribution services” in International Class 36, are similar and/or related to

services and products Opposer has offered and continues to offer under Opposer’s Mark.

5. Accordingly, Applicant’s Mark is likely to cause confusion with Opposer’s Mark.

6. The registration of Applicant’s Mark for the cited services in International Class 36
would grant Applicant rights to which he is not entitled, and would be inconsistent with the prior

and established rights of Opposer in Opposer’s Mark.

By reason of the foregoing, Opposer will be damaged by the registration of Applicant’s

Mark in International Class 36 to Applicant.

WHEREFORE, Opposer respectfully requests that the Notice of Opposition be sustained

and the registration of Applicant’s Mark in International Class 36 to Applicant be refused.
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Dated: 6 June 2012

Respectfully submitted,
Janeway Patent Law PLLC
Counsel for Opposer

/John Janeway/
John M. Janeway
Janeway Patent Law PLLC
Suite 508 — 2208 NW Market Street
Phone: (206) 206-7708
email: john@janewaypatentlaw.com

CERTIFICATE OF MAILING; PROOF OF SERVICE

I hereby certify that a true and complete copy of the foregoing Notice of Opposition has been
served on Peter Sadler and Kevin C. Parks and by mailing said copy of June 6, 2012 via First
Class Mail, postage prepaid to:

Kevin C. Parks, Attorney

Leydig, Voit & Mayer, Ltd.

2 Prudential Plaza 180 N Stetson Ave Ste
Chicago, IL 60601

-and-

Peter Sadler
618 Chestnut Street
Hinsdale, IL 60521

/John Janeway/
John M. Janeway
Counsel for Opposer
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Exhibirt A

Int. Cl.: 9

Prior U.S. Cls.: 21, 23, 26, 36 and 38
Reg. No. 2,853,797

United States Patent and Trademark Office  Registered June 15, 2004

TRADEMARK
PRINCIPAL REGISTER
THE SOUND TRACKER
HEMPTON, GORDON W. (UNITED STATES IN- ~ NO CLAIM IS MADE TO THE EXCLUSIVE
DIVIDUAL) RIGHT TO USE "SOUND", APART FROM THE
P.0. BOX 550 MARK AS SHOWN.

PORT ANGELES, WA 98362

FOR: RECORDS, PRE-RECORDED AUDIO
TAPES AND CD’S FEATURING NATURE SOUNDS, SER. NO. 78-262,789, FILED 6-16-2003.
IN CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 10-1-1985; IN COMMERCE 10-1-1985. SUSAN HAYASH, EXAMINING ATTORNEY



Int. Cl.: 9

Prior U.S. Cl.: 36

. . . Reg. No. 1,777,703
United States Patent and Trademark Office Registered June 22, 1993

TRADEMARK
PRINCIPAL REGISTER

THE SOUND TRACKER

HEMPTON, GORDON W. (UNITED STATES FIRST USE 10-1-1983; IN COMMERCE
CITIZEN) 10-1-198s.
PO BOX 9063

SEATTLE, WA 98109
SER. NO. 74-292,370, FILED 7-9-1992.
FOR: RECORDS, PRE-RECORDED AUDIO
TAPES AND C.D’S FEATURING NATURE
SOUNDS, IN CLASS 9 (U.S. CL. 36). LESLEY LAMOTHE, EXAMINING ATTORNEY



