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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

Atty. Ref.: 121.0904

MCDONALD’S CORP.,
Opposer,
Opposition No. 91205193
V.
MACSPORTS, INC.,
Applicant.

APPLICANT'S REPLY TO OPPOSER’S
RESPONSE TO APPLICANT'S MOTION TO STRIKE

Applicant, MACSPORTS, INC., by and thugh its undersigned counsel, submits this
Reply Brief in response toMPOSERS RESPONSE TGAPPLICANT SMOTION TO STRIKE.

In response to Applicant’'s motion, Opposeaguaas Paragraphs 8 and 10 of its Notice of
Opposition “clearly bear upon the issues of tase and are more than sufficient to provide
Applicant with fair notice of the claims.”

With regard to Paragraph 8, a laundry lisRafterms without reference to the goods or
services on which they are (or were) allegedbdugr the dates during which they are used does
not give fair notice.

Even in its response, Opposer, at best,state that it “from time to time adopted and
used the marks listed in Paragraph 8.” Oppssggests that “if Appbant believes that it
requires additional information, such as the idegtfon of goods and services the listed marks
are used in connection with as well as datassef to respond, it may simply effectively deny the

allegations by stating that it lacks suféint knowledge or information to respond.”
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In order to properly plead a Bkhood of confusion clainQpposer must plead that it
possesses earlier rights in its pledanarks, the marks are sinnjland the goods are similar.
Similarly, in order to properly plead a dilutiefaim, it must plead that its mark (or marks)
became famous prior to the date of first os filing date of Applicant’s mark.

Opposer’s claims fail to meet this threshstdndard. Its allegatn that it used its 21
terms “from time to time” establishes nothing.

It is certainly true, as Oppessuggests, that Applicant may simply deny the allegation(s)
of Paragraph 8. However, the availabilityaoflenial is not a remedgr Opposer’s deficient
pleading.

Opposer further argues that the marks ligtelaragraph 8 “simplghow the breadth of
Opposer’s ‘Mac’ family of marks.” However, thigtthe very point: A laundry list of terms does
not show the breadth of Opposer’s alleged familynairks. If they are nan use, they are not
trademarks. If they are not trademarks, they ceooimprise part of Opposer’s alleged family of
marks.

The allegation of Paragraph 8 is insufficient to establish that the terms identified therein
are even marks. Opposer’s faildoeallege that any of the@4 marks were in use at the time
Applicant filed its application or on the datefwét use of Applicatis mark renders this
allegation irrelevant and immaterial.

As the Board is well aware, a trademarklisa tangible symbol (a word, name, symbol
or device or any combination tfese); (2) that is actually egted and used by a manufacturer
or seller of goods or services in commerce @atgress may regulate;da(B) that identifies and
distinguishes the selfs goods or services from those made or sold by otheXCARITHY ON

TRADEMARKS AND UNFAIR COMPETITION § 3:1 (4th ed.).
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While Opposer asserts in its Response ‘i@aposer, however, merely provided a non-
exhaustive list of ‘Mac’ formative marks and alldgeat, in addition to & federally registered
trademarks identified in detail in Paragrapl©pposer has also, from time to time adopted and
used the marks listed in Paragraph 8.” The gmoblith this argument is that Opposer has not
alleged sufficient factual argumentsconclude that the list of teein Paragraph are being used
— or have ever been usea@s-trademarks Paragraph 8 states: “Opposer has also, from time to
time used or is using other ‘Mc’ and ‘Mac’ foative trademarks, such as the following:....”
Although Opposer styles the list of terms asd&mmarks,” this allegation is a legal conclusion,
not a factual allegation. Specificaliy order to establish thateherms listed in Paragraph 8 are
in fact trademarks, Opposer must do more saply list them and label them “trademarks”.

In order to plead these aradiemarks, Opposer must pleasbme goods or services on
which it uses the marks, the date or dates on which Opposer began using such terms, and that
Opposer was — or is — using the marks in commerce that Congress may regulate.

Having failed to plead facts sufficient to detene whether the terms listed in Paragraph
8 are trademarks, Paragraph 8 is irrelevant anatarial and fails to provide notice of Opposer’s
claims. By failing to establisthe terms listed in Paragra@lare trademarks, Opposer cannot
base a likelihood of confusion claim on themkedwise, having failed to allege that these are
indeed trademarks, they cannot comp@gmposer’s alleged family of marks.

Paragraph 8 does not provide fair noticethigg it is a self-serving conclusory legal
assertion by which Opposer sedk bootstrap marks that dileely not in use without any
factual allegation to saport Opposer’s claims.

Again, while Applicant has the ability to g the allegation, the lack of relevant

information provided by Paragraptp&judices Applicant because Applicant is left to spend its
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time and money — not to mention the limited numifanterrogatories available to Applicant
during discovery — to establish facts that s$tatuld have been pleaded in the Notice of
Opposition.

Not knowing which of the 21 marks Opposaicis are currently in use, which were
used for any period of time and which were intermittently used means Applicant must waste time
and money. Given the level of discovery that widug required to probe Opposer’s claims, it is
clear that Paragraph 8 fails to give fair notic®©piposer’s claims. Fong mark not currently in
use by Opposer, such mark supports neithgydSer’s likelihood of confusion claim nor its
dilution claims. To the extent that Opposes Banply alleged a list of marks in a vacuum
without reference to dates of use or goods nriges on which they may have been used, this
allegation provides no notice whatsoever.

To the extent that any of the marks identifia Paragraph 8 are not being used, they are
not marks and cannot be relied on by Opposestablish they are ks, a likelihood of
confusion exists, Applicant’'s mark dilutes Oppisenark(s) or that Opposer possesses a family
of marks. As pleaded, they are “immaterial”.

In Opposition No. 91202725, the Board concludsdch details are the central object of
discovery and need not be pleaded.” Howetes,conclusion places the burden of Opposer’'s
pleading on Applicant. Indeedny allegation in any Notice @pposition may be probed during
discovery. However, the very purpose of fairic®in a pleading is tprovide sufficient notice
to the other party about the type and scopgafofmation to be sought during discovery. The
purpose of discovery is to probe Opposeraperly pleadeatlaims. Discovery is not a
substitute for proper pleading. The fact ttet information is diseverable during discovery

does not remedy a deficient pleading. Further, the Board’s conclusion in Opposition No.
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91202725 obviates the requirement of fair notice in pleadings and shifts the burden to Applicant
to establish facts that should have been properly pleaded in the Notice of Opposition.

Hypothetically, if Opposer had pleaded only B@aph 8 as its basis for a claim, it would
assuredly be dismissed. If such claim -adiag alone — would be insufficient to support a
claim, the fact that Opposer has pleaded oth#erdnt facts cannot saaragraph 8. In other
words, the fact that the Notiod Opposition includes other clainisat meet the relatively low
pleading standard does salies deficient allegation.

Opposer’s allegation(s) in Paragraph 8, on tfasie, concedes that lagtast some of the
21 alleged marks identified in Paragrapar8 not currently being used by Opposer,(“has...,
from time to timeused). “Used” is the past tense. Thu8pposer does not allege current, valid
use of all of the 21 terms identified in Paragras &rademarks It is Opposes obligation to
assert “enough detail to giveetldefendant fair notice of thedia for each claim”. TBMP §
309.03(a)(2). Moreover, Opposer must allegmd ultimately prove — that such use has
continued to the presend. & M. Antique Import Corp. v. Royal Saxe Coipll F. Supp. 1261,
166 U.S.P.Q. 302 (S.D.N.Y. 1969). The failuredgfposer to identify which, if any, of the 21
marks pleaded in Paragraph 8 are in fact in ndetl@ose which have been “used” — in the past —
does not give Applicant suffient notice of Opposer’s clainasd renders it impossible for
Applicant to consider, evaluasad respond to these claims.

A list of terms that may have been usesb-trademarks or not — in the past do not
establish anything “regarding the existeat¢he present timef a ‘famous family of marks
containing the prefix ‘MC"”. In re Jamil, et al. Opp. No. 76032587 (TTAB Feb. 17, 2005).
Insofar as Opposer has stated the purposarHgraph 8 is to estissh that “consumers

worldwide associate trademarks distinguishedhieyMac’ formative withOpposer,” more than
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naked allegations are requiredstgpport this theory. Again, h@wer, if these marks are not in
usehere and nowthey cannot comprise part of Opposer’s alleged family of marks and they
cannot contribute to the public’s recatym of Opposer’s family or markat the presenime.

With regard to Paragraph 10,limre Jamil, et althe Examining Attorney refused
registration o MCHEALTH CLINIC & Design for healthcare services, namely, preventative,
alternative, and coventional healthcarén Class 42, relying oNicDonald’s Corp. v. McKinley
13 USPQ2d 1895 (TTAB 1989) atttDonald’s Corp. v. McClain37 USPQ2d 1274 (TTAB
1995).

On appeal of that decision, the Examining Attorney argued:

As evidenced by the decisions of théBoard, the McDonald’s Corporation is
widely known by consumers for its use of the prefix “MC” in conjunction with a
wide variety of goods and services. Thilie examining attorney maintains that
consumers are likely to believe tfMMCHEALTH CLINIC is associated with

the cited marks containing the wordingRONALD MCDONALD HOUSE ,

and originates from the same soumamely, McDonald’s Corporation.

The Board rejected this argument as follows:

The Examining Attorney’s reliance on tan factual findings by the Board in
McDonald’s Corp. v. McClainsupra andMcDonald’s Corp. v. McKinleysupra
to support her contention regarding the existeithe present timef a “famous
family of marks containing the prefix ‘& is misplaced for several reasons.
Not only are such cases, which wesspectively decided on May 23, 1995 and
September 25, 1988pw over nine and 14 years olout even if they issued on
the same date as this opinion, the findiaffact and conclusions of law stated
therein do not constitute evidence whistbinding on either applicant or the
Board in this proceedingSege.g, Faultless Starch Co. v. Sales Producers
Associates, Inc530 F.2d 1400, 189 USPQ 141, 142-43 (CCPA 1976) [because
ultimate conclusion regarding likelihood @dnfusion is necessarily drawn from
all probative facts in evidence in eaaldividual case, such conclusion, as
distinguished from general rules of lawinterpretation, carot be controlled by
earlier conclusions reached in another case]Natthnal Dairy Products Corp.

v. Parman-Kendall Corpl122 USPQ 332, 333 (TTAB 1959) [“facts found by a
court and the conclusionsaivn therefrom in a case involving another party are
not binding on this applicant oostrolling on this tribunal].

See In re Jamil
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While Applicant apprecias the procedural posturelafre Jamiland the instant case are
different, the Board’s conchion applies equally to bo#x parteappeals anthter partes
proceedings.

Here, the cases identified by Opposer in Paragraph 10 are between 16 and 25 years old.
Having determined that decisions that ween8él 14 years old failed support the contention
regarding the existenaa the present timef a “famous family of marks containing the prefix
‘MC,™ it follows that decisbns that are between 16 and 2&ass old must also fail support
Opposer’'s contention thatt the present timea famous family of “MC” marks exists.

If, as inIn re Jamil reliance on cases that were 9 and 14 yearao&Videncevas
irrelevant and immaterial, then cases thatlstween 16 and 25 years old are immatasal
allegationsbecause, even if established through th@duction of evidence, as the Board stated,
as evidence such decisions are immaterialtetbésh that Opposer possesses a “famous family
of marks”at the present time

Additionally, as the Board maabdear, the findings of facta conclusions of law stated
in those remote decisiod® not constitute evideneehich is binding on eitbr applicant or the
Board. Seee.g, Faultless Starch Co. v. Sales Producers Associates,38@.F.2d 1400, 189
USPQ 141, 142-43 (CCPA 1976).

Therefore, since the case citations and sasemaries are irrelevaahd immaterial, they
must be stricken.

For the foregoing reasons, Afgant requests that the Bod8d RIKE Paragraph 8 from
the Notice of Opposition and the portions of Paragraph 10 comprising case citations and

Opposer’s summaries of the same.
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Date: July 10, 2012

Respectfully submitted,

LoMBARD & GELIEBT LLP
By: 4 ”M"M

G. l\jljthew Lombard
Darren M. Geliebter

1115 Broadway

12" Floor

New York, New York 10010
Attorneys for Applicant
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CERTIFICATE OF SERVICE

| hereby certify that a truend correct copy of theERLY TO OPPOSERS RESPONSE TO
APPLICANT SMOTION TO STRIKE was served on counsel for Oppoaethe following address of
record, by email as agreed betwélea parties on May 23, 2012, thisMday of July 2012:

jeullis@ngelaw.com
John A. Cullis, Esq.
NEAL GERBER & EISENBER LLP

Two North LaSalle Street

Suite 1700
Chicago, IL 60602
G.Mathew Lombard




