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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the Matter of:

Application Serial No. 85/087,738
Published in th®fficial Gazette
January 17, 2012

McDONALD’S CORPORATION,

N N

Opposer, )
V. OppositiorNo0. 91205193

MACSPORTSINC,,

~— e

Applicant.

RESPONSE TO APPLICANT'S MOTION TO STRIKE

Applicant, MacSports, Inc. Bpplicant”), has moved to iske Paragraph 8 and certain
portions of Paragraph 10 of Opposer McDonald’'s Corporation’s (“Opposer”) Notice of
Opposition on the grounds that they are insufficieE@pposer’s response to Applicant’s Motion
to strike was due on June 27, 2012. However, Oppuaas obtained Applicant’s consent to file
its response on June 29, 2012pp0ser’s allegations are sufeaitly clear andinambiguous to
place Applicant on notice of Opposer’s claim dadallow Applicant to respond in good faith.
Accordingly, Opposer requests that Beard deny Applicang Motion to Strike-

Pursuant to 37 CFR § 2.101(b) and TBMP § 309.03hat is rejuired of Opposer in its

Notice of Opposition is to set forth a short andiplstatement showing why Opposer believes it

! In Opposition No. 91200518:garding Applicant’s applicatiofor registration of the MACWAGON
mark, Serial No. 85/087,577, Applicant filed a neadgntical motion to strike Paragraphs 8 and 10 of
Opposer’'s Notice of Opposition. Opposer filed ésgonse to the motion to strike on May 23, 2012 and
Applicant filed a reply on June 7, 2012. Simifain Opposition No. 91205193¢ggarding Applicant’s
application for registration of the MACSTATION mar8erial No. 85/385,636, Applicant also filed a
motion to strike Paragraphs 8 ab@d of Opposer’s Notice of Opposition. Opposer filed its response to
that motion to strike on June 27, 2012.



will be damaged by the registration of the MAC PATIO mark and state the grounds for the
opposition. Further, a pleading should merelyudel enough detail to give Applicant fair notice
of the basis for each claim. M 8§ 309.03. Opposer did just that.

Moreover, a pleading may only be strickeiit is insufficient or ontains any redundant,
immaterial, impertinent or scandalous mattéred. R. Civ. P. 12(f); TBMP 8§ 506. Unlike a
motion to dismiss a claim, a motion to striketgallar paragraphs doe®t address whether the
paragraphs at issue are sufficient, by themseteestate a claim. Rather, it merely addresses
whether the paragraphs are relevaimt fact, the Board has mandathat “motions to strike are
not favored, and matter will not be stricken wslé clearly has no bearing upon the issues of the
case. The primary purpose of pleadings, under tderBeRules of Civil Procedure, is to give
fair notice of the claims or defenses assertédus, the Board, in its discretion, may decline to
strike even objectionable pleadingbere their inclusion will noprejudice the adverse party, but
rather will provide fuller notice of the basisrfa claim or defense.” TBMP § 506.01 (internal
citations omitted). Opposer’s Paragraph 8 Badagraph 10 of its Notice of Opposition clearly
bear upon the issues of this case and are mare gbfficient to provide Applicant with fair
notice of the claims.

First, with respect to Paragraph 8, Applicangues that “Paragraph 8 fails to give fair
notice of Opposer’s claims and is sgua so as to prejudice Applicant&pplicant’s Motion to
Strike P. 2. Opposer, however, merely provideta-exhaustive list of “Mac” formative marks
and alleged that, in addition to federally registered trademark®idified in detail in Paragraph
7, Opposer has also, from time to time adopted ased the marks listed in Paragraph 8.
Opposer further alleged that as a result of susdy consumers worldwide associate trademarks

distinguished by the “Mac” formative with Opposer. There is nothing so vague or ambiguous



about Opposer’s list aharks or its allegations in Paragraplthat Applicant is not on notice or
unable to respond or otherwise prejudiced by #flisgation. While Apficant asserts that in

order to respond, it requires an itl&aation of the specific goods @ervices the marks are used

in connection with as well as facthat indicate when the markere used or whether they are
currently being used, sudhct details go to thenerits, and are the propsubject of discovery,

not pleading. Accordingly, they need not be pleaded as they are unnecessary under the Federal
Rules or the Trademark Rules at this stage.

Applicant, in its Answer, is permitted to either admit or deny the allegations, or state that
it lacks knowledge or informatiosufficient to form a belief as time truth of the allegation, and
effectively deny the allegation. 37 CFR § @6b)(1); TBMP § 311.02. Thus, if Applicant
believes that it requires additional informationgiswas the identification of goods and services
the listed marks are used in connection witlwa$f as dates of use, to respond, it may simply
effectively deny the allegations by stating titalacks sufficient knowledge or information to
respond.

Applicant further claims in its Motion thatithout dates of use argh identification of
goods and services, Applicant ot able to make a likédood of confusion analysis and
therefore, is unable to respond. However, iteorto respond to Paragraph 8, Applicant is not
asked to or required to make a likelihood of comfusanalysis. It merely must admit, deny or
state it is without sufficient knaedge to respond to ¢hallegations that Opposer has, from time
to time, used the listed marks and that assalteconsumers worldwide associate trademarks
distinguished by the “Mac” formative with Opposevloreover, Applicant argues that because it
is unable to make a likelihood of confusion analy®pposer’'s Paragraphfdls to state a claim

for which relief may be granted. Howeverp@licant's Motion to Strike is not the proper



remedy for an allegation that Opposer has datle state a claim upon which relief may be
granted and should be denied tbis reason as well. Again, survive a motion to strike, the
paragraph at issue must merely be relevantaaidim. Certainly, Opposs historical use of a
variety of “Mc” and “Mac” family of marks is relant to establish that Opposer acquired fame
in its family of “Mc” and “Mac” marks prior tAApplicant adopting th MAC PATIO mark and
that Opposer presently owns a famous family of marks.

Finally, Applicant arguethat it is unable to respond Raragraph 8 because a number of
the marks listed in Paragraph & aro longer in use, and they theref, are not relevant. Again,
the Trademark Rules provide Apgiat with options to respond, if this isetltase. The list of
marks in Paragraph 8 simply shows the breadt®mboser’'s “Mac” family of marks, which it
began using long before Applicant first usedMtAC PATIO mark. Accordingly, regardless of
whether particular marks amo longer used by Opposer, Agant may, without prejudice,
merely admit, deny or effectively dg the allegations that Opposer hisem time to timgused
the listed marks and that as a result, consumerklwide associate trademarks distinguished by
the “Mac” formative with Opposer.

Likewise, Opposer’s allegations in ParggralO are sufficiently clear and unambiguous
to allow Applicant to respond in good faith amithout prejudicing itself and are in no way
redundant, immaterial, impertinent or scandalous. In Paragraph 10, Opposer simply alleges that
both the Trademark Trial and Appeal Board dnel Court of Appeals for the Federal Circuit
have long recognized the validiof McDonald’s Corporation’s ghts to its famous “Mc” and
“Mac” family of marks and in support thereolists Board and Federal Circuit decisions
recognizing Opposer’s rights in its family &fc” and “Mac” marks. Applicant, however,

argues in its Motion that it cannot respond to Baaph 10 because the case citations themselves



are not factual allegations, anmmaterial because they afom 16 to 25 years ago, and
Applicant does not agree thtte cited decisions support thdeghtion that Opposer owns a
famous family of “Mc” or “Mac” marks. Firsif Applicant believes it can, in good faith, subject
to Rule 11 of the Federal Rules of Civil Prdaee, dispute the allegati that the “Trademark
Trial and Appeal Board and thedearal Circuit havedng recognized the vdity of McDonald’s
Corporation’s rights to its famous ‘Mc’ and ‘Mac’ family of Marks” Applicant should simply
deny this allegation. Applicamst’disagreement with Opposer’s ghgion or the amuracy of its
summaries of the cited decisions does not ntakeallegation of Paragraph 10 immaterial or
irrelevant.

In addition, Applicant argues that the casetiates in Paragraph 10eairrelevant due to
the dates of the decisions. Hoxee, to sufficiently plead its dition claim, Opposer must allege
that it had rights in its famous family of “Mc” dMac” marks prior to Aoplicant’s first use in
commerce of its mark. Thus, the cases cited pgdSer are certainly relevant to show that the
Trademark Trial and Appeal Board and Federat@i have recognize@pposer’s rights in its
family of marks, and in particular, that theyognized Opposer’s rights in its famous family of
marks long before Applicant began using its ®IRATIO mark. In addition, such decisions
show the strength of Opposer’s rights for pugsosf its likelihood of confusion and dilution
analysis.

Moreover, Applicant argues that the case ataishould be stricken because they are not
factual allegations. However, tiladlegation that Applicant is astté¢o respond to is simply that
the “Trademark Trial and Appeal Board atttt Federal Circuit have long recognized the
validity of McDonald’s Corportion’s rights to its famous ‘Mcand ‘Mac’ family of Marks.”

Accordingly, Opposer’s inclusion of the casiations in support of its allegation does not



prejudice Applicant; rather, it prades fuller notice of Opposer’s claim that it had rights in its
famous family of “Mc” and “Mac” marks prior to Applicant’s first use of the MAC PATIO
mark. SeeTBMP § 506.01.

Finally, in a recent proceeding in whidDpposer opposed the application of the
trademark MACMASHIE, Opposition No. 91202725¢ tapplicant filed a motion for a more
definite statement with respect to Paragraplsd 10 of Opposer’s Notice of Opposition, which
are nearly identical to Paragraphs 8 and 1@pposer's Notice of Opposition in the instant
proceeding. The applicant of the MACMASHImark similarly argued that without the
identification of goods andervices and dates ofdt use of the marks afled in Paragraph 8, it
was unable to respond to ParagraphrBaddition, the applicant@ued that it disagreed with the
case summaries alleged in Paegdr 10, and it therefer could not respond to the allegations.
The Board denied Applicant’s motion for a mordimiee statement in its entirety, finding that
the allegations at issuwvere neither vague nor ambiguous @rovided the applicant with fuller
notice of the claims. Accordingly, here too, Applicant’'s motion t&etshould be denied.

WHEREFORE, for at least the foregoing reas, Opposer respectfully requests that

Applicant’s Motion to Strike and request thag tBoard suspend furthertam in this proceeding

be denied.
Respectfully submitted,
McDONALD’'S CORPORATION
Date: June 29, 2012 By: /John A. Cullis/

Robert E. Browne
John A. Cullis
Lawrence E. James, Jr.
Kathleen E. Blouin
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CERTIFICATE OF TRANSMISSION

| hereby certify that the foregoilRESPONSE TO APPLICANT’'S MOTION TO
STRIKE is being electronically transmitted via thee&ronic System for Trademark Trials and
Appeals (“ESTTA”) at http://esttaspto.gov/ on the date noted below:

Date: June 29, 2012 By: _/John A. Cullis/
One of the Attorneys for Opposer,
McDonald’s Corporation

CERTIFICATE OF SERVICE

| hereby certify that | served a copy of the foregdREESPONSE TO APPLICANT'S
MOTION TO STRIKE upon counsel for Applicant:

G Matthew Lombard
Lombard Geliebter LLP
1115 Broadway, 12Floor
New York, New York 10010

by email and by depositing said copy in a propaddressed envelope, First Class postage
prepaid, and depositing same in the UnitedeStatail at Two North LaSalle Street, Chicago,
lllinois, on the date noted below:

Date: June 29, 2012 By: _/John A. Cullis/
One of the Attorneys for Opposer,
McDonald’'s Corporation
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