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By the Board:

This matter comes up on applicant’s motion (filed May
30, 2012) to dismiss the notice of opposition for lack of
standing and failure to state a claim upon which relief can
be granted under Fed. R. Civ. P. 12(b) (6). The motion is
fully briefed.

The Board presumes the parties' familiarity with the
igssues, so for the sake of efficiency, this order does not
summarize the parties' arguments raised in the parties’
briefs.

Decision
In order to withstand a motion to dismiss for failure

to state a claim, a plaintiff need only allege such facts as
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would, if proved, establish that (1) the plaintiff has
standing to maintain the proceedings, and (2) a valid ground
exists for opposing the mark. See Young v. AGB Corp., 152
F.3d 1377, 1379, 47 USPQ2d 1752, 1754 (Fed. Cir. 1998). The
complaint must provide “sufficient factual matter, accepted
as true, to ‘state a claim to relief that is plausible on
its face.’'” Ashcroft v. Igbal, 556 U.S. 662, 678 (2009)
(quoting Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 570
(2007)) . 1In particular, a plaintiff need only allege
“enough factual matter .. to suggest that [a claim is
plausible]” and thereby “raise a right to relief above the
speculative level.” Totes-Isotoner Corp. v. U.S., 594 F.3d
1346 (Fed. Cir. 2010) (gquoting and paraphrasing Twombly, 550
U.S. at 555-56). For purposes of determining applicant’s
motion, all of opposer’s well-pleaded allegations must be
accepted as true, and the notice of opposition must be
construed in the light most favorable to opposer so as to do
justice, in accordance with Fed. R. Civ. P. 8(e). Petreleos
Mexicanos v. Intermix S.A., 97 USPQ2d 1403, 1405 (TTAB
2010) .

Turning first to the guestion of standing, opposer need
only demonstrate that it has a “real interest,” i.e., a
direct and personal stake, in the outcome of the proceeding
and a reasonable basis for its belief of damage. Ritchie v.

Simpson, 170 F.3d 1092, 50 USPQ2d 1023, 1025 (Fed. Cir.
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1999). Applicant contends that opposer has failed to allege
any facts that would, if proven, demonstrate opposer’s
standing, arguing that opposer “does not allege any use of
[opposer’s DURABOLIN and DECA-DURABOLIN marks] in the United
States” and that “citing a collection of foreign trademark
registrations, while admitting that the Opposer has
abandoned rights in the U.S. to a previously held mark, does
not create a ‘real interest’ in this proceeding.” Motion to
Dismiss, pp. 2-3.

The notice of opposition is rooted in claims of
deceptiveness and false suggestion of a connection under
Section 2 (a) and deceptive misdescriptiveness under Section
2(e) (1) and we have previously held that “there is no
requirement for [a plaintiff] to establish a property
interest as that is not an element required for standing ..
under Trademark Act Sections 2(a) or 2(e) ...” Corporacion
Habanos, S.A. v. Rodriguez, 99 USPQ2d 1873, 1875 (TTAB
2011). See also Petroleos Mexicanos, 97 USPQ2d at 1405
(proprietary rights not required for standing with respect
to claims under Section 2(a)) .

In the Petroleos Mexicanos case, cited supra, the
defendant, in the face of, inter alia, a Section 2(a) claim
of false suggestion of a connection, moved to dismiss the
claim under Rule 12 (b) (6), arguing that the plaintiff lacked

standing “because it has neither pleaded use nor
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registration of its mark in the United States, nor otherwise
pleaded any trademark rights in its mark that are
protectable in the United States.” Id. The Board, however,
noted that in asserting a false suggestion claim under
Section 2(a), a plaintiff “is not required to allege
proprietary rights in its name for standing purposes” and
“may have standing by virtue of who [plaintiff] is, that is,
its identity.” Id. Therefore, the Board determined that the
plaintiff had sufficiently pleaded its standing for purposes
of the false suggestion claim based on allegations that “it
is the actual institution with which consumers will presume
a false suggestion.” Id. at 1406.

Similarly, in this proceeding, applicant contends that
opposer has failed to allege any existing registration or
application in the United States for DURABOLIN or DECA-
DURABOLIN or any current use thereof in the United States.
However, opposer has alleged ownership of “over 100
trademark registrations .. for its DURABOLIN and DECA-
DURABOLIN marks in many countries throughout the world,”
“long and continuous use of the DURABOLIN and DECA-DURABOLIN
marks in numerous countries worldwide, including extensive
use .. in the United States for nearly 50 years,” that the
marks are “closely identified with” and “associated with”
opposer, that applicant’s mark “is identical to Opposer’s

DECA-DURABOLIN mark and .. incorporates the entirety of
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Opposer’s DURABOLIN mark” thereby leading consumers to
mistakenly believe “that Applicant’s DECA-DURABOLIN product
originates with, is affiliated with, is sponsored or
approved by, or is somehow connected to Opposer” and that
opposer will be damaged thereby. Notice of Opposition,

99 6, 14, 22, 23. Accordingly, opposer has sufficiently
alleged a “personal interest” in the outcome of this
proceeding beyond that of the general public and, in view
thereof, we find that opposer has sufficiently pleaded its
standing to raise its claim of false suggestion of a
connection under Section 2(a) of the Trademark Act. We
further add that since opposer has sufficiently alleged its
standing to assert its false suggestion claim, it has the
right to assert any other ground as well. See Enbridge,
Inc. v. Excelerate Energy L.P., 92 USPQ2d 1537, 1543 n.1l0
(TTAB 2009), citing Liberty Trouser Co., Inc. v. Liberty &
Co., 222 USPQ 357, 358 (TTAB 1983).

Turning then to the sufficiency of the claims
themselves, we begin with the Section 2(a) false suggestion
claim which requires that:

(1) the mark sought to be registered is the same

as, or a close approximation of, the name or
identity previously used by another person or
institution;

(2) the mark would be recognized as such, in that

it points uniquely and unmistakably to that
person or institution;

(3) the person or institution identified in the
mark is not connected with the goods sold or
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services performed by applicant under the
mark; and
(4) the fame or reputation of the named person or

institution is of such a nature that a

connection with such person or institution

would be presumed when applicant's mark is

used on its goods and/or services.
See Buffett v. Chi-Chi’s, Inc., 226 USPQ 428, 429 (TTAB
1985); see also Univ. of Notre Dame du Lac v. J.C. Gourmet
Food Imports Co., 703 F.2d 1372, 1375-77, 217 USPQ 505, 508-
10 (Fed. Cir. 1983) (providing foundational principles of a
false suggestion claim).

In the notice of opposition, opposer has alleged that
it has used its marks prior to applicant [§ 13], that
applicant’s mark is identical to that of opposer [§Y 21-22],
that its marks are “closely identified with” and “associated
with” opposer [§9 6, 14, 22], that opposer and its marks are
not connected to applicant’s goods under applicant’s mark
[99 19-22], and that opposer’s marks are sufficiently known
among “body builders, athletes and other relevant
purchasers” such that a connection with opposer and its
goods would be presumed by consumers upon encountering
applicant’s goods under applicant’s mark [§] 6, 19-22].
These allegations are sufficient to plead a claim of false
suggestion under Section 2(a). We, therefore, DENY
applicant’s motion to dismiss the false suggestion claim.

In order to properly plead claims of deceptive

misdescriptiveness under Section 2(e) (1), a plaintiff must
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allege that the term is misdescriptive of the character,
guality, function, composition or use of the goods, and that
prospective purchasers are likely to believe that the
misdescription actually describes the goods. See Bureau
National Interprofessionnel Du Cognac v. International
Better Drinks Corp., 6 USPQ2d 1610, 1615 (TTAB 1988). To
properly plead a claim of deceptiveness under Section 2(a),
a plaintiff must further allege that the misdescription
would materially affect the decision to purchase. See Hoover
Co. v. Royal Appliance Mfg. Co., 238 F.3d 1357, 1361, 57
UuspQ2d 1720, 1723 (Fed. Cir. 2001).

In its motion to dismiss the deceptiveness and
deceptive misdescriptiveness claims, applicant essentially
argues that the claims must fail absent “any allegation in
the Notice of Opposition as to the descriptiveness of
Applicant’s mark.” Motion to Dismiss, pp. 3, 7. The Board
has previously held “that in order for a term to misdescribe
goods or services, the term must be merely descriptive,
rather than suggestive, of a significant aspect of the goods
or services which the goods or services plausibly possess
but in fact do not.” In re Phillips-Van Heusen Corp., 63
UspPQ2d 1047, 1051 (TTAB 2002). Here, there is no allegation
that DECA-DURABOLIN or any portion thereof is a descriptive
term such that its use in connection with applicant’s goods

is misdescriptive of the character, quality, function,
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composition or use of the goods. To allege that DECA-
DURABOLIN is deceptive or deceptively misdescriptive of
applicant’s goods because applicant’s goods are not the same
as or in any way connected to opposer’s goods under the
DECA-DURABOLIN or DURABOLIN marks misapprehends the nature
and purpose of the claims. “When a plaintiff’s allegation
is that consumers are ‘deceived into’ buying defendant’s
goods under the mistaken belief that they originate from the
same source as plaintiff’s, or vice versa, the sort of
deception at issue is the basis for a Section 2(d), not a
Section 2(a), claim.” Miller Brewing Co. v. Anheuser-Busch
Inc., 27 USPQ2d 1711, 1713 (TTAB 1993). Accordingly,
applicant’s motion to dismiss opposer’s claims of
deceptiveness under Section 2(a) and deceptive
misdescriptiveness under Section 2(e) (1) is hereby GRANTED.

The Board freely grants leave to amend pleadings found,
upon challenge under Fed. R. Civ. P. 12(b) (6), to be
insufficient, particularly where the challenged pleading is
the initial pleading. 1In view thereof, opposer is allowed
until JANUARY 25, 2013, to file an amended pleading stating
proper claims of deceptiveness and deceptive
misdescriptiveness, failing which those claims will be
dismissed. Applicant is allowed until FEBRUARY 24, 2013, to
file its answer to the notice of opposition, amended or

otherwise, or to move with respect thereto.
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Proceedings herein are RESUMED, and dates are RESET as

follows:

Amended Notice of Opposition Due 1/25/2013
Time to Answer 2/24/2013
Deadline for Discovery Conference 3/26/2013
Discovery Opens 3/26/2013
Initial Disclosures Due 4/25/2013
Expert Disclosures Due 8/23/2013
Discovery Closes 9/22/2013
Plaintiff's Pretrial Disclosures Due 11/6/2013
Plaintiff's 30-day Trial Period Ends 12/21/2013
Defendant's Pretrial Disclosures Due 1/5/2014
Defendant's 30-day Trial Period Ends 2/19/2014
Plaintiff's Rebuttal Disclosures Due 3/6/2014
Plaintiff's 15-day Rebuttal Period Ends 4/5/2014

In each instance, a copy of the transcript of
testimony, together with copies of documentary exhibits,
must be served on the adverse party within thirty days after
completion of the taking of testimony. Trademark Rule
2.125.

Briefs shall be filed in accordance with Trademark
Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.

* * *



