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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
PRODUCTOS LACTEOS TOCUMBO
S.A. DE C.V.,

)
)
Opposition Nos.
91205049 (parent)
)
91205093
Opposer/Applicant,
)
91205466
v.
)
91205468
)
PLM OPERATIONS, LLC
) MOTION FOR SUMMARY JUDGMENT
formerly known as
)
PALETERIA LA MICHOACANA, LLC
)
and PALETERIA LA MICHOACANA, INC )
ORAL HEARING REQUESTED
)
Applicant/Opposer.
)
______________________________________)
Pursuant to Fed. R. Civ. Pro. R. 56, Productos Lacteos Tocumbo S.A. DE C.V., (“Opposer” in
Opposition Nos. 91205049 and 91205093 and “Applicant” in Opposition Nos. 91205466 and
91205468, (“PROLACTO”)), hereby moves for summary judgment in Opposition Nos. 91205049 and
91205093 (wherein PROLACTO is Opposer and PALETERIA LA MICHOACANA, LLC “PLM” is
Applicant) and in Opposition Nos. 91205466 and 91205468 (wherein PLM is Opposer and
PROLACTO is the Applicant), on the grounds that in each of these four Opposition proceedings, (that
were consolidated and suspended by order of the Board issued September 5, 2012, “pending the
disposition of the appeal of the Board’s final order in Cancellation No. 92047438”), there is no
genuine dispute as to any material fact and thusly PROLACTO is entitled to judgment as a matter of
law; and that PLM’s allegations, claims and defenses respectively alleged are specifically barred by
the doctrines of collateral estoppel, issue preclusion, claim preclusion, res judicata and Judicial
estoppel.
In support of this Motion, PROLACTO submits a statement of undisputed facts taken from the
pleadings filed in these and other Opposition proceedings on file involving the parties, the Opposed
Applications at issue, and from the relevant pleadings and decision of the Board in prior Cancellation
No. 92047438, Productos Lacteos Tocumbo S.A. de C.V. v. Paleteria La Michoacana Inc., 98
1

USPQ2d 1921, (TTAB May 20, 2011), [precedential] [Recon. Denied] (TTAB July 13, 2011) aff’d,
188 F. Supp. 3d 22 (D.D.C. 2016) aff’d, 743 F. Appx 457 (D.C. Cir 2018), (the “Decision”) (Exhibit
“A”); and the Board’s Opinion Denying PLM’s Request for Reconsideration therein. (Exhibit “B”)
In prior Cancellation No. 92047438, the Board held that PLM’s “mark LA INDITA
MICHOACANA and design is likely to cause confusion with petitioner’s Indian girl and its marks LA
MICHOACANA, LA MICHOACANA NATURAL and LA MICHOACANA NATURAL and design.”
Such fully litigated matter was finally resolved in favor of PROLACTO’s claims inter alia, of priority,
likelihood of confusion and distinctiveness with respect to the very same (or nearly identical) marks at
issue in these proceedings.
Accordingly, PROLACTO submits that even assuming all inferences in favor of PLM in these
proceedings, the Board must, as a matter of law, grant summary judgment in favor of PROLACTO and
against PLM because: (i) all material issues of fact asserted in each Notice of Opposition, Answer and
counterclaim have been decided by the Board (and affirmed by the District Court) in a final decision in
favor of PROLACTO involving these same marks and these same parties as are at issue herein
Under the doctrine of Judicial Estoppel and in view of PLM’s prior inconsistent sworn
testimony and statements constituting admissions and declarations against PLM’s present
interests asserted, PLM must be estopped from asserting that the term “MICHOACANA”
is merely descriptive as to ice cream goods and the related services at issue herein.
To the extent that PLM has asserted or will assert that the term “MICHOACANA” is somehow
“merely descriptive”, (whether as newly asserted in this action, or as may be based on dicta in the
District Court’s opinion to which there is no corresponding finding of fact) PLM should be barred from
any such assertion because such assertion is directly contradicted by its own testimony, acts, conduct,
omissions, sworn statements and filings before the USPTO and the Board. Thusly, PROLACTO is
entitled to Summary Judgment in each of the pending actions, as a matter of law.
UNDISPUTED FACTS
1.

After a number of alleged conversions, name changes, assignments and reorganizations,
2

PLM OPERATIONS LLC, is now the successor in interest to Paleteria La Michoacana, Inc. and
Opposer, PALETERIA LA MICHOACANA, LLC. 1 Together, they and their intermediaries are referred
to in the Notices of Opposition and Answers and Counterclaims filed herein as “PLM.”
2.

Fourteen years ago, on December 12, 2005, PROLACTO filed Application Ser. No.

78/771243 for its Indian Girl doll mark

based on use in commerce since at least as April

20, 2001, in connection with goods and services related to its ice cream business, namely including,
-Cones

for ice cream; Flavored ices; Frozen yoghurt; Fruit ice; Fruit ice bar; Fruit ices; Ice; Ice
candies; Ice cream; Ice cream drinks; Ice cream mixes; Ice cream powder; Ice cubes; Ice milk bars;
Ice-cream cakes in IC 030;
-Drinking water; Flavored waters; Flavoured waters; Frozen fruit beverages; Frozen fruit-based
beverages; Fruit beverages; Fruit drinks; Fruit juice bases; Fruit juices; Fruit-flavored beverages;
Fruit-flavored drinks; Fruit-flavoured beverages; Iced fruit beverages in IC 032;
-Retail consignment stores featuring ice-cream and flavoured waters; Retail consignment stores in
the field of ice-cream and flavoured waters; Retail store services featuring a wide variety of
consumer goods of others; Retail variety stores in IC 035; and
-Serving food and drinks; Serving of food and drink/beverages in IC 043, (the ‘243 Application).

3.

On August 17, 2006, PROLACTO filed Application Ser. No. 78/954490 for the mark

“LA MICHOACANA NATURAL” (and design)

in connection with “Cones for ice cream;

Flavored ices; Frozen yoghurt; Fruit ice; Fruit ice bar; Fruit ices; Ice; Ice candies; Ice cream; Ice cream
drinks; Ice cream mixes; Ice cream powder; Ice cubes; Ice milk bars; Ice-cream cakes;” (IC 030), and
“Retail shops featuring ice cream, fruit bars, drinks and snacks; Retail stores featuring ice cream, fruit
bars, drinks and snacks” (IC 035); on the basis of use, in Mexico since at least as early as February 1995

and use in U.S. commerce since at least as early as February 10, 2002 (the ‘490 Application). 2
4.

Nearly 13 years ago, on January 20, 2007, PROLACTO’s ‘490 Application was refused

on the basis of “a similar pending mark which would bar registration under Trademark Act Section
2(d), 15 U.S.C. Section 1052(d), namely pending Application Ser. No.78-660166” owned by PLM.

1

Notice of Opposition in Oppn. No. 91245908 ¶¶2, 10; USPTO Assignment recorded April 8, 2016 Reel/Frame: 5768/0404.
2
Oppn.¶5; Decision at 2-3, 98 USPQ2d 1922-23
3

5.

On January 31, 2007 PROLACTO’s ‘243 Application was suspended pending

disposition of PLM’s Application Ser. No. 78-660166.
6.

On February 20, 2007, Application Ser. No. 78-660166 for the mark LA INDITA

MICHOACANA (and design)

registered to Paleteria La Michoacana, Inc. in connection

with “ice cream and fruit products, namely fruit bars,” in IC 30 under Reg. Cert. No. 3,210,304. At no
time did PLM ever enter any disclaimer as to ‘MICHOACANA’ nor any portion of the word mark.
7.

On April 27, 2007, PROLACTO “filed a petition to cancel Registration No. 3,210,304.

As grounds for cancellation, petitioner alleged likelihood of confusion…” 3 (Cancellation No.
92047438) Productos Lacteos Tocumbo S.A. de C.V. v. Paleteria La Michoacana Inc., 98 USPQ2d
1921, 1921-21 (TTAB May 20, 2011).
8.

Nowhere in their pleadings in the prior Cancellation action did PLM ever assertr that

the term “MICHOACANA” was merely descriptive or unregistrable. Moreover, throughout the matter
including in deposition testimony in the prior Cancellation action, PLM’s founders denied that the
term “MICHOACANA” had any particular meaning. 4
9.

During the pendency of the prior Cancellation, on April 17, 2008, PLM filed App.Ser.

No. 77451471 for the mark LA MICHOACANA ES NATURAL (and design)

in

connection with “frozen confections, ice cream, ice cream bars, ice cream sandwiches, fruit ices,
freezer pops, fruit ice bars.” In such application PLM entered a translation claiming: “The English
3

Decision at 1-2, 98 USPQ2d 1921-22
PLM, Inc. stated in its sworn 2007 discovery response that “the term ‘La Indita Michoacana” is not derived
from any particular term or phrase as it was coined by Registrant.” (Notice of Reliance on PLM’s
11/26/2007 Objs. and Responses to Interrogatory No. 8.- EXHIBIT “C” hereto
http://ttabvue.uspto.gov/ttabvue/v?pno=92047438&pty=CAN&eno=76). PLM’s founder Ignacio Gutierrrez
further testified under oath that he “made up the phrase “La Indita Michoacana.” (IG1, pp. 46:11-48:7); In 2009,
his wife and VP, Patricia Gutierrez was asked: “[i]f you knew that there were already stores operating in
Mexico, using ‘La Michoacana,’ ‘La Michoacana es Natural” and the La Indita character (design), why was it
that you adopted the same trademark here in the United States?” She responded: “I just feel that ‘La
Michoacana’ means quality and that’s why I like it.” (PG1, p. 68:13-24)
4

4

translation of the words "La Indita" in the mark is "little Indian girl", and the English translation of the
word "Michoacana" in the mark is "someone or something from Michoacan or in the style of
Michoacan", however PLM has not entered any disclaimer of the term ‘MICHOACANA’ nor any
literal portion of the mark.
10.

On May 20, 2011, the Board ruled in favor of PROLACTO in the prior Cancellation

action. As was observed within the detailed, well-reasoned and lengthy Board’s Decision:
“With respect to its likelihood of confusion claim, petitioner alleged that prior to any use
by respondent of its mark, petitioner and its related company or licensees have used the
marks LA MICHOACANA NATURAL and design and LA FLOR DE MICHOACAN for,
inter alia, ice cream, fruit ice bars and retail store services featuring ice cream and fruit ice
bars and that respondent’s mark so resembles petitioner’s marks as to be likely to cause
confusion. Specifically, petitioner claimed ownership of Registration No. 2830401 for the
mark LA FLOR DE MICHOACAN, in typed drawing form, for ‘ice cream,’ in Class 30.
Also, petitioner claimed ownership of application Serial No. 78954490 for the mark LA
MICHOACANA NATURAL and design, shown below,

for the following goods and services: Cones for ice cream; flavored ices; frozen yoghurt;
fruit ice; fruit ice bar; fruit ices; ice; ice candies; ice cream; ice cream drinks; ice cream
mixes; ice cream powder; ice cubes; ice milk bars; ice-cream cakes, in Class 30; and Retail
shops featuring ice cream, fruit bars, drinks and snacks; retail stores featuring ice cream,
fruit bars, drinks and snacks, in Class 35.
Petitioner alleges that respondent’s registration has been cited as a Section 2(d) bar to
petitioner’s above-noted application.
In its answer, respondent denied the salient allegations in the petition for cancellation.”
Id. at 2-3 (footnotes omitted). The Board continued:
“In its brief, petitioner claimed rights to the mark LA MICHOACANA and
the mark comprising the design of an Indian girl, shown below (hereinafter
‘petitioner’s Indian girl’).

“ Id. at 7.
“Respondent did not plead as an affirmative defense that it would rely on its use and
registration of marks comprising an Indian girl design (hereinafter “respondent’s Indian
girl”) for ice cream and fruit bars to prove prior use of that mark or as the basis for the
prior registration (or Morehouse) defense 5 (i.e., the defense that a petitioner cannot
5

Morehouse Mfg. Corp. v. J. Strickland & Co., 407 F.2d 881, 160 USPQ 715 (CCPA 1969).
5

suffer damage, within the meaning of Section 14 of the Trademark Act, by the by the
maintenance of a registration if the registrant owns unchallenged registrations of that
mark for the same goods). Mere denial by respondent of petitioner’s allegation of
priority of use is sufficient to put petitioner on notice that it must prove petitioner’s
pleaded priority, but it is not sufficient to put petitioner on notice that any priority
petitioner will attempt to prove will have to predate the priority that respondent will
attempt to prove through tacking, or that respondent is relying on the prior registration
defense. See H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1720 (TTAB 2008).”
Id. at 13
11.

After noting that PLM asserted use and registration of its own variations of an Indian

Girl mark, namely Reg. No. 2905172 for the mark

and Reg. No. 2968652, for the mark

,

albeit untimely asserted in PLM’s final brief (Id. at 15), the Board, with precise, yet voluminous
evidence that the Board found to be “clear, consistent, convincing, and uncontradicted” (See Id. e.g., at
29), the Board held that PROLACTO “has priority of use with respect to petitioner’s Indian girl and the
marks LA MICHOACANA NATURAL and design,

, LA FLOR DE MICHOACAN, and

LA MICHOACANA.” Id. at 31.
12.

Finding that PROLACTO’s Indian girl design

PLM’s Registration for LA INDITA MICHOACANA

and the Indian girl design shown in

“are virtually identical,” the Board

concluded that PLM’s mark LA INDITA MICHOACANA and design “mark is similar to petitioner’s
Indian Girl design mark.” Id. at 36.
13.

After analyzing the word marks, the Board found that PLM’s “mark LA INDITA

MICHOACANA and design is similar to [PROLACTO’s] mark LA MICHOACANA. For the same
reasons, we find that respondent’s mark is similar to petitioner’s marks LA MICHOACANA
NATURAL and LA MICHOACANA NATURAL and design.” Id. at 39.
14.
Observing that “all the marks at issue are used in connection with ice cream” Id. at 32,
the Board concluded:
“Under these circumstances, respondent’s mark LA INDITA MICHOACANA
6

and design is sufficiently similar to petitioner’s Indian girl and its marks LA
MICHOACANA, LA MICHOACANA NATURAL and LA MICHOACANA NATURAL
and design to cause confusion,…” Id. at 41
“In view thereof, we find respondent’s mark LA INDITA MICHOACANA and design is
likely to cause confusion with petitioner’s Indian girl and its
marks LA MICHOACANA, LA MICHOACANA NATURAL and LA MICHOACANA
NATURAL and design.” Id. at 41.
Accordingly, the Board ordered that PLM’s Registration of the Mark be cancelled.
15.

Undaunted, and without any good faith factual or legal basis, on June 08, 2011, PLM

flippantly and in bad faith filed another application for the identical mark
goods that the Board had just been ordered to be cancelled!
16.

, for the identical

6

The next week, on June 17, 2011 PLM requested that the Board reconsider its Decision

cancelling Registration No 3210304 7, and raised the very same factual contentions, legal grounds and
marks as are being again alleged within PLM’s Answer and Counterclaims respectively filed in
Opposition Nos. 91205049 and 91205093 and in PLM’s Notices of Opposition filed in Nos. 91205466
and 91205468, presently before the Board.
17.

In its scathing Opinion of July 13, 2011 (the “Opinion”) the Board rebuked PLM

extensively, which “for the sake of completeness,” 8 readdressed each of PLM’s contentions (similarly
realleged in the present actions herein), before denying PLM’s Request For Reconsideration. As the
Opinion noted, “[o]n June 17, 2001, (PLM) filed a request for reconsideration from the May 20, 2011
decision granting the petition for cancellation and ordering Registration No. 3210304 to be
cancelled.” 9 In its request, PLM:
“argued that the Board made three erroneous findings of fact.

6

App. Ser. No. 85341601 for “Frozen confections, ice cream, ice cream bars, ice cream sandwiches, fruit ices,
freezer pops, fruit ice bars” in IC 030. Nowhere in such Application did PLM disclaim ‘MICHOACANA’

nor any other literal portion of the word mark.
7

Cancellation No. 92047438 – Dkt. 109

8

Opinion Denying Request For Reconsideration - Cancellation No. 92047438 Dkt. 115 at 2.
TTAB Opinion Cancellation No. 92047438 – Dkt. 115 at 1.

9

7

First, the petitioner claimed use of its marks in the United States through licensees; however,
“there was no evidence of the existence of quality control over use of its mark by purported
licensees with respect to [ice cream].” Second, the evidence surrounding petitioner’s priority
was characterized by contradictions and inconsistencies. Finally, the Board erred in finding
that petitioner had established rights in the word MICHOACANA because it ‘is a Spanish term
referring to the region in Michoacán and the style of ice cream produced there.’
Despite respondent’s contention that it has not reargued issues presented in its trial brief,
that is precisely what it does. Respondent is essentially disagreeing with our findings of fact
and has written a brief in opposition to the May 20, 2011 decision. For that reason alone we
may deny respondent’s request for reconsideration. Nevertheless, for the sake of completeness,
we address below respondent’s arguments.”
(Opinion at 3-4, footnotes omitted)
18.

The Board expressly disagreed with PLM’s first contention “that because petitioner

failed to offer any admissible evidence that it exercised any quality control over its licensees, the
Board erred in finding that petitioner had proven priority of use;” Id. at 4 - finding instead, inter alia
that PROLACTO:
-“is a family-owned and run business and that there is a unity of control” (Id at 5);
-In 2001, (PROLACTO’s licensee/subsidiary) “sold various products for manufacturing
ice cream to (PROLACTO’S licensee) Rigoberto Fernandez on behalf of petitioner.
Petitioner’s quality control is further corroborated by the testimony that the licensees bought
ingredients and supplies from petitioner. Mr. Fernandez identified an October 28, 2003 invoice
from petitioner featuring the mark LA MICHOACANA NATURAL and design for products
used to make ice cream, such as plastics, bags, cans, the sticks, “equipment so I can get some
juices, bags, blender and the lids.”
(Opinion at 5, footnotes omitted)
The Board referred to Mr. Fernandez’ testimony that he had obtained from PROLACTO:
“flavors, all the materials that I need for making the ice cream bars, ice cream, juices,
equipment” and even uniforms. (Id. at 6)
The Board also discussed the licensing agreements which “require the licensee to sell the
products with the same quality as the ones made by the licensor, and to achieve the highest
quality of foods safety and hygiene.” (Id.) Finally, the Board observed that PLM had “not
point[ed] to any evidence that demonstrates a failure on the part of the licensees to meet the
requirements to provide products and services of acceptable quality. Thus, there is no evidence
that petitioner’s quality control was ineffectual or nonexistent.”
19.

Next, the Board rejected PLM’s second assertion noting, inter alia:
“[a]s indicated in the May 20, 2011 decision at pages 28- 29, the testimony of
petitioner’s witnesses regarding the first use of petitioner’s marks as of 2001
was clear, convincing, consistent and uncontradicted.” (Id. at 8)

concluding PLM had “failed to show that the Board erroneously ignored inconsistent and
8

contradictory statements by petitioner’s witnesses regarding petitioner’s first use of its marks.” (Id. at 10)
20.

The next four pages of the Opinion addressed PLM’s third contention namely:

“Whether ‘Michoacana’ is merely descriptive and/or primarily geographically descriptive of ice cream?
Wherein the Board observed that PLM itself had never disclaimed the term “Michoacana”, then thoroughly
addressed and rejected PLM’s unsupported, contradicted and last-gasp assertion that:
“[i]n the context of ice cream products, the term MICHOACANA is merely
descriptive and/or primarily geographically descriptive and thus is only protectable
upon a showing of secondary meaning.” (Id. at 11).
Therein Board specifically observed:
“In the May 20, 2011 decision, we acknowledged that to analyze the word marks,
we must first determine the meaning of the word “Michoacana.” Michoacán is a state in
west-central Mexico. The term “La Michoacana” means “the woman from Michoacán.” 10
“La Michoacana” or “the woman from Michoacán” suggests that the product may
originate in Michoacán, but is not merely descriptive or primarily geographically
descriptive. This finding is corroborated…”
(Id. at 13 emphasis added)
21.

Despite the clarity of the Board’s position, only days later, on July 22, 2011, PLM,

without any factual or legal basis, flippantly and in bad faith, abused and attempted to subvert the
process, filing another new application for a highly similar mark containing the identical words and
identical goods as were at issue in Cancellation No. 92047438, namely App. Serial No. 85/378387 for
the mark “LA INDITA” in connection with “Frozen confections, ice cream, ice cream bars, ice cream
sandwiches, fruit ices, freezer pops, fruit ice bars” (Int. Class 030) on an intent-to-use basis.
22.

Then, on August 09, 2011, PLM, without any factual or legal basis, in bad faith, abused

and again attempted to subvert the process by filing a new application for a highly similar mark

10

Decision at 37: ”[t]he word portion of respondent’s mark LA INDITA MICHOACANA means the
Indian girl or woman from Michoacán. Neither party has introduced any evidence regarding the
meaning or renown of the term “Michoacana” in the United States when used in connection with ice
cream. Both Ignacio and Patricia Gutierrez testified that LA MICHOACANA is commonly used as the
name for ice cream stores in Mexico, but neither provided any further testimony as how that might
relate to its use in the United States.63 Although Ms. Gutierrez said that the ‘paleta’ (a fruit bar) ‘was
supposed to be a tradition or something that was created in Michoacan,’ she did not explain whether
that was known in the United States.”
9

containing the identical words and goods at issue in Cancellation No. 92047438, namely App. Serial
No. 85/393112 for “LA INDITA MICHOACANA” (and design)

in connection with “Frozen

confections, ice cream, ice cream bars, ice cream sandwiches, fruit ices, freezer pops, fruit ice bars”
(Int. Class 030) on the sole basis of Section 1(b) (intent-to-use) (the “’112 Application”). At the time
of filing the 112 Application, PLLM did not file any disclaimer as to any portion of the word mark.
23.

On August 23, 2011, PROLACTO filed Application Serial No. 85/405347 for the mark

“LA MICHOACANA” in connection with,
“Ice cream parlors; Ice cream shop services in the nature of a restaurant” (Int. Class 043),
“Distribution services, namely, delivery of dairy products, ice-cream, flavored waters and bottled
drinking waters” (Int. Class 039), “Retail ice cream store services” (Int. Class 035), “Bottled
drinking water; Flavored waters; Frozen fruit beverages; Fruit beverages; Fruit juices and fruit
drinks; Fruit-based beverages; Ice cream soda; Smoothies; Sorbets in the form of beverages”
(Int. Class 032), “Coffee based beverages; Cones for ice cream; Edible fruit ices; Flavorings for
beverages; Frozen yoghurt; Fruit ice; Fruit ice bar; Ice candies; Ice cream; Ice cream desserts;
Ice cream drinks; Ice-cream cakes” (Int. Class 030), “Beverages having a milk base; Dairy
products excluding ice cream, ice milk and frozen yogurt; Dairy-based snack foods excluding ice
cream, ice milk and frozen yogurt; Milk drinks containing fruits; Milk products excluding ice
cream, ice milk and frozen yogurt” (Int. Class 029), “Baseball caps and hats; Cap visors; Caps;
Jerseys; Pants; Polo shirts; Shirts; Short-sleeved or long-sleeved t-shirts; Sport shirts; T-shirts;
Visors” (Int. Class 025), “Beverage glassware; Cups; Ice cream scoops; Paper and plastic cups”
(Int. Class 021), and “Blank or partially printed paper labels; Bottle wrappers of cardboard or
paper; Boxes of cardboard or paper; Boxes, cartons, storage containers, and packaging containers
made of paper or cardboard; Cardboard cartons; Containers for ice made of paper or cardboard;
Packaging containers of paper; Paper cartons for delivering goods; Paper take-out cartons for
food; Storage containers made of paper” (Int. Class 016)
on the basis of use in Mexico since at least as early as February 08, 1995 and use in commerce
since at least as early as March 30, 2001 ( the “’347 Application”).
24.

On August 26, 2011, PROLACTO filed Application Serial No. 85/408561 for the mark

“LA MICHOACANA NATURAL” (and design) in connection with the same goods and services as
were identified in the preceding paragraph, namely including among others, “Ice cream parlors; Ice
cream shop services in the nature of a restaurant” “Frozen fruit beverages; Fruit beverages; Fruit juices
and fruit drinks; Fruit-based beverages; Ice cream soda; Smoothies; Sorbets in the form of beverages”;
“Beverages having a milk base; Dairy products excluding ice cream, ice milk and frozen yogurt; on
10

the basis of use in Mexico since at least as early as February 08, 1995 and use in commerce since at
least as early as March 30, 2001 (the “’561 Application”).
25.

On or about September 11, 2011, PLM filed a civil action in the United States Court for

the District of Columbia, Case No. 1:11-cv-01623, entitled Paleteria La Michoacana, Inc. v.
Productors Lacteos Tocumbo S.A. de C.V., appealing the Board’s decision to cancel Registration No.
3210304.
26.

PLM yet another 5 years unsuccessfully asserting its contentions during its appeal

before the U.S. District Court. However, the District Court ultimately upheld the Board’s Decision,
cancelling PLM’s registration, 11 on modified grounds, and later affirmed by the U.S. Court of Appeals
for the District of Columbia on August 10, 2018.
27.

On May 2, 2012, PROLACTO filed its Notice of Opposition against PLM’s ‘112

Application for LA INDITA MICHOACANA (and design)

on grounds including priority

and likelihood of confusion; deceptiveness, false suggestion of an association; and fraud.
28.

On May 9, 2012 PROLACTO filed its Notice of Opposition against PLM’s ‘387

application for the words “LA INDITA” on grounds including: priority and likelihood of confusion;
deceptiveness, false suggestion of an association; and fraud in the application.
29.

On June 06, 2012, PLM filed a Notice of Opposition against PROLACTO’s ‘561

Application for the mark

. Also, on On June 06, 2012, PLM filed a Notice of Opposition

against PROLACTO’s ‘347 Application for the word mark “LA MICHOACANA”. Each of
these Oppositions were based on the very same grounds, issue and allegations as were previously
addressed by the Board and fully litigated between these same parties during more than decade
11

(D. D.C. Case 1:11-cv-01623-RC, Order 05/27/16 at 124 of 158; See Cancellation No. 92047438 –
Dkt. 140 at 124: ”PROLACTO has demonstrated that it used its Indian Girl mark before PLM

used its LA INDITA MICHOACANA mark, and PLM has failed in its efforts to achieve an
earlier priority date for its LA INDITA MICHOACANA mark under the tacking doctrine. The
parties’ marks are nearly identical. For these reasons, under § 2(d) of the Lanham Act and on the
legal grounds argued to the Court, cancellation of the registration of PLM’s mark is warranted.
The Court will therefore enter judgment in favor of PROLACTO on Count I.”; Dkt. Nos. 142, 143.
11

of contentious litigation, as well as other closely related grounds that PLM could have raised in
prior Cancellation proceeding No. 92047438 but failed to do so. Such grounds include PLM’s
repetitive and unsuccessful claims “priority and likelihood of confusion”; its disingenous claim that
“the mark is merely descriptive”, “generic”, and “require(s) a disclaimer”“fraud”,“abandonment” and
that PROLACTO and its licensees made no bona fide use of the mark in commerce prior to filing of
the application. (Notices of Oppn. Nos. 91205466 and 91205468).
30.

As described below, PROLACTO is entitled to summary judgment on all issues

in view of all applicable legal authority and due to the doctrines of claim preclusion, issue
preclusion, Res Judicata and Judicial estoppel.
31.

On September 05, 2012, the Board consolidated the four proceedings at issue herein

and suspended them pending disposition of the Board’s final order in Cancellation No. 92047438, in
the United States District Court for the District of Columbia (1:11-cv-01623). To reiterate, at issue in
this action are four marks, two owned by PROLACTO, namely:
i)

“LA MICHOACANA” (words only), App. Ser. No. 85405347 filed: August 23, 2011 for
a variety of goods and services including, “Cones for ice cream; Edible fruit ices;
Flavorings for beverages; Frozen yoghurt; Fruit ice; Fruit ice bar; Ice candies; Ice cream;
Ice cream desserts; Ice cream drinks; Ice-cream cakes” in IC 30; and “Ice cream parlors;
Ice cream shop services in the nature of a restaurant” in IC 43. PROLACTO asserted use
of such mark in each class since February 8, 1995 in Mexico and at least as early as March
30 in 2001 in U.S. commerce. 12 (Opp. No. 91205466); and

ii) “LA MICHOACANA NATURAL” and design
App. Ser. No. 85408561 filed:
August 26, 2011 for, inter alia, “Ice cream parlors; Ice cream shop services in the nature of
a restaurant” in IC 043; for “Distribution services, namely, delivery of dairy products, icecream” in IC 039; for “Frozen fruit beverages; Fruit beverages; Fruit juices and fruit
drinks; Fruit-based beverages; Ice cream soda; Smoothies; Sorbets in the form of
beverages” in IC 032; and for “Beverages having a milk base; Dairy products excluding
ice cream, ice milk and frozen yogurt; Milk drinks containing fruits; Milk products
excluding ice cream, ice milk and frozen yogurt; Dairy-based snack foods excluding ice
cream, ice milk and frozen yogurt; Milk drinks containing fruits; Milk products excluding
12

In its Decision dated May 11, 2011, the Board found that PROLACTO had presented “clear, convincing,
consistent and uncontradicted” evidence that it had used the mark LA MICHOACANA in US commerce,
continuously, since as early as March 2001. (Decision at p. 27-29.)
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ice cream, ice milk and frozen yogurt” in IC 029. PROLACTO asserteduse of such mark
in each class since February 8, 1995 in Mexico and at least as early as March 30, 2001 in
U.S. Commerce. 13
There are also two marks owned by PLM at issue herein, namely:
i)

“LA INDITA” (words only), App. Ser. No. 85378387, filed: July 22, 2011 for “frozen
confections, ice cream, ice cream bars, ice cream sandwiches, frit ices, freezer pops,
fruit ice bars” in IC 030 on the sole basis of Section 1(b) Intent-to-Use (Opp. No.
91205093); and

ii)

“LA INDITA MICHOACANA + Design”
, App. Ser. No. 85393112 filed:
August 9, 2011 for “frozen confections, ice cream, ice cream bars, ice cream
sandwiches, fruit ices, freezer pops, fruit ice bars” in IC 030 on the sole basis of Section
1(b) Intent-To-Use (Opp. No. 91205049) (collectively, the “PLM Marks”).

32.

On September 20, 2018 the Commissioner issued an Order, stating as follows:

“Whereas, Productos Lacteos Tocumbo S.A. de C.V. petitioned to cancel Registration No.
3210304; and
Whereas, on May 27, 2016, the United States District Court for the District of Columbia
affirmed the decision of the Trademark Trial and Appeal Board granting the petition for
cancellation; and
Whereas, on August 10, 2018, the United States Court of Appeals for the District of Columbia
Circuit affirmed the decision of the United States District Court for the District of Columbia, and
this decision has become final;
It is ordered that Registration No. 3210304 is hereby cancelled.” 14

33.

FRAUD AND MISCONDUCT BY PLM - PROLACTO alleges that since the

Cancellation proceeding began in 2007, through the present, PLM and its counsel have engaged in
vexatious and unreasonable conduct in an unfair, improper attempt to subvert, undermine and
collaterally attack the Board’s Decision and cause harm to PROLACTO and its marks. Such conduct
has included the knowing and intentional filing of serial and repetitive applications for marks identical
to the LA INDITA MICHOCANA (and design) mark, the filing of a significant number of false and
fraudulent statements and sworn declarations at the USPTO, and other unconscionable and improper
conduct, including, inter alia:

13

In its Decision dated May 11, 2011 the Board found that PROLACTO had presented “clear, convincing,
consistent and uncontradicted evidence that it had used the mark LA MICHOACANA and design (shown in
App. Ser. No. 85408561 in US commerce, continuously, since as early as March 2001. (Decision at p. 28-29.)
14
Commr. Order Cancelling Reg. 92047438 Dkt. 143
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A. DESPITE KNOWLEDGE OF PROLACTO’S PRIOR ADOPTION, USE AND RIGHTS IN
MARKS, INCLUDING “LA MICHOACANA”,“LA MICHOACANA NATURAL” AND
DESIGN, AND PROLACTO’S INDIAN GIRL DESIGN MARKS -WHICH THE BOARD
AND DISTRICT COURT HAVE FOUND PROLACTO HAS PRIORITY OF USE; SOLELY
FOR THE PURPOSE OF INCREASING PROLACTO’S COSTS, AND UNDERMINING
THE BOARD’S DECISION, PLM HAS FRAUDLENTLY AND REPETITIVELY FILED
SERIAL APPLICATIONS INVOLVING THE SAME AND RELATED GOODS FOR
MARKS IDENTICAL AND CONFUSINGLY SIMILAR THERETO.
Without any legal or factual basis, PLM and its counsel filed false and fraudulent sworn
statements, declarations and averments made within each of the following applications that it and its
counsel filed in each case, at least one year after the filing of Cancellation No. 92047438 against
PLM’s Registration for the mark

and while PLM was aware of PROLACTO’s asserted (and

vindicated) rights in its marks, including, LA MICHOACANA, LA MICHOACANA

NATURAL,
Serial No.
77451471

Mark

and

, including:

Goods/Services

Filing Date

Frozen confections, ice cream, ice cream bars, ice cream
sandwiches, fruit bars, fruit ices, freezer pops, fruit ice bars;
Frozen yogurt and sorbets. IC 30

Apr. 17, 2008
No disclaimer of
“MICHOACANA”

86453553

Frozen confections, ice cream, ice cream bars, ice cream
sandwiches, fruit ice bars, fruit ices, frozen confections, namely,
freezer pops, fruit ice bars; Frozen yogurt and sorbet. IC 30

Nov. 13, 2014

86453565

Frozen confections, ice cream, ice cream bars, ice cream
sandwiches, fruit ice bars, fruit ices, frozen confections, namely,
freezer pops, fruit ice bars; Frozen yogurt and sorbets in IC 30;
Restaurant services including the preparation and serving of ice
cream and other dairy products for on and off premises
consumption; Restaurant Services in IC 043.

Nov. 13, 2014

86453534

Frozen confections, ice cream, ice cream bars, ice cream sandwiches,
fruit ice bars, fruit ices, frozen confections, namely, freezer pops, fruit
ice bars; Frozen yogurt and sorbets In IC 30. Restaurant services
including the preparation and serving of ice cream and other dairy
products for on and off premises consumption; Restaurant Services IC
43.

Nov. 13, 2014

86453485

Frozen confections, ice cream, ice cream bars, ice cream sandwiches,
fruit ice bars, fruit ices, frozen confections, namely, freezer pops, fruit
ice bars; Frozen yogurt and sorbets IC 30; Restaurant services including
the preparation and serving of ice cream and other dairy products for on
and off premises consumption; Restaurant Services in IC 43.

Nov. 13, 2014

85393112

Frozen confections, ice cream, ice cream bars, ice cream sandwiches,
fruit ices, freezer pops, fruit ice bars in IC 30

Aug. 09, 2011
No disclaimer of
“MICHOACANA”

14

85378387
B.

LA INDITA

Frozen confections, ice cream, ice cream bars, ice cream
sandwiches, fruit ices, freezer pops, fruit ice bars in Int. Class 030

July 22, 2011

Without any new factual or legal basis, and in violation of F.R.C.P. Rule 11 and 37

C.F.R.§ 11.18, on January 17, 2019, PLM filed Notice of Opposition No. 91245908 against
PROLACTO’s ‘490 Application for the mark

, the identical mark shown in PROLACTO’s ‘561

Application, and its “LA MICHOACANA” word mark shown in PROLACTO’s ‘347 Application)
despite that the Board and the District Court have finally concluded that PROLACTO has priority of use
of such marks over all of PLM’s marks asserted and at issue herein. Moreover, PLM has, without any
good faith legal basis filed the two Notices of Opposition presently before the Board, namely No.
91205466 against PROLACTO’s ‘347 Application for the “LA MICHOACANA” word mark connection
with a variety of goods and services 15 and Oppn. No. 91205468 against PROLACTO’s ‘561 `Application
for the mark: LA MICHOACANA NATURAL (and design)
C.

.

On November 21, 2014, while the District Court appeal of the Decision was pending

(nearly one year before trial), PLM’s attorney, Laura Chapman knowingly, intentionally and
fraudulently filed at the USPTO, two Declarations of Incontestability of a Mark under Section 15, in
support of PLM’s Reg. No. 2905172 for the mark

and Reg. No. 2968652 for the mark

,

which each falsely claimed:
“[f]or International Class 030, the owner, has continuously used the mark in commerce for
five (5) consecutive years after the date of registration, or the date of publication under Section
12(c), and is still using the mark in commerce on or in connection with all goods or services listed
in the existing registration for this class: Ice cream; fruit ices. Also, there has been no final
decision adverse to the owner’s claim of ownership of such mark for those goods or services, or to
the owner’s right to register the same or to keep the same on the register; and, there is no
proceeding involving said rights pending and not disposed of in either the U.S. Patent and
Trademark Office or the courts.” …
“[t]he signatory being warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and
the like may jeopardize the validity of this submission, declares that all statements made of his/her
own knowledge are true and all statements made on information and belief are believed to be
true.” (emphasis added)

15

e.g., Bottled drinking water; Flavored waters; Frozen fruit beverages; Fruit beverages; Fruit juices and fruit
drinks; Ice cream soda; Smoothies; Sorbets in the form of beverages in IC 32; Retail ice cream store services in
IC 35 and Ice cream parlors; Ice cream shop services in the nature of a restaurant in IC 43.
15

Without question, on November 21, 2014, there was most certainly a District Court proceeding
involving PLM’s alleged rights in the two Indian girl design marks pending and not disposed of and
Ms. Chapman was aware (as lead trial counsel) that PLM had pending claims against PROLACTO in
the District Court directly involving such alleged registrations. As experienced counsel, Ms.
Chapman’s lack of truth and solemnity to her sworn statements, inescapably constitute fraud. (See
Nationstar Mortgage LLC v. Ahmad, 112 U.S.P.Q.2d 1361 (TTAB Sept. 30, 2014), aff’d. 155 F. Supp.
3d 585 (E.D. Va. 2015) Opposition No. 91177036 at 32-39; See also 37 C.F.R. 11.18)

34.

OTHER FEDERAL COURTS HAVE HELD PROLACTO’S “LA MICHOACANA”

marks are distinctive.
A. Within the findings of fact and conclusions of law supporting US Senior District Court Judge
John E. Steele’s Permanent Injunction entered May 31, 2018 in the matter of PROLACTO MICH
FLORIDA, LLC v s. LA MEJOR MICHOACANA ICE CREAM, INC. et.al. Case No. 2:17-cv-658
(Dkt. 25), a copy of which is appended hereto as Exhibit “D”, at page 2, the Court found:
“Plaintiff is a wholly-owned subsidiary of PRODUCTOS LACTEOS TOCUMBO, S.A. de
C.V., a Mexican Corporation, who has used and licensed use of the “LA MICHOACANA Marks”
described below, worldwide, at least since 1995, and whose principal family members have
continuously used and made the mark LA MICHOACANA famous in connection with ice cream
since the 1940’s in Mexico and elsewhere. Since 1999, Plaintiff, its parent, predecessors and
related companies have continuously engaged in the business of operating ice cream parlors and
retail stores featuring Mexican-style ice cream, “paletas”, ice cream and fruit bars, shakes and fruit
drinks and related frozen confections throughout Florida and elsewhere in the United States. Since
2001, Plaintiff and its predecessor has continuously operated one retail ice cream store within this
District at 3629 Palm Beach Boulevard, Fort Myers, Florida 33916, and Plaintiff currently owns
and operates other retail ice cream parlors which also opened in 2001, including the location at
3881 S. Congress Avenue, mentioned above and 636 Belvedere Road, West Palm Beach, Florida
33405. Plaintiff, its predecessors and related companies have also operated ice cream stores using
the LA MICHOACANA Marks in Indiantown, Naples, Palmetto, Homestead, Bradenton, Arcadia
and elsewhere. Plaintiff has acquired considerable fame, public recognition and goodwill under the
LA MICHOACANA Marks by reason of its and its predecessors’ continuous use of the LA
MICHOACANA Marks in Florida and elsewhere throughout the United States and Mexico.
Plaintiff and its related companies has/have acquired a considerable reputation for high quality
ice cream and frozen confection goods and services under the LA MICHOACANA Marks.
Plaintiff’s LA MICHOACANA Marks have acquired a special significance in the field and
Plaintiff has established a customer base and developed customer loyalty to its services in Florida
and throughout the United States and Mexico.”

Judge Steel continued:
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“ 12. Plaintiff’s parent company owns and licenses Plaintiff’s LA MICHOACANA Marks
and Plaintiff has longstanding common law rights in Plaintiff’s LA MICHOACANA Marks (since
1999 in Florida) and in the United States.
13. Plaintiff and its parent company have invested substantial resources in advertising and
promoting their LA MICHOACANA Marks for ice cream, frozen confections, and ice cream parlor
goods and services. Plaintiff and its related companies have received substantial revenues from the sale
of high-quality, hand-made artisanal ice cream, confectionary goods and ice cream parlor services under
the LA MICHOACANA Marks.
14. Plaintiff’s LA MICHOACANA Marks are famous and well-known in Florida and
throughout the United States within their field and their particular niche as designating high-quality,
hand-made artisanal ice cream, confectionary goods and ice cream parlor services that exclusively and
historically emanate from Plaintiff and its owners’ family and board members. Long prior to the

alleged unlawful conduct giving rise to this action, Plaintiff’s LA MICHOACANA Marks
functioned and continue to function to designate the origin of Plaintiffs' unique and tasty goods
and services. Purchasers of high-quality, hand-made artisanal ice cream, confectionary goods
and ice cream parlor services rely upon Plaintiff’s LA MICHOACANA Marks for reliably highquality products and services and have shown consumer preferences for ice cream brands and
services that have been provided for generations under Plaintiff’s LA MICHOACANA Marks
to designate high quality, hand-made artisanal ice cream, confectionary goods and ice cream
parlor services.” Id at p. 12.
B.

Within the Summary Judgment Order of the U.S. District Court for the Western District

of North Carolina, in another matter, namely La Michoacana Natural, LLC v. Luis Maestre et.al.,
Case No. 3:17-cv-00727, entered on June 6, 2019, by the U.S. District Judge Robert J. Conrad, Jr., a
copy of which is appended hereto as “Exhibit “E”, Judge Conrad specifically found that:
“3. Plaintiff owns nine (9) North Carolina Trademark registrations for the marks “LA MICHOACANA”,
“La MICHOACANA es… Natural” (and design)
and (Indian girl doll design)
, in connection
with ice cream products, retail store services, and ice cream parlor services, respectively. Plaintiff is also the
exclusive North Carolina licensee of Federally applied for marks “LA MICHOACANA”, “La
MICHOACANA Natural”, as well as the Federally applied for marks “LA MICHOACANA”, “La
MICHOACANA Natural”,

as well as the Federally registered trademarks, namely “LA

MICHOACANA 100% Tradicional” (and design)
(U.S. TM Cert. of Registration No.
5143039); LA FLOR DE MICHOACAN and LA FLOR DE MICHOACAN (and design) (U.S. TM Cert.
of Registrations Nos. 2830401 and 3249113.)
4. Plaintiff’s Licensor PRODUCTOS LACTEOS TOCUMBO, S.A. de C.V. (“PROLACTO”) is a
Mexican Corporation, owned by direct family members of Plaintiff’s founding/managing Member, who
with their predecessors, have used the designations PALETERIA LA MICHOACANA and LA
MICHOACANA, in connection with artisanal and hand-made, ice cream and drinks, in Mexico, since
the 1940’s, and who have used and licensed use of the LA MICHOACANA, LA MICHOACANA
17

NATURAL and LA FLOR DE MICHOACAN word and design marks and Indian girl doll marks,
including , and at least since 1995 in Mexico; at least since 1999 in Florida; at least since 2002 in
Houston, Texas; at least since 2009 in California; and since 2014 in North Carolina.
5.
Since the 1940’s PROLACTO’s and its principal family members and predecessors have continuously
used and made the mark LA MICHOACANA famous in connection with ice cream in Mexico and
elsewhere. …
6. Plaintiff, the exclusive licensee in North Carolina of PROLACTO, and its closely related

companies and family licensees, have acquired considerable fame, public recognition and
goodwill under the marks LA MICHOACANA, LA MICHOACANA NATURAL, and the
Indian Girl doll design as the result of their and their predecessors’ continuous use of such
marks in connection with ice-cream and ice cream parlors, including in the states of Florida and
North Carolina, where the marks are well-known as an indicator of source of high quality
Mexican-style ice cream and drinks, originating with PROLACTO and its U.S. licensees, and
related companies, particularly including Plaintiff.
7. At least as early as 2014, and at all times alleged in the Complaint, PROLACTO and Plaintiff

owned and had acquired valid and protectable trade and service mark rights, a considerable
positive reputation, a well-developed market and loyal customer base, in, to and with regard to
the LA MICHOACANA and Indian girl doll design(s), which marks had acquired consumer
recognition with Plaintiff, if not a strong brand recognition and special significance in the field
of Mexican-style ice cream.”
In that North Carolina District Court Case, Judge Conrad further found:

Judge Conrad concluded at page 11-12: “This Court finds that with knowledge of Plaintiff and
PROLACTO’s exclusive prior rights in well-known and distinctive LA MICHOACANA Marks….
(There is no dispute that Plaintiff’s trade service marks are famous and that Defendants' use of
Plaintiffs marks is commercial.)”
18

STANDARD OF REVIEW
Summary judgment is an appropriate method of disposing cases in which there is no
genuine dispute as to any material fact and the movant is entitled to judgment as a matter of law.
See Fed. R. Civ. P. 56(a). A party moving for summary judgment has the burden of showing the
absence of evidence to support the nonmoving party’s case, and that it is entitled to judgment as a
matter of law. Sweats Fashions Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793, 17951796 (Fed. Cir. 1987), citing Celotex Corp. v. Catrett, 477 U.S. 317, 106 S.Ct. 2548, 2554 (1986). A

factual dispute is genuine if, on the evidence of record, a reasonable finder of fact could resolve
the matter in favor of the non-moving party. See Opryland USA Inc. v. Great American Music
Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992); and Olde Tyme Foods Inc. v. Roundy’s
Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992). “The record must be viewed in a light
favorable to the party opposing the motion, and all justifiable inferences are to be drawn in the
non-movant’s favor.” Barmag Barmer Maschinenfabrik AG, 731 F.2d 831, 836, 221 USPQ 561,
564 (Fed. Cir. 1984).
Res judicata can encompass both claim preclusion and issue preclusion. See Sharp
Kabushiki Kaisha v. ThinkSharp Inc., 448 F.3d 1368, 79 USPQ2d 1376, 1378 (Fed. Cir. 2006). Under
the doctrine of res judicata, the entry of a final judgment “on the merits” of a claim in a
proceeding serves to preclude relitigation of the same claim, cause of action, or defense, in a
subsequent proceeding that involves the same parties or their privies, even when the prior
judgment resulted from default, consent of the parties, or dismissal with prejudice. See Lawlor v.
National Screen Service Corp., 349 U.S. 322, 326 (1955); Chromalloy American Corp. v. Kenneth
Gordon, Ltd., 736 F.2d 694, 222 USPQ 187, 189 (Fed. Cir. 1984); Flowers Indus. Inc. v. Interstate
Brands Corp. 5 USPQ2d 1582 (TTAB 1987). The “claim extinguished includes all rights of the
plaintiff to remedies against the defendant with respect to all or any part of the transaction, or
series of connected transactions, out of which the action arose,” Vitaline Corp. v. General Mills
19

Inc., 891 F.2d 273, 13 USPQ2d 1172, 1173 (Fed. Cir. 1989), and also includes those claims or
defenses that could have been raised in the prior action, as long as they arise from the same series
of transactional facts as those in the original claims. See Acumed LLC v. Stryker Corp., 525 F.3d
1319, 1326 (Fed. Cir. 2008); and Int’l Nutrition Co. v. Horphaq Research Ltd., 220 F.3d 1325, 1328,

55 USPQ2d 1492, 1494 (Fed. Cir. 2000). A subsequent claim will be barred by claim preclusion
if: “(1) there is identity of parties (or their privies); (2) there has been an earlier final judgment on
the merits of a claim; and (3) the second claim is based on the same set of transactional facts as
the first.” Jet Inc. v. Sewage Aeration Systems 223 F.3d 1360, 55 USPQ2d 1854, 1857 (Fed. Cir.
2000), reh’g and reh’g en banc denied (Sept. 28, 2000), citing Parklane Hosiery Co. v. Shore,
439 U.S. 322, 326 n.5 1979). A motion for summary judgment is an appropriate procedural
method to raise the assertion of issue preclusion “because if the factual question has been
previously determined between the parties, there is no triable issue of fact on that matter.” J.
Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 32:87 (5th ed. Sept.
2018); see also Urock Network, LLC v. Sulpasso, 115 U.S.P.Q.2d 1409, 1412 (TTAB 2015);
Zoba International Corp. v. DVD Format/LOGO Licensing Corp, 98 U.S.P.Q.2d 1890 (TTAB
2011) ; NH Beach Pizza LLC v. Cristy’s Pizza Inc., 119 USPQ2d 1861, 1863 (TTAB 2016).
Issue preclusion bars the re-litigation of the same issue in a second action, and is operative
whether the second action is on the same or a different cause of action. B&B Hardware, Inc. v.
Hargis Indus., Inc., 136 S. Ct. 1293, 113 USPQ2d 2045, 2051 (2015); Lukens Inc. v. Vesper
Corp., 1 USPQ2d 1299, 1301 (TTAB 1986). The application of issue preclusion requires: (1)
identity of an issue in the current and prior proceedings; (2) actual litigation of that issue in the
prior proceeding; (3) that determination of the issue was necessary in entering judgment in the
prior proceeding; and (4) that the party with the burden of proof on that issue in the second
proceeding had a full and fair opportunity to litigate the issue in the prior proceeding. NH Beach
Pizza, 119 USPQ2d at 1864 (citing Montana v. United States, 440 U.S. 147, 153-54 (1979)). See
20

also Shell Petroleum, Inc. v. United States, 319 F.3d 1334, 1338 (Fed. Cir. 2003); Buzz Seating,
Inc. v. Encore Seating, Inc. Case No. 1:16-cv-1131 Doc. No. 28 at 8-10 (S.D. Ohio Jun. 15,
2017); Drummond v. Comm’r of Soc. Sec., 126 F.3d 837, 840 (6th Cir. 1997) (“Res judicata bars
the relitigation of the same claim or cause of action while collateral estoppel bars the relitigation
of the same issue.” The general rule of issue preclusion is that "[w]hen an issue of fact or law is
actually litigated and determined by a valid and final judgment, and the determination is essential
to the judgment, the determination is conclusive in a subsequent action between the parties,
whether on the same or a different claim." Restatement (Second) of Judgments § 68 (Tent. Draft
No. 1, 1973); B&B Hardware, Inc. v. Hargis Indus., Inc., 136 S. Ct. 1293, * 1302, 113 USPQ2d
2045, 2050-2051 (2015). See also Lawlor v. National Screen, supra; Chromalloy supra; Nasalok
Coating Corp. v. Nylok Corp., 522 F.3d 1320, 86 USPQ2d 1369, 1375-77 (Fed. Cir. 2008) and
Flowers Indus. Inc. v. Interstate Brands Corp., 5 USPQ2d 1582 (TTAB 1987) and Parklane
Hosiery Co. v. Shore, 439 U.S. 322, 326 n.5 (1979). (“a judgment on the merits in a prior suit bars
a second suit involving the same parties or their privies based on the same cause of action.”) The
“claim extinguished includes all rights of the plaintiff to remedies against the defendant with
respect to all or any part of the transaction, or series of connected transactions, out of which the
action arose,” Vitaline Corp. v. General Mills supra, and also includes those claims or defenses
that could have been raised in the prior action, as long as they arise from the same series of
transactional facts as those in the original claims. See Acumed LLC v. Stryker supra; Nasalok
Coating Corp., supra and Int’l Nutrition Co. supra.
Restatement (Second) of Judgments § 18(2) makes clear that a defense that could have
been interposed cannot later be used to attack the judgment of the first action. When a former
defendant attempts to undermine a previous judgment by asserting in a subsequent action a claim
or defense that was or could have been asserted in the earlier case, the rules of defendant
preclusion will apply. See Nasalok Coating Corp., 86 USPQ2d at 1375. Long before B&B v.
21

Hargis, the doctrine of claim preclusion has been applied in cases where a claim could have been
raised in the prior action. See Pactiv Corp., 78 USPQ2d at 1941; Urock Network, LLC v.
Sulpasso, 115 USPQ2d 1409, 1412 (TTAB 2015) (claim preclusion “extends to relitigation of
‘claims that were raised or could have been raised’ in an earlier action” (quoting Allen v.
McCurry, 449 US 90, 94 (1980)); Bacardi & Co. Ltd. v. Ron Castillo, S.A., 178 USPQ 242, 244
(TTAB 1973); Vitaline Corp. supra. Again, a subsequent claim will be barred by claim
preclusion if: “(1) there is identity of parties (or their privies); (2) there has been an earlier final
judgment on the merits of a claim; and (3) the second claim is based on the same set of
transactional facts as the first.” Jet Inc. v. Sewage Aeration supra citing Parklane Hosiery supra.
See also, e.g., Keith A. Ashe v. The PNC Financial Services Group, Inc., No. PWG-15-144
(November 17, 2015, D. Md., aff’d. (4th Cir. June 13, 2016) where the District Court applied the
Supreme Court’s holding in B&B Hardware v. Hargis that "a court should give preclusive effect
to [Trademark Board] decisions if the ordinary elements of issue preclusion are met."; Cesari
S.R.L. v. Peju Province Winery L.P., 1:17-cv-00873-NRB (S.D.N.Y. Dec. 11, 2017); Nationstar
Mortgage, LLC v. Ahmad, 155 F. Supp. 3d 585 (E.D. Va. 2015).
I.

PLM IS BARRED BY THE DOCTRINES OF RES JUDICATA, COLLATERAL
ESTOPPEL, CLAIM AND ISSUE PRECLUSION FROM RELITIGATING THE
ISSUES PRESENTED IN THESE OPPOSITIONS.
PLM’s claims concerning these same marks have already been fully
litigated and decided by the Board in favor of PROLACTO.
The issues raised in PLM’s Oppositions (as well as in its Counterclaims) and affirmative

defenses are all identical to the issues previously decided by the Board and affirmed by the District
Court (and Federal Court of Appeals) in the prior Cancellation proceeding. There has been a final
judgment on the merits. Therefore, not only is the Board’s 2011 precedential Decision involving these
parties and the same and highly similar marks controlling, but so too is the federal court opinion
affirmed the cancellation on the same grounds of priority and likelihood of confusion.
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PLM has had 12+ years of its “day in court” trying to prove priority and likelihood of
confusion. The parties are the same, the marks are the same, the goods and services are the same.
PLM has had more than a full and fair opportunity to litigate these issues. Unequivocally,
res judicata applies herein. PLM has also fully litigated its (internally inconsistent) fallback
contentions that (although it has never disclaimed the terms LA MICHOACANA, among its many
applications), that somehow it now believes that “LA MICHOACANA” is merely descriptive,
primarily geographically descriptive, lacks secondary meaning, has been abandoned, or subject to a
lack of quality control. Accordingly, PLM must be estopped not only from collaterally attacking and
relitigating the Board’s Decision, if not from violating the doctrine of judicial estoppel (also known
as estoppel by inconsistent positions) which necessarily precludes a party like PLM from taking a
position in a case that is contrary to a position it has taken in earlier legal proceedings. See e.g.,
Interactive Gift Express, Inc. v. Compuserve Inc., 256 F.3d 1323, 1345 (Fed. Cir. 2001); Data Gen.
Corp. v. Johnson, 78 F.3d 1556, 1565 (Fed. Cir. 1996).
PROLACTO hereby attaches the findings of fact and conclusions of law issued by the
District Court on May 27, 2016, on file under cancelation Proceeding No. 92047438 at Dkt 140.
http://ttabvue.uspto.gov/ttabvue/v?pno=92047438&pty=CAN&eno=140
As stated in the District Court’s May 27, 2016 findings of fact and conclusions of law at pages
156-157, the Court specifically stated:
“D. PROLACTO’s Trademark Registration Applications
In addition to a permanent injunction, PLM also asks the Court to refuse PROLACTO’s
currently pending applications to register LA MICHOACANA (words only) (Serial No. 85,405,347)
and its Indian Girl mark (Serial No. 78,771,243) pursuant to the Court’s authority 15 U.S.C. §
1071(b)(1). See Pls.’ Opp’n at 71–73.
This is the first time that PLM has made such a request. It was not included in its Second
Amended Complaint. See Second Am. Compl. at 17. Nor was it included in the parties’ Joint Pretrial
Statement. See Joint Pretrial Stmt. at 41–42, ECF No. 182. PLM, in fact, raised this issue for the first
time in its opposition to PROLACTO’s proposed findings of fact and conclusions of law, denying
PROLACTO the opportunity to even address it. See Pls.’ Opp’n at 71–73.
It is far too late for PLM to make a request for relief such as this one, and the Court will not entertain it
here. The Court takes no position on whether the USPTO can or should take the Court’s
23

findings of fact and conclusions of law in this case into consideration when determining the
outcome of PROLACTO’s applications for registration.”
As for the issue of priority, the Court specifically held, at page 121:
“The TTAB found that PROLACTO began using all of the relevant marks in 2001 and
specifically found that PROLACTO began using its Indian Girl mark in April 2001. See TTAB
Decision at **9–11. It did not specify a particular month in 2001 for the other marks. See id. In its
findings of fact, the Court has found, after considering new evidence introduced at trial, that by March
2000, a PROLACTO licensee was using the Indian Girl mark surrounded by the words “LA
MICHOACANA es . . . natural” in his paleteria in Homestead, Florida. The Court also found that
PROLACTO’s other Florida licensees began using its LA MICHOACANA NATURAL marks in
April 2001.
As for PLM, the TTAB used February 21, 2005 as the operative first use date, because it was
the first use date provided by PLM for its LA INDITA MICHOACANA mark in its application for
registration. See TTAB Decision at *9.
In this action, PLM has maintained February 21, 2005 as its first use of the mark but argues
that the priority date should be advanced from February 2005 to the first use of its Indian Girl with
Paleta mark and its first use of its Indian Girl with Cone mark, both of which occurred prior to March
2000 based on the tacking doctrine. See Pls.’ Br. at 85–91. The Court has found that PLM has not met
the high standard for tacking the first use of those marks to its first use of the LA INIDTA
MICHAOCANA mark. Therefore, PLM’s relevant priority date remains February 21, 2005.”
At page 146 of the District Court’s ruling the Court specifically held:
“For the reasons provided in the Court’s conclusions of law, the Court will enter judgment for
PROLACTO on Count I of PLM’s Second Amended Complaint and affirm the TTAB’s decision to
cancel the registration for PLM’s LA INDITA MICHOACANA mark (Reg. No. 3,210,304) pursuant
to 15 U.S.C. § 1052(b).”
Without question, the Board has previously determined that PLM failed to show that the words
LA MICHOACANA are descriptive of ice cream products. Without alleging additional facts or an
intervening change of law, PLM cannot now claim that the mark it once registered and has filed many
times with no disclaimer of “MICHOACANA” warrants one now. All of the elements of collateral and
judicial estoppel exist. See Ammex, 384 F.3d at 1371, citing Montana v. United States, 440 U.S. 147,
157-58 (1979) (collateral estoppel applies to identical cases so long as there have been no significant
changes in controlling facts or legal principles). Finally, neither the Board nor PROLACTO should
have to endure the burden of litigating these same issues (of priority and likelihood of confusion
involving the same goods and essentially the same marks that serially and repeatedly) made (and
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Opposed) in bad faith by PLM. PLM must be precluded from attempting to litigate the same issues
again and again. Accordingly, PROLACTO is entitled to Summary Judgment in these consolidated
Oppositions.
PLM’s Oppositions at issue, represent another unwarranted and unfair, serial and
repetitive attempt to take not a second, but a third, if not fourth “bite at the apple.”
PLM’s Oppositions, Counterclaims and Affirmative Defenses asserted in each of the
proceedings at bar have been fully litigated between these parties over the past dozen years. PLM’s
rehashed arguments asserting “priority”, “descriptiveness” and alleging that PROLACTO has failed to
use or exercise quality control over its marks have all been decided by the Board in favor of
PROLACTO and upheld by the Courts. Any other sundry “grounds” or allegations asserted by PLM
lack support and most certainly involve matters that were raised, or could have been raised by PLM in
the earlier Cancellation proceeding, and which repeat, revisit and even contradict PLM’s own
allegations, testimony, arguments and prior submissions. Thusly, assuming arguendo the truth of all
PLM’s assertions, all of the material allegations asserted herein involve the identical (or nearly
identical marks), and the very same or closely related goods and services were specifically addressed
(and rejected) by the Board in the prior final Cancellation action determined between these same
parties. Therefore, PLM is estopped from reasserting such allegations, and thusly its claims and
defenses asserted in the four Oppositions must be dismissed under the doctrines of res judicata and
collaterally and judicial estoppel.
CONCLUSION
For the foregoing reasons, and pursuant to Fed. R. Civ. P. 56, PROLACTO respectfully
requests summary judgment in these consolidated Opposition matters.
Respectfully submitted,

ANDERSON & ASSOCIATES
by:__s/Stephen L. Anderson/___
Stephen L. Anderson
41923 Second Street, Suite 210,
Temecula, CA 92590
Tel (951) 296-1700 E: attorneys@brandxperts.com
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EXHIBIT A

THIS OPINION IS A PRECEDENT
OF THE T.T.A.B.
Mailed:
May 20, 2011
UNITED STATES PATENT AND TRADEMARK OFFICE
_____
Trademark Trial and Appeal Board
_____
Productos Lacteos Tocumbo S.A. de C.V.
v.
Paleteria La Michoacana, Inc.
_____
Cancellation No. 92047438
_____
Stephen L. Anderson of Anderson & Associates for Productos
Lacteos Tocumbo S.A. de C.V.
D. Greg Durbin of McCormick, Barstow, Sheppard, Wayte &
Caruth LLP for Paleteria La Michoacana, Inc.
_____
Before Walters, Bergsman and Ritchie,
Administrative Trademark Judges.
Opinion by Bergsman, Administrative Trademark Judge:
Productos Lacteos Tocumbo S.A. de C.V. (“petitioner”)
filed a petition to cancel Registration No. 3210304 for the
mark LA INDITA MICHOACANA and design, shown below, for “ice
cream and fruit products, namely fruit bars,” in
International Class 30, owned by Paleteria La Michoacana,
Inc. (“respondent”).1

1

Issued February 20, 2007.

Cancellation No. 92047438

As grounds for cancellation, petitioner alleged
likelihood of confusion, fraud and dilution.

Because

petitioner presented no arguments in its brief regarding its
fraud and dilution claims, we deem petitioner to have waived
those claims, and we have given them no consideration.
With respect to its likelihood of confusion claim,
petitioner alleged that prior to any use by respondent of
its mark, petitioner and its related company or licensees
have used the marks LA MICHOACANA NATURAL and design and LA
FLOR DE MICHOACAN for, inter alia, ice cream, fruit ice bars
and retail store services featuring ice cream and fruit ice
bars and that respondent’s mark so resembles petitioner’s
marks as to be likely to cause confusion.

Specifically,

petitioner claimed ownership of Registration No. 2830401 for
the mark LA FLOR DE MICHOACAN, in typed drawing form, for
“ice cream,” in Class 30.2

Also, petitioner claimed

2

Issued April 6, 2004; Sections 8 and 15 affidavits accepted and
acknowledged. Petitioner’s registration states that “[t]he
English translation for the word [sic] ‘LA FLOR DE MICHOACAN’ in
the mark is ‘The blossom of Michoacan.’”
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ownership of application Serial No. 78954490 for the mark LA
MICHOACANA NATURAL and design, shown below, for the
following goods and services:
Cones for ice cream; flavored ices;
frozen yoghurt; fruit ice; fruit ice
bar; fruit ices; ice; ice candies; ice
cream; ice cream drinks; ice cream
mixes; ice cream powder; ice cubes; ice
milk bars; ice-cream cakes, in Class 30;
and
Retail shops featuring ice cream, fruit
bars, drinks and snacks; retail stores
featuring ice cream, fruit bars, drinks
and snacks, in Class 35.3

Petitioner alleges that respondent’s registration has been
cited as a Section 2(d) bar to petitioner’s above-noted
application.
In its answer, respondent denied the salient
allegations in the petition for cancellation.
The Record
By operation of Trademark Rule 2.122, 37 CFR §2.122,
the record includes the pleadings and the registration file
for respondent’s mark.

The record also includes the

following testimony and evidence:

3
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A.

Petitioner’s Evidence.
1.

Notice of reliance on respondent’s responses to

petitioner’s requests for admission Nos. 12, 21, 31 and 40.
2.

Notice of reliance on respondent’s responses to

petitioner’s interrogatory Nos. 7, 9, 14 and 26.
3.

Deposition upon written questions, with attached

exhibits, of Marco Antonio Andrade Malfavón, a director of
petitioner.
4.

Testimony deposition, with attached exhibits, of

Jorge Andrade Malfavón, a director of petitioner, an officer
of El Michoacana Natural, Inc., a licensee of petitioner.
He is also Marco Antonio Andrade Malfavón’s brother.
5.

Testimony deposition, with attached exhibits, of

Rigoberto Fernandez, an officer of El Michoacana Natural,
Inc., licensee of petitioner.
6.

Notice of reliance on respondent’s response to

petitioner’s interrogatory No. 8.
7.

Notice of reliance on a copy of application Serial

No. 78954490 for the mark LA MICHOACANA NATURAL and design,
shown below4

3

Filed August 17, 2006. Petitioner disclaimed the exclusive
right to use the word “Natural.”
4
The application includes the statement that “[t]he foreign
wording in the mark translates into English as the natural woman
from Michoacan.”

4
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and application Serial No. 78771243 for the mark comprising
the design of an Indian girl, shown below

8.

Rebuttal deposition, with attached exhibits, of

Ruben Gutierrez, C.E.O. of Tropicale Foods.

He is the

brother and former partner of Ignacio Gutierrez, who is
respondent’s president.
B.

Respondent’s evidence.
1.

Notice of reliance on petitioner’s responses to

respondent’s requests for admission Nos. 1, 3 and 5.
2.

Notice of reliance on petitioner’s responses to

respondent’s interrogatory Nos. 16 and 20.
3.

Notice of reliance on the following federally-

registered marks:
a.

A certified copy of petitioner’s Registration
No. 3249113 for the mark LA FLOR DE MICHOACAN
and design, shown below, for, inter alia,
frozen fruits, ice cream, frozen yogurt and
“retail shops featuring ice-cream,” prepared
5
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by the U.S. Patent and Trademark Office
showing the current status of and title to
the registration.5

c.

Three third-party registrations owned by
different entities incorporating the term LA
MICHOACANA:

two for ice cream and one for

tortillas.
4.

Testimony deposition, with attached exhibits, of

Patricia Gutierrez, respondent’s Vice President, Secretary
and Treasurer.
5.

Testimony deposition, with attached exhibits, of

Ignacio Gutierrez, respondent’s President and husband of
Patricia Gutierrez.
6.

Testimony deposition, with attached exhibits, of

Karl Jepsen, respondent’s Chief Financial Officer.
7.

Testimony deposition, with attached exhibits, of

Angelita Morales, a graphic designer.

5

Issued June 5, 2007 based on an application filed December 8,
2005, and claiming first use anywhere and first use in commerce
on April 20, 2001. The registration includes the statement that
“[t]he foreign wording in the mark translates into English as THE
BLOSSOM OF MICHOACAN.”
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8.

Second testimony deposition, with attached

exhibits, of Rigoberto Fernandez an officer of petitioner’s
licensee El Michoacana Natural, Inc.
Preliminary Issues
A.

Whether likelihood of confusion based petitioner’s use
of the mark LA MICHOACANA and the mark comprising an
Indian girl design was tried by implied consent?
In its brief, petitioner claimed rights to the mark LA

MICHOACANA and the mark comprising the design of an Indian
girl, shown below (hereinafter “petitioner’s Indian girl”).

In its brief, respondent objected to the evidence
regarding petitioner’s use of the mark LA MICHOACANA and
petitioner’s Indian girl on the grounds that they were not
pleaded and that petitioner did not amend its petition for
cancellation to assert rights in those marks.6
In its reply brief, petitioner acknowledged that it did
not plead ownership of either mark but argued that
throughout the proceeding it had asserted rights in those
marks and now it seeks leave to amend the petition to
conform to the evidence.7
6
7

Respondent’s Brief, pp. 3-4.
Petitioner’s Reply Brief, p. 22.
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Because petitioner may not rely on unpleaded marks, we
must determine whether petitioner’s attempt to prove its use
of the mark LA MICHOACANA and petitioner’s Indian girl was
tried by implied consent.
Implied consent to the trial of an
unpleaded issue can be found only where
the nonoffering party (1) raised no
objection to the introduction of
evidence on the issue, and (2) was
fairly apprised that the evidence was
being offered in support of the issue.
TBMP §507.03(b).

See also Morgan Creek Productions Inc. v.

Foria International Inc., 91 USPQ2d 1134, 1138 (TTAB 2009);
H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1720-1721
(TTAB 2008); Long John Silver’s Inc. v. Lou Scharf Inc., 213
USPQ 263, 266 n.6 (TTAB 1982) (applicant’s objection to the
introduction of evidence regarding an unpleaded issue
obviated the need to determine whether the issue had been
tried by implied consent); Boise Cascade Corp. v. Cascade

Coach Co., 168 USPQ 795, 797 (TTAB 1970) (“Generally
speaking, there is an implied consent to contest an issue if
there is no objection to the introduction of evidence on the
unpleaded issue, as long as the adverse party was fairly
informed that the evidence went to the unpleaded issue”).
The question of whether an issue was
tried by consent is basically one of
fairness. The non-moving party must be
aware that the issue is being tried, and
therefore there should be no doubt on
this matter.

8
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Morgan Creek Productions Inc. v. Foria International Inc.,
91 USPQ2d at 1139.
On September 16, 2009, petitioner filed notices of
reliance on respondent’s responses to petitioner’s requests
for admission and responses to interrogatories.

In the

notices of reliance, petitioner expressly stated that
respondent’s responses were relevant to show petitioner’s
priority of numerous marks, including, inter alia, LA
MICHOACANA and petitioner’s Indian girl.

Petitioner’s

Indian girl was identified as the subject of application
Serial No. 78771243, claiming use in commerce as of April
20, 2001.
Marco Antonio Andrade Malfavón (hereinafter “Marco
Malfavón”), a director of petitioner, testified upon written
questions that petitioner has authorized the use of the
marks LA MICHOACANA and “the design of a little Indian.”8
The deposition was filed on November 11, 2009.

He also

testified that petitioner licensed the use of the marks LA
MICHOACANA and “‘Diseño Indita’(Design of an Indian Girl)”
in the United States.9
On September 9, 2009, petitioner took the testimony
deposition of Jorge Andrade Malfavón (hereinafter “Jorge
Malfavón”), a director of petitioner, an officer of
8

Marco Malfavón Dep., pp. 22-23, questions 63 and 65.
Id. at pp. 29-30, 32-33 and 34-39, questions 83, 84, 86, 91, 93
and 95-108.
9
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petitioner’s licensee El Michoacana Natural, Inc., and the
brother of Marco Malfavón.

Jorge Malfavón corroborated

petitioner’s efforts to license the use of the marks LA
MICHOACANA and petitioner’s Indian girl in the United
States.10

Jorge Malfavón also specifically testified

regarding the use of the marks LA MICHOACANA and
petitioner’s Indian girl in the United States as of 2001.11
Counsel for respondent attended the deposition.

Counsel for

respondent did not object to the testimony regarding the
marks LA MICHOACANA or petitioner’s Indian girl and he did
not cross-examine the witness.
Also on September 9, 2009, petitioner took the
testimony deposition of Rigoberto Fernandez, the owner of
three LA MICHOACANA ice cream stores.12
opened his first store in 2001.13

Mr. Fernandez

Mr. Fernandez testified

that he was licensed to use the marks LA MICHOACANA and
petitioner’s Indian girl by petitioner14 and he identified a
menu from his store in West Palm Beach, Florida and cups,
shirts, hats and water bottles displaying petitioner’s
Indian girl that he used since 2001.15
10

Counsel for

Jorge Malfavón Dep., pp. 15-17.
Jorge Malfavón Dep., pp. 31-32, Exhibits 30 and 32.
12
Fernandez Dep., p. 6.
Q. What stores do you own?
A. West Palm, Naples, and Fort Myers, La Michoacana.
11

13
14
15

Id. at pp. 6, 12.
Id. at pp. 8-10.
Id. at pp. 24-27, Exhibits 29 and 30.
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respondent attended the deposition.

Counsel for respondent

did not object to the testimony regarding the marks LA
MICHOACANA or petitioner’s Indian girl design and he crossexamined the witness regarding petitioner’s Indian girl
design.16
Subsequently, on February 1, 2010, respondent deposed
Mr. Fernandez regarding, inter alia, his license to use the
marks LA MICHOACANA and petitioner’s Indian girl17 as well
as the witness’s use of the Indian girl design.18
On March 12, 2010, petitioner filed a notice of
reliance on respondent’s response to petitioner’s
Interrogatory No. 8 to show that respondent “neither coined
nor drew [respondent’s Indian girl design], but rather
knowingly intentionally infringed upon and misappropriated
such marks of the petition with the specific intent to cause
confusion and deception.”19
On March 18, 2010, petitioner filed a notice of
reliance on official records of the USPTO, including a copy
of application Serial No. 78771243 for petitioner’s Indian
girl.

Petitioner explained that the application was

relevant to show that it had superior rights to the mark and
that respondent filed its application in bad faith.

16
17
18
19

Id. at pp. 65-66.
Fernandez Dep. 2, pp. 17-24 and 57-58
Id. at pp. 66-69.
Notice of reliance, p. 2 (statement of relevance).
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After reviewing the testimony and evidence introduced
during the trial periods, we find that petitioner’s rights
in or likelihood of confusion based on petitioner’s rights
in the mark LA MICHOACANA and petitioner’s Indian girl was
tried by implied consent.

When petitioner filed its notices

of reliance in September 2009, it specifically stated that
respondent’s discovery responses were relevant to show
petitioner’s priority of numerous marks, including, inter

alia, LA MICHOACANA and petitioner’s Indian girl.
Petitioner further emphasized its intention to rely on those
marks through the testimony depositions of Jorge Malfavón
and Rigoberto Fernandez.

During the depositions, respondent

did not object to that testimony and it had the opportunity
to cross-examine the witnesses.

In fact, in a separate

deposition during its own testimony period, respondent
deposed Mr. Fernandez regarding the use of those marks.

In

view of the foregoing, we find that respondent did not raise
a timely objection to the introduction of any testimony or
evidence regarding the marks LA MICHOACANA and petitioner’s
Indian girl and that respondent was fairly apprised that
petitioner was claiming ownership of and prior use for those
marks.

Accordingly, respondent’s objection to petitioner’s

testimony and evidence regarding the marks LA MICHOACANA and
petitioner’s Indian girl is overruled and we deem the

12
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pleadings amended to conform to the evidence pursuant to
Fed. R. Civ. P. 15(b).
B.

Whether respondent’s use of its Indian girl design as a
stand alone mark or in connection with a term other
than LA INDITA MICHOACANA was tried by implied consent?
Respondent did not plead as an affirmative defense that

it would rely on its use and registration of marks
comprising an Indian girl design (hereinafter “respondent’s
Indian girl”) for ice cream and fruit bars to prove prior
use of that mark or as the basis for the prior registration
(or Morehouse) defense20 (i.e., the defense that a
petitioner cannot suffer damage, within the meaning of
Section 14 of the Trademark Act, by the maintenance of a
registration if the registrant owns unchallenged
registrations of that mark for the same goods).

Mere denial

by respondent of petitioner’s allegation of priority of use
is sufficient to put petitioner on notice that it must prove
petitioner’s pleaded priority, but it is not sufficient to
put petitioner on notice that any priority petitioner will
attempt to prove will have to predate the priority that
respondent will attempt to prove through tacking, or that
respondent is relying on the prior registration defense.

See H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1720
(TTAB 2008).

Nevertheless, respondent introduced evidence

20

Morehouse Mfg. Corp. v. J. Strickland & Co., 407 F.2d 881, 160
USPQ 715 (CCPA 1969).
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and testimony regarding its use and registration of
respondent’s Indian girl as a stand-alone mark.
Accordingly, we must determine whether either respondent’s
attempt to tack the prior use of respondent’s Indian girl or
the prior registration defense was tried by implied consent.
On September 16, 2009, petitioner filed a notice of
reliance on respondent’s responses to petitioner’s requests
for admissions Nos. 12 and 40 wherein respondent admitted
that it had not used its LA INDITA MICHOACANA and design
mark at issue in this case prior to February 21, 2005.
Petitioner also submitted a notice of reliance on
respondent’s response to interrogatory No. 14 wherein
respondent produced an invoice dated February 22, 2005 to
identify a document supporting respondent’s first use.
There was no indication that respondent would be asserting
priority based on its use of a mark comprising respondent’s
Indian girl or would be relying on any mark other than the
mark in the registration sought to be cancelled.
In its first notice of reliance, respondent introduced
certified copies prepared by the U.S. Patent and Trademark
Office showing the current title and status of two
federally-registered Indian girl marks, shown below, owned
by respondent, both for “ice cream; fruit bars.”

14
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1.

Registration No. 2905172, issued November 23,

2004.21

2.

Registration No. 2968652, issued July 12, 2005.22

Respondent explained that these registrations were made
of record “to demonstrate among other things, the validity
of the registration(s), Registrant’s right to use the
mark(s) on the identified goods, Registrant’s exclusive
right to use the mark(s), and Registrant’s continuous use of
the mark(s).”23

Respondent did not state that it would be

asserting the prior registration defense.
Subsequently, Patricia Gutierrez, Vice President,
Secretary and Treasurer of respondent, authenticated the
registrations during her testimony deposition.24

Ms.

Gutierrez also testified that respondent used respondent’s

21
22
23
24

A section 8 affidavit has been accepted.
A section 8 affidavit has been accepted.
Notice of reliance, p. 2.
Patricia Gutierrez Dep., pp. 9-11, Exhibits 2 and 3.
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Indian girl in connection with ice cream and fruit bars at
least as early as 1999.25
On cross examination, Ignacio Gutierrez, president of
respondent, testified that he created respondent’s Indian
girl and that he was unaware that “as early as 2001 that
identical mark was being used by [petitioner].”26
Respondent also introduced the testimony of Angelita
Morales, a graphic designer, who testified that in 2004,
Ignacio Gutierrez gave her a drawing of respondent’s Indian
girl and the words LA MICHOACANA ES NATURAL, and that she
transferred that drawing to an electronic file in order to
edit it to create a more professional appearance.27
Petitioner, in its brief, argued that well prior to
2005, the earliest date on which respondent purportedly may
rely, petitioner had used its marks LA MICHOACANA and
petitioner’s Indian girl.28

Petitioner did not reference

any use or registration by respondent of respondent’s Indian
girl as a stand-alone mark.
Respondent, in its brief, referenced the evidence and
testimony regarding its use of respondent’s Indian girl at

25

Patricia Gutierrez Dep., pp. 23-24.
Ignacio Gutierrez Dep., pp. 49-50.
27
Morales Dep.
28
Petitioner’s Brief, pp. 25-26. Respondent filed its
application for registration on June 28, 2005 and, as discussed
below, made its first sales of products bearing the registered
mark on February 21, 2005.
26

16

Cancellation No. 92047438
least as early as 1999,29 but did not argue for purposes of
tacking that it had prior use of respondent’s Indian girl or
that petitioner was not damaged under a prior registration
defense because of the existence of respondent’s other two
Indian girl registrations.
After reviewing the testimony and evidence introduced
during the trial periods, as well as the briefs of the
parties, we find that respondent’s use and registration of
its Indian girl for ice cream and fruit bars did not put
petitioner on notice that the testimony and evidence would
be used by respondent to tack the prior use of respondent’s
Indian girl to prove priority or, in the alternative, to
assert the prior registration defense.

For example, the

testimony of Angelita Morales regarding when she created the
mark at issue does not support the notion that respondent is
claiming the use and registration of respondent’s Indian
girl as a stand-alone mark to demonstrate its priority.

The

Morales testimony creates the impression that respondent is
attempting to establish 2004-2005 as its date of first use.
In view of the foregoing, we find that the issues of tacking
and the prior registration defense were not tried by implied
consent.

Thus, we only consider respondent’s testimony and

evidence regarding its use and registration of respondent’s

29

Respondent’s Brief, p. 10.
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Indian girl for whatever probative value they have vis-à-vis
the mark sought to be cancelled.
C.

Petitioner’s family of marks argument.
In its brief, petitioner raised for the first time the

claim that it is the owner of a “family of marks,”
presumably based on the word “Michoacana.”
objected to petitioner’s claim.

Respondent

Petitioner’s reference to a

family of marks in its brief will not be considered because
this claim was neither pleaded nor tried by the parties.

See Standard Knitting Ltd. v. Toyota Jidosha Kabushiki
Kaisha, 77 USPQ2d 1917, 1929 n. 17 (TTAB 2006); Sunken
Products Co. v. Sunex International Inc., 1 USPQ2d 1744,
1747 n. 12 (TTAB 1987).
D.

The probative value of Spanish documents.
During the depositions of its witnesses, petitioner

introduced several documents written in Spanish without
providing English translations.30

Respondent did not raise

any objections to these documents during the depositions or
in its brief and, in fact, treated them as being of record.
Because the Board conducts its proceedings in English, these
documents have no probative value.

See Hard Rock Cafe

Licensing Corp. v. Elsea, 48 USPQ2d 1400, 1405 (TTAB
1998)(holding that documents in a language other than
30

See e.g., Marco Malfavón Dep., Exhibit 11 (petitioner’s
articles of incorporation, Exhibit 12 (petitioner’s trademark
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English are inadmissible).

Nevertheless, because respondent

did not raise any objections to the testimony regarding the
documents and treated them as being of record, we have
considered the testimony of the witnesses regarding the
documents.
E.

Objections raised for the first time in petitioner’s
reply brief are untimely.
Petitioner objected to the depositions of Karl Jepsen

and Angelita Morales at the beginning of their respective
depositions on the ground that the witnesses had not been
previously identified as witnesses in response to written
discovery or pretrial disclosures.

In its main brief,

petitioner did not discuss any evidentiary objections.
However, in its reply brief, petitioner renewed objections
to the testimony depositions of Karl Jepsen and Angelita
Morales.
In order to preserve an objection that was seasonably
raised at trial, a party must maintain the objection in its
opening brief on the case.

See Hard Rock Café International

(USA) Inc. v. Elsea, 56 USPQ2d 1504, 1507 n.5 (TTAB 2000)
(objection to exhibit raised during deposition but not
maintained in brief is deemed waived); and Reflange Inc. v.

R-Con International, 17 USPQ2d 1125, 1126 n.4 (TTAB 1990)
(objections to testimony and exhibits made during

license with Jorge Malfavón), and Exhibit 13 (petitioner’s
trademark license with Rigoberto Fernandez).
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depositions deemed waived where neither party raised any
objection to specific evidence in its brief).

See also TBMP

§707.03(c) (2d. ed. rev. 2004).
Because petitioner did not maintain its objections in
its opening brief on the case, we deem the objections to be
waived.

Petitioner cannot wait until its reply brief to

maintain objections; to allow petitioner’s objection in its
reply brief would effectively foreclose respondent from
responding to the objections.

Kohler Co. v. Baldwin

Hardware Corp., 82 USPQ2d 1100, 1104 (TTAB 2007) (objection
raised at trial waived when petitioner waited until its
reply brief to renew objections).

Accordingly, petitioner’s

objection is overruled and the depositions of Karl Jepsen
and Angelita Morales have been considered.
F.

Other objections.
With respect to the remaining evidentiary objections,

we choose not to make specific rulings on each and every
objection.

In this regard, the Board is capable of weighing

the relevance and strength or weakness of the objected-to
testimony and evidence, including any inherent limitations
on the value of particular items in evidence, and this
precludes the need to strike the testimony and evidence.
necessary and appropriate, we will point out in this
decision any limitations applied to the evidence or
otherwise note that the evidence cannot be relied upon in
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the manner sought.

Finally, while we have considered all

the evidence and arguments of the parties, we do not rely on
evidence not discussed herein.
Standing
During the testimony of Jorge Malfavón, petitioner
introduced into evidence Registration No. 2830401 for the
mark LA FLOR DE MICHOACAN, in typed drawing form, for “ice
cream,” with Mr. Malfavón attesting to petitioner’s
ownership and the current status of the registration.31
Petitioner also attempted to introduce Registration No.
3249113 for the mark LA FLOR DE MICHOACAN and design (noted
above in respondent’s evidence) but failed to have Mr.
Malfavón testify as to the current status of the
registration.

However, because respondent introduced a

certified copy of the registration through a notice of
reliance, the registration is of record.
Jorge Malfavón, a director of petitioner, testified
that “[a]t the beginning of 2001, around March or April,” he
began using the trademarks LA MICHOACANA NATURAL, LA
MICHOACANA NATURAL and design, LA MICHOACANA, LA FLOR DE
MICHOACAN, and petitioner’s Indian girl in the United States

31

Registered April 6, 2004 based on an application filed April
18, 2001. (Jorge Malfavón Dep. pp. 24-25, Exhibit 24).
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in connection with ice cream, flavored waters, and ice cream
bars as a licensee of petitioner.32
The registrations and testimony as discussed above are
sufficient to demonstrate that petitioner has a real
interest in this proceeding, and therefore has standing.

Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d
1024, 213 USPQ 185, 189 (CCPA 1982).
Priority
In order for petitioner to prevail on its Section 2(d)
claim, it must prove that it has a proprietary interest in
its marks and that such interest was obtained prior to
either the filing date of respondent’s application for
registration or, if earlier, respondent’s proven date of
first use.

Herbko International Inc. v. Kappa Books Inc.,

308 F.3d 1156, 64 USPQ2d 1375, 1378 (Fed. Cir. 2002); Otto

Roth & Co., Inc. v. Universal Corp., 640 F.2d 1317, 209 USPQ
40, 43 (CCPA 1981); Miller Brewing Co. v. Anheuser-Busch

Inc., 27 USPQ2d 1711, 1714 (TTAB 1993).
Respondent filed its application for registration on
June 28, 2005, claiming first use anywhere and in commerce
as of February 21, 2005.

The evidence shows that respondent

made its first sales of products bearing the registered mark

32

Jorge Malfavón Dep. pp. 16-17.
Dep., p. 10.
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on February 21, 2005.33

In view of the foregoing,

petitioner must establish that it first used its marks prior
to February 21, 2005.
A.

The Indian girl design.
Petitioner is a family-run Mexican company that

produces and sells ice cream and fruit bars.34

Petitioner

uses “the design of a little Indian” in connection with the
sale of ice cream bars, fruit bars, ice cream pops and
paletas (a type of ice cream bar).35

On March 3, 2001,

petitioner executed a trademark license agreement with El
Michoacana Natural, Inc., a Florida corporation, signed by
Jorge Malfavón on behalf of El Michoacana Natural, Inc. for
the marks LA MICHOACANA NATURAL, LA MICHOACANA, LA FLOR DE
MICHOACAN, and the “Diseño Indita” (petitioner’s Indian
girl)

for use in the United States.

As noted above, Jorge

Malfavón is a director of petitioner and the brother of
Marco Malfavón.36

At the same time that petitioner licensed

the marks to El Michoacana Natural, Inc., it also licensed
those marks to Rigoberto Fernandez.37

33

Mr. Fernandez is also

Ignacio Gutierrez Dep., pp. 31-33; Patricia Gutierrez Dep. pp.
34 and 57-58; Respondent’s response to petitioner’s requests for
admission Nos. 12 and 13.
34
Marco Malfavón Dep., pp. 5 and 23-25, question Nos. 3, 4, 66 67
(“it is a family business”), 69, 72; Jorge Malfavón Dep., p. 6.
35
Marco Malfavón Dep., pp. 22-23, question Nos. 64 and 65.
36
Marco Malfavón Dep., pp. 27-34, question Nos. 77-89 and 91-95
and Exhibit 12; Jorge Andrade Malfavón Dep., pp. 6, 15-17.
37
Marco Malfavón Dep., pp. 34-39, question Nos. 96-110 and
Exhibit 13; Rigoberto Fernandez Dep., pp. 8-10.

23

Cancellation No. 92047438
an officer of El Michoacana Natural, Inc.38

In 2001, El

Michoacana Natural, Inc. sold various products for
manufacturing ice cream to Rigoberto Fernandez on behalf of
petitioner.39
Rigoberto Fernandez owns three ice cream stores in
Florida.40

Petitioner, through its licensee, Rigoberto

Fernandez and El Michoacana Natural, Inc., began using
petitioner’s Indian girl in connection with the sale of ice
cream and ice cream bars in March or April 2001.41
Jorge Malfavón and Rigoberto Fernandez identified the
menu, cup, hat and shirt, shown below, as representative of
the use of the Indian girl design since 2001.42

38

Rigoberto Fernandez Dep., p. 6.
Jorge Malfavón Dep., pp. 18-19.
40
Fernandez Dep., p. 6; Fernandez Dep. 2, pp. 14-16.
41
Jorge Malfavón Dep., pp. 16-17 and 32, Exhibits 29 and 30;
Rigoberto Fernandez Dep., p. 10. The relationship between
Rigoberto Fernandez and El Michoacana Natural, Inc. was not fully
developed and is not entirely clear.
42
Jorge Malfavón Dep., p. 32 and Rigoberto Fernandez Dep., pp.
26, Exhibits 29 and 30. Mr. Fernandez also identified
petitioner’s Indian girl used on a package for an ice cream bar
in Exhibit 30, but the photograph is not clear as to the use of
the mark. See also Rigoberto Fernandez Dep. 2, pp. 66-69.
39
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In view of the foregoing, we find that petitioner,
through its licensees, began using petitioner’s Indian girl
in connection with the sale of ice cream and ice cream bars
in the United States in April 2001 as demonstrated by the
display of the Indian girl in Fernandez’s stores on menus,
hats, cups and shirts.
B.

Marks that include the word “Michoacana.”

Marco Malfavón testified that petitioner began using
the mark LA MICHOACANA NATURAL and design, shown below, for
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ice cream products in Mexico in 199543 and in commerce with
the United States on March 3, 2001.44

Jorge Malfavón testified that his company began using
LA MICHOACANA NATURAL and design in the United States in
connection with the sale of ice cream, ice cream bars and
flavored waters “[a]t the beginning of 2001, around March or
April.”45
Jorge Malfavón also testified that his company used the
mark LA FLOR DE MICHOACAN and design, shown below, for ice
cream bars prior to December 2003.46

43

Marco Antonio Andrade Malfavón Dep., p. 16, question No. 43.
Mr. Malfavón also testified that petitioner used the mark LA
MICHOACANA NATURAL, in typed drawing form, in Mexico as of 1995.
(Marco Malfavón Dep., p. 19, question No. 54). Later, Mr.
Malfavón testified that petitioner used the LA MICHOACANA NATURAL
in connection with ice cream as early as 1992 (Marco Antonio
Andrade Malfavón Dep., pp. 43-44, question Nos. 120 and 125).
44
Marco Malfavón Dep., p. 43, question No. 121 and Exhibit 15.
45
Jorge Malfavón Dep., pp. 16-19.
46
Jorge Malfavón Dep., p. 25.
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As indicated above, Jorge Malfavón introduced into
evidence Registration No. 2830401 for the mark LA FLOR DE
MICHOACAN, in typed drawing form, for “ice cream.”

The mark

was registered April 6, 2004 based on an application filed
April 18, 2001.47
Rigoberto Fernandez testified that he has sold ice
cream and related products under the marks LA MICHOACANA, LA
MICHOACANA NATURAL, and LA FLOR DE MICHOACAN since March
2001.48

Mr. Fernandez identified an October 28, 2003

invoice from petitioner featuring the mark LA MICHOACANA
NATURAL and design for products used to make ice cream.49
Q.

Have you also obtained a number of
other products like we’ve seen
before earlier today from
[petitioner] for the purpose of
advertising and promoting the brand
La Flor de Michoacan?

A.

From [petitioner] was flavors, all
the materials that I need for
making the ice cream bars, ice
cream, juices, equipment.50

Mr. Fernandez also identified photographs displaying
the marks LA FLOR DE MICHOACAN, LA MICHOACANA, and LA
MICHOACANA NATURAL on store signs and freezers in the stores
from the 2001 to 2002 time frame.51

47

Jorge Malfavón Dep. pp. 24-25, Exhibit 24.
Rigoberto Fernandez Dep., pp. 10, 17-23, 33, 35.
49
Rigoberto Fernandez Dep., pp. 10-11, Exhibit 14. Marco
Malfavón also identified this exhibit (Marco Malfavón Dep., pp.
40-41, question No. 112, Exhibit 14).
50
Rigoberto Fernandez Dep., p. 21.
51
Rigoberto Fernandez Dep., pp. 28-36, Exhibit 32.
48
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In view of the foregoing, we find that petitioner,
through its licensee, Fernandez, used the marks LA
MICHOACANA NATURAL and design, LA FLOR DE MICHOACAN, and LA
MICHOACANA in connection with ice cream and retail ice cream
store services since 2001.
Respondent argues that the testimony of petitioner’s
witnesses is unsubstantiated and whatever documentary
evidence petitioner introduced to establish its priority is
inconsistent.52

While it is certainly preferable for a

party’s testimony to be supported by corroborating
documents, the lack of documentary evidence is not fatal.
“Oral testimony, if sufficiently probative, is normally
satisfactory to establish priority of use.”

Powermatics,

Inc. v. Globe Roofing Products Co., 341 F.2d 127, 144 USPQ
430, 432 (CCPA 1965).

In this regard, oral testimony should

be clear, consistent, convincing, and uncontradicted.

See

National Bank Book Co. v. Leather Crafted Products, Inc.,
218 USPQ 826, 828 (TTAB 1993) (oral testimony may be
sufficient to prove the first use of a party’s mark when it
is based on personal knowledge, it is clear and convincing,
and it has not been contradicted); Liqwacon Corp. v.

Browning-Ferris Industries, Inc., 203 USPQ 305, 316 (TTAB
1979) (oral testimony may be sufficient to establish both
prior use and continuous use when the testimony is proffered
52

Respondent’s Brief, pp. 19-28.
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by a witness with knowledge of the facts and the testimony
is clear, convincing, consistent, and sufficiently
circumstantial to convince the Board of its probative
value); GAF Corp. v. Anatox Analytical Services, Inc., 192
USPQ 576, 577 (TTAB 1976) (oral testimony may establish
prior use when the testimony is clear, consistent,
convincing, and uncontradicted).

The testimony of

petitioner’s witnesses is clear, convincing, consistent and
uncontradicted.
Respondent also argues that petitioner has not proven
ownership of its marks.53

However, we are satisfied by the

testimony of Marco Malfavón and Jorge Malfavón, as described
above, that petitioner is the owner of the marks LA
MICHOACANA NATURAL and design, LA FLOR DE MICHOACAN, LA
MICHOACANA and the Indian girl design in Mexico, has
licensed the use of those marks in the United States, and
that the use of the marks in the United States inures to the
benefit of petitioner.

That the Mexican trademark

registrations are in the name of Marco Malfavón rather than
petitioner does not negate our finding that petitioner is
the owner of the marks.

We recognize that ownership of

foreign registrations is not necessarily probative of
ownership of the mark in the United States.

However, the

testimony of the witnesses demonstrates that petitioner is a
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family-owned and run business and that there is a unity of
control.

In a similar situation the Board found that a

family-owned and run business provided the requisite unity
of control.
It is clear from the record that Mr.
Guagenti has been the leading light or
owner of what can be considered to be
family enterprises or, if you will,
corporate sales, and that, for purpose
of convenience, he, at the advice of
counsel or accountant, transferred
ownership of his various interests to
one or another of his corporations
without disturbing, and that is the
important fact, the continuance of
operation of his different activities
including that of the “FARMER'S
DAUGHTER” restaurant. It is apparent
that there was not nor is there any
claim of adverse rights in the mark
“FARMER'S DAUGHTER” by any corporation
within Mr. Guagenti's organization and
that, in essence, any use of the mark by
any of the corporations was for the
benefit of and inured to the benefit of
Mr. Guagenti.

Airport Canteen Services, Inc. v. Farmer’s Daughter, Inc.,
184 USPQ 622, 627 (TTAB 1974).

See also, Automedx Inc. v.

Artivent Corp., 95 USPQ2d 1976, 1984 (TTAB 2010) (“Dr.
Wiesman has been the central figure of what can be
characterized as a number of research and development
projects that are ultimately marketed by separate entities.
… the mark points to a single source: that is, the use of
the SAVe mark was for the benefit of and inured to the
benefit of Dr. Wiesman through his conglomerate”).
53

Respondent’s Brief, pp. 30-35.
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In view of the foregoing, we find that petitioner has
priority of use with respect to petitioner’s Indian girl and
the marks LA MICHOACANA NATURAL and design, LA FLOR DE
MICHOACAN, and LA MICHOACANA.
Likelihood of Confusion
Our determination under Section 2(d) is based on an
analysis of all of the probative facts in evidence that are
relevant to the factors bearing on the issue of likelihood
of confusion.

In re E. I. du Pont de Nemours & Co., 476

F.2d 1357, 177 USPQ 563, 567 (CCPA 1973).

See also, In re

Majestic Distilling Company, Inc., 315 F.3d 1311, 65 USPQ2d
1201, 1203 (Fed. Cir. 2003).

In any likelihood of confusion

analysis, two key considerations are the similarities
between the marks and the similarities between the goods
and/or services.

See Federated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The
fundamental inquiry mandated by §2(d) goes to the cumulative
effect of differences in the essential characteristics of
the goods and differences in the marks”).
A.

The similarity or dissimilarity and nature of
petitioner’s goods and the goods described in the
registration.
Respondent’s registration identifies “ice cream and

fruit products, namely fruit bars.”

Petitioner through its

licensees, El Michoacana Natural, Inc. and Rigoberto
Fernandez, uses petitioner’s Indian girl in connection with
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the sale of ice cream and ice cream bars,54 the mark LA
MICHOACANA NATURAL and design for ice cream, ice cream bars
and flavored waters,55 the mark LA FLOR DE MICHOACAN and
design for ice cream bars,56 and the mark LA MICHOACANA for
ice cream products.57

Accordingly, all the marks at issue

are used in connection with ice cream.
B.

The similarity of likely-to-continue channels of trade
and classes of consumers.
With respect to respondent’s products, because there

are no restrictions as to channels of trade or classes of
consumers in respondent’s description of goods, we must
assume that respondent’s “ice cream and fruit products,
namely, fruit bars,” will be sold in all of the normal
channels of trade to all of the normal purchasers for such
goods, including retail ice cream stores.

Canadian Imperial

Bank of Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1
USPQ2d 1813, 1815 (Fed. Cir. 1987); Toys R Us v. Lamps R Us,
219 USPQ 340, 343 (TTAB 1983).

Petitioner’s LA FLOR DE

MICHOACANA registered marks are also unrestricted and,
therefore, move in all of the normal channels of trade to
all the normal purchasers for ice cream.

54

Jorge Malfavón Dep., pp. 16-17 and 32, Exhibits 29 and 30;
Rigoberto Fernandez Dep., p. 10.
55
Jorge Malfavón Dep., pp. 16-19.
56
Jorge Malfavón Dep., p. 25. See also petitioner’s Registration
Nos. 2830401 and 3249113.
57
Rigoberto Fernandez Dep., pp. 10, 17, 18-23, 33, 35.
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Rigoberto Fernandez testified that his use of the mark
LA MICHOACANA NATURAL was not limited to his retail ice
cream stores; rather, he sold ice cream in bulk for resale
to a variety of retailers including grocery stores,
convenience stores and gas stations.58

As indicated above,

because there are no restrictions in respondent’s
registration, the channels of trade and classes of consumers
are presumptively the same with respect to petitioner’s LA
MICHOACANA NATURAL trademarks.

In fact, respondent also

sells its products for resale to a variety of retailers.59
Petitioner offered no testimony regarding the channels
of trade or classes of consumers with respect to the ice
cream sold in connection with LA MICHOACANA or petitioner’s
Indian girl design.

Because LA MICHOACANA and petitioner’s

Indian girl design are not registered, there are no
presumptions regarding the channels of trade or classes of
consumers.

In this regard, petitioner cannot deliberately

cause confusion by selling respondent’s products in its
stores.

Moreover, if petitioner did sell respondent’s

products in its stores, such sales would raise the defense
of acquiescence.

On the other hand, the goods at issue are

ice cream and ice cream is a consumer product sold to
average consumers throughout society.

58
59

Fernandez Dep., pp. 17-18.
Patricia Gutierrez Dep., p. 17.
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C.

The conditions under which and buyers to whom sales are
made, i.e. “impulse” vs. careful, sophisticated
purchasing.
Because there is no limitation or restriction as to

price, we must presume that respondent’s ice cream and fruit
bars would be sold at all the usual prices for such goods.
As displayed in the menu petitioner made of record, ice
cream bars are sold for $1.75 and fruit bars are sold for
$1.25.

We find that ice cream bars and fruit bars are

inexpensive products and by their very nature, are impulse
purchase items.

Accordingly we find that consumers will not

exercise a high degree of care when purchasing these
products.
D.

The similarity or dissimilarity of the marks in their
entireties as to appearance, sound, connotation and
commercial impression.
We now turn to the du Pont likelihood of confusion

factor focusing on the similarity or dissimilarity of the
marks in their entireties as to appearance, sound,
connotation and commercial impression.

De Nemours & Co., 177 USPQ at 567.

In re E. I. du Pont

In a particular case,

any one of these means of comparison may be critical in

In re White Swan Ltd., 8

finding the marks to be similar.

USPQ2d 1534, 1535 (TTAB 1988); In re Lamson Oil Co., 6
USPQ2d 1041, 1042 (TTAB 1988).

In comparing the marks, we

are mindful that where, as here, the goods are identical,
the degree of similarity necessary to find likelihood of
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confusion need not be as great as where there is a
recognizable disparity between the goods.

Century 21 Real

Estate Corp. v. Century Life of America, 970 F.2d 874, 23
USPQ2d 1698, 1700 (Fed. Cir. 1992); Jansen Enterprises Inc.

v. Rind, 85 USPQ2d 1104, 1108 (TTAB 2007); Schering-Plough
HealthCare Products Inc. v. Ing-Jing Huang, 84 USPQ2d 1323,
1325 (TTAB 2007).
Also, it is well established that in comparing the
marks, the test is not whether the marks can be
distinguished when subjected to a side-by-side comparison,
but rather whether the marks are sufficiently similar in
terms of their overall commercial impression so that
confusion as to the source of the goods offered under the
respective marks is likely to result.

San Fernando Electric

Mfg. Co. v. JFD Electronics Components Corp., 565 F.2d 683,
196 USPQ 1, 3 (CCPA 1977); Spoons Restaurants Inc. v.

Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d
unpublished, No. 92-1086 (Fed. Cir. June 5, 1992).

The

proper focus is on the recollection of the average customer,
who retains a general rather than a specific impression of
the marks.

Winnebago Industries, Inc. v. Oliver & Winston,

Inc., 207 USPQ 335, 344 (TTAB 1980); Sealed Air Corp. v.
Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975).

In this

case, the average customer is an average person who eats ice
cream.
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1.

Indian girl design

Petitioner’s Indian girl is shown below.

Respondent’s mark is shown below.

The Indian girl designs are virtually identical.

In

view of the identity of the products and the impulse nature
of ice cream purchases, the word portion of respondent’s
mark is not sufficient to distinguish the marks.

We

recognize that the word portions of composite word and
design marks are normally accorded greater weight in the
likelihood of confusion analysis because consumers use the
words to call for the products.

However, in this case,

because the designs are remarkably similar and the word
portion of respondent’s marks reinforces the design, the
differences in the marks do not distinguish them.60
Accordingly, we find that respondent’s mark is similar to
petitioner’s Indian girl design mark.
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2.

Marks that include the word “Michoacana.”

To analyze the word marks, we must first determine the
meaning of the word “Michoacana.”
west-central Mexico.61
woman from Michoacán.”62

Michoacán is a state in

The term “La Michoacana” means “the
The word portion of respondent’s

mark LA INDITA MICHOACANA means the Indian girl or woman
from Michoacán.
Neither party has introduced any evidence regarding the
meaning or renown of the term “Michoacana” in the United
States when used in connection with ice cream.

Both Ignacio

and Patricia Gutierrez testified that LA MICHOACANA is
commonly used as the name for ice cream stores in Mexico,
but neither provided any further testimony as how that might
relate to its use in the United States.63

Although Ms.

Gutierrez said that the “paleta” (a fruit bar) “was supposed
to be a tradition or something that was created in
Michoacan,”64 she did not explain whether that was known in
the United States.

60

Marco Malfavón Dep., p. 30, question No. 86 (“Diseño Indita”
(Design of an Indian Girl)”).
61
Encyclopedia Britannica (2011). The Board may take judicial
notice of information in encyclopdias. B.V.D. Licensing Corp. v.
Body Action Design Inc., 846 F.2d 727, 6 USPQ2d 1719 (Fed. Cir.
1988) (encyclopedias may be consulted); Sprague Electric Co. v.
Electrical Utilities Co., 209 USPQ 88 (TTAB 1980) (standard
reference works). See also respondent’s responses to
interrogatory Nos. 7, 9 and 26.
62
Registration Nos. 1552163 and 2145216 attached to respondent’s
notice of reliance.
63
Ignacio Guttierrez Dep., pp. 10-11 and 48; Patricia Guttierrez
Dep., pp. 13 and 68-69.
64
Patricia Gutierrez Dep., p. 69.
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Respondent also introduced by notice of reliance three
third-party registrations with the word “Michoacana” or
“Michoacan”:
1.

Registration No. 1552163 for the mark LA

MICHOACANA for tortillas;
2.

Registration No. 3623346 for the mark EL SABOR DE

MICHOACAN for ice cream and sherbet; and
3.

Registration No. 2145216 for the mark LA

MICHOACANA PARADISIO SORBET and design for, inter alia,
frozen fruit bars and ice cream.
While these registrations are probative of the meaning
of the word “Michoacana,” they do not prove that
“Michoacana” is a commercially weak term.

Absent evidence

of actual use, third-party registrations have little
probative value because they are not evidence that the marks
are in use on a commercial scale or that the public has
become familiar with them.

See Smith Bros. Mfg. Co. v.

Stone Mfg. Co., 476 F.2d 1004, 177 USPQ 462, 463 (CCPA 1973)
(the purchasing public is not aware of registrations
reposing in the U.S. Patent and Trademark Office).

See also

In re Hub Distributing, Inc., 218 USPQ 284, 285 (TTAB 1983).
Based on this record, we find that the term
“Michoacana” when used in connection with ice cream and/or
fruit bars has some significance suggesting a connection
with “Michoacan” but it is not clear to what extent people
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in the United States would understand or recognize that
connection and there is no evidence demonstrating that the
term “Michoacana” has been so commonly used in the United
States that it is only entitled to a narrow scope of
protection or exclusivity of use.
Although there are obvious differences between
petitioner’s mark LA MICHOACANA and respondent’s mark LA
INDITA MICHOACANA and design, the marks are similar in
appearance and sound to the extent that they both include
the word “Michoacana.”

In addition, they have similar

meanings in that LA MICHOACANA means the woman from
Michoacán and LA INDITA MICHOACANA means the Indian woman
from Michoacán.

As noted above, the term LA INDITA

MICHOACANA reinforces the design portion of the mark, and,
thus, both the petitioner’s mark and respondent’s mark
engender the same commercial impression (i.e., ice cream
from a Michoacán woman).

In view of the foregoing, we find

that respondent’s mark LA INDITA MICHOACANA and design is
similar to petitioner’s mark LA MICHOACANA.
For the same reasons, we find that respondent’s mark is
similar to petitioner’s marks LA MICHOACANA NATURAL and LA
MICHOACANA NATURAL and design.
However, we find that respondent’s mark is not similar
to petitioner’s mark LA FLOR DE MICHOACAN and design because
the differences in the meanings and commercial impressions
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engendered by the marks outweigh any similarities caused by
the inclusion of the word “Michoacana.”
E.

No reported instances of actual confusion.
Respondent argues that there is no likelihood of

confusion as evidenced by the lack of any reported instances
of actual confusion.

However, the absence of any reported

instances of confusion is meaningful only if the record
indicates appreciable and continuous use by respondent of
its mark for a significant period of time in the same
markets as those served by petitioner under its marks.

Gillette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774
(TTAB 1992).

In other words, for the absence of actual

confusion to be probative, there must have been a reasonable
opportunity for confusion to have occurred.

Barbara’s

Bakery Inc. v. Landesman, 82 USPQ2d 1283, 1287 (TTAB 2007)
(the probative value of the absence of actual confusion
depends upon there being a significant opportunity for
actual confusion to have occurred); Red Carpet Corp. v.

Johnstown American Enterprises Inc., 7 USPQ2d 1404, 14061407 (TTAB 1988); Central Soya Co., Inc. v. North American

Plant Breeders, 212 USPQ 37, 48 (TTAB 1981) (“the absence of
actual confusion over a reasonable period of time might well
suggest that the likelihood of confusion is only a remote
possibility with little probability of occurring”).

In this

case, the record shows that respondent and petitioner do
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business in discrete geographic regions on separate sides of
the country.65

Accordingly, the lack of any reported

instances of actual confusion is a neutral factor in our
analysis.
F.

Balancing the factors.
The goods at issue are identical.

With respect to

petitioner’s registered marks LA MICHOACANA NATURAL and LA
MICHOACANA NATURAL and design, the channels of trade and
classes of consumers are presumed to be the same.

The

evidence shows that the channels of trade and classes of
consumers are the same with respect to petitioner’s mark LA
MICHOCANA NATURAL and that the classes of consumers are the
same with respect to petitioner’s mark LA MICHOACANA and its
Indian girl design.

In addition, because ice cream is a low

cost impulse purchase, consumers do not exercise a high
degree of care.

Under these circumstances, respondent’s

mark LA INDITA MICHOACANA and design is sufficiently similar
to petitioner’s Indian girl and its marks LA MICHOACANA, LA
MICHOACANA NATURAL and LA MICHOACANA NATURAL and design to
cause confusion, but not to petitioner’s mark LA FLOR DE
MICHOACAN and design.

In view thereof, we find respondent’s

mark LA INDITA MICHOACANA and design is likely to cause
confusion with petitioner’s Indian girl and its marks LA

65

Respondent designated this information as confidential.
Patricia Gutierrez Dep., pp. 17-19, 34 and 38.
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MICHOACANA, LA MICHOACANA NATURAL and LA MICHOACANA NATURAL
and design.
Decision:

The petition for cancellation is granted and

Registration No. 3210304 will be cancelled in due course.
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EXHIBIT B

THIS OPINION IS NOT A
PRECEDENT OF THE T.T.A.B.
Mailed:
July 13, 2011
UNITED STATES PATENT AND TRADEMARK OFFICE
_____
Trademark Trial and Appeal Board
_____
Productos Lacteos Tocumbo S.A. de C.V.
v.
Paleteria La Michoacana, Inc.
_____
Cancellation No. 92047438
_____
REQUEST FOR RECONSIDERATION
Stephen L. Anderson of Anderson & Associates for Productos
Lacteos Tocumbo S.A. de C.V.
Rosemary S. Tarlton of Morrison & Foerster LLP for Paleteria
La Michoacana, Inc.
_____
Before Walters, Bergsman and Ritchie,
Administrative Trademark Judges.
Opinion by Bergsman, Administrative Trademark Judge:
On June 17, 2011, respondent, Paleteria La Michoacana,
Inc. filed a request for reconsideration from the May 20,
2011 decision granting the petition for cancellation and
ordering Registration No. 3210304 to be cancelled.

The

registration at issue is for the mark LA INDITA MICHOACANA
and design, shown below, for “ice cream and fruit products,
namely fruit bars,” in International Class 30.1
1

Issued February 20, 2007.
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The pertinent ground for cancellation was likelihood of
confusion.

Specifically, petitioner alleged that prior to

any use by respondent of its mark, petitioner and its
related company or licensees have used the marks LA
MICHOACANA NATURAL and design and LA FLOR DE MICHOACAN for,

inter alia, ice cream, fruit ice bars and retail store
services featuring ice cream and fruit ice bars and that
respondent’s mark so resembles petitioner’s marks as to be
likely to cause confusion.

Furthermore, petitioner claimed

ownership of Registration No. 2830401 for the mark LA FLOR
DE MICHOACAN, in typed drawing form, for “ice cream,” in
Class 30.2

Also, petitioner claimed ownership of

application Serial No. 78954490 for the mark LA MICHOACANA
NATURAL and design, shown below, for the following goods and
services:
Cones for ice cream; flavored ices;
frozen yoghurt; fruit ice; fruit ice
2

Issued April 6, 2004; Sections 8 and 15 affidavits accepted and
acknowledged. Petitioner’s registration states that “[t]he
English translation for the word [sic] ‘LA FLOR DE MICHOACAN’ in
the mark is ‘The blossom of Michoacan.’”

2
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bar; fruit
cream; ice
mixes; ice
milk bars;
and

ices; ice; ice candies; ice
cream drinks; ice cream
cream powder; ice cubes; ice
ice-cream cakes, in Class 30;

Retail shops featuring ice cream, fruit
bars, drinks and snacks; retail stores
featuring ice cream, fruit bars, drinks
and snacks, in Class 35.3

Finally, petitioner, in its brief, claimed rights to
the mark LA MICHOACANA and the mark comprising the design of
an Indian girl, shown below (hereinafter “petitioner’s
Indian girl”).

In the May 20, 2011 decision, the Board

found that the issue of likelihood of confusion for these
two marks had been tried by implied consent.

In its request for reconsideration, respondent argued
that the Board made three erroneous findings of fact.
First, the petitioner claimed use of its marks in the United
3

Filed August 17, 2006. Petitioner disclaimed the exclusive
right to use the word “Natural.”

3
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States through licensees; however, “there was no evidence of
the existence of quality control over use of its mark by
purported licensees with respect to [ice cream].”4

Second,

the evidence surrounding petitioner’s priority was
characterized by contradictions and inconsistencies.5
Finally, the Board erred in finding that petitioner had
established rights in the word MICHOACANA because it “is a
Spanish term referring to the region in Michoacán and the
style of ice cream produced there.”6
Despite respondent’s contention that it has not
reargued issues presented in its trial brief, that is
precisely what it does.

Respondent is essentially

disagreeing with our findings of fact and has written a
brief in opposition to the May 20, 2011 decision.

For that

reason alone we may deny respondent’s request for
reconsideration.

Nevertheless, for the sake of

completeness, we address below respondent’s arguments.
A.

Whether petitioner’s licenses had the requisite quality
control?
Respondent contends that because petitioner failed to

offer any admissible evidence that it exercised any quality
control over its licensees, the Board erred in finding that
petitioner had proven priority of use.

4
5
6

Request for reconsideration, p. 3.
Id.
Id.

4
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testimony of the witnesses demonstrates that petitioner is a
family-owned and run business and that there is a unity of
control.

Marco Antonio Andrade Malfavón (hereinafter “Marco

Malfavón”) is a director of petitioner.

Jorge Andrade

Malfavón (hereinafter “Jorge Malfavón”) is a director of
petitioner, an officer of petitioner’s licensee El
Michoacana Natural, Inc., and the brother of Marco Malfavón.
At the same time that petitioner licensed the marks to El
Michoacana Natural, Inc., it also licensed those marks to
Rigoberto Fernandez.7

Mr. Fernandez is also an officer of

El Michoacana Natural, Inc.8

In 2001, El Michoacana

Natural, Inc. sold various products for manufacturing ice
cream to Rigoberto Fernandez on behalf of petitioner.9
Petitioner’s quality control is further corroborated by the
testimony that the licensees bought ingredients and supplies
from petitioner.

Mr. Fernandez identified an October 28,

2003 invoice from petitioner featuring the mark LA
MICHOACANA NATURAL and design for products used to make ice
cream, such as plastics, bags, cans, the sticks, “equipment
so I can get some juices, bags, blender and the lids.”10
Q.

Have you also obtained a number of
other products like we’ve seen

7

Marco Malfavón Dep., pp. 34-39, question Nos. 96-110 and
Exhibit 13; Rigoberto Fernandez Dep., pp. 8-10.
8
Rigoberto Fernandez Dep., p. 6.
9
Jorge Malfavón Dep., pp. 18-19.
10
Rigoberto Fernandez Dep., pp. 10-11, Exhibit 14. Marco
Malfavón also identified this exhibit (Marco Malfavón Dep., pp.
40-41, question No. 112, Exhibit 14).
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before earlier today from
[petitioner] for the purpose of
advertising and promoting the brand
La Flor de Michoacan?
A.

From [petitioner] was flavors, all
the materials that I need for
making the ice cream bars, ice
cream, juices, equipment.11

Petitioner also provides uniforms.12
Finally, we note that in its trial brief, respondent
referenced the license agreements which respondent
characterized as purporting “to require the licensee to sell
the products with the same quality as the ones made by the
licensor, and to achieve the highest quality of foods safety
and hygiene.”13

While respondent argues that petitioner

failed to submit any evidence regarding its exercise quality
control, respondent does not point to any evidence that
demonstrates a failure on the part of the licensees to meet
the requirements to provide products and services of
acceptable quality.

Thus, there is no evidence that

petitioner’s quality control was ineffectual or nonexistent.

11

Rigoberto Fernandez Dep., p. 21.
Rigoberto Fernandez Dep., p. 26.
13
Respondent’s trial brief, p. 20. In the May 20, 2011, we held
that because the licenses were in Spanish without English
translations, they had no probative value. However, because
respondent did not raise any objections to the testimony
regarding the documents and treated them as being of record, we
considered the testimony of the witnesses regarding the
documents.
12
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In view of the foregoing, we find that respondent
failed to show that the Board erroneously found that
petitioner’s licenses are invalid.
B.

Whether petitioner’s testimony regarding priority was
characterized by contradictions and inconsistencies?
Respondent contends that “the Board erred in finding

that Petitioner’s contradictory, inconsistent, and
unsupported oral testimony sufficiently established that
Petitioner had prior rights in petitioner’s Girl Design and
Petitioner’s Michoacana Marks.”14

Respondent identified the

following purported contradictions and inconsistencies:
1.

Neither Mr. Fernandez nor Mr. Malfavón recalled

ever paying any royalties or other consideration to
petitioner;
2.

Mr. Fernandez did not understand the license

because he does not speak Spanish;
3.

Neither licensee could provide estimates of sales

and revenues for products sold under the licensed marks;
4.

The earliest-issued license for Mr. Fernandez to

sell ice cream dates from April 2003, more that two years
after Mr. Fernandez testified that he began manufacturing
petitioner’s licensed products;

14

Request for reconsideration, p. 6.
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5.

The undated photographs of the licensee’s

purported use of petitioner’s marks do not support use of
the petitioner’s marks dating back to 2001.15
As indicated in the May 20, 2011 decision at pages 2829, the testimony of petitioner’s witnesses regarding the
first use of petitioner’s marks as of 2001 was clear,
convincing, consistent and uncontradicted.

In view of the

close relationship between petitioner and the licensees, the
facts that the witnesses could not recall paying any
royalties, could not estimate the sales and revenues for the
licensed products, or that Mr. Fernandez did not understand
the license because he does not speak Spanish indicate that
petitioner and its licensees view the written licenses as
“legal” formalities.

That petitioner has not enforced all

the terms of the license does not invalidate the existence
of the license and the clear, consistent and uncontradicted
testimony that petitioner began use of the marks through its
licensees in 2001.
Assuming Mr. Fernandez failed to get a Florida license
to manufacture ice cream until after he had been
manufacturing ice cream for two years, determining whether
the use of petitioner’s mark is lawful involves two
questions: (1) whether a court or government agency having
competent jurisdiction under the statute involved has
15

Id. at pp. 8-10.
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previously determined that party is not in compliance with
the relevant statute; or (2) whether there is a per se
violation of a statute regulating the sale of a party's
goods.

Automedix Inc. v. Artivent Corp., 95 USPQ2d 1976,

1984 (TTAB 2010); General Mills Inc. v. Healthy Valley

Foods, 24 USPQ 1270, 1273 (TTAB 1992).

In this case, there

has been no final determination of noncompliance by a court
regarding the manufacture of ice cream by Mr. Fernandez.
Thus, respondent is left with demonstrating that the pre2003 activities of Mr. Fernandez were per se violations of
Florida law.
[I]t is incumbent upon the party
charging that the use was unlawful to
demonstrate by clear and convincing
evidence more than that the use in
question was not in compliance with
applicable law. Such party must prove
also that the non-compliance was
material, that is, was of such gravity
and significance that the usage must be
considered unlawful — so tainted that,
as a matter of law, it could create no
trademark rights — warranting
cancellation of the registration of the
mark involved.

General Mills Inc. v. Healthy Valley Foods, 24 USPQ2d at
1274.

Furthermore, “there must be some nexus between the

use of the mark and the alleged violation before the
unlawfulness of a shipment can be said to result in the
invalidity of a registration.”

Id. citing Satinine Societa

v. P.A.B. Produits, 209 USPQ 958, 967 (TTAB 1981).

In this

regard, we find that respondent failed to show that there
9
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was a per se violation of any Florida law.

Respondent did

not submit a copy of the Florida statute requiring Mr.
Fernandez to obtain a license before manufacturing ice cream
so we cannot analyze the affect of the failure by Mr.
Fernandez to obtain the license.16

Moreover, respondent

failed to prove that the failure of Mr. Fernandez to obtain
a license was so significant that the use of the trademarks
were unlawful.
Finally, the undated photographs of the licensee’s
purported use of petitioner’s marks were introduced into
evidence as representative of the use of the marks since
2001.

The probative value of the testimony was to

illustrate of how petitioner’s licensee’s used petitioner’s
marks since 2001.

We did not make our finding that

petitioner used its marks as of 2001 based solely on the
undated photographs.
In view of the foregoing, we find that respondent
failed to show that the Board erroneously ignored
inconsistent and contradictory statements by petitioner’s
witnesses regarding petitioner’s first use of its marks.

16

In respondent’s trial brief, p. 40 n. 23, respondent explained
that “FLA. STAT. § 503.041 requires that any frozen dessert plant
that manufactures frozen desserts ‘must hold a valid license.’”
(Emphasis in the original). “A failure to obtain a license
constitutes a misdemeanor of the second degree. FLA. STAT.
§ 503.071.”

10

Cancellation No. 92047438
C.

Whether “Michoacana” is merely descriptive and/or
primarily geographically descriptive of ice cream?
Respondent contends that “[i]n the context of ice cream

products, the term MICHOACANA is merely descriptive and/or
primarily geographically descriptive and thus is only
protectable upon a showing of secondary meaning.”17
Mr. Gutierrez testified that while he
lived in Mexico and before moving to the
United States in 1986, he saw “La
Michoacana” used on the front of ice
cream shops (I.G. TD, 10:2-5; 10:8-24;
11:6-14), and the words were used in
arrays of different colors and different
lettering, with some used with different
versions of an Indian girl (I.G. TD,
10:2-5; 10:8-11:14.) He also testified
that he saw the ice cream being made in
the shops and those shops were in states
other than Michoacan. (I.G. TD, 11:1219.) …
Ms. Gutierrez testified that when she
was a girl living in Mexico and before
she moved to the United States in 1999,
she saw ice cream parlors making ice
cream on the premises throughout
different cities with different owners
that had a “La Michoacana” sign. (P.G.
TD, 13:6-16; 13:22-14:1.) … “some of
them would have a little girl.” (P.G.
TD; 14:6-8; 14:14-22; see also, 85:1386:2.) …
It is apparent that in Mexico, no one
party has exclusive rights to either “La
Michoacana” or use of an Indian girl in
connection with ice cream. Rather, as
Ms. Gutierrez testified, “I know there’s
a state in Mexico call Michoacan” and
“[t]he style of paleta with a lot of
fruit, its supposed to be a tradition or

17

Request for reconsideration, p. 11.
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something that was created in
Michoacan.” (P.G. TD, 69:3-8.).18
Respondent also relies on the testimony of Marco
Malfavón who testified regarding petitioner’s adoption and
use of the mark LA MICHOACANA and LA MICHOACANA NATURAL in
Mexico.
LA MICHOACANA is the trademark which
have been working for decades, and
arises under which we come from the
State of Michoacan. Hence, the idea to
register a trademark using the NATURAL
element to show that are products are
made from natural fruits. Under this
trademark LA MICHOACAN NATURAL we have
marketed and distributed products such
as dairy products, “paleta” and
comestible ice creams and water.19
While both Ignacio and Patricia Gutierrez testified
that LA MICHOACANA is commonly used as the name for ice
cream stores in Mexico, neither provided any further
testimony as how that might relate to its use in the United
States.

Although Ms. Gutierrez said that the “paleta” (a

fruit bar) “was supposed to be a tradition or something that
was created in Michoacan,”20 she did not explain whether
that was known in the United States.
In the May 20, 2011 decision, we acknowledged that to
analyze the word marks, we must first determine the meaning
of the word “Michoacana.”

18
19
20

Michoacán is a state in west-

Respondent’s trial brief, pp. 29-30.
M. Malfavón testimony upon written questions, No. 53.
Patricia Gutierrez Dep., p. 69.
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central Mexico.21
from Michoacán.”22

The term “La Michoacana” means “the woman
“La Michoacana” or “the woman from

Michoacán” suggests that the product may originate in
Michoacán, but is not merely descriptive or primarily
geographically descriptive.
This finding is corroborated by the three third-party
registrations with the word “Michoacana” or
“Michoacan” listed below introduced by respondent through
its notice of reliance.
1.

Registration No. 1552163 for the mark LA

MICHOACANA for tortillas.

The translation statement in the

registration provides that “[t]he English translation of the
words ‘La Michoacana’ in the mark is “A woman from the
Michoacan region of Mexico.”

Registrant did not disclaim

the word “Michoacan” and registration is on the Principal
Register with no claim of acquired distinctiveness.
2.

Registration No. 3623346 for the mark EL SABOR DE

MICHOACAN for ice cream and sherbet.

The translation

statement in the registration provides that “[t]he English
translation of the words ‘El Sabor de Michocan’ in the mark

21

Encyclopedia Britannica (2011). The Board may take judicial
notice of information in encyclopdias. B.V.D. Licensing Corp. v.
Body Action Design Inc., 846 F.2d 727, 6 USPQ2d 1719 (Fed. Cir.
1988) (encyclopedias may be consulted); Sprague Electric Co. v.
Electrical Utilities Co., 209 USPQ 88 (TTAB 1980) (standard
reference works). See also respondent’s responses to
interrogatory Nos. 7, 9 and 26.
22
Registration Nos. 1552163 and 2145216 attached to respondent’s
notice of reliance.
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is the flavor of Michoacan.”

Registrant disclaimed the

exclusive right to use the name “Michoacan”; and
3.

Registration No. 2145216 for the mark LA

MICHOACANA PARADISIO SORBET and design for, inter alia,
frozen fruit bars and ice cream.

The translation statement

in the registration provides that “[t]he English translation
of ‘La Michoacana Paradiso’ is the “The woman from Michoacan
Paradise.’”

Registrant did not disclaim the exclusive right

to use “La Michoacana.”
As indicated above, we find that the term “Michoacana”
when used in connection with ice cream and/or fruit bars has
some significance suggesting a connection with “Michoacan”
but it is not clear to what extent people in the United
States would understand or recognize that connection.
Decision:

Respondent’s request for reconsideration is

denied.

14
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UNITED STATES PATENT AND TRADEMARK OFFICE
_____
Productos Lacteos Tocumbo S.A. de C.V.
v.
Paleteria La Michoacana, Inc.
_____
Cancellation No. 92047438
_____
Stephen L. Anderson of Anderson Law – We Protect Imagination for Productos
Lacteos Tocumbo S.A. de C.V.
Laura Chapman of Sheppard Mullin Richter & Hampton LLP for Paleteria La
Michoacana, Inc.
_____
Whereas, Productos Lacteos Tocumbo S.A. de C.V. petitioned to cancel
Registration No. 3210304; and
Whereas, on May 27, 2016, the United States District Court for the District of
Columbia affirmed the decision of the Trademark Trial and Appeal Board granting
the petition for cancellation; and
Whereas, on August 10, 2018, the United States Court of Appeals for the District
of Columbia Circuit affirmed the decision of the United States District Court for the
District of Columbia, and this decision has become final;
It is ordered that Registration No. 3210304 is hereby cancelled.
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IN THE UNITED STATES DISTRICT COURT
FOR THE MIDDLE DISTRICT OF FLORIDA
FORT MYERS DIVISION

PROLACTO MICH FLORIDA, LLC
a Florida limited liability company,

Hon. Judge: John E. Steele
Mag. Judge: Carol Mirando

Plaintiff,
vs.

Case No. 2:17-cv-658-FtM-29CM

LA MEJOR MICHOACANA ICE CREAM,
INC. a Florida corporation, and VALERIO
MIGUEL, an individual.
Defendants.
____________________________________/
STIPULATED PERMANENT INJUNCTION AND ORDER OF
STAY OF ACTION PENDING COMPLETION OF SETTLEMENT
THIS ACTION having been commenced by the filing of a Complaint for
Trademark Infringement, False Designation of Origin, Passing Off, Unfair Competition,
Deceptive and Unfair Advertising and Trade Practices by Plaintiff, PROLACTO MICH
FLORIDA, LLC (“Plaintiff”) seeking injunctive relief, monetary damages, and other
relief against LA MEJOR MICHOACANA ICE CREAM, INC., a Florida corporation,
and VALERIO MIGUEL, an individual, (collectively “Defendants.”)
Being advised that the Plaintiff and Defendants have agreed to settle this matter on
terms which include the entry of a permanent injunction, on consent, and a stay of the
action sufficient for Defendants to comply with the terms of the Injunction and the further
terms of the settlement agreement, and ultimately, the filing of a dismissal of the action,
7
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and this matter having been brought on for a hearing by stipulation and the Court being
duly advised, the Court hereby finds, concludes and orders as follows:
FINDINGS OF FACT AND CONCLUSIONS OF LAW
1. This is a civil action for claims arising under the trademark and unfair
competition laws of the United States, 15 U.S.C. §§ 1051, et. seq., (the "Lanham Act")
and the statutes and common laws of the state of Florida regarding trademark
infringement, trademark dilution, passing off and unfair competition.
2. Plaintiff PROLACTO MICH FLORIDA, LLC is a Florida limited liability
company with its principal place of business at 3881 S. Congress Ave. # B, Palm Springs,
Florida 33461. Plaintiff is a wholly-owned subsidiary of PRODUCTOS LACTEOS
TOCUMBO, S.A. de C.V., a Mexican Corporation, who has used and licensed use of the
“LA MICHOACANA Marks” described below, worldwide, at least since 1995, and
whose principal family members have continuously used and made the mark LA
MICHOACANA famous in connection with ice cream since the 1940’s in Mexico and
elsewhere. Since 1999, Plaintiff, its parent, predecessors and related companies have
continuously engaged in the business of operating ice cream parlors and retail stores
featuring Mexican-style ice cream, “paletas”, ice cream and fruit bars, shakes and fruit
drinks and related frozen confections throughout Florida and elsewhere in the United
States. Since 2001, Plaintiff and its predecessor has continuously operated one retail ice
cream store within this District at 3629 Palm Beach Boulevard, Fort Myers, Florida
33916, and Plaintiff currently owns and operates other retail ice cream parlors which also
8
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opened in 2001, including the location at 3881 S. Congress Avenue, mentioned above
and 636 Belvedere Road, West Palm Beach, Florida 33405. Plaintiff, its predecessors and
related companies have also operated ice cream stores using the LA MICHOACANA
Marks in Indiantown, Naples, Palmetto, Homestead, Bradenton, Arcadia and elsewhere.
Plaintiff has acquired considerable fame, public recognition and goodwill under the LA
MICHOACANA Marks by reason of its and its predecessors’ continuous use of the LA
MICHOACANA Marks in Florida and elsewhere throughout the United States and
Mexico. Plaintiff and its related companies has/have acquired a considerable reputation
for high quality ice cream and frozen confection goods and services under the LA
MICHOACANA Marks. Plaintiff’s LA MICHOACANA Marks have acquired a special
significance in the field and Plaintiff has established a customer base and developed
customer loyalty to its services in Florida and throughout the United States and Mexico.
3. Defendant LA MEJOR MICHOACANA ICE CREAM, INC. is a Florida
corporation, with its principal place of business at 1421 Ortiz Avenue, Fort Myers, FL
33905 where it has been operating an ice cream store by the name of MICHOACANA,
LA MICHAOCANA ICE CREAM and/or LA MEJOR MICHOACANA.
4. Defendant VALERIO MIGUEL is an individual, resident of this Judicial
District at 3811 6th Street SW, Lehigh Acres, Florida 33976 and/or 1921 Kestler Avenue,
Lehigh Acres, Florida 33972. Defendant VALERIO MIGUEL is the sole owner of
Defendant LA MEJOR MICHOACANA INC. and is responsible for its acts.
5. Jurisdiction is conferred on this Court by 28 U.S.C. §§ 1331; 28 U.S.C. §§
9
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1338 and 28 U.S.C. 1367. Venue is proper in this Court pursuant to 28 U.S.C. 1391(b).
Defendants were properly served with the Summons and Complaint in this Action. The
Court has personal jurisdiction over Defendants.
A. PLAINTIFF’S “LA MICHOACANA” TRADE AND SERVICE MARKS
6. Plaintiff has registered its LA MICHOACANA (words only) trademark and
service mark with the State of Florida for “retail store services featuring ice cream, fruit
drinks, ice cream parlors, ice cream shop services, ice cream, ice cream bars, and frozen
confections” in Classes 30, 35 and 43 on September 21, 2016, Registration No.
T16000000888. A true copy of such registration and examples of supporting use are
appended to the Complaint on file as Exhibit “A”.
7. Plaintiff has registered its “La MICHOACANA es…natural” (and design)

trade and service mark with the State of Florida for “retail store services
featuring ice cream, fruit drinks, ice cream parlors, ice cream shop services, ice cream,
ice cream bars, and frozen confections” in Classes 30, 35 and 43 on September 21, 2012,
Registration No. T16000000889. A true copy of such registration and examples
supporting use are appended to the Complaint as Exhibit “B”.

8. Plaintiff has registered its “design of an Indian girl doll”

trade and

service mark with the State of Florida for “retail store services featuring ice cream, fruit
drinks, ice cream parlors, ice cream shop services, ice cream, ice cream bars, and frozen
10
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confections” in Classes 30, 35 and 45 on September 21, 2012, Registration No.
T16000000890. A true copy of such registration is appended to the Complaint on file as
Exhibit “C”.
9. On August 23, 2011, Plaintiff’s parent company filed an application to
register its LA MICHOACANA trade and service mark with the United States Patent
and Trademark Office in connection with a variety of goods and services including,
“Milk drinks containing fruits; Coffee based beverages; Cones for ice cream; Edible fruit
ices; Flavorings for beverages; Frozen yoghurt; Fruit ice; Fruit ice bar; Ice candies; Ice
cream; Ice cream desserts; Ice cream drinks; Ice-cream cakes; Flavored waters; Frozen
fruit beverages; Fruit beverages; Fruit juices and fruit drinks; Fruit-based beverages; Ice
cream soda; Smoothies; Sorbets in the form of beverages; Retail ice cream store services;
Distribution services, namely, delivery of dairy products, ice-cream, flavored waters and
bottled drinking waters; Ice cream parlors; Ice cream shop services in the nature of a
restaurant” in International Classes 16, 25, 29, 30, 32, 35, 39, and 43, U.S. Application
Serial No. 85/405347 which presently remains pending registration.
10. On August 17, 2006, Plaintiff’s parent company filed an application to register

its “LA MICHOACANA Natural” (and design) trade and service mark
with the United States Patent and Trademark Office in connection with “Cones for ice
cream; Flavored ices; Frozen yoghurt ; Fruit ice; Fruit ice bar; Fruit ices; Ice; Ice candies;
Ice cream; Ice cream drinks; Ice cream mixes; Ice cream powder; Ice cubes; Ice milk bars;
11
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Ice-cream cakes in International Class 30 and for “Retail shops featuring ice cream, fruit
bars, drinks and snacks; Retail stores featuring ice cream, fruit bars, drinks and snacks” in
International Class 35, U.S. Application Serial No. 78/954490.
11. As alleged by the Plaintiff and understood by Defendants, and referred to by
this Court therefore, the “LA MICHOACANA Marks” at issue and enjoined herein are as

follows: (i) LA MICHOACANA ; (ii)

MICHOACANA ES…NATURAL”);

(iii)

LA MICHOACANA NATURAL”); and (iv)

as well as the wording “LA

as well as the wording

(the Indian girl doll design).

12. Plaintiff’s parent company owns and licenses Plaintiff’s LA MICHOACANA
Marks and Plaintiff has longstanding common law rights in Plaintiff’s LA
MICHOACANA Marks (since 1999 in Florida) and in the United. States.
13. Plaintiff and its parent company have invested substantial resources in
advertising and promoting their LA MICHOACANA Marks for ice cream, frozen
confections, and ice cream parlor goods and services. Plaintiff and its related companies
have received substantial revenues from the sale of high-quality, hand-made artisanal ice
cream, confectionary goods and ice cream parlor services under the LA MICHOACANA
Marks.

12
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14. Plaintiff’s LA MICHOACANA Marks are famous and well-known in Florida
and throughout the United States within their field and their particular niche as designating
high-quality, hand-made artisanal ice cream, confectionary goods and ice cream parlor
services that exclusively and historically emanate from Plaintiff and its owners’ family and
board members. Long prior to the alleged unlawful conduct giving rise to this action,
Plaintiff’s LA MICHOACANA Marks functioned and continue to function to designate
the origin of Plaintiffs' unique and tasty goods and services. Purchasers of high-quality,
hand-made artisanal ice cream, confectionary goods and ice cream parlor services rely
upon Plaintiff’s LA MICHOACANA Marks for reliably high-quality products and services
and have shown consumer preferences for ice cream brands and services that have been
provided for generations under Plaintiff’s LA MICHOACANA Marks to designate highquality, hand-made artisanal ice cream, confectionary goods and ice cream parlor services.
B. Defendants’ Conduct
15. This action arises from Defendant's alleged unauthorized use of marks, names
and designations that are identical to or confusingly similar to Plaintiffs' LA
MICHOACANA Marks in connection with the advertising, promotion, distribution and
sale of ice cream and related products, including fruits; coffee based beverages; cones for
ice cream; Edible fruit ices; flavorings for beverages; frozen yoghurt; fruit ice and fruit ice
bars; ice cream drinks; flavored waters; frozen fruit beverages; raspados, smoothies; bolis
and home-made soft drinks, known as “aguas frescas” as are commonly sold and
distributed from Plaintiff and a select group of other licensees’ ice cream parlors and shops
13
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once they have met certain quality and training standards and are entrusted by Plaintiff’s
parent company to use the La Michoacana Marks.
16. Well prior to filing suit, Plaintiff sent letters to Defendant demanding that
Defendant cease all use of Plaintiffs' LA MICHOACANA Marks and all confusingly
similar marks.
17. Despite Plaintiff’s exclusive rights in the LA MICHOACANA Marks,
Defendants adopted, registered and used the trade and corporate name “LA MEJOR
MICHOACANA ICE CREAM, INC.” and the service marks: LA MICHOACANA, LA
MEJOR MICHOACANA (“the best

MICHOACANA”), MICHOACANA

and

MICHOACANA ICE CREAM; and in several instances, either utilized or were mistakenly
associated or connected with Plaintiff’s Indian girl doll design in one or more online
forums, social media sites and/or publications.
18. Defendants stipulate that while they acknowledge that there currently exist
profile pages on Social Media websites (e.g., Facebook, Instagram, YouTube, Twitter, etc.)
as was alleged in Plaintiff’s Complaint, ¶¶11, 14, Defendants state that they have never
used any derivation of the LA MICHOACANA Marks in any manner via the world wide
web, and specifically they have never directly or indirectly created, displayed, published
hosted or sponsored any profile pages, social media identities, avatars, websites, weblinks,
banner ads, listings, or online advertising whatsoever. Thus, and to the extent that any
profile pages, videos, third party directories, listings, links, ratings on websites such as
Yelp, Online Yellow Pages and any other material published online may exist which refers
14
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to Defendants’ their business, or their business address, in connection with any ice cream
related goods or services, Defendants claim no interest in any such material or content.
Accordingly, Defendants agree to be enjoined and permanently refrain from any use of any
of the LA MICHOACANA Marks or any confusingly similar mark and further agree that
they (and/or their respective successors or licensees) will at all times hereafter therefore
promptly and reasonably assist Plaintiff, as may be requested or identified, to remove any
such infringing, deceptive or incorrect information, postings, profile pages, ratings,
directory listings, advertisements, editorial comments, and the like.
19. Defendants’ alleged adoption and use of Plaintiff’s LA MICHOACANA
Marks or any confusingly similar marks would constitute trademark infringement, a
likelihood of confusion and actual confusion, false designation of origin, unfair
competition, trademark dilution, passing off and deceptive and unfair trade practices in
violation of the federal Trademark Act and Florida law.
PERMANENT INJUNCTION BY CONSENT
Plaintiff and Defendants have agreed to fully resolve the case, cause and controversy
between them by this Permanent Injunction By Consent and have entered into a Settlement
Agreement ("Settlement Agreement''). The Parties agree to the entry of this Permanent
Injunction By Consent and agree to be fully bound by its terms and the terms of the
Settlement Agreement.
Pursuant to the Settlement Agreement, the above Findings of Fact and Conclusions
of Law, and the stipulation of the parties hereto, IT IS HEREBY ORDERED:
15
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(1) Defendant LA MEJOR MICHOACANA ICE CREAM, INC., and its
officers, directors, employees, agents and representatives, specifically including
Defendant Valerio Miguel, their respective licensees and successors, if any and
all of those in active concert or participation with them are immediately and
permanently enjoined from all use of Plaintiff’s LA MICHOACANA Marks or
any confusingly similar marks alone or in combination with any other mark(s),
designation(s), symbol(s), word(s), term(s), device, number(s) and/or design(s),
on or in connection with any product, service or activity including, without
limitation, ice cream, fruit ice confections, fruit drinks and ice cream parlor
services.
(a) If Defendants or any their owners, officers, directors, employees, agents
or representatives violate this prohibition against the future use of the LA
MICHOACANA Marks or a similar mark, even once, Defendant(s) shall pay
Plaintiff damages of $1,500 per day until such violation is remedied, in
addition to any other injunctive and monetary relief ordered by a court,
because Defendants agree that it would be impractical and extremely difficult
to calculate the damages associated with such use. For each and every
subsequent violation of this Order, Defendants shall pay Plaintiff damages of
$2,500 per day until such subsequent or additional violation is remedied, in
addition to any other injunctive and monetary relief ordered by a court, for
the same reasons and to emphasize the need for secure enforcement of this
16
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Order. After Defendants are notified of any third instance of violation of this
Order, the damages shall increase $500 for each such additional or
subsequent violation in addition to any monetary, statutory, injunctive or
contempt powers that a court may in its discretion choose to exercise.
(2) Defendants shall have at least ten days after entry of this Order but no later
than June 08, 2018 to remove or cause to be removed all signage, menus, brochures,
decals, uniforms, logos, product packaging, cups and tableware, products, display
material, marketing and advertising materials and the like, and any other publicly
displayed materials that were previously put into commerce that bear Plaintiff’s LA
MICHOACANA Marks or any colorable simulation or confusingly similar marks and
shall cause the same to be destroyed.
(3) At any time, prior or subsequent to entry of this Permanent Injunction by Consent
and no later than June 15, 2018, Defendants shall:
(a)

File an amendment of their corporate articles, a notice of name

change, or abandon their corporate name and any fictitious business names, domain
names or accounts to a name which does not include the words LA,
MICHOACANA, NATURAL, or any female character design or logo;
(b) dispose of and destroy any and all remaining inventory of advertising and
promotional materials, including business cards, stickers, napkins, signage, product
packaging, product displays, tableware, brochures and the like bearing the words
LA, MICHOACANA, NATURAL, or any female character design or logo, and
17
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shall not either adopt any confusingly similar or colorable simulation of any of the
LA MICHOACANA Marks, or ever add to that inventory or business in any such
manner.
(4) By July 6, 2018; and again on or between November 30, 2018 and December
17, 2018, Defendants shall jointly serve upon lead counsel for Plaintiff a sworn
certification that they have fully complied with every term of this Permanent Injunction
By Consent and shall describe the actions undertaken to come into full compliance with
the terms of this Permanent Injunction By Consent.
(a) In the event that Defendant claims in good faith after reasonable efforts
that it is unable to remove any existing materials bearing any direct similarity to
Plaintiff’s LA MICHOACANA Marks, for any reason, Defendant shall identify in
the sworn certification the material, content and location of such material(s) or
content and detail the efforts that they made to retrieve/ remove/ destroy or cover
those materials and detail the reasons that Defendants were unable to remove such
materials. Defendants shall at all times after entry of this Order to promptly and
reasonably continue to work in good faith to remove any such infringing materials
and to comply with any and all remaining duties called for under this Order or the
Settlement Agreement.
(5) Defendants shall remain under a continuing duty to promptly utilize reasonable
good faith efforts to identify and remove all materials bearing Plaintiff's LA
MICHOACANA Marks and any confusingly similar derivations of such mark. Should
18
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Plaintiffs become aware of any remaining infringing or confusingly similar uses which are
related to or by Defendants, (i.e. third party conduct attributed to Defendants or incidental
uses by third party vendors or advertisers) that were ordered or placed in commerce by
Defendants prior to May 15, 2018, Plaintiffs may notify either Defendant in writing of such
infringing materials and Defendants must take action to permanently remove such
materials within seven (7) business days of the delivery of such notice.
(a) Should Defendants fail to remove such materials within the allotted seven
days, Defendants shall pay Plaintiff damages of $1,500 per day until such materials are
removed, because Defendants agree that it would be impractical and extremely difficult to
fix the amount of actual damages associated with such use.
(b) In the event that Defendants claim in good faith after reasonable efforts that they
were unable to remove the materials in question because the materials are inaccessible, that
they have no power over and are not responsible for such materials, or for any other
reasons, Defendants must notify Plaintiff of that fact in writing within twenty-four (24)
hours from the end of the period identified in this paragraph detailing the steps taken to
comply with this paragraph and any information gathered regarding such alleged violation.
Defendants shall continue to correspond and work with Plaintiff any use its reasonable
good faith efforts to ensure that such materials are removed from public display and/or
commerce. Provided that Defendants detail their efforts in writing, sharing their
information gathered with Plaintiff and continue to use reasonable good faith efforts to
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remove the materials in question, no damages under this provision may be awarded under
this Paragraph 5(b).
(6) Defendant Valerio Miguel and LA MEJOR MICHOACANA INC. their agents,
investors, owners, officers, directors, employees, owners, representatives and successors
in interest, if any, and all of those in concert or participation with them acknowledge and
agree that Plaintiff’s LA MICHOACANA Marks are famous as designating goods and
services associated exclusively with Plaintiff and its parent company. Defendants LA
MEJOR MICHOACANA MEJOR, INC. its owners, officers, directors, employees,
owners, agents and representatives and all of those in concert or participation with them,
acknowledge and agree that they shall never contest, challenge, cause to be contested or
challenged, or aid in the contest or challenge of: either directly or indirectly, the validity or
enforceability of Plaintiff’s applications or registrations for any the LA MICHOACANA
Marks or any confusingly similar derivation thereof by Plaintiff and Plaintiff’s parent
company’s exclusive ownership of all right, title, and interest to the LA MICHOACANA
Marks.
(7) Defendants shall not destroy, mutilate, conceal, alter, or dispose of any of
Defendants' books, records, contracts, financial records, consumer files and financial
information, regardless of the manner in which they may be stored, for a period of three
(3) years from May 15, 2018. Defendants shall maintain and make available to Plaintiff on
reasonable request and notice, for inspection and copying all books, records, and other
documents, except privileged documents, in the format in which they exist, which reflect
20
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the implementation of the terms of this Injunction and compliance with its terms. Any such
records requested by Plaintiff shall be made available for inspection within twenty one (21)
business days of the Defendants' receipt of such written request.
(8) Defendants shall not affect any change in the form of doing business or the
organizational identity of any of the existing business entities or create any new business
entities as a method of avoiding the terms and conditions set forth in this Injunctive Order.
(9) This Permanent Injunction By Consent is continuing in nature and shall be
binding on any and all successors or assigns of Defendants and each of them. Defendants
are particularly Ordered that should they sell or license any interest in any business in the
next ten (10) years, they must serve a copy of this Order on each successor and assign.
(10) Defendants shall take reasonable steps sufficient to monitor and ensure that all
persons within their control or employment (whether as independent contractors,
employees, agents, partners, or in any other capacity) receive notice of and comply with
this Order, including, but not limited to providing a copy of this Order to any person within
their control or employment and requesting that such person adhere to its terms.
Defendants shall further take all reasonable corrective action with respect to any individual
within their control and employment whom Defendants reasonably suspect or determine is
not in compliance with this Order, which may include training, disciplining, and/or
terminating that individual’s employment and notifying Plaintiff promptly.
(11)

Defendants, its owners, officers, directors, employees, owners, agents and
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Representatives, successors in interest and all of those in concert or participation with
them, shall not seek in any country of the world registration of, or come to own, an
application or registration for any of the LA MICHOACANA Marks, or any similar mark.
(12) This Permanent Injunction By Consent and all of the provisions herein are
worldwide in scope.
(13) In the event that there are any violations of this Permanent Injunction, the
Parties agree that monetary damages will not be sufficient to make the aggrieved party
whole and that therefore the aggrieved party shall be automatically entitled to specific
performance of the Settlement Agreement, in addition to any and all other remedies, legal
or equitable, (including the provision for liquidated damages upon payment default by
Defendants with respect to any Settlement Payments due) to which any such Party may be
entitled. If a party enforces the terms of the Settlement Agreement in Court, the prevailing
party shall be entitled automatically as an absolute contractual right to an award of its
reasonable attorneys’ fees and costs in connection with such an action as well as any of the
monetary remedies identified herein.
(14)

Provided that Defendants timely and successfully meet their payment

obligation as may be due under the Settlement Agreement, Plaintiff shall cause to be filed
a Request For Dismissal of the Action no later than February 04, 2019.
(15) The jurisdiction of this Court shall be and is retained for the purposes of
making any other orders necessary or proper, to construe, enforce or implement the terms
of the Settlement Agreement and/or of this Permanent Injunction By Consent and to punish
22
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and award damages and attorney's fees for intentional or negligent violations of either the
Settlement Agreement or this Permanent Injunction By Consent.
STAY OF THE ACTION PENDING COMPLETION, COMPLIANCE REPORTING
(A)

Pursuant to the Settlement Agreement, Defendants agreed to and shall tender

payment in a specified sum which is to be paid over time, in payments with the final
payment due no later than January 10, 2019. Defendants are Ordered to submit the
payments to Plaintiff in a timely fashion and at their earliest ability. Should the Defendants
fail to timely tender the sums specified in the Settlement Agreement, at any time on or
before January 21, 2019, in lieu of any remaining payments due, this Court shall award to
Plaintiff and Defendants agree to pay liquidated damages in the sum of twenty-five
thousand dollars ($25,000), which Plaintiff is authorized immediately recover by any legal
means. Defendants agree that it would be impractical and extremely difficult to calculate
the lost use value of the money, the time and trouble taken to collect on the Settlement
Agreement payments, the attorneys’ fees and delays caused by Defendants’ failure to
timely tender the Settlement Payments, and therefore Defendants agree that additional
liquidated damages in the sum of $25,000 is a fair and sufficient number in light of the
potential damage awards being waived by Plaintiff and the likely difficulties in obtaining
payment should Defendants fail to tender them willingly and voluntarily.
(B) Upon Plaintiff’s timely and complete receipt of all monitoring reports and
payments called for within this Order and the Settlement Agreement, if Defendants are
otherwise in compliance with the remaining terms of this Order and the Settlement
23
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Agreement, then Plaintiff shall cause to be filed a Request For Dismissal of the Action,
within twenty-one (21) days and no later than February 04, 2019.
(C)

Service of Notices and Process. Defendants hereby acknowledge service of

this Order and waive any further requirements for formal service hereof. Any future service
of notices or process required, suggested or permitted by this Consent Judgment shall be
in writing and delivered by United States mail prepaid on the following:
If To Defendants: LA MEJOR MICHOACANA ICE CREAM, INC., a Florida
corporation, and VALERIO MIGUEL, an individual: 1420 Ortiz Avenue, Fort Myers, FL
33905; and to Counsel for Defendants: BRADLEY W. BUTCHER, BUTCHER &
ASSOCIATES, P.L., 6830 Porto Fino Circle, Suite 2. Fort Myers, Florida 33912.
If To Plaintiff: PROLACTO MICH FLORIDA, LLC, a Florida limited liability
company, 3881 S. Congress Avenue, Lake Worth, Florida 33461 and to Counsel for
Plaintiff: Stephen L. Anderson, ANDERSON LAW, 31285 Temecula Pkwy. Ste 240,
Temecula, CA 92592.
(D)

If any of the Parties or Counsel change their address or telephone number,

they must notify the other Parties and Counsel in writing of the new address and telephone
number within 30 days of the change.
(E) Waiver. The failure of any party to exercise any rights under this Injunctive
Order shall not be deemed a waiver of any right or any future rights.
(F) Counterparts. This Injunctive Order By Consent may be signed in one or more
counterparts, each of which shall be deemed an original, but which together shall constitute
the Consent Judgment. Facsimile and electronic copies of this Consent Judgment and the
signatures hereto may be used with the same force and effect as an original.
(G)

Integration. This Permanent Injunction By Consent and the contemporaneous

Settlement Agreement constitutes the entire agreement of the Parties with respect to the
subject matter hereof and supersedes all prior agreements and understanding relating to the
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subject matter hereof. There are no other representations, agreements or understandings
between the Parties that are not stated in writing herein.
(H) Amendment. This Permanent Injunction By Consent and the contemporaneous
Settlement Agreement may be amended solely by written agreement signed by all Partiies
and approved by the Court, except that any modifications shortening the payment schedule
may be approved by the Plaintiff without the Court’s approval.
SO ORDERED this 31st day of May, 2018.
_______________________________
Hon. John E. Steele
United States Senior District Court Judge
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EXHIBIT E

.UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF NORTH CAROLINA
CHARLOTTE DIVISION
3:17-cv-00727-RJC-DCK
LA MICHOACANA NATURAL, LLC,

)
)
)
)
)
)
)
)
)
)
)

Plaintiff,
v.
LUIS MAESTRE, an individual, d/b/a
LA MICHOACANA and/or LA LINDA
MICHOACANA et al.
Defendants.

SUMMARY JUDGMENT
ORDER

THIS MATTER comes before the Court on (1) Plaintiff’s Motion for Partial
Summary Judgment, (Doc. No. 64); (2) Plaintiff’s Motion for Second Preliminary
Injunction, (Doc. No. 61); and Plaintiff’s associated briefs and exhibits. To date,
Defendants have not filed a response to the pending motions.
I.

BACKGROUND
Despite the Court extending wide latitude to Defendants to comply with

Plaintiff’s discovery requests and this Court’s various orders compelling discovery,
the record indicates Defendants’ repeated pattern of evading discovery and failing
to comply with Court orders. To date, it appears that Defendants have not
responded to Plaintiff’s Request for Admissions to Luis Maestre. (See Doc. No. 649).1 “Courts within the Fourth Circuit have consistently held that admissions,
Defendants sent a package via FedEx to Plaintiff’s counsel on March 28, 2019.
(Doc. No. 77-1 at 1). Plaintiff’s counsel received this package on April 3, 2019. (Doc.
No. 77 at 2). Initially, Mr. Anderson, who is lead Plaintiff’s counsel in this matter,

1
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including unanswered requests for admissions, may provide a sufficient factual
basis to support a motion for summary judgment.” Aero. Mfg., Inc. v. Clive Merch.
Group, LLC, 2007 U.S. Dist. LEXIS 68373, at *5 (M.D.N.C. Sept. 14, 2007) (citing
Batson v. Porter, 154 F.2d 566, 568 (4th Cir. 1946)).2 Accordingly, the Court treats
those admissions as a factual basis for summary judgment. Adventis, Inc. v.
Consol. Prop. Holdings, Inc., 124 F. App'x 169, 173 (4th Cir. 2005) (“Thus, once a
matter that is properly subject of an admission under Rule 36(b) has been admitted
during discovery, the district court is not free to disregard that admission.”); see
also Atad v. Atad, 2015 U.S. Dist. LEXIS 3110, at *1 (E.D.N.C. Jan. 12, 2015).

indicated to the Court that he did not bother opening this FedEx package. Then, he
represented that he did open the package but could not make heads or tails of the
documents and stated that the documents were not responsive to any discovery
requests. On May 31, 2019, the Court ordered Mr. Anderson to prepare and file the
documents contained in the FedEx package as a pleading. (Id.). Upon examination
of the documents, the Court was startled to find that the package contained, among
other things, Defendant Luis Maestre’s Responses to Plaintiff’s Second Set of
Requests for Production of Documents and Things to Defendant Luis Maestre, (Doc.
No. 77-1 at 2–7), and Defendant Luis Maestre’s Responses to Plaintiff’s Second Set
of Interrogatories to Luis Maestre, (Doc. No. 77-1 at 8–12). Contrary to Plaintiff’s
representations to the Court, these documents certainly were responsive to
discovery requests. The Court is baffled by Mr. Anderson’s conduct and
representations regarding this incident. As such, the Court finds it proper to deem
these responses to discovery requests as timely and admits them to the record.
However, Defendants still have not responded to Plaintiff’s Request for Admissions,
nor have they submitted responses to Plaintiff’s pending motions. As such, the
addition of these documents to the record does not change the Court’s analysis
regarding summary judgment.
2 See also Adventis, Inc. v. Consol. Prop. Holdings, Inc., 124 F. App'x 169, 173 (4th
Cir. 2005) (“Rule 36 admissions are conclusive for purposes of the litigation and are
sufficient to support summary judgment.” (quoting Langer v. Monarch Life Ins.
Co., 966 F.2d 786, 803 (3d Cir.1992)); In re Fisherman's Wharf Fillet, Inc., 83 F.
Supp. 2d 651, 654 (E.D. Va. 1999); Donovan v. Porter, 584 F. Supp. 202, 207–08 (D.
Md. 1984)).
2
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Plaintiff has submitted a Statement of Uncontroverted Material Facts in Support of
Plaintiff’s Motion for Partial Summary Judgment, (Doc. No. 64-4), based on
Plaintiff’s unanswered Request for Admission to Defendant Luis Maestre, which the
Court deems as the statement of undisputed material facts in this case and
incorporates herein by reference. Accordingly, the Court finds the following:
1. This Court has jurisdiction over the parties to this action and over
the subject matter hereof pursuant to 17 U.S.C. § 101 et seq., 17 U.S.C. § 501, 28
U.S.C. §§ 1331 and 1338, and 28 U.S.C. § 1367.
2. Plaintiff LA MICHOACANA NATURAL, LLC is a North Carolina
limited liability company which owns and operates at least three (3) ice cream
parlors doing business as: LA MICHOACANA and LA MICHOACANA NATURAL
in North Carolina. Two are located in Charlotte, respectively at 6301 N. Tryon
Street, Unit 115 and 6300 South Boulevard, Unit 100, while the third is located at
1096 Concord Parkway, N., Unit 7 in Concord, North Carolina.
3. Plaintiff owns nine (9) North Carolina Trademark registrations for
the marks “LA MICHOACANA”, “La MICHOACANA es… Natural” (and design)

and (Indian girl doll design)

, in connection with ice cream products,

retail store services, and ice cream parlor services, respectively. Plaintiff is also the
exclusive North Carolina licensee of Federally applied for marks “LA

MICHOACANA”, “La MICHOACANA Natural”,

as well as the Federally
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registered trademarks, namely “LA MICHOACANA 100% Tradicional” (and design)

(U.S. TM Cert. of Registration No. 5143039); LA FLOR DE

MICHOACAN and LA FLOR DE MICHOACAN (and design)

(U.S. TM

Cert. of Registrations Nos. 2830401 and 3249113.) Plaintiff is also the exclusive

North Carolina user and licensee of a derivative design, namely

which was

created by Plaintiff’s founder’s sister in 2014.
4. Plaintiff’s Licensor PRODUCTOS LACTEOS TOCUMBO, S.A. de
C.V. (“PROLACTO”) is a Mexican Corporation, owned by direct family members of
Plaintiff’s founding/managing Member, who with their predecessors, have used the
designations PALETERIA LA MICHOACANA and LA MICHOACANA, in
connection with artisanal and hand-made, ice cream and drinks, in Mexico, since
the 1940’s, and who have used and licensed use of the LA MICHOACANA, LA
MICHOACANA NATURAL and LA FLOR DE MICHOACAN word and design

marks and Indian girl doll marks, including

, and

at least since 1995

in Mexico; at least since 1999 in Florida; at least since 2002 in Houston, Texas; at
least since 2009 in California; and since 2014 in North Carolina.
5. Since the 1940’s PROLACTO’s and its principal family members and
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predecessors have continuously used and made the mark LA MICHOACANA
famous in connection with ice cream in Mexico and elsewhere. Since 1999,
PROLACTO, Plaintiff’s founder and other family-related companies have
continuously engaged in the business of operating ice cream parlors and retail
stores featuring Mexican-style ice cream, “paletas”, ice cream and fruit bars, shakes
and fruit drinks and related frozen confections throughout Florida and elsewhere in
the United States, ultimately including the Western District of North Carolina.
6. Plaintiff, the exclusive licensee in North Carolina of PROLACTO,
and its closely related companies and family licensees, have acquired considerable
fame, public recognition and goodwill under the marks LA MICHOACANA, LA
MICHOACANA NATURAL, and the Indian Girl doll design as the result of their
and their predecessors’ continuous use of such marks in connection with ice-cream
and ice cream parlors, including in the states of Florida and North Carolina, where
the marks are well-known as an indicator of source of high quality Mexican-style ice
cream and drinks, originating with PROLACTO and its U.S. licensees, and related
companies, particularly including Plaintiff.
7. At least as early as 2014, and at all times alleged in the Complaint,
PROLACTO and Plaintiff owned and had acquired valid and protectable trade and
service mark rights, a considerable positive reputation, a well-developed market
and loyal customer base, in, to and with regard to the LA MICHOACANA and
Indian girl doll design(s), which marks had acquired consumer recognition with
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Plaintiff, if not a strong brand recognition and special significance in the field of
Mexican-style ice cream.
8. On December 19, 2017, Plaintiff filed its Complaint, (Doc. No. 1),
against Defendants alleging the unlawful use of Plaintiff’s North Carolina
Registered trademarks as well as Plaintiff’s licensed trademarks and derivatives.
Plaintiff asserted eight causes of action: (1) Trademark infringement under the
Lanham Act; (2) Unfair competition and False Designation of Origin under the
Lanham Act; (3) Federal Trademark Dilution under the Lanham Act; (4)
Cyberpiracy under the Lanham Act; (5) Infringement of Copyright under the
Copyright Act; (6) statutory trademark infringement under N.C. Gen. Stat. § 80 et.
seq.; (7) N.C. Unfair and Deceptive Trade Practices Act (“N.C. UDTPA”) under N.C.
Gen. Stat. § 75 et. seq.; and (8) common law unfair competition and trademark
infringement.
9. On June 1, 2018, this action came before this Court on Plaintiff’s
Motion for Preliminary Injunction. (Doc. No. 22). After consideration of the parties’
briefs, arguments and the evidence presented in the record, including evidence
establishing the First, Second and Fourth Causes of Action asserted in the
Complaint, this Court granted the Motion, (Doc. No. 30), finding, inter alia that
Plaintiff had established that: (1) it is likely to succeed on the merits; (2) it is likely
to suffer irreparable harm in the absence of preliminary relief; (3) the balance of
equities tips in its favor; and (4) an injunction is in the public interest. In the Order
granting Plaintiff’s Motion, this Court highlighted the unlawful conduct of
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Defendants who, without authorization, and despite notice of Plaintiff’s rights had
adopted, infringed and used the LA MICHOACANA marks, with the intent and
effect of confusing the public, misrepresenting the source and origin of their own
competing goods, unfairly harming Plaintiff and diluting the LA MICHOACANA
Marks.
10. Defendants have never attempted to dispute nor rebut
Plaintiff’s evidence which has showed, e.g., that Defendant Luis Maestre, doing
business as “Maid Express,” claimed to be residing in a Post Office Box in North
Carolina while according to Defendants’ own submissions to this Court, he had been
out of the Country, living in Colombia, South America, since 2016. Further, Plaintiff
had shown and Defendants have never denied that in violation of the Cyberpiracy
Prevention Act, since appearing in this action: (a) Defendants operated an ice cream
store in Concord, North Carolina, concealing their whereabouts and ownership of
infringing domain names: {www.lamichoacanapaleteria.com} and
{www.lalindamichoacana.com} {www.lamichoacanapaleteria.com.mx},
www.lamichoacanapaleteria.mx, and www.lamichoacanapaleteria_.com. }; (b)
changed the registration data for such domain names to “private” by designating a
private domain registration service as the Registrant(s) thereof; (c) Defendants
publicly listed the “lamichoacanapaleteria.com” domain name as being offered for
sale for the sum of $85,000; and (d) Defendant Maestre verbally threatened to sell
such infringing domain name to a “man in Panama for $40,000”. (Doc. No. 30 at 4–
9). Defendant Maestre also registered other closely related domain names.

7
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11. With knowledge of the fame and popularity of Plaintiff and
PROLACTO’s trademarks and intentionally violating what Defendants knew to be
specific rights and registrations in the trademarks, domain names, designs and
designations owned by Plaintiff and/or PROLACTO, including: LA MICHOACANA,

LA MICHOACANA NATURAL,

and/or

,

,

,

or

LA FLOR DE MICHOACAN (the “LA MICHOACANA Marks”),

Defendants adopted and unlawfully used the LA MICHOACANA Marks and
infringing domain names to competitively sell their own goods and services, to
confuse the public and to cause harm to the Plaintiff and its Licensor.
II.

STANDARD OF REVIEW
Summary judgment shall be granted “if the movant shows that there is no

genuine dispute as to any material fact and the movant is entitled to judgment as a
matter of law.” Fed. R. Civ. P. 56(a). A factual dispute is genuine “if the evidence is
such that a reasonable jury could return a verdict for the nonmoving party.”
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986). A fact is material only if
it might affect the outcome of the suit under governing law. Id. The movant has
the “initial responsibility of informing the district court of the basis for its motion,
and identifying those portions of the pleadings, depositions, answers to
interrogatories, and admissions on file, together with the affidavits, if any, which it
believes demonstrate the absence of a genuine issue of material fact.” Celotex Corp.
v. Catrett, 477 U.S. 317, 323 (1986) (internal quotation marks omitted). This
8
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“burden on the moving party may be discharged by ‘showing’—that is, pointing out
to the district court—that there is an absence of evidence to support the nonmoving
party’s case.” Id. at 325.
Once this initial burden is met, the burden shifts to the nonmoving party,
which “must set forth specific facts showing that there is a genuine issue for trial.”
Anderson, 477 U.S. at 250. The nonmoving party may not rely upon mere
allegations or denials of allegations in the pleadings to defeat a motion for summary
judgment, rather it must present sufficient evidence from which “a reasonable jury
could return a verdict for the nonmoving party.” Id. at 248; accord Sylvia Dev.
Corp. v. Calvert Cty., Md., 48 F.3d 810, 818 (4th Cir. 1995).
When ruling on a summary judgment motion, a court must view the evidence
and any inferences from the evidence in the light most favorable to the nonmoving
party. Anderson, 477 U.S. at 255. “Where the record taken as a whole could not
lead a rational trier of fact to find for the nonmoving party, there is no genuine
issue for trial.” Ricci v. DeStefano, 557 U.S. 557, 586 (2009) (quoting Matsushita
Elec. Indus. Co. v. Zenith Radio Corp., 475 U.S. 574, 587 (1986)). The mere argued
existence of a factual dispute does not defeat an otherwise properly supported
motion. Anderson, 477 U.S. at 248–49. “If the evidence is merely colorable or is not
significantly probative,” summary judgment is appropriate. Id. at 249–50 (citations
omitted).

9
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IV.

CONCLUSIONS OF LAW
In light of the foregoing, this Court hereby finds that Defendants LUIS

MAESTRE; ADRIANA TERAN (aka ADRIANA YOLANDA TERAN FRAUSTO
and/or ADRIANA MAESTRE); and LA LINDA MICHOACANA (“Defendants”) have
no valid claim of any rights, interest or priority or superiority in, nor to, nor any
authorization to use, seek, adopt, register or infringe the LA MICHOACANA
Marks. Accordingly, Plaintiff is entitled to summary judgment on its Lanham Act
claims (causes of action 1–4; Doc. No. 1 ¶¶ 27–56), and its N.C. UDTPA claim (cause
of action 6; Doc. No. 1 ¶¶ 76–80). During the summary judgment hearing, Plaintiff
indicated that it had withdrawn its copyright claim (cause of action 5; Doc. No. 1
¶¶ 57–66). Plaintiff further stipulated that it was Plaintiff’s position that if the
Court could grant summary judgment in Plaintiff’s favor on its Lanham Act and
N.C. UDTPA claims, Plaintiff could dismiss the remaining causes of action.
A.

Plaintiff’s Lanham Act Claims (Causes of Action 1–4)

The first four causes of action in Plaintiff’s Complaint are based upon
Defendants’ respective violations of the Lanham Act: (1) trademark infringement
under 15 U.S.C. § 1114; (2) unfair competition and false designation under 15
U.S.C. §1125(a); (3) federal trademark dilution under 15 U.S.C. § 1125(c);3 and (4)

Under the Federal Trademark Dilution Act ("FTDA"), a plaintiff must show that:
(1) its mark is famous; (2) the defendant is making commercial use of the mark in
commerce; (3) the defendant's use began after the mark became famous; and (4) the
defendant's use of the mark dilutes the quality of the mark by diminishing the
capacity of the mark to identify and distinguish goods and services. 15 U.S.C.
§ 1125(c); Ringling Bros. v. Utah Div. of Travel Dev., 170 F.3d 449, 452 (4th
Cir.1999); Panavision Int'l LP v. Toeppen, 141 F.3d 1316, 1324 (9th Cir.1998).
3
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cybersquatting, in violation of the Anticybersquatting Consumer Protection Act
(“ACPA”), under 15 U.S.C. § 1125(d)(1). Defendants have violated the Lanham Act
and infringed upon Plaintiff’s and PROLACTO’s prior, valid, registered, and
exclusive trademarks and service mark rights in the strong, arbitrary, and famous
LA MICHOACANA Marks, with the intent and effect of causing damage and
dilution thereto. In particular, the public was likely to be confused, mistaken
and/or deceived by Defendant’s conduct, which included, inter alia using, displaying
and advertising identical copies of The LA MICHOACANA marks, including, LA
MICHOACANA, “La MICHOACANA es… natural” (and design), and Plaintiff’s
distinctive design marks featuring a little Indian girl doll and any other colorable
simulations thereof, including “LA MEXICANA” in connection with the promotion
and sale of ice cream, frozen fruits, frozen confections, fruit drinks, and restaurant
or ice cream parlor services at a store located within this District at 280 Concord
Parkway South, Suite 112, Concord, North Carolina, and online, displayed via one
or more of the aforementioned domain names, in social media websites, on
directories, forums, and software applications distributed worldwide. Defendants’
actions are likely to cause and have caused actual confusion, mistake and/or
deception and have damaged and harmed Plaintiff.
This Court finds that with knowledge of Plaintiff and

There is no dispute that Plaintiff’s trade service marks are famous and that
Defendants' use of Plaintiffs marks is commercial.
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PROLACTO’s exclusive prior rights in well-known and distinctive LA
MICHOACANA Marks, in bad faith and in violation of the Cyberpiracy provisions
of the Lanham Act, Defendants adopted, used, registered, and infringed the
following confusingly similar domain names: www.lamichoacanapaleteria.com,
www.lamichoacanapaleteria.com.mx, www.lamichoacanapaleteria.mx,
www.lalindamichoacana.com, and www.lamichoacanapaleteria_.com .

In

connection with each of these domain registrations, and others, Defendant Luis
Maestre provided the domain registrar with materially misleading and false contact
information and failed to maintain accurate administrative contact data; used the
domain names to unlawfully display Plaintiff’s LA MICHOACANA Marks with the
intent to confuse and divert consumers from Plaintiff’s business for commercial
gain, by creating a likelihood of confusion as to the source, sponsorship, affiliation,
or endorsement of his websites and others, to harm the goodwill of Plaintiff and its
Mexican Licensor. Moreover, Defendants have persistently failed to comply with
their discovery obligations and their duty to respond to Plaintiff’s discovery,
including, inter alia, that they have not provided any information about their costs
of business or sale, any information regarding any business expenses or offsets, nor
any information regarding their sales or profits since January 2018.
Under the Lanham Act, a plaintiff may recover injunctive relief as well as
damages for trademark infringement, unfair competition, cybersquatting and
unfair and deceptive trade practices. Section 1117 of the Lanham Act governs
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remedies for violations of its trademark provisions. Section 1117(a) provides the
following:
When a violation of any right of the registrant of a mark registered in
the Patent and Trademark Office, a violation under section 1125(a) or
(d) of this title, or a willful violation under section 1125(c) of this title,
shall have been established in any civil action arising under this
chapter, the plaintiff shall be entitled, subject to the provisions of
sections 1111 and 1114 of this title, and subject to the principles of
equity, to recover (1) defendant’s profits, (2) any damages sustained by
the plaintiff, and (3) the costs of the action. The court shall assess such
profits and damages or cause the same to be assessed under its
direction. In assessing profits the plaintiff shall be required to
prove defendant’s sales only; defendant must prove all elements of cost
or deduction claimed. In assessing damages the court may enter
judgment, according to the circumstances of the case, for any sum
above the amount found as actual damages, not exceeding three times
such amount. If the court shall find that the amount of the recovery
based on profits is either inadequate or excessive the court may in its
discretion enter judgment for such sum as the court shall find to be
just, according to the circumstances of the case. Such sum in either of
the above circumstances shall constitute compensation and not a
penalty. The court in exceptional cases may award reasonable attorney
fees to the prevailing party.
Here, Plaintiff seeks to recover both monetary damages and injunctive relief, as
well as its attorney fees and costs.
1.

Monetary Remedies
a.

Defendants’ Profits

Plaintiff seeks to recover Defendants’ profits made from
the infringing goods and seeks to treble that amount. In the Fourth Circuit, the
following equitable factors are appropriate for a district court to consider when
assessing a disgorgement of a defendant's profits under the Lanham Act: (1)
whether the defendant had the intent to confuse or deceive, (2) whether sales were
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diverted, (3) the adequacy of other remedies, (4) any unreasonable delay by the
plaintiff in asserting his rights, (5) the public interest in making the misconduct
unprofitable, and (6) whether it is a case of “palming off.” See Synergistic Int'l, LLC
v. Korman, 470 F.3d 162, 174–75 (4th Cir.2006) (noting the equitable factors used
by the Third and Fifth Circuits in determining damages awards under
the Lanham Act).
All six of the Synergistic factors favor a disgorgement of Defendants’ profits.
Here, Defendants have (1) acted in bad faith and with the intent and effect of
palming off their infringing goods and services, (2) deceived the public and diverted
sales from Plaintiff with respect to their own competitive ice cream business, (3)
intentionally ransomed a number of valuable domain names and used them to the
detriment of Plaintiff, (4) steadfastly failed to comply with this Court’s Orders, (5)
registered additional infringing domain names, and (6) taken other intentional and
unlawful acts during the pendency of this proceeding. Accordingly, the Court finds
that awarding Plaintiff the profits illegally earned by Defendants due to their
infringing activities is proper. Nevertheless, the Court disagrees with the amount
of damages Plaintiff alleges it is entitled to.
Plaintiff claims that the record shows that Defendant sold at least
$534,958.00 in infringing goods (trebled would be $1,604,874). (Doc. No. 64 at 27).
Plaintiff arrives at this number by gleaning through Defendants’ business tax
returns and profits and loss statements (“P&Ls”). (See Doc. No. 64-10). But, by
examining the same documents, it is clear that, while Defendants’ sales from 2015
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to 2017 amounted to $534,958.00, the amount Defendants actually profited was, at
most, $62,616.4 While Plaintiff only bears the burden of proving Defendants’ sales,
and Defendants bear the burden of proving all elements of cost or deduction claimed
under § 1117(a), Defendants’ overall profits for fiscal years 2016 and 2017 are
apparent from the exhibits Plaintiff submitted. (See Doc. No. 64-10 at 3–5).
Although at the summary judgment hearing Plaintiff’s counsel informed the Court
that it did not want to put Defendants in the poor house by seeking to recover a
damages’ amount in excess of $1.5 million, Plaintiff initially submitted to the Court
that Defendants owe them an amount in excess of $2.6 million in damages. (See
Doc. No. 73: Proposed Summary Judgment Order at 18).
The Court determines that, in these circumstances, the lesser amount of
Defendants’ alleged profits—$62,616—is the appropriate amount to use as
representative of Defendants’ actual profits. Defendants are sole proprietors of a
small, mom-and-pop-shop, ice cream store, whose business began at a flea market.
As such, the Court is dubious that Plaintiff is entitled to recover all Defendants’
sales from 2015 to 2017 ($534,958.00), rather than just the amount Defendants
actually profited from their sale of the infringing goods.5
This amount includes profits from Defendants’ official ice cream business as well as
sales from La Michoacana’s activities at the flea market:
 2015: self-reported $155.00 in claimed sales. (Doc. No. 64-10 at 1).
 2016: $27,685 profits (ice cream business) + self-reported $10,455 in claimed
sales (flea market). (Doc. No. 64-10 at 2, 13).
 2017: $ 15,713 profits (ice cream business) + self-reported $8,608 in claimed
sales (flea market). (Doc. No. 64-10 at 2, 21).
5 The Court declines to award any profits Defendants might have earned from
January 1, 2018 until the present. Plaintiff has submitted no evidence regarding any

4
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Additionally, Plaintiff also asks this Court for treble damages. Under
the Lanham Act, a district court has discretion to “enter judgment, according to the
circumstances of the case, for any sum above the amount found as actual damages,
not exceeding three times such amount.” 15 U.S.C. § 1117(a). However, the statute
requires that “[s]uch sum ... shall constitute compensation and not a penalty.” Id.
Generally, district courts have exercised their authority to treble the damages
award and increase the profits award to a trebled amount in cases involving
intentional, knowing, deliberate, or willful infringement. See, e.g., Deering, Milliken
& Co., Inc. v. Gilbert, 269 F.2d 191,194 (2d Cir.1959) (trebling of profits award
appropriate “in view of the deliberate and fraudulent nature of the
infringement”); Polo Fashions, Inc. v. Magic Trimmings, Inc., 603 F. Supp. 13, 20
(S.D. Fla. 1984) (“Justice requires that the amount of Defendants' profits awarded
to the Plaintiff as damages be trebled” based on finding of willful
infringement); Polo Fashions Inc. v. Gentlemen's Corner Wholesale, Inc., 1983 WL
51923, at *1 (D.S.C. 1983) (trebling of actual damages award based on finding of
intentional and willful infringement). As one court wrote, “[t]rebling of damages in
cases of willful and intentional infringement is designed to provide an economic
deterrence to those who contemplate the otherwise lucrative profession of
trademark piracy.” Gentlemen's Corner Wholesale, 1983 WL 51923, at *1.

profits Defendants might have earned after fiscal year 2017, and any award of
potential profits from 2018 to present would be wholly speculative and lacking in the
requisite degree of certainty and precision for awarding such damages. Indeed, at
the summary judgment hearing, Plaintiff acknowledged that the damages’
calculation would be difficult to ascertain from January 1, 2018 onward.
16
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In light of Defendants’ continuing history of noncompliance with Plaintiff’s
discovery requests and this Court’s orders and the willfulness of Defendants’
actions, the Court finds that trebling the damages award of Defendants’ profits is
warranted. The Court hereby trebles the damages and awards Plaintiff $187,848.
The Court finds that this amount is just and compensates Plaintiff for Defendants’
wrongdoing.
b.

Costs and Attorney Fees

The Lanham Act's section on remedies expressly provides the
award of court costs in ACPA cases. 15 U.S.C. § 1125(d)(3) (allowing additional civil
remedies); 15 U.S.C. § 1117(a) (providing the additional civil remedies available in
trademark cases under the Lanham Act and ACPA). Accordingly, the Court awards
Plaintiff its costs.
Plaintiff contends this action qualifies as an exceptional case under the
Lanham Act, entitling it to attorney fees. Under 15 U.S.C. § 1117(a), the Court “in
exceptional cases may award reasonable attorney fees to the prevailing party.” An
award "[is] not to be made as a matter of course, but rather as a matter of the
court's considered discretion . . . ."6 Ale House Management, Inc. v. Raleigh Ale
House, Inc., 205 F.3d 137, 144 (4th Cir. 2000).
The Court takes this request under advisement and orders Plaintiff to submit
to the Court within twenty (20) days of the entry of this order a Motion for Attorney

Ale House Management, Inc. v. Raleigh Ale House, Inc., 205 F.3d 137, 144 (4th Cir.
2000).

6
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Fees and Costs, including appropriate affidavits and other information, supporting
its request.
2.

Injunctive Relief
Plaintiff is also entitled to injunctive relief under the Lanham

Act because Defendants' use of the LA MICHOACANA, LA LINDA MICHOACANA
and LA MEXICANA Marks as well as the Indian girl doll design infringes upon
Plaintiff's and its Licensors’ trademarks. 15 U.S.C. § 1116(a).7 Regarding
Plaintiff’s fourth cause of action—Defendants’ cybersquatting violation under 15
U.S.C. § 1125(d)(1)—§ 1117(d) provides that “the plaintiff may elect, at any time
before final judgment is rendered by the trial court, to recover, instead of actual
damages and profits, an award of statutory damages in the amount of not less than
$1,000 and not more than $100,000 per domain name, as the court considers just.”
Here, because the Court considers the amount of Defendants’ profits—trebled—to

“The several courts vested with jurisdiction of civil actions arising under this
chapter shall have power to grant injunctions, according to the principles of equity
and upon such terms as the court may deem reasonable, to prevent the violation of
any right of the registrant of a mark registered in the Patent and Trademark Office
or to prevent a violation under subsection (a), (c), or (d) of section 1125 of this title.
Any such injunction may include a provision directing the defendant to file with the
court and serve on the plaintiff within thirty days after the service on
the defendant of such injunction, or such extended period as the court may direct, a
report in writing under oath setting forth in detail the manner and form in which the
defendant has complied with the injunction. Any such injunction granted upon
hearing, after notice to the defendant, by any district court of the United States, may
be served on the parties against whom such injunction is granted anywhere in the
United States where they may be found, and shall be operative and may be enforced
by proceedings to punish for contempt, or otherwise, by the court by which such
injunction was granted, or by any other United States district court in whose
jurisdiction the defendant may be found.” 15 U.S.C. § 1116(a).

7
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be a just award for Plaintiff, and because the Court has discretion in fashioning
damages’ awards under the Lanham Act,8 the Court declines to impose additional
statutory damages for Defendants’ cybersquatting violations. Nevertheless, the
Court will grant Plaintiff’s requested injunctive relief as follows:9
1. Defendants and their officers, directors, employees, agents, representatives,
and their respective licensees, successors, and heirs, if any, and all of those in active
concert or participation with them who receive actual notice of the Injunction are
hereby permanently restrained and enjoined from engaging either directly or
indirectly in any activity involving the marketing, advertising, promotion, or selling
of any goods or services in connection with the marks LA MICHOACANA, LA

MICHOACANA NATURAL,

,

,

,

or

and/or

LA FLOR DE MICHOACAN, and/or any colorable simulation, designation

“If the court shall find that the amount of the recovery based on profits is either
inadequate or excessive the court may in its discretion enter judgment for such sum
as the court shall find to be just, according to the circumstances of the case. Such sum
in either of the above circumstances shall constitute compensation and not a penalty.”
15 U.S.C. § 1117(a).
9 Initially, in its Preliminary Injunction Order, the Court prohibited Defendants
from “transferring, selling, moving, hypothecating or and/or offering for sale, the
Internet domain name <www.lamichoacanapaleteria.com>” and further ordered
that “the domain name www.lamichoacanapaleteria.com be locked” and could not be
sold or transferred to anyone other than” Plaintiff until the final disposition of this
matter. (Doc. No. 30 at 11). Since that time, Plaintiffs have registered four
additional infringing domain names: (1) www.lamichoacanapaletaria.com.mx; (2)
www.lamichoacanaplaeteria.mx; (3) www.lalindamichoacana.com; and (4)
www.lamichoacanapaleteria_.com. (See. Doc. No. 61 at 1–2).

8

19
Case 3:17-cv-00727-RJC-DCK Document 78 Filed 06/06/19 Page 19 of 24

or marks, including, without limitation “LA MEXICANA”, alone or in combination
with any other mark(s), designation(s), symbol(s), word(s), term(s), device,
number(s) and/or design(s), on or in connection with any product, service or activity
including, without limitation, ice cream, fruit ice confections, fruit drinks and ice
cream parlor services,
2. Defendants are ordered to immediately transfer the following
infringing domain names to the Plaintiff:
www.lamichoacanapaleteria.com
www.lamichoacanapaleteria.com.mx
www.lamichoacanapaleteria.mx
www.lalindamichoacana.com and
www.lamichoacanapaleteria_.com.
Any and all registrars and registries for such Domain Names with notice of this
Order shall promptly, within not more than twenty-four (24) hours, disable the
Domain Names, through a registry hold or otherwise, and prevent its transfer to
anyone other than Plaintiff, and further shall, within fourteen (14) days of receipt of
notice of this Order, change the Registrar of Record for the Domain Names to a
Registrar of Plaintiffs’ choosing.
3. Defendants their owners, officers, directors, employees, agents,
representatives, attorneys and all persons acting directly or indirectly with them
who receive notice of this order are hereby permanently RESTRAINED and
ENJOINED from registering, using, trafficking in, or hypothecating any domain
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names that contain any of the terms “la,” “mich,” and/or “cana”, or otherwise
allowing the continued use of any such domain names by anyone other than
Plaintiff.
5. This Permanent Injunction is continuing in nature and shall be binding on
any and all successors, assigns or heirs of Defendants and each of them.
Defendants are particularly ordered that, should they sell or license any interest in
any business in the next ten (10) years, they must serve a copy of this Order on each
successor and assign.
6. Defendants shall give notice of this Final Judgment and Permanent
Injunction to all domain registrars and all persons within their control or
employment (whether as independent contractors, employees, agents, partners, or
in any other capacity). Defendants shall further take reasonable steps sufficient to
monitor and ensure that all those acting in active concert or participation with them
receive notice of and comply with this Order, including, but not limited to, providing
a copy of this Order to any person within their control or employment and
requesting that such person adhere to its terms.
7. This Permanent Injunction is a final judgment for purposes of disposition
of this action. The Court finds there is no just reason for delay in entering this
Injunction and pursuant to Rule 54(a) of the Federal Rules of Civil Procedure, the
Court directs immediate entry of this Injunction against Defendants.
B.

Plaintiff’s N.C. UDTPA Claim

“A claim under North Carolina’s UDTPA, N.C. Gen. Stat. § 75-1.1 et
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seq., requires a showing that (1) defendants committed an unfair or deceptive act or
practice, (2) in or affecting commerce and (3) plaintiff was injured as a result.”
Design Res., Inc. v. Leather Indus. of Am., 2014 U.S. Dist. LEXIS 114950, at *38
(M.D.N.C. Aug. 19, 2014). “Trademark infringement and false designation of origin
are deceptive and unfair acts; if a plaintiff proves a violation of the Lanham Act,
which affected commerce, and injured plaintiff, plaintiff is entitled to summary
judgment on claims brought under North Carolina's UDTP[A].” Shell Trademark
Mgmt. BV & Motiva Enterprises, LLC v. Ray Thomas Petroleum Co., 642 F. Supp.
2d 493, 505 (W.D.N.C. 2009); see also Universal Furniture Int’l, Inc. v. Collezione
Europa USA, Inc., 2007 U.S. Dist. LEXIS 68345, at *44 (M.D.N.C. Sept. 14, 2007),
aff’d, 618 F.3d 417 (4th Cir. 2010) (“Since North Carolina’s [UDTPA] prohibits the
same type of activity that the Lanham Act prohibits in this case, the court finds
that Defendant has violated the [UDTPA].” (citing Polo Fashions, Inc. v. Craftex,
Inc., 816 F.2d 145, 149 (4th Cir. N.C. 1987)). “Treble damages are assessed
automatically upon a violation of N.C. Gen. Stat. § 75-1.1.” Polo Fashions, Inc. v.
Craftex, Inc., 816 F.2d 145, 149 (4th Cir. N.C. 1987).
Here, the Court finds that Defendants’ actions, as outlined above, constitute
unfair and deceptive practices affecting commerce and injuring Plaintiff.
Particularly, the Court is troubled by Defendants’ registration of four additional
infringing domain names and Defendants’ threat to sell and attempted sale of the
initial domain name to third parties subsequent to the Court’s order prohibiting
them from such conduct. The Court determines that Defendants’ conduct which
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entitled Plaintiff to summary judgment on its Lanham Act claims also entitles
Plaintiff to entry of summary judgment in its favor on its N.C. UDTPA claim. See
Universal Furniture Int’l, Inc., 2007 U.S. Dist. LEXIS 68345, at *43. Because the
Court has already chosen, in its discretion, to treble Plaintiff’s damages under the
Lanham Act, Defendants’ violation of the N.C. UDTPA does not change the
damages’ analysis.
C.

Plaintiff’s Motion for Second Preliminary Injunction

Because Plaintiff’s Motion for Second Preliminary Injunction, (Doc. No. 61),
asks for the same relief as requested in its Motion for Summary Judgment, (Doc.
No. 64), the Court DENIES this Motion as moot.
IV.

CONCLUSION
Defendants have been found to have violated the Lanham Act, sections

1114(a), 1125(a), 1125(c) and 1125(d)(1) as well as North Carolina’s UDTPA codified
at N.C. Gen. Stat. § 75-1.1 and 80. Plaintiff is therefore entitled to all remedies
provided for and described above. These remedies include transfer of control of the
five domain names to Plaintiff, as well as the disgorgement of Defendants’ profits,
and an award of court costs as expressly granted by statute. Plaintiff is also
entitled to seek an award of attorney fees under § 1117(a).
IT IS THEREFORE ORDERED THAT:
1. Plaintiff’s Motion for Partial Summary Judgment, (Doc. No. 64), is
GRANTED. Defendants are DIRECTED to PAY Plaintiff $187,848 in
damages and to COMPLY WITH and ABIDE BY the INJUNCTIVE
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ORDERS of this Court as outlined above. Because the Court has
granted summary judgment in Plaintiff’s favor on causes of action 1–4
and 6, and in light of Plaintiff’s stipulation to the Court that it could
dismiss the remaining causes of action if summary judgment was
granted in its favor on its claims under the Lanham Act and N.C.
UDTPA, Plaintiff is hereby DIRECTED to file a STIPULATION OF
DISMISSAL regarding the remaining claims (causes of action 5–6 and
8);
2. Plaintiff’s Motion for Second Preliminary Injunction, (Doc. No. 61), is
DENIED as MOOT; and
3. Plaintiff is ORDERED to file a MOTION FOR ATTORNEY FEES AND
COSTS, with any supporting affidavits and exhibits, within TWENTY
(20) DAYS of this Order.

Signed: June 6, 2019
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