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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name NCS PEARSON, INC.

Granted to Date 04/22/2012

of previous

extension

Address 5601 Green Valley Drive.
Bloomington, MN 55437
UNITED STATES

Correspondence Daniel J. DeVoe

information Assistant General Counsel

NCS Pearson, Inc.

5601 Green Valley Drive.

Bloomington, MN 55437

UNITED STATES

dan.devoe@pearson.com, nancy.pond@pearson.com Phone:(952) 681-3070

Applicant Information

Application No 85012867 Publication date 10/25/2011
Opposition Filing 04/20/2012 Opposition 04/22/2012
Date Period Ends

Applicant

READY, SET, READ, INC.
65 ENTERPRISE

ALISO VIEJO, CA 92656
UNITED STATES

Goods/Services Affected by Opposition

Class 016.

All goods and services in the class are opposed, namely: Educational materials, namely, a series of
books featuring a comprehensive reading program, with each book featuring one or more literary
characters, for enabling the reader to strengthen phonics skills, understand the meaning of words,
and build vocabulary through individual lessons

Grounds for Opposition

Deceptiveness

Trademark Act section 2(a)

False suggestion of a connection

Trademark Act section 2(a)

Priority and likelihood of confusion

Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Application/
Registration No.

NONE Application Date NONE



http://estta.uspto.gov

Registration Date NONE
Word Mark GET READY TO READ

Goods/Services Printed test materials to evaluate early literacy skills, namely the
evaluation of a child's readiness for learning how to read and write;
research-based screening materials include an early literacy manual,
stimulus easel, individual child record forms, screening tool summary
form and kits comprised of all or part of the same; and training video.
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Daniel J. DeVoe/
Name Daniel J. DeVoe
Date 04/20/2012




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Serial No.: 85012867
For the mark: READY, SET, READ
Published in the Official Gazette on: October 25, 2011
)
NCS Pearson, Inc. )
)
Opposer, )
VS. ) Opposition No:
)
Ready, Set, Read, Inc. )
)
Applicant. )
)
NOTICE OF OPPOSITION

This opposition is made to the application of Applicant, Ready, Set, Read, Inc., for
registration of the mark READY, SET, READ, Application Serial No. 85012867, published on
October 25, 2011. Opposer, NCS Pearson, Inc., has obtained one extension of time to oppose,
and the request to extend time to oppose is granted until February 22, 2012.

Opposer, NCS Pearson, Inc., believes it will be damaged by the registration of the mark
shown in the application, and hereby opposes the same. As grounds for its opposition, Opposer
states and alleges as follows:

1. Opposer, NCS Pearson, Inc., is a Minnesota corporation with its principal place of
business located at 5601 Green Valley Drive, Bloomington, Minnesota 55437. Opposer is part
of a global education, assessment and information company and a leader in education and
education technology, providing innovative print and digital education materials for pre-K

through professional learning, student information systems and learning management systems,




teacher professional development, career certification programs, and testing and assessment
products that set the standard for the industry.

g8 On information and belief, Applicant is a California corporation with its principle
place of business located at 65 Enterprise, Alizo Viejo, Californi 92656.

3. Opposer has used the mark GET READY TO READ, continually on or in
connection with printed test materials to evaluate early literacy skills, namely the evaluation of
a child’s readiness for learning how to read and write. The GET READY TO READ research-
based screening materials include an Early Literacy Manual, Stimulus Easel, Individual Child
Record Forms, Screening Tool Summary Form and kits composed of all or part of the same; and
training video, since at least as early as 2003, publishing as Pearson Early Learning. Opposer
has established goodwill in connection with the sale of product under its trademark.

4. Opposer has adopted and has been and now is publishing, advertising, offering for
sale, selling and distributing throughout the United States the early literacy skills test, score and
reporting materials, namely early literacy manual, stimulus easel, individual child record forms,
answer sheet, screening tool, summary form, and kits composed of all or part of the same; and
training video under the trademark GET READY TO READ.

5. Opposer, either directly or indirectly, is providing the goods through highly

accessible websites www.pearsonassessments.com/readytoread.aspx, and

http://getreadytoread.org as a service of the National Center for Learning Disabilities (NCLD).

6. Opposer’s goods are marketed to and used by parents, preschool teachers, child
care providers, psychologists, and other early childhood professionals to evaluate early literacy
skills, namely to evaluate a child’s readiness for learning how to read and write and to help

young children develop the skills they need to be ready to read.




7. On April 13, 2010, Applicant filed an application to register the trademark
READY, SET, READ, Application Serial No. 85012867, on the grounds of Section 1(b) intent-
to-use. The mark was to be used in connection with “Educational materials, namely, a series of
books featuring a comprehensive reading program, with each book featuring one or more
literary characters, for enabling the reader to strength phonics skills, understand the meaning of
words, and build vocabulary through individual lessons.”

8. Opposer believes that that Applicant’s READY, SET, READ mark: (a) is
confusingly similar in appearance, sound and connotation to Opposer’s GET READY TO READ
mark, and (b) is being proposed for use on goods very similar to Opposer’s goods, which would
be offered to, in substantial part, the same potential purchasers in the same markets.

9. Opposer believes that Applicant’s designation READY, SET, READ so
resembles Opposer’s GET READY TO READ mark as to be likely, when used in connection
with the goods of Applicant to cause confusion, or to cause mistake, or to deceive as to
affiliation, connection, or association of Opposer and Applicant, thereby damaging Opposer.

10. Applicant’s intended use of READY, SET, READ, for which registration is
sought in the application opposed herein, is without Opposer’s consent or permission.

11.  Opposer’s rights in GET READY TO READ are superior to those that can be
claimed by Applicant, as Opposer’s use date of its GET READY TO READ mark predates
Applicant’s applicable constructive use date for READY, SET, READ for the goods listed in the
Application.

12. On October 26, 2011, the Application was published for opposition. Opposer
requested and was granted an extension of the deadline to file an opposition by the U.S. Patent

and Trademark Office Trademark Trial and Appeal Board (“TTAB”), which extended the




deadline to file an opposition by ninety days to February 22, 2012. An additional 60-day
extension of time to file a notice of opposition against the above-captioned Mark, with
applicant’s consent, was granted to April 22, 2012. Opposer and Applicant are having ongoing
communications to discuss terms of settlement in this matter. However, these discussion are not
finalized and an extension of time for an additional sixty days, with Applicant’s approval, is set
to expire on April 22, 2012. This Notice of Opposition, filed prior to the expiration of the
extension period, is timely.

WHEREFORE, eventual use and registration by Applicant of the aforesaid trademark for
the aforesaid goods would be damaging to Opposer.

THEREFORE, Opposer, NCS Pearson, Inc., respectfully requests that application Serial
No. 85012867 be rejected and that registration of the mark READY, SET, READ be refused.

Respectfully submitted,

Dated: April 20, 2012 « 2y
Daniel J. DeVoe//
Assistant Genepil Counsel
NCS PEARSON, INC.

5601 Green Valley Drive
Bloomington, Minnesota 55437
Tel.: (952) 681-3070

Fax: (952) 681-3066

E-mail: dan.devoe@pearson.com

Attorney for Opposer




CERTIFICATE OF SERVICE

I hereby certify that a true copy of the NOTICE OF OPPOSITION was served by United
States mail on the attorney of record for Applicant, James C. Yang, Stetina Brunda Garred &
Brucker, Ste. 250, 75 Enterprise, Aliso Viejo, California 92656, by mailing it to the address of

record by first class mail, postage prepaid, this 20th day/of \pril, 2012.
rd % _
s //W )

Daniel J /DeVoe




