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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Blanco GmbH + Co KG
Petitioner,
vs.
Vito Laera
Defendant.

)
)
)
)
)
)
)
)
)

Opposition No. 91204465
(PARENT CASE)
Cancellation No. 92054358
Mark: VLANCO
Registration No. 3,588,180
Mark: VLANCO
Serial No. 85/389,037

PETITIONER’S MOTION FOR LEAVE TO FILE AMENDED NOTICE OF
OPPOSITION
Petitioner, BLANCO GmbH + Co KG, hereby moves the Board for an Order permitting
it to file an Amended Notice of Opposition pursuant to Fed. R. Civ. P. 15(a)(2), 37 C.F.R. §
2.115, and TBMP § 507.02 to include as a ground for opposition that Defendant committed fraud
during the prosecution of U.S. Trademark Application Serial No. 85/389,037 for registration.
In this proceeding, Petitioner seeks to oppose U.S. Trademark Application Serial No.
85/389,037 (“the ‘037 mark”), owned by Defendant. The Notice of Opposition on the grounds
of likelihood of confusion with and dilution of U.S. Trademark Registration No. 1,555,655 was
filed within thirty days of the publication of the ‘037 mark. After filing the Notice of
Opposition, Petitioner, in investigating Defendant’s use of the ‘037 mark, has determined that
fraud is another ground for denying registration of the ‘037 mark. The ‘037 mark covers a
plethora of goods and services, all of which were allegedly first used and first used in commerce
on January 1, 2006. Defendant markets only sinks, faucets, and drains under the ‘037 mark. A
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copy of Defendant’s website evidencing such marketing is appended hereto along with a
proposed Amended Notice of Opposition. No evidence of Defendant’s use the ‘037 mark on all
of the goods and services listed in the application has been found. Defendant does not use the
‘037 mark on all of the goods and services listed in the ‘037 application. Furthermore,
Defendant intended to commit fraud during the prosecution of the ‘037 mark by declaring that
the ‘037 mark was first used on all of the goods and services listed in the application on January
1, 2006. Accordingly, Petitioner has factual grounds to support, as a ground for opposition,
Defendant’s fraudulent prosecution of the registration for the ‘037 mark, as alleged in the
proposed Notice of Opposition appended hereto.
Pursuant to Fed. R. Civ. P. 15(a), leave to amend shall be freely given when justice so
requires, unless entry of the proposed amendment would violate settled law or be prejudicial to
the rights of the adverse party. Polaris Indus. v. DC Comics, 59 U.S.P.Q.2d 1798 (T.T.A.B.
2000). The TTAB has granted leave to amend pleadings with “considerable liberality” in the
past where the circumstances are such that the other party is not prejudiced. Buffett v. Chi-Chi’s,
Inc., 226 U.S.P.Q. 428, 431 (T.T.A.B. 1985) (motion to amend notice of opposition granted;
applicant would not suffer any prejudice due to fact that parties had agreed to several extensions
of time which resulted in proceeding still being in fairly early stage).
Here, Petitioner simply seeks to amend its Notice of Opposition to add a claim to deny
the registration of the ‘037 mark on the legal ground of fraud. Nothing relating to this
amendment would violate settled law. Moreover, this amendment would not prejudice
Defendant in that the parties have yet to even exchange initial disclosures for discovery.
Discovery is not set to close in this proceeding until December 2, 2012, more than five months
from the date of this motion. As such, there is ample time for follow-up discovery. Indeed, it
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would appear substantial evidence relevant to Petitioner’s amendments are in Defendant’s own
custody, control or possession and so Defendant cannot be prejudiced by the amendment.
Petitioner has acted promptly in moving for leave to amend its Notice of Opposition
following the discovery of new evidence that gives rise to legal grounds for its claim. In light
thereof and the fact that Defendant will not be prejudiced thereby, it is respectfully requested that
this Motion for Leave to Amend its Notice of Opposition be granted and that the Amended
Notice of Opposition as provided herewith be accepted and instituted.
Respectfully submitted,

Dated: June 22, 2012

_/Heather A. Siscel /_________
Heather A. Siscel
Joseph T. Jasper
Mark G. Hanley
HANLEY, FLIGHT & ZIMMERMAN, LLC
150 South Wacker Drive, Suite 2100
Chicago, Illinois 60606
Telephone: (312) 580-1020
Attorneys for Petitioner
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CERTIFICATE OF SERVICE
I hereby certify that the above and foregoing MOTION FOR LEAVE TO FILE
AMENDED NOTICE OF OPPOSITION was served upon Defendant by depositing a copy of
same with the United States Postal Service, first class postage prepaid, on this date, addressed to:
Vito Laera
5960 SW 32 Terrace
Fort Lauderdale, FL 33312

Dated: June 22, 2012

_/Heather A. Siscel/_________
Heather A. Siscel
Joseph T. Jasper
Mark G. Hanley
HANLEY, FLIGHT & ZIMMERMAN, LLC
150 South Wacker Drive, Suite 2100
Chicago, Illinois 60606
Telephone: (312) 580-1020
Attorneys for Petitioner
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
BLANCO GmbH + Co KG
Petitioner
vs.
Vito Laera
Defendant.

)
)
)
)
)
)
)
)
)

Opposition No. 91204465
(PARENT CASE)
Cancellation No. 92054358
Mark: VLANCO
Registration No. 3,588,180
Mark: VLANCO
Serial No. 85/389,037

AMENDED NOTICE OF OPPOSITION
On March 27, 2012, BLANCO GmbH + Co KG (hereinafter “BLANCO”), filed an
Amended Counterclaim in Cancellation Proceedings 92054358 to add this Notice of Opposition.
The Amended Counterclaim is incorporated herein by reference in its entirety.
This is a Notice of Opposition against U.S. Trademark Application No. 85/389,037 for
“VLANCO,” owned by the Defendant, on the grounds of likelihood of confusion with and
dilution of U.S. Trademark Registration No. 1,555,655 for “BLANCO.”
FACTS
1.

BLANCO is the owner of Trademark Reg. No. 1,555,655 for the mark BLANCO.

2.

Reg. No. 1,555,655 was registered on September 12, 1989.

3.

Reg. No. 1,555,655 covers:
International Class 011 for basins, sinks and faucets, first used on August 2, 1963,
and first used in commerce on November 30, 1982; and
International Class 021 for bowls, drain boards, colanders, chopping boards and
sieves, first used on August 2, 1963, and first used in commerce on November 30,
1982.
1
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4.

Defendant, Vito Laera, is the owner of U.S. Trademark Application No.

85/389,037 for the mark VLANCO (the “pending VLANCO mark”).
5.

The pending VLANCO mark was published on February 28, 2012.

6.

The pending VLANCO mark covers:
International Class 006 for metal clasps for sinks and faucets, metal clip for sinks
and faucets, metal closures for sinks and faucets, metal fasteners mainly to hold
up sinks, namely, bolts, screws and angles, metal hangers for sinks, metal hose
clips for faucets, metal hoses for plumbing use, metal pipes for liquid and gas
transfer, metal slides for sink fastener, and others, allegedly first used on January
1, 2006, and allegedly first used in commerce on January 1, 2006;
International class 020 for bathroom furniture, bathroom vanities, and others,
allegedly first used on January 1, 2006, and allegedly first used in commerce on
January 1, 2006;
International class 035 for offering business management assistance in the
establishment and/or operation of building materials and plumbing products, retail
building supply store services featuring building and construction products and
components, retail outlets featuring building and construction products and
components, retail store and on-line retail store services featuring building and
construction products and components, retail building and construction products
and components stores, wholesale and retail store services and on-line retail and
wholesale store services featuring building and construction products and
components, wholesale and retail store services featuring building and
construction products and components, wholesale stores featuring building and
construction products and components, and others, allegedly first used on January
1, 2006, and allegedly first used in commerce on January 1, 2006; and
International class 037 for plumbing, plumbing and gas and water installation,
plumbing contractor services, plumbing services, and others, allegedly first used
on January 1, 2006, and allegedly first used in commerce on January 1, 2006.

7.

The BLANCO mark was and has been famous prior to the first use of the pending

VLANCO mark.
8.

Based at least on the fame of the BLANCO mark, Defendant was aware of the

BLANCO mark when he started using the pending VLANCO mark and that he intentionally
adopted the pending VLANCO mark to trade on the goodwill associated with the use of the
BLANCO mark.
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9.

To the best of BLANCO’s knowledge, the correspondence address for Vito Laera

is 5960 SW 32 Terrace, Fort Lauderdale, FL 33312.
10.

The original Notice of Opposition was filed within 30 days after the publication

of the pending VLANCO mark.
11.

BLANCO has a priority of use in the mark BLANCO that is prior to Mr. Laera’s

rights in the pending VLANCO mark.
12.

The pending VLANCO mark should not be registered under the Trademark Act §

2(d), 15 U.S.C. § 1052(d) because the pending VLANCO mark so resembles the mark BLANCO
as to be likely, when used on or in connection with the goods or services of the pending
VLANCO mark (e.g., metal closures for sinks and faucets, bathroom vanities, on-line retail store
services featuring building and construction products and components, plumbing, and others), to
cause confusion, or to cause mistake, or to deceive.
13.

The pending VLANCO mark should not be registered under the Trademark Act §

43(c), 15 U.S.C. § 1025(c), 15 U.S.C. § 1052(f) because the pending VLANCO mark would
cause and/or causes dilution of the BLANCO mark.
14.

The likelihood of confusion, mistake, and deceit and the dilution created by the

pending VLANCO mark will damage and/or will continue to damage BLANCO.
15.

Defendant has committed a fraud on the USPTO in prosecuting the pending

VLANCO mark by filing U.S. Trademark Application Serial No. 85/389,037 under Section 1(a)
alleging a plethora of goods and services that are covered by the mark and that the listed goods
and services were first used and first used in commerce on January 1, 2006.
16.

Upon information and belief, Defendant markets only sinks, faucets, and drains

under the pending VLANCO mark.
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17.

On information and belief, the ‘037 application was knowingly false because

Defendant does not use the pending VLANCO mark on each of the goods and services listed in
the ‘037 application and has not used the pending VLANCO mark on each of the goods and
services listed in the ‘037 application since January 1, 2006.
18.

Defendant filed the ‘037 application, knowingly making material

misrepresentations regarding the goods and services of the application and the use of the goods
and services, with the intent to deceive the USPTO in order to procure registration of the pending
VLANCO mark for all of the goods and services identified therein.
19.

Because of the fraud committed on the USPTO in prosecuting the pending

VLANCO mark, the pending VLANCO mark should be denied registration.
20.

The foregoing facts show that the BLANCO has a real interest and a direct and

personal stake in the registration of the pending VLANCO mark and a reasonable basis for its
belief that it would suffer damage if the mark is registered.
PRAYER FOR RELIEF
WHEREFORE, BLANCO respectfully requests that the Opposition be granted.
Respectfully submitted,

Dated: June 22, 2012

_/ Heather A. Siscel/_________
Heather A. Siscel
Joseph T. Jasper
Mark G. Hanley
HANLEY, FLIGHT & ZIMMERMAN, LLC
150 South Wacker Drive, Suite 2100
Chicago, Illinois 60606
Telephone: (312) 580-1020
Attorneys for Petitioner
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CERTIFICATE OF SERVICE
I hereby certify that the above and foregoing AMENDED NOTICE OF OPPOSITION
was served upon Counterclaim Defendant by depositing a copy of same with the United States
Postal Service, first class postage prepaid, on this date, addressed to:
Vito Laera
5960 SW 32 Terrace
Fort Lauderdale, FL 33312

Dated: June 22, 2012

_/ Heather A. Siscel/_________
Heather A. Siscel
Joseph T. Jasper
Mark G. Hanley
HANLEY, FLIGHT & ZIMMERMAN, LLC
150 South Wacker Drive, Suite 2100
Chicago, Illinois 60606
Telephone: (312) 580-1020
Attorneys for Petitioner
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