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By the Trademark Trial and Appeal Board:

This case now comes before the Board for consideration of opposer’s
motion (filed February 28, 2014) for discovery sanctions in the form of judgment
under Trademark Rule 2.120(g)(1). The motion is fully briefed.!

In support of its motion, opposer maintains that it served its first set of
written discovery requests upon applicant on or about May 30, 2012, and
thereafter served its second set of written discovery requests on September 13,
2013. Opposer further maintains that applicant has yet to provide responses to
any of its outstanding written discovery even though the Board, by order dated
December 31, 2013, allowed the parties until January 15, 2014 in which to
respond to any outstanding discovery. Given applicant’s alleged failure to

respond to opposer’s outstanding document requests and interrogatories by

1 Appearance of counsel on behalf of applicant filed on May 16, 2014 is noted. Board
records have been updated accordingly.
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January 15, 2014, in contravention of the Board’s December 31, 2013, order,
opposer requests that the Board impose sanctions on applicant, including
striking applicant’s pleading and entering judgment against applicant in
opposer’s favor.

In response, applicant contends that its responses to opposer’s discovery
requests became overdue during January and February 2014 while the parties
were still making an effort to settle this matter, in order to save legal fees.
Applicant further maintains that, although the parties had expected to reach
settlement during this time period, they were unable to do so due to alleged
scheduling problems. In view of the foregoing, applicant requests an extension
until March 18, 2014 in which to respond to opposer’s outstanding discovery
requests. Additionally, applicant requests that the discovery period be extended
for sixty days so that the parties can take any needed discovery depositions.

In reply, opposer argues that applicant’s response to opposer’s motion for
sanctions does not respond to the issues raised in its motion for sanctions,
namely, applicant’s failure to comply with the Board’s December 31, 2013, order
and its discovery obligations thereunder. Instead, opposer contends that
applicant inserts mischaracterized and confidential settlement discussions into
the record and asks for an extension of time to discuss settlement.
Decision

Under Trademark Rule 2.120(g)(1), if a party fails to comply with a Board

order compelling discovery, the Board may order appropriate sanctions as
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defined in that rule and in Fed. R. Civ. P. 37(b)(2), including entry of judgment.
See MHW Ltd. v. Simex, Aussenhandelsgesellschaft Savelsberg KG, 59 USPQ2d
1477 (TTAB 2000); TBMP Section 527.01(a) (3d ed. rev. 2 2013). The sanctions
which may be entered by the Board pursuant to Rule 2.120(g)(1) include striking
all or part of the pleadings of the disobedient party; refusing to allow the
disobedient party to support or oppose designated claims or defenses; prohibiting
the disobedient party from introducing designated matters in evidence; and
entering judgment against the disobedient party. See TBMP Section 527.01(a)
(3d ed. rev. 2 2013). Furthermore, a motion for sanctions for failure to comply with
an order of the Board lies only when the Board has entered an order relating to
discovery (i.e., an order compelling discovery or a protective order) and the order has
been violated. Id.

In this instance, however, the Board has not issued a discovery order
compelling applicant to respond to any outstanding discovery and which has
been violated by applicant. The Board’s December 31, 2013, order, upon which
opposer bases its motion for discovery sanctions, granted opposer’s previously-
filed motion to extend the close of discovery and in doing so allowed the parties
until January 15, 2014 in which to respond to any outstanding discovery. This
allotment of time, however, merely functioned as a scheduling order and not a

discovery order to compel responses to any outstanding discovery. See, e.g., See
MacMillan Bloedel Ltd. v. Arrow-M Corp., 203 USPQ 952, 953-54 (TTAB 1979)

(Board did not issue order compelling discovery but had only resumed proceedings
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after apparent failure of settlement negotiations and reset time to respond to
discovery).

Accordingly, to the extent opposer’s motion seeks judgment as a sanction
under either Trademark Rule 2.120(g)(1) or Fed. R. Civ. P. 37(b)(2), the motion is
DENIED as procedurally premature.

As a final matter, the Board notes that on May 16, 2014, applicant filed a
communication with the Board advising that it has now served its responses to
opposer’s second set of document requests and opposer’s second set of
interrogatories.2 To the extent opposer finds that applicant’s responses are
deficient, and only after a good faith effort to resolve any dispute regarding any
potential deficiencies in applicant’s responses, opposer may then file a motion to

compel appropriate responses for the Board’s consideration.3

Trial Schedule

Proceedings are hereby resumed. Trial dates are reset as follows:

Discovery Closes* 6/30/2014
Plaintiff's Pretrial Disclosures Due 8/14/2014
Plaintiff's 30-day Trial Period Ends 9/28/2014

2 It remains unclear, based upon the record of this case, whether applicant has
responded to opposer’s first set of written discovery. To the extent applicant has yet
to provide its responses to opposer’s first set of written discovery, applicant is
allowed until June 16, 2014 in which to do so. This allotment of time, however,
serves only as a scheduling order and not an order to compel discovery.

3 The parties are advised that a motion to compel must be filed prior to the
commencement of opposer’s testimony period, as originally set or as reset. See
Trademark Rule 2.120(e)(1).

4 Applicant’s construed cross-motion to extend the close of discovery by sixty days is
DENIED inasmuch as applicant, based upon the record, has failed to demonstrate
sufficient good cause to warrant a sixty-day extension. By this order, however, the
Board has afforded the parties additional time for discovery above and beyond the
amount of time remaining in discovery as of the time opposer filed its motion for
discovery sanctions.
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Defendant's Pretrial Disclosures Due 10/13/2014
Defendant's 30-day Trial Period Ends 11/27/2014
Plaintiff's Rebuttal Disclosures Due 12/12/2014

Plaintiff's 15-day Rebuttal Period Ends 1/11/2015

In each instance, a copy of the transcript of testimony, together with
copies of documentary exhibits, must be served on the adverse party within
thirty days after completion of the taking of testimony. Trademark Rule
2.125.

Briefs shall be filed in accordance with Trademarks Rules 2.128(a) and
(b). An oral hearing will be set only upon request filed as provided by

Trademark Rule 2.129.



