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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Grey Global Group Inc.
Granted to Date 02/05/2012
of previous
extension
Address 200 Fifth Avenue
New York, NY 10010
UNITED STATES
Attorney Robert A. Becker
information Fross Zelnick Lehrman & Zissu

866 United Nations Plaza

New York, NY 10017

UNITED STATES

rbecker@frosszelnick.com Phone:212-813-5900

Applicant Information

Application No 85005385 Publication date 08/09/2011
Opposition Filing 02/06/2012 Opposition 02/05/2012
Date Period Ends

Applicant

Turnkey Intelligence, LLC
Suite 8 9 Tanner Street
Haddonfield, NJ 08033
UNITED STATES

Goods/Services Affected by Opposition

Class 035.

All goods and services in the class are opposed, namely: sales lead generation, management and
reporting services; marketing database services, namely, the creation and management of on-line
marketing databases; customer relationship management services and customer relationship
management consulting services

Class 042.

All goods and services in the class are opposed, namely: computer services, namely, hosting
computer software for creating on-line searchable marketing databases

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 3301850

No.

Application Date

10/24/2005



http://estta.uspto.gov

Registration Date | 10/02/2007 Foreign Priority NONE
Date

Word Mark G2

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1993/11/00 First Use In Commerce: 1993/11/03
Creating corporate and brand identity for others

U.S. Registration | 3318031 Application Date 07/06/2006

No.

Registration Date | 10/23/2007 Foreign Priority NONE
Date

Word Mark G2

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1993/11/03 First Use In Commerce: 1993/11/03
advertising, marketing and promotion services; arranging and conducting
marketing promotional events for others; development of marketing strategies
and concepts; creating corporate and brand identities for others; brand strategy
consulting services, conducting research analysis and meetings to develop
brand strategies

Class 042. First use: First Use: 2000/00/00 First Use In Commerce: 2000/00/00

consulting services in connection with package and product design

U.S. Registration | 3727095 Application Date 02/15/2008

No.

Registration Date | 12/22/2009 Foreign Priority NONE
Date

Word Mark

G2




Design Mark

Description of NONE
Mark

Goods/Services Class 035. First use: First Use: 1993/11/03 First Use In Commerce: 1993/11/03

Advertising, marketing and promotion services and related consulting services;
arranging and conducting marketing and promotional events for others;
development of marketing strategies and concepts; creating corporate and
brand identities for others; brand strategy consulting services; advertising
services, namely, creating corporate concepts, brand strategy, and brand
identities for others; conducting market research and analysis to develop brand
strategies; conducting market research and analysis to evaluate consumer
needs and develop marketing strategies; creating behavioral models,
segmentation analyses and relationship campaigns for advertising and
marketing purposes; creation and management of customer loyalty programs,
for commercial, promotional and/or advertising purposes; creating brand
strategy and brand identities for others: conducting market research and
assessing the marketplace; creating interactive models used to advertise,
market and promote the goods and services of others; creation of marketing
tools designed to increase a client company's knowledge of customer needs;
conducting field studies to assess markets and analyze product placement;
monitoring retailers of products to ensure compliance with marketing and
promotional campaigns; developing brand strategies and brand identities for
others; conducting market research and analysis to develop and assess brand
strategies; creation of marketing tools designed to increase a client company's
knowledge of customer needs; monitoring and analyzing user information at
websites for others for marketing and advertising purposes

Class 042. First use: First Use: 2000/00/00 First Use In Commerce: 2000/00/00

Assessment and selection of marketing software for use by others; consulting
services in connection with package and product design; packaging and product
design and related consulting services; designing and developing websites for
others; hosting and managing databases of others in the fields of marketing and
advertising
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.



Signature

/Robert Becker/

Name

Robert A. Becker

Date

02/06/2012




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/005,385
Trademark; G-2 PROSPECTOR and Design
Opposer’s Ref.: GYA USA TC-11/07441

X
GREY GLOBAL GROUP INC,, ’
Opposer,
\Z
TURNKEY INTELLIGENCE, LLC, Opposition No.
Applicant. :
. X
NOTICE OF OPPOSITION

N

Opposer, Grey Global Group Inc., a Delaware corporation with an address at 200 Fifth
Avenue, New York, NY 10010-3372, believes that it will be damaged by registration of the

mark G-2 PROSPECTOR and Design, which is the subject of Application Serial No.

85/005,385, published in the Official Gazette of August 9, 2011, and hereby opposes that

application.
As grounds for the opposition, Opposer alleges as follows:

1. Opposer is the owner of the trademark G2, which it has used in connection with
advertising and marketing services, and of all common law rights and associated goodwill in that
trademark. Opposer has continuously used that mark in commerce for those services since at

least as early as November 3, 1993.

P Opposer owns U.S. Reg. No. 3,301,850 for the mark G2 for “creating corporate

and brand identity for others” in Class 35, based on first use in commerce on November 3, 1993,

(F0952632.1 )



A printout from the TARR database relating to this registration, which issued on October 2,
2007, is attached hereto as Exhibit A. This registration is valid, subsisting, and in full force and
effect, and is evidence of Opposer’s exclusive rights to use the mark in connection with the

services listed, pursuant to 15 U.S.C. §§ 1057 and 1115.

3. Opposer owns U.S. Rf:g. No. 3,318,031 for the mark G2 for “advertising,
marketing and promotion services; arranging and conducting marketing promotional events for
others; development of marketing strategies and concepts; creating corporate and brand identities
for others; brand strategy consulting services, conducting research analysis and meetings to
develop brand strategies” in Class 35 and “consulting services in connection with package and
product design” in Class 42, based on first use in commerce dates of November 3, 1993 for Class
35 and 2000 for Class 42. A printout from the TARR database relating to this registration,
which issued on October 23, 2007, is attached hereto as Exhibit B. This registration is valid,
subsisting, and in full force and effect, and is evidence of Opposer’s exclusive rights to use the

mark in connection with the services listed, pursuant to 15 U.S.C. §§ 1057 and 1115.

4. Opposer owns U.S. Rég. No. 3,727,095 for the mark G2 for ”Advertising,
marketing and promotion services and related consulting services; arranging and conducting
marketing and promotional events for others; development of marketing strategies a nd concepts;
creating corporate and brand identities for others; brand strategy consulting services; advertising
services, namely, creating corporate concepts, brand strategy, and brand identities for others;
conducting market research and analysis to develop brand strategies; conducting market research
and analysis to evaluate consumer needs and develop marketing strategies; creating behavioral
models, segmentation analyses and relationship campaigns for advertising and marketing
purposes; creation and management of customer loyalty programs, for commercial, promotional

and/or advertising purposes; creating brand strategy and brand identities for others: conducting

{F0952632.1 } 2



market research and assessing the ma"rketplace; creating interactive models used to advertise,
market and promote the goods and services of others; creation of marketing tools designed to
increase a client company’s knowledge of customer needs; conducting field studies to assess
markets and analyze product placement; monitoring retailers of products to ensure compliance
with marketing and promotional campaigns; developing brand strategies and brand identities for
others; conducting market research and an;‘l!}‘/sis to develop and assess brand strategies; creation
of marketing tools designed to increase a client company’s knowledge of customer needs;
monitoring and analyzing user information at websites for others for marketing and advertising
purposes” in Class 35 and “Assessment and selection of marketing software for use by others;
consulting services in connection with package and product design; packaging and product
design and related consulting servicé”s{; designing and developing websites for others; hosting and
managing databases of others in the fields of marketing and advertising” in Class 42, based on
first use in commerce dates of November 3, 1993 for Class 35 and 2000 for Class 42. A printout
from the TARR database relating to this registration, which issued on December 22, 2009, is
attached hereto as Exhibit C. This registration is valid, subsisting, and in full force and effect,

and is evidence of Opposer’s exclusive rights to use the mark in connection with the services

listed, pursuant to 15 U.S.C. §§ 1057 and 1115.

5. Opposer has invested a substantial amount of time, effort, and money advertising
and promoting Opposer’s G2 mark. By virtue of the extensive use and promotion of that mark,
and the sale and promotion of servicgé under that mark, Opposer’s G2 mark has come to be
recognized as identifying services finding their origin exclusively in or otherwise associated with
Opposer. Opposer’s G2 mark has become distinctive of Opposer’s services, and represents

enormous goodwill of Opposer.

(F0952632.1 3



6. On April 2, 2010, Applicant filed intent-to-use application Ser. No. 85/005,385 to
register the mark G-2 PROSPECTOR and Design (with G-2 disclaimed) for “sales lead
generation, management and reporting services; marketing database services, namely, the
creation and management of on-line marketing databases; customer relationship management
services and customer relationship ménagement consulting services” in Class 35 and “computer
services, namely, hosting computer software for creating on-line searchable marketing

databases” in Class 42.

7. On information and belief, Applicant did not use the mark G-2 PROSPECTOR

and Design prior to April 2, 2010.

8. The mark G-2 PROSPECTOR and Design sought to be registered by Applicant
for the covered services in Classes 35 and 42 is so similar to Opposer’s G2 mark for services in
Classes 35 and 42 as to be likely to cause confusion or to cause mistake or to deceive.
Applicant’s mark begins with G-2, which is aurally identical to and visually almost identical to
Opposer’s G2 mark. The subject'apiﬁffication and Opposer’s registrations both cover marketing

services or are otherwise related.

9. Use of the mark sought to be registered by Applicant is likely to cause confusion
or to cause mistake or to deceive the public by reason of Opposer’s previously-used and
registered mark, by creating the mistaken belief that Applicant’s services are approved,
endorsed, or sponsored by Opposer, or that Opposer is the source of Applicant’s services, or that
the services of Applicant are in some other way associated with Opposer, all to Opposer’s grave

injury and harm.

(F0952632 1} 4



WHEREFORE, Opposer respectfully requests that its opposition be sustained and the
application to register the mark G-2 PROSPECTOR and Design, Serial No. 85/005,385, be

denied.

Dated: New York, New York
February 6, 2012

Respectfully submitted,

FROSS ZELNICK LEHRMAN
& ZISSU, P.C,

o P B

" Robert A. Becker
Attorneys for Opposer
866 United Nations Plaza
New York, New York 10017
(212) 813-5900

(FO952632.1 } 5



CERTIFICATE OF SERVICE

[ hereby certify that I caused a copy of the NOTICE OF OPPOSITION to be served by
prepaid, first-class mail on this 6th day of February, 2012, upon applicant’s attorney, Elizabeth

A. Walker, Esq., Choate Hall & Stewart LLP, Two International Place, Boston, MA 02110.

Robert A. Becker

(FO9S2632 1 ) 6



Exhibit A



Latest Status Info http://tarr.uspto.gov/tarr?regser=registration&entry=3,301,850+&act...

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2012-02-06 10:34:10 ET

Serial Number: 78739029 Assignment Information Trademark Document Retrieval

Registration Number: 3301850

G2

(words only): G2
Standard Character claim: Yes

Current Status: Registered. The registr'attion date is used to determine when post-registration
maintenance documents are due.

Date of Status: 2007-10-02

Filing Date: 2005-10-24

Transformed into a National Application: No
Registration Date: 2007-10-02

Register: Principal

Law Office Assigned: LAW OFFICE 108

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2007-10-02

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Grey Global Group Inc.

1 of3 2/6/2012 10:34 AM



Latest Status Info

20f3

Address:

Grey Global Group Inc.

200 Fifth Avenue

New York, NY 100103372

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

http://tarr.uspto.gov/tarr?regser=registration&entry=3,301,850+&act...

GOdDS AND/OR SERVICES

International Class: 035

Class Status: Active

Creating corporate and brand identity for others
Basis: 1(a)

First Use Date: 1993-11-00

First Use in Commerce Date: 1993-11-03

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document

Retrieval' shown near the top of this page.

2009-11-13 - Applicant/Correspondence Changes (Non-Responsive) Entered

2009-11-13 - TEAS Change Of Owner Address Received
2007-10-02 - Registered - Principal Register

2007-07-17 - Published for opposition

2007-06-27 - Notice of publication

2007-06-11 - Law Office Publication Review Completed
2007-06-08 - Approved for Pub - Principal Register (Initial exam)

2007-06-05 - Amendment From Applicant Entered

2/6/2012 10:34 AM



Latest Status Info

3 of3

2007-06-05 - Communication received _from applicant
2007-06-01 - PAPER RECEIVED

2007-02-23 - Report Completed Suspension Check Case Still Suspended
2007-02-23 - Assigned To LIE

2006-08-14 - Letter of suspension mailed

2006-08-13 - Suspension Letter Written

2006-08-09 - Amendment From Applicant Entered
2006-08-03 - Communication received from applicant
2006-08-03 - PAPER RECEIVED

2006-04-27 - Non-final action mailed

2006-04-27 - Non-Final Action Written;f

2006-04-26 - Assigned To Examiner

2005-10-27 - New Application Entered In Tram

http://tarr.uspto.gov/tarr?regser=registration&entry=3,301,850+&act...

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Lawrence E. Apolzon, Esq.

Correspondent

Lawrence E. Apolzon

Fross Zelnick Lehrman & Zissu, P.C.
866 United Nations Plaza

New York NY 10017

Phone Number: 212-813-5900

Fax Number: 212-813-5901

2/6/2012 10:34 AM



Exhibit B



Latest Status Info http://tarr.uspto.gov/tarr?regser=registration&entry=3,318,03 1 +&act...

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2012-02-06 10:34:41 ET

Serial Number: 78923658 Assignment Information Trademark Document Retrieval

Registration Number: 3318031

Mark

G2

(words only): G2
Standard Character claim: Yes

Current Status: Registered. The registration date is used to determine when post-registration
maintenance documents are due.

Date of Status: 2007-10-23

Filing Date: 2006-07-06

Transformed into a National Application: No
Registration Date: 2007-10-23

Register: Principal

Law Office Assigned: LAW OFFICE 113

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2007-10-23

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Grey Global Group Inc.

1 of 4 2/6/2012 10:34 AM



Latest Status Info http://tarr.uspto. gov/tarr?7regser=registration&entry=3,318,03 1 +&act...

Address:

Grey Global Group Inc.

200 Fifth Avenue

New York, NY 100103372

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

International Class: 035

Class Status: Active

advertising, marketing and promotion services; arranging and conducting marketing promotional
events for others; development of marketing strategies and concepts; creating corporate and brand
identities for others; brand strategy consulting services, conducting research analysis and meetings to
develop brand strategies

Basis: 1(a)

First Use Date: 1993-11-03

First Use in Commerce Date: 1993-11-03

International Class: 042

Class Status: Active

consulting services in connection with package and product design
Basis: 1(a)

First Use Date: 2000-00-00

First Use in Commerce Date: 2000-00-00

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to ""Trademark Document
Retrieval' shown near the top of this page.

2009-11-13 - Applicant/Correspondence Changes (Non-Responsive) Entered
2009-11-13 - TEAS Change Of Owner Address Received

2007-10-23 - Registered - Principal Register

20f4 2/6/2012 10:34 AM



Latest Status Info

3 of4

2007-08-07 - Published for opposition

2007-07-18 - Notice of publication

2007-07-02 - Law Office Publication Review Completed
2007-06-25 - Approved for Pub - Principal Register (Initial exam)
2007-06-05 - Amendment From Applicant Entered
2007-06-05 - Communication received from applicant
2007-06-01 - PAPER RECEIVED

2007-02-13 - Letter of suspension mailed

2007-02-12 - Suspension Letter Written

2007-01-26 - Amendment From Applicant Entered
2007-01-26 - Communication received from applicant
2007-01-25 - Assigned To LIE

2006-12-26 - PAPER RECEIVED

2006-12-08 - Non-final action mailed '

2006-12-07 - Non-Final Action Written

2006-12-06 - Assigned To Examiner

2006-07-12 - Notice Of Pseudo Mark Mailed

2006-07-11 - New Application Entered In Tram

http://tarr.uspto.gov/tarrregser=registration&entry=3,318,03 I+&act...

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Lawrence E. Apolzon

Correspondent

Lawrence E. Apolzon

Fross Zelnick Lehrman & Zissu, P.C.
866 United Nations Plaza

New York NY 10017

Phone Number: 212-813-5900

2/6/2012 10:34 AM



Latest Status Info http://tarr.uspto.gov/tarr 7regser=registration&entry=3,318,03 1 +&act...

Fax Number; 212-813-5901

4 of4 2/6/2012 10:34 AM



Exhibit C



Latest Status Info http://tarr.uspto.gov/tarr?regser=registration&entry=3,727,095+&act...

Thank you for your request. Here are the latest results from the TARR web server,

This page was generated by the TARR system on 2012-02-06 10:35:40 ET

Serial Number: 77398469 Assignment Information Trademark Document Retrieval

Registration Number: 3727095

Mark

G2

(words only): G2
Standard Character claim: Yes

Current Status: Registered. The registration date is used to determine when post-registration
maintenance documents are due.

Date of Status: 2009-12-22

Filing Date: 2008-02-15

Transformed into a National Application: No
Registration Date: 2009-12-22

Register: Principal

Law Office Assigned: LAW OFFICE 115

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2009-12-22

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Grey Global Group Inc.

1 of4 2/6/2012 10:35 AM



Latest Status Info http://tarr.uspto.gov/tarr ?regser=registration&entry=3,727,095+&act...

Address:

Grey Global Group Inc.

200 Fifth Avenue

New York, NY 100103372

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

International Class: 035

Class Status: Active

Advertising, marketing and promotion services and related consulting services; arranging and
conducting marketing and promotional events for others; development of marketing strategies and
concepts; creating corporate and brand identities for others; brand strategy consulting services;
advertising services, namely, creating corporate concepts, brand strategy, and brand identities for
others; conducting market research and analysis to develop brand strategies; conducting market
research and analysis to evaluate consumer needs and develop marketing strategies; creating
behavioral models, segmentation analyses and relationship campaigns for advertising and marketing
purposes; creation and management of customer loyalty programs, for commercial, promotional
and/or advertising purposes; creating brand strategy and brand identities for others: conducting market
research and assessing the marketplace; creating interactive models used to advertise, market and
promote the goods and services of others; creation of marketing tools designed to increase a client
company's knowledge of customer needs; conducting field studies to assess markets and analyze
product placement; monitoring retailers of products to ensure compliance with marketing and
promotional campaigns; developing brand strategies and brand identities for others; conducting market
research and analysis to develop and assess brand strategies; creation of marketing tools designed to
increase a client company's knowledge of customer needs; monitoring and analyzing user information
at websites for others for marketing and advertising purposes

Basis: 1(a)

First Use Date: 1993-11-03

First Use in Commerce Date: 1993-11-03

International Class: 042 ! i

Class Status: Active

Assessment and selection of marketing software for use by others; consulting services in connection
with package and product design; packaging and product design and related consulting services;
designing and developing websites for others; hosting and managing databases of others in the ficlds of
marketing and advertising

Basis: 1(a)

First Use Date: 2000-00-00

First Use in Commerce Date: 2000-00-00

ADDITIONAL INFORMATION

Prior Registration Number(s):
3301850

20f4 2/6/2012 10:35 AM



Latest Status Info

3 of4

3318031

http://tarr.uspto.gov/tarr?regser=registration&entry=3,727,095+&act...

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document

Retrieval'' shown near the top of this page.

2009-12-22 - Registered - Principal Register

2009-11-13 - Applicant/Correspondence Changes (Non-Responsive) Entered

2009-11-13 - TEAS Change Of Owner Address Received
2009-10-06 - Published for opposition

2009-09-16 - Notice of publication

2009-09-02 - Law Office Publication Review Completed
2009-08-29 - Approved for Pub - Principal Register (Initial exam)
2009-08-27 - Examiner's amendment maliled

2009-08-26 - Examiner's Amendment Entered

2009-08-26 - Examiners Amendment - Written

2009-08-25 - Previous Allowance Count Withdrawn

2009-08-10 - Withdrawn From Pub - Og Review Quer};
2009-07-30 - Law Office Publication Review Completed
2009-07-29 - Assigned To LIE

2009-07-13 - Approved for Pub - Principal Register (Initial exam)
2009-06-19 - LIE Checked Susp - To Atty For Action
2009-06-06 - Teas/Email Correspondenéé Entered

2009-06-05 - Communication received from applicant

2009-06-05 - TEAS Response To Suspension Inquiry Received

2/6/2012 10:35 AM



Latest Status Info

4 of 4

2008-12-12 - Letter of suspension mailed

2008-12-11 - Suspension Letter Written

2008-11-18 - Amendment From Applicant Entered
2008-11-18 - Communication received from applicant
2008-11-17 - PAPER RECEIVED

2008-05-30 - Non-final action mailed

2008-05-29 - Non-Final Action Written

2008-05-27 - Assigned To Examiner

2008-03-18 - Applicant amendment prior to exam entered
2008-03-18 - Assigned To LIE

2008-02-22 - TEAS Voluntary Amendment Received
2008-02-22 - Notice Of Pseudo Mark Mailed

2008-02-21 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

http://tarr.uspto.gov/tarrregser=registration&entry=3,727,095+&act...

Attorney of Record
Lawrence E. Apolzon

Correspondent

Lawrence E. Apolzon

Fross Zelnick Lehrman & Zissu, P.C.
866 United Nations Plaza

New York NY 10017

Phone Number: 212-813-5900

Fax Number: 212-813-5901

2/6/2012 10:35 AM



