UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451
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Opposition No. 91203260
Action Products, Inc.
V.

Serta Inc.

Before Cataldo, Bergsman and Wellington.
Administrative Trademark Judges.

By the Board:

On October 26, 2010, Serta Inc. (applicant) filed an application, based on
intent-to-use under Trademark Act § 1(b), to register the mark COOL ACTION
(standard characters) for:

“foam, namely, visco-elastic foam sold as an integral component of pillows,

furniture, mattress toppers, office chair seats, and bed headboards” in

International Class 20, and

“foam, namely, visco-elastic foam sold as an integral component of
mattresses, mattress pads, and crib mattresses” in International Class 25.

Action Products, Inc. (opposer) opposes registration of the mark on the
ground of priority and likelihood of confusion pursuant to Trademark Act § 2(d),

pleading ownership of three registrations for the marks:!

1 Opposer submitted with its notice of opposition printouts of its pleaded
registrations from the Office’s TARR (Trademark Application and Registration
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1) ACTION (standard characters) for “pads and/or cushions for beds,
chairs, operating tables, and bassinets” in International Class 20;2

2) ACTION (shown below) for “pads and/or cushions for beds, chairs,
operating tables, and bassinets” in International Class 20;3 and

ANIZN

3) ACTION (standard characters) for “elastomeric shoe insoles” in
International Class 25, and “elastomeric hand exercisers” 1in
International Class 28.4

Opposer filed a motion for summary judgment pursuant to Fed. R. Civ. P.

56 with respect to priority and likelihood of confusion. The motion is fully-
briefed.

Also before the Board are the following fully-briefed motions:

1) applicant’s June 10, 2014 motion to strike additional materials relied
on by opposer in its reply brief on its motion for summary judgment;

and

2) opposer’s February 27, 2014 motion for leave to file an amended
pleading.5

Opposer’s motion for summary judgment

Summary judgment is appropriate where the movant shows that there
1s no genuine dispute as to any material fact and that it is entitled to

judgment as a matter of law. Fed. R. Civ. P. 56(a). A party asserting that a

Retrieval) system. Accordingly, the registrations are of record for all purposes. See
Trademark Rule 2.122(d)(1); TBMP § 528.05(d) (2014).

TARR has since been replaced by TSDR - Trademark Status and Document
Retrieval.
2 Registration No. 1346201, registered July 2, 1985; first renewal September 9, 2005.
3 Registration No. 1346202, registered July 2, 1985; first renewal September 12,
2005.
4 Registration No. 1398590 registered June 24, 1986; first renewal August 9, 2006.
5 The motion for leave to amend is unrelated to the motion for summary judgment.
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fact cannot be true or is genuinely disputed must support its assertion by
either 1) citing to particular parts of materials in the record, or 2) showing
that the materials cited do not establish the absence or presence of a genuine
dispute, or that an adverse party cannot produce admissible evidence to
support the fact. See Fed. R. Civ. P. 56(c). A factual dispute is genuine if, on
the evidence of record, a reasonable fact finder could resolve the matter
in favor of the non-moving party. See Opryland USA Inc. v. Great Am. Music
Show Inc., 970 F.2d 847, 23 USPQ2d 1471, 1472 (Fed. Cir. 1992); Olde Tyme
Foods, Inc. v. Roundy’s, Inc., 961 F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cir.
1992).

The party seeking judgment in its favor carries the burden of proof.
See Celotex Corp. v. Catrett, 477 U.S. 317, 323-24 (1986). Evidence on
summary judgment must be viewed in a light most favorable to the non-
movant, and all justifiable inferences are to be drawn in the non-movant’s
favor. Lloyd’s Food Prods., Inc. v. Eli’s, Inc., 987 F.2d 766, 25 USPQ2d 2027,
2029 (Fed. Cir. 1993); Opryland USA, 23 USPQ2d at 1472. The Board may
not resolve genuine disputes as to material facts; it may only ascertain
whether genuine disputes as to material facts exist. See Lloyd’s Food Prods.,
25 USPQ2d at 2029; Olde Tyme Foods, 22 USPQ2d at 1544. See TBMP §
528.01 (2014), and cases cited therein.

To prevail on summary judgment, opposer must establish that there is

no genuine dispute that 1) it has standing to maintain this proceeding; 2)
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that it 1s the prior user of its pleaded mark; and 3) that contemporaneous use
of the parties' respective marks on their respective goods would be likely to
cause confusion, mistake or to deceive consumers. See Hornblower & Weeks,
Inc. v. Hornblower & Weeks, Inc., 60 USPQ2d 1733, 1735 (TTAB 2001).

Evidentiary issues: applicant’s objections, and motion to strike

With its summary judgment motion, opposer submitted 83 exhibits,
supported by a three-paragraph declaration of counsel stating that they are
“true and accurate copies of documents produced” by opposer to applicant, or
by applicant to opposer, in this proceeding (Vande Sande decl., para. 2-3).
Opposer did not submit with its motion copies of any discovery requests or
answers thereto.

Of the 83 exhibits, Exhibits 1-3, 6, 10, 13, 17, 19-20, 61, 63 and 78-81
are materials obtained from the internet that identify the dates they were
accessed and printed, and their source (URL). As such they are admissible
for what they show on their face. See Safer, Inc. v. OMS Investments, Inc., 94
USPQ2d 1031, 1039 (TTAB 2010); TBMP § 528.05(e) (2014).

Exhibits 4-5, 7-9, 11-12, 14-16, 18, 21-60, 62, 64-77, 82-83 (e.g., various
printed materials, many of which do not include title, source, date or
distribution information; letters from unidentified third parties; undated
reports and lists; emails to and/or from unidentified individuals) are not self-

authenticating in nature. See TBMP § 528.05(e) (2014).
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In contesting summary judgment, applicant objected to the exhibits
that are not self-authenticating on the basis that opposer failed to comply
with Trademark Rule 2.127(e)(2). That rule reads (emphasis added):

For purposes of summary judgment only, the Board will consider any
of the following, if a copy is provided with the party’s brief on the
summary judgment motion: written disclosures or disclosed
documents, a discovery deposition or any part thereof with any exhibit
to the part that is filed, an interrogatory and answer thereto with any
exhibit made part of the answer, a request for production and the
documents or things produced in response thereto, or a request for
admission and any exhibit thereto and the admission (or a statement
that the party from which an admission was requested failed to
respond thereto).

With its reply brief, opposer submitted a supplemental declaration of
counsel which

1) introduces opposer’s and applicant’s answers to discovery
requests, which also include the requests themselves, but do not
include the definitions and instructions (Supplemental Vande
Sande decl., para. 7A-7E, Exhibits A-E);

2) restates that the exhibits are true and accurate copies of
documents produced 1in answers to discovery requests
(Supplemental Vande Sande decl., para. 7TA-7E, Exhibits A-E);
and

3) introduces for the first time Exhibits 84 and 86, internet
materials that include the dates they were accessed and printed,

and their source (URL) (Supplemental Vande Sande decl., para.

2, 4).
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With respect to applicant’s objection in its brief contesting the
summary judgment motion, the objection is sustained. Opposer failed to
comply with Trademark Rule 2.127(e)(2) inasmuch as it did not submit with
its motion a copy of the discovery requests and answers to which its exhibits
correspond.

After the parties briefed the summary judgment motion, applicant
moved to strike all of the non-self-authenticating exhibits (Exhibits 4-5, 7-9,
11-12, 14-16, 18, 21-60, 62, 64-77, 82-83) on the basis that opposer’s reply still
fails to satisfy Trademark Rule 2.127(e)(2). Applicant asserts that opposer’s
submission made with the reply brief is untimely, and that it is substantively
deficient because opposer still did not include the actual discovery requests.

It is well-settled that documents submitted with a summary judgment
affidavit or declaration, but not identified therein, cannot be considered as
exhibits to the affidavit or declaration. See Missouri Silver Pages Directory
Publishing Corp. Inc. v. Southwestern Bell Media, Inc., 6 USPQ2d 1028, 1030
n.9 (TTAB 1988); TBMP § 528.05(b) (2014). In neither of his declarations did
counsel for opposer identify Exhibits 4-5, 7-9, 11-12, 14-16, 18, 21-60, 62, 64-
77, 82-83. In both declarations, he merely states that the exhibits were

elicited from discovery responses.6

6 Moreover, in the body of its briefs, with the exception of the involved application
and registrations, and Exhibit 64 (trademark search), opposer argues various points
followed by cites to exhibits by exhibit number, but does not identify the exhibits
themselves. Although doing so would not have served as proper authentication of
the exhibits, for edification purposes we note that coupling an argument with a
reference to an exhibit does not equate to an identification of the exhibit. Moreover,
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We can, under appropriate circumstances, exercise our discretion to
accept the discovery requests as they have been submitted here — that is, as
part of the answers thereto. However, inasmuch as opposer submitted the
discovery requests with its reply brief, the submission is, nevertheless,
untimely. See TBMP § 528.05(a)(1) (2014). Furthermore, and more to the
point, although opposer’s reply brief provided it an opportunity to address the
substantive deficiency in the first declaration, the supplemental declaration
merely repeats the same deficiency insofar as it does not identify the exhibits.

In view of these circumstances, applicant’s motion to strike Exhibits 4-
5,7-9, 11-12, 14-16, 18, 21-60, 62, 64-77, 82-83 is granted.

Lastly, applicant moved to strike Exhibits 84 and 86, on the basis that
they are untimely and were available to opposer when the summary
judgment motion was filed. In response, opposer argues that it offered the
exhibits to rebut contentions made by applicant in its brief, namely,
applicant’s contentions that the term COOL in its mark is not descriptive and
1s the dominant portion of applicant’s mark.

We exercise our discretion to consider the additional evidence
submitted with the reply brief. See Shalom Children’s Wear Inc. v. In-Wear
A/S, 26 USPQ2d 1516, 1517 (TTAB 1993). The exhibits are offered in

rebuttal of arguments made by applicant on the issue of whether the marks

to the extent that the written discovery responses identify some or all of the exhibits,
the Board should not be expected to, and is not inclined to undertake for opposer the
omitted step of ascertaining which exhibit(s) were produced in connection with
which discovery request(s) so as to identify the exhibits.
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are similar. Accordingly, applicant’s motion to strike Exhibits 84 and 86 is
denied. We have considered these exhibits for whatever probative value they
have.”

Standing and Priority

Opposer’s standing is not at issue in the summary judgment motion.
Furthermore, opposer has established its standing by properly making its
pleaded registrations of record. See Cunningham v. Laser Golf Corp., 222
F.3d 943, 55 USPQ2d 1842, 1844 (Fed. Cir. 2000); Lipton Industries, Inc. v.
Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982).

Opposer requests summary judgment with respect to priority. Because
opposer's pleaded registrations are of record (see notice of opposition), § 2(d)
priority is not an issue in this proceeding as to opposer’s registered marks
and the products covered by the registrations. See King Candy Co. v. Eunice

King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974).

On this record, opposer has established its standing as a matter of law,

and there is no genuine dispute concerning priority of use with respect to its

pleaded marks and goods identified therein. In view of these findings, opposer’s

standing is established and priority is not at issue.

Likelihood of confusion

7 We add that, irrespective of and independent of our rulings regarding opposer’s
exhibits, applicant has made a showing (as further discussed below) that indicates
the existence of genuine disputes that preclude granting to opposer judgment as a
matter of law with respect to likelihood of confusion.
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Consideration of this issue in the context of a motion for summary
judgment involves an analysis of all of the probative facts in evidence that
are relevant to the thirteen factors set forth in In re E. I. du Pont de Nemours
& Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973) (“du Pont factors”).
See also, In re Majestic Distilling Co., Inc., 315 F.3d 1311, 65 UPSQ2d 1201,
1203 (Fed. Cir. 2003). We look to whether there are genuine disputes with
respect to any of these factors which would be material to a decision on the
merits.

Having considered the evidence that is of record, as well as all
inferences to be drawn therefrom in the light most favorable to applicant as
the non-moving party, opposer has not carried its burden on summary
judgment of demonstrating that there is no genuine dispute regarding
likelihood of confusion, and that it is entitled to judgment as a matter of law.

At a minimum, the record reflects that a genuine dispute exists
regarding the similarity or dissimilarity of the marks. Opposer argues that,
because COOL is descriptive for applicant’s goods, the dominant element of
applicant’s mark is ACTION. However, the materials that opposer offers to
show that applicant’s goods have cooling properties (Exhibits 65-71) consist of
documents or portions of documents, none of which are self-authenticating,
and none of which are properly authenticated, as explained above.® For its
part, applicant argues that opposer’s claim that COOL is descriptive is

unsubstantiated, and argues that COOL ACTION, viewed in its entirety,
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creates an overall impression that differs from that created by the mark
ACTION (applicant’s brief, p. 8).

Furthermore, the record reflects a genuine dispute regarding the
similarity or dissimilarity of the trade channels of the parties’ goods, and
regarding the purchasers to whom the goods are sold. Opposer asserts that
because the goods are closely related and there are no restrictions in the
identifications of goods, the channels of trade and intended purchasers must
be assumed to be the same. However, of the materials on which opposer
relies, which are admissible as self-authenticating - Exhibits 1, 2, 6, 10, 17,
19 and 20 - are pages from opposer’s website (and in some cases what appear
to be third-party websites) that depict or describe only opposer’s goods. The
comparison of the goods proffered by opposer is unsupported. Consequently,
we cannot make presumptions which rely on such a non-comparison.

For its part, applicant submitted the affidavit of its vice president, who
attests to having “far-reaching knowledge of the industry and the distribution
and sale of products in the industry” (Gross affid., para. 9). He states, inter
alia, that applicant’s mattresses are made with proprietary layers of foam,
that it separately brands its foam as COOL ACTION, and that consumers
encounter applicant’s separately-branded COOL ACTION mark for its foam
“at the point-of-purchase and in promotional materials for (applicant’s)
mattresses, bedding products, and furniture” (Gross affid., para. 4). He

states that, in contrast, goods of the type identified in opposer’s registrations

8 Moreover, the materials are not, on their face, clearly identifiable.

10
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“are typically sold business-to-business for use in the manufacture of finished
products, not directly to the individual consumer,” and that manufacturers
“typically do not include the component suppliers’ trademarks in the finished
product or at the point of sale” (Gross affid., para. 9).

Inasmuch as applicant has come forward with credible information
that delineates some differences between the purchasers to whom and
conditions under which the parties’ goods are sold, the record reflects a
genuine dispute regarding these two du Pont factors.

We add that, as the parties acknowledge, we must compare the parties’
goods as they are identified in the involved application and in the pleaded
registrations. See Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261,
62 USPQ2d 1001, 1004 (Fed. Cir. 2002)). On the face of the application and
registrations, the goods are not identical; thus, we will not presume that they
are purchased by the same consumer groups, or that they are distributed

through the same channels of trade.

In summary, on this record, there are genuine disputes with respect to
certain du Pont factors that carry weight in the likelihood of confusion
analysis in this case. Accordingly, issues of fact going to this element of

opposer’s Section 2(d) claim remain to be adjudicated at trial.

11
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In view of these findings, opposer’s motion for summary judgment is
granted with respect to priority, and is denied with respect to likelihood of
confusion.?

Opposer’s motion to amend notice of opposition

Amendments to pleadings in inter partes proceedings are governed by
Fed. R. Civ. P. 15, which is applicable to Board proceedings by Trademark
Rule 2.116(a). See also TBMP § 507.01 (2013). Fed. R. Civ. P. 15(a) governs
amendments before trial. Pursuant to Fed. R. Civ. P. 15(a)(2), where, as
here, a party may not amend its pleading as a matter of course under Fed. R.

Civ. P. 15(a)(1),

...a party may amend its pleading only with the opposing party's
written consent or the court's leave. The court should freely give leave
when justice so requires.

The Board liberally grants leave to amend pleadings at any stage of a
proceeding when justice so requires, unless entry of the proposed amendment
would violate settled law or be prejudicial to the rights of the adverse party or
parties. See TBMP § 507.02 (2013). Where the moving party seeks to add a new

claim or defense, and the proposed pleading thereof is legally insufficient, or

would serve no useful purpose, the Board normally will deny the motion to

9 The evidence submitted in connection with the motion for summary judgment is of
record only for consideration of those motions. To be considered at final hearing,
any such evidence must be properly introduced in evidence during the appropriate
trial period. See, e.g., Drive Trademark Holdings LP v. Inofin, 83 USPQ2d 1433,
1438 n.14 (TTAB 2007); Levi Strauss & Co. v. R. Josephs Sportswear Inc., 28
USPQ2d 1464 (TTAB 1993). Also, the fact that we have identified certain issues in

12
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amend. See Octocom Systems Inc. v. Houston Computer Services Inc., 918 F.2d
937, 16 USPQ2d 1783, 1785 (Fed. Cir. 1990); Giersch v. Scripps Networks Inc.,
85 USPQ2d 1306, 1309 (TTAB 2007); Hurley International L.L.C. v. Volta, 82
USPQ2d 1339, 1341 (TTAB 2007).

Only the owner of the mark may apply to register it, and if the applicant
1s not the owner of the mark, the application will be deemed void ab initio.
Huang v. Tzu Wei Chen Food Co., Ltd., 849 F.2d 1458, 7 USPQ2d 1335 (Fed. Cir.
1988). See also In re Wella A.G., 787 F2d 1549, 229 USPQ 274, 277 (Fed. Cir.
1986).

Opposer seeks to add to this opposition a claim that the application is void
ab initio on the basis that applicant’s responses to discovery show that the entity
who filed the application, “Serta International,” existed as of the filing date of the
application but was misidentified on the application as the owner of the mark,
and that applicant cannot correct this by way of amending the applicant to
1dentify the applicant as “Serta Inc.”

Applicant responds that opposer’s position that “Serta International” is a
separate legal entity is based on documents that show use of “Serta
International” as a trade name of an Illinois limited liability company, not as
separate legal entity.

The Board addressed this issue in the context of applicant’s February 16,

2012 motion to amend its application. Accordingly, and to be clear, to the extent

dispute should not be construed as a finding that these are necessarily the only
issues which remain for trial.

13
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that opposer’s motion is tantamount to a motion for reconsideration of the
Board’s February 28, 2012 and June 25, 2012 orders, relief in that form is denied.

Nonetheless, as noted above, the Board liberally grants leave to amend
pleadings. The Board has not made a determination with respect to the merits of
the materials on which opposer now relies, and which opposer argues that it did
not have at the time that applicant moved to amend its application in February
2012. To the extent that opposer now has evidence that definitively proves its
assertions, the Board may allow the new proposed claim to go forward on the
merits and after the benefit of discovery.

Regarding prejudice, applicant states twice that allowing the claim “would
cause great prejudice” to it (applicant’s brief, p. 6, 7), but does not articulate any
specific prejudice, such as the inability to secure evidence or testimony relevant
to its defense of the claim. In view of the nature of the claim, all information and
documents germane to it are already in applicant’s possession.

In view of these circumstances, opposer’s motion to amend is granted. The

amended notice of opposition is now opposer’s operative pleading.

Schedule

Proceedings are resumed. Applicant is allowed until thirty days from the

mailing date of this order in which to file its answer to the amended notice of

opposition. The parties are allowed the same thirty days from the mailing date of

this order in which to serve responses, or supplemental responses, as
appropriate, to any discovery requests that were outstanding as of the filing of

opposer’s motion for leave to amend its pleading.

14
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Dates are reset as follows:

Plaintiff's Pretrial Disclosures due 10/10/2014
Plaintiff's 30-day Trial Period Ends 11/24/2014
Defendant's Pretrial Disclosures due 12/9/2014
Defendant's 30-day Trial Period Ends 1/23/2015
Plaintiff's Rebuttal Disclosures due 2/7/2015
Plaintiff's 15-day Rebuttal Period Ends 3/9/2015

In each instance, a copy of the transcript of testimony, together with copies
of documentary exhibits, must be served on the adverse party within thirty days
after completion of the taking of testimony. Trademark Rule 2.125. Briefs shall
be filed in accordance with Trademark Rules 2.128(a) and (b). An oral hearing

will be set only upon request filed as provided by Trademark Rule 2.129.
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