UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: July 23, 2013

Opposition No. 91203260

Action Products, Inc.
V.

Serta Inc.

Jennifer Krisp, Interlocutory Attorney:

This proceeding is before the Board for consideration of
opposer’s March 15, 2013 motion to compel discovery. The
motion has been fully briefed.

Opposer seeks an order compelling applicant to respond in
full to Interrogatory Nos. 1, 2, 5, 7, 8, 9, 11, 13 and 14, and
to Request Nos. 1, 4-20 and 22-24 of its first set of discovery
requests, and compelling applicant to serve a privilege log
setting forth sufficient detail regarding communications and
documents withheld on the basis of privilege or work product.

Applicant contests the motion on the basis that opposer
had not satisfied its obligation to make a good faith effort
to resolve the dispute and narrow the issues in dispute
prior to filing its motion. Specifically, it argues that
after opposer sent a January 7, 2013 letter to applicant’s
counsel detailing the perceived deficiencies in applicant’s

responses, and applicant’s counsel responded in a January
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23, 2013 letter to each of opposer’s demands articulating
the basis for its objections (Vande Sande decl., para. 2-3,
exh. 1), opposer made no further effort to resolve or narrow
the issues.

In reply, opposer maintains that applicant’s unusual and
overly restrictive views as to Board proceedings and allowable
discovery present “unusual circumstances.” It notes various
points on which applicant has taken the position that
information and documents relating to the factors that bear on
a likelihood of confusion analysis are irrelevant to the
likelihood of confusion analysis.

Analysis

A party filing a motion to compel discovery must
indicate therein that it made a good faith effort, by
conference or correspondence, to resolve with the other
party or its attorney the issues presented in the motion,
and has been unable to reach agreement. Trademark Rule
2.120(e) (1) . See also TBMP § 523.02 (2013).

Upon thorough review of the correspondence between
counsel, it is evident that (1) opposer set forth with
detail the numerous deficiencies it perceived in applicant’s
objections and responses, and (2) applicant communicated its
position that many topics are irrelevant and beyond the
scope of allowable discovery, such topics including channels

of trade, selection and adoption of the mark, sales revenue,
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types and classes of purchasers, knowledge of opposer,
applicant’s use and first use, other challenges and
conflicts involving applicant’s mark, advertising and
promotion expenditures, knowledge of third-party use,
marketing plans, and agreements involving the mark. Given
the substance of the letters, the Board finds merit in
opposer’s contention that applicant had firmly communicated
an overly restrictive, unique and peculiar view of the
nature of opposition proceedings before the Board, and of
the scope of discovery that is permitted therein, and that
the parties’ differing views regarding the scope of
discovery were nearly irreconcilable. It is reasonable to
conclude that further efforts on opposer’s part would not
have led to movement or reconsideration on the part of
applicant.

In view of the foregoing, the record reflects that
opposer made a good faith effort to resolve the discovery
dispute before seeking Board intervention. Under these
circumstances, applicant’s attempt to secure a denial of
opposer’s motion to compel on the basis of a lack of good
faith effort to resolve the issues is untenable.

Although applicant elected to respond to opposer’s
motion solely by alleging a lack of good faith effort, the
Board nonetheless turns to the substance of opposer’s

motion, and declines to grant it as conceded. In general,
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parties in Board inter partes proceedings are entitled to
seek discovery as they may deem necessary to help them
prepare for trial. Fed. R. Civ. P. 26(b). See also FMR
Corp. v. Alliant Partners, 51 USPQ2d 1759, 1761 (TTAB 1999) ;
Dow Corning Corp. v. The Doric Corp., 183 USPQ 377, 378
(TTAB 1974). To this end, the Board generally construes
relevancy liberally. See, e.g., Johnston Pump/General Valve
Inc. v. Chromalloy American Corp., 10 USPQ2d 1671 (TTAB
1988); Varian Associates v. Fairfield-Noble Corp., 188 USPQ
581, 583 (TTAB 1975). Furthermore, a party may take
discovery not only as to matters specifically raised in the
pleadings, but also as to any matter which might serve as
the basis for an additional claim, defense, or counterclaim.
See TBMP § 402.01 (2013), and cases cited therein.

Here, the sole ground for opposition is priority and
likelihood of confusion under Trademark Act Section 2(d),
asserted against an application which is based on an intent to
use the mark COOL ACTION in commerce under Trademark Act
Section 1(b). Opposer asserts the claim alleging current
ownership of three registrations for the mark ACTION or ACTION
and design. The primary element of opposer’s claim on which
the merits of the proceeding turns is likelihood of confusion -
whether contemporaneous use of the parties’ respective marks on

or in connection with their respective goods or services would
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be likely to cause confusion, mistake or to deceive consumers.
See, e.g., Research in Motion Limited v. Defining Presence
Marketing Group Inc., 102 USPQ2d 1187, 1190 (TTAB 2012).

In determining registrability, the Board’s analysis of
likelihood of confusion turns on a consideration of all
relevant factors that bear on the issue as set forth in In
re E. I. du Pont De Nemours Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973), and as set forth in numerous cases further
delineating and interpreting said factors. In nearly all
instances, applicant’s position that what opposer seeks is
not relevant, or is beyond the scope of allowable discovery,
is simply incorrect. The Board has long held that
discoverable information includes, for example, the types
and classes of purchasers of the goods (see TBMP § 414 (3)),
the selection and adoption of the mark (see TBMP § 414 (4)),
the use or intended use of the mark (see TBMP § 414 (5)),
search reports (see TBMP § 414 (6)), awareness of use of the
mark by third parties in the marketplace (see TBMP §

414 (9)), other challenges or conflicts involving the mark
(see TBMP § 414(10)), advertising expenditures and sales
(see TBMP § 414(18)), and knowledge of opposer’s use of
opposer’s involved marks (see TBMP § 414 (19)). Here,
opposer tailored its discovery to topics that are typically
relevant to or often lead to discoverable information in

Board opposition proceedings. Moreover, the record does not
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support applicant’s contention that opposer has not made its
discovery requests in good faith. Accordingly, with respect
to all discovery at issue, with the exception of
Interrogatory No. 7 and Request Nos. 5 and 9 (discussed
below), applicant’s objections based on relevancy and scope
are overruled.

With respect to Interrogatory No. 7 and Request Nos. 5
and 9, opposer’s motion to compel is granted in part and
denied in part. Said motion is denied with respect to the
opinions or comments of counsel relating to search reports,
a determination of the right to use or register a mark, or
prosecution of an application; such matters are not
discoverable. See TBMP § 414 (6) (2013), and cases cited
therein. Said motion is granted with respect to the
identification of whether opinions or comments of counsel
were sought, when, and of whom.

Applicant’s objections based on an assertion that
responding would be burdensome are overruled. Applicant
should readily know and have in its possession information and
documents regarding, for example, its own business
relationships and activities, its knowledge of opposer, its
selection and adoption of its mark, and its intended and/or

actual use of its mark. The discovery that opposer seeks is
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not obtainable from sources other than applicant, or from
sources that are more convenient or less burdensome.’

Turning specifically to opposer’s document requests, in
answering the following, applicant specifically responded in
part that it “will produce” responsive documents that are in
its possession, custody or control: Request Nos. 1, 4, 6, 9,
i0, 11, 12, 13, 14, 15, 16, 17, 18, 19, 20, 21, 22. To the
extent that applicant responded that it will produce
documents, said responses are insufficient. A mere promise to
produce unspecified documents at some unspecified later time
is insufficient. See M.C.I. Foods Inc. v. Bunte, 86 USPQ2d
1044, 1046 (TTAB 2008). Each of the requests to which
applicant responded in this manner seeks information and
documents which are relevant and discoverable.

Lastly, in its letter responding to opposer’s counsel,
applicant stated that it had produced documents, and it
identified documents by Bates number with respect to certain
interrogatories and document requests. However, applicant did
not make the referenced documents of record. Thus, the Board
is unable to ascertain whether they constitute a sufficient

response to the allegedly corresponding requests.

' As appropriate, applicant may avail itself of the option to

provide an adequate representative sampling of the information
and/or documents sought by opposer, or a conscientiously-selected
reduced amount thereof which is nevertheless sufficient to meet
opposer’s discovery needs. See TBMP § 402.02 (2013). Applicant is
advised to utilize this option only where absolutely necessary, and
to utilize it judiciously.
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Applicant is now aware of the scope of discovery in inter
partes proceedings in which the elements of a Section 2 (d)
claim are at issue, and should further consult applicable
authorities which set forth Board practice and procedure on
this subject. See TBMP Chapter 400, generally.

Summary

Opposer’s motion to compel discovery is granted with
respect to Interrogatory Nos. 1, 2, 5, 8, 9, 11, 13 and 14, as
well as Request Nos. 1, 4, 6-8, 10-20 and 22-24.

With respect to Interrogatory No. 7 and Request Nos. 5 and
9, opposer’s motion to compel is granted in part and denied in
part, as explained herein above.

Applicant is allowed until thirty (30) days from the

mailing date of this order in which to serve responses or

supplemental responses, as appropriate, to Opposer’s First Set
of Interrogatories and Opposer’s First Requests for Production
of Documents. Production must be made in the manner requested
by opposer. See M.C.I. Foods Inc. v. Bunte, 86 USPQ2d at 1046.
To the extent that applicant withheld any information or
documents based on a claim of privilege or work product, it is

allowed the same thirty days in which to serve a supplemental,

complete and comprehensive privilege log.
In the event that applicant does not serve responses

and/or a privilege log as directed herein, opposer’s remedy
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may lie in a motion for sanctions pursuant to Trademark Rule
2.120(g) (1), as appropriate. See TBMP § 527.01 (2013).

The Board firmly reminds applicant that a party who
responds to a request for discovery by indicating that it
does not have the information sought, or by stating
objections thereto, may be, and is likely to be, barred by
its own action from later introducing the information sought
in the request as part of its evidence on the case. See
TBMP § 527.01(e) (2013). The Board does not hesitate to
exclude matters from evidence where a party raises a
meritorious objection to the evidence on the ground that it
was not previously provided or disclosed. See, e.g., Panda
Travel, Inc. v. Resort Option Enterprises, Inc., 94 USPQ2d
1789 (TTAB 2009).

Schedule

Proceedings are hereby resumed. Dates are reset as

follows:

Plaintiff's Pretrial

Disclosures due 9/27/2013
Plaintiff's 30-day Trial Period

Ends 11/11/2013
Defendant's Pretrial

Disclosures due 11/26/2013
Defendant's 30-day Trial Period

Ends 1/10/2014
Plaintiff's Rebuttal

Disclosures due 1/25/2014
Plaintiff's 15-day Rebuttal

Period Ends 2/24/2014
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In each instance, a copy of the transcript of
testimony, together with copies of documentary exhibits,
must be served on the adverse party within thirty days after
completion of the taking of testimony. Trademark Rule
2.125.

Briefs shall be filed in accordance with Trademark
Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.
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