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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

K.C. Brang’s Food & Beverage Company LL.C
a Connecticut Limited Liability Company

)
)
)
)
Opposer ) Serial Nos.:
) 85/331,223
) 85/331,226
)
V. ) Opposition Nos.:
) 91203236
) 91203238
Casella Wines PTY LTD. )
)
Applicant. )
)

OPPOSER, K.C. BRANG’S FOOD & BEVERAGE COMPANY, LL.C’S MEMORANUM OF
LAW IN SUPPORT OF ITS CROSS MOTION FOR SUMMARY JUDGMENT AND IN
OPPOSITION TO APPLICANT’S MOTION FOR SUMMARY JUDGMENT
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Applicant, Casella Wines PTY LTD (“Casella”), moves for summary judgment on
Opposer, K.C. Brang’s Food & Beverage Company LLC’s (“K.C. Brang”) Opposition to its
applications to register the mark “[ ]” (“Casella’s Motion”). (Application Nos. 85/331,223,
85/331,226; Opposition Nos. 91203236, 91203238). By cross motion, K.C. Brang seeks
summary judgment that its Oppositions be sustained and that Application Serial Nos. 85/331,223
and 85/331,226 be rejected and that no registrations be issued thereon. For the reasons stated
herein, K.C. Brang’s Motion should be granted, and Casella’s Motion should be denied.

INTRODUCTION

The subject of the present Opposition is Casella’s attempt to register the mark “[ ]”. ' To
understand Casella’s intended use of the mark “[ ]” and the harmful effect of that possible
registration to K.C. Brang’s registered mark “[Kra-z&]”, the Board should consider the history of
the present dispute. It began over a year ago when Casella opposed K.C. Brang’s application to
register the mark: “[Kra-ze]”. (Application No. 85/248,199; Opposition No. 91201360). At that
time, Casella argued that it “made continuous and extensive use of the following distinctive
mark, comprised in whole or in part of the distinctive bracket design [ ]”, which Casella referred
to throughout its opposition as “The [ ] Mark™. (Opposition No. 91201360, Doc. 1, Notice of
Opposition at § 1). Casella claimed the sole rightful ownership of brackets used around any text
on any alcoholic beverage, including “[Kra-zg]”, based on the “fame and high degree of
recognition” of “The [ ] Mark”.

One fatal flaw in Casella’s argument was that, what it misleadingly called its registration

for “The [ ] Mark”, was actually just its stylized mark “[yellow tail]” (bearing no resemblance to

' K.C. Brang is unaware of the phrase “double brackets” being used to mean a pair of open and
closed brackets, as Casella suggests in Casella’s Motion. Rather, at least in computer
programming and mathematics, “double brackets” means two open brackets and two closed
brackets, such as: [[x]]. Therefore, K.C. Brang will not use the phrase here.
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the mark “[Kra-z&]”). Notably, in its opposition Casella argued that there was a “high degree of
similarity or identicalness” between the mark “[Kra-z€]” and “The [ ] Mark™ which was “likely
to cause confusion, mistake and deception as to the source, origin, sponsorship or association of
the goods™. (Id. at § 10, 16 (emphasis added)).

Casella has since quietly withdrawn that opposition and now has undergone a jarring
reversal of its view of the marks “[ ]” and “[Kra-z€]”. Rather than finding “identicalness”
between the mark “[Kra-z&]” and the mark “[ ]” as it previously maintained, Casella finds “no
merit” to the assertion that the mark “[ J” will tend to impair K.C. Brang’s use of brackets.
(Casella’s Motion at 3).

Furthermore, a year-and-a-half after Casella attested to its intent to use the mark “[ 17, it
says it still has yet to do so. Casella’s conflicting and incomplete discovery responses do little to
clarify its intended use of mark “[ ]”. Casella tries to use this uncertainty to its advantage by
characterizing K.C. Brang’s Opposition as “premature”. The Board should not be guided by
Casella’s narrow reading of the mark “[ ], which is expedient for Casella’s purposes in the
context of Casella’s Motion. Rather, the Board should look to Casella’s attempts to monopolize
the use of standard character punctuation within the alcoholic beverage industry, as described
above. Brackets are both descriptive, and functional as common basic symbols. For these

reasons, Casella’s Motion should be denied.

STATEMENT OF UNDISPUTED MATERIAL FACTS

K.C. Brang denies that it “cannot produce any evidence or cite any law in support of its
claims” and states as follows: On February 22, 2011, K.C. Brang filed application, Serial No.
85/248,199, to register the “[Kra-ze]” mark on the Principal Register for use in conjunction with

the sale of Vodka, flavor-infused vodka, liqueur beverages, namely vodka liqueur, carbonated
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spirit-based beverages. On May 26, 2011, Casella filed intent-to-use applications, Serial Nos.
85/331,223 and 85/331,226, to register the “[ ]” marks on the Principal Register for use in
conjunction with the sale of wine or alcoholic beverages.

On August 26, 2011, Casella filed an opposition to K.C. Brang’s application (Opposition
No. 91201360). Casella argued that it “made continuous and extensive use of the following
distinctive mark, comprised in whole or in part of the distinctive bracket design [ ]”, which
Casella referred to throughout its opposition as “The [ ] Mark™. (Opposition No. 91201360, Doc.
1, Notice of Opposition at § 1). What Casella called its registration for “The [ ] Mark™ in its
opposition, was actually a registration for the stylized mark “[yellow tail]” (U.S. Registration
No. 2,696,372). (Opposition No. 91201360, Doc. 1, Notice of Opposition at §2). At the time
Casella filed its opposition, its application for the “[ ]” mark was neither registered nor approved
for publication in the PTO’s Official Gazette.

On December 6, 2011, Casella’s applications to register the “[ ]” marks were approved
for publication. Casella’s application did not disclaim the use of individual brackets, apart from
the mark “[ ] as shown. (Application Nos. 85/331,223, 85/331,226). On January 4, 2012, K.C.
Brang filed oppositions to Casella’s applications (Opposition Nos. 91203236, 91203238). K.C.
Brang argued that Casella’s applications should be denied because the marks are descriptive,
functional symbols, and thus are not inherently distinctive or protectable.

On August 1, 2012, Casella withdrew its own opposition to K.C. Brang’s application to
register the “[Kra-ze]” mark. (Opposition No. 91201360, Doc. 14) Casella did so without K.C.
Brang’s agreement, and therefore Casella’s opposition was dismissed with prejudice by the
Board. (Opposition No. 91201360, Doc. 15) On October 31, 2012, Casella filed Casella’s

Motion for summary judgment in its favor on all claims in K.C. Brang’s oppositions to its
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applications for the “[ ]” marks. Herewith, K.C. Brang files K.C. Brang’s Motion for summary
judgment in its favor.
ARGUMENT

A. THE MARK IS DESCRIPTIVE

The “[ ]” mark is barred from registration by § 2(e) because it is descriptive. 15 U.S.C.
§1052(e). K.C. Brang uses brackets on its products and in its marketing to describe how the
brand name of its product is pronounced: [Kra-z&]. Thus, K.C. Brang alleges that Casella’s
registration of open and closed brackets will tend to impair its right to fair and descriptive use of
brackets.

Casella calls K.C. Brang’s claim “unsubstantiated” without any explanation or analysis.”
Casella further argues that, regardless of how brackets are used, they “cannot” be descriptive
when in connection with wine or alcoholic beverages. (Casella Motion, at 4). However, Casella
offers no support for that proposition. In fact, brackets are used to indicate a phonetic
transcription, thereby describing the pronunciation of a word or words. See, e.g., The Chicago
Manual of Style, 15th ed., The University of Chicago Press, 2003, §6.107 (attached as Exhibit
A). That is how K.C. Brang uses brackets on its own product and in its marketing.

As Casella correctly notes, whether a mark is descriptive is not an abstract inquiry, but
decided in the context of the goods or services and the possible significance that the mark would
have to the average consumer. Brackets, however, are basic punctuation, such that their meaning

is universally understood. K.C. Brang uses brackets in the context of alcoholic beverages.

2 Curiously, the only case Applicant cites in support of its position is Trap Rock Indus., Inc. v.
Local 825, Int'l Union of Operating Engineers, AFL-CIO, an employment case in which the
court concluded: “The undisputed facts clearly demonstrate that [the employee] was demoted
because he performed his duties improperly and because he lacked the requisite qualifications of
a haul truck driver.” 982 F.2d 884, 890 (3d Cir. 1992). The Trap Rock case bears no
resemblance to the facts here, and offers no support to Casella.

{N0937499;2} 5



[Kra-z&] is the brand name of K.C. Brang’s products, and the average consumer understands that
the use of open and closed brackets describes the pronunciation of that brand name. Thus,
brackets do indeed have significance to a consumer of alcoholic beverages.

B. THE MARKS FUNCTION AS COMMON BASIC SYMBOLS

The “[ ]” mark is also barred from registration by § 2(e) because it is functional
punctuation. 15 U.S.C. §1052(e). The first definition of “bracket” Oxford Dictionaries is: “each
of a pair of marks [ ] used to enclose words or figures so as to separate them from the context:

symbols are given in brackets”, Oxford University Press (http://oxforddictionaries.com), April

2010 (attached as Exhibit B). Thus, any use of brackets enclosing words or figures, serves the
function to separate them from their context. Indeed, both Casella and K.C. Brang use brackets
to separate their name brands from other text on labels, advertising literature, etc. Therefore,
brackets function as described by their dictionary definition.

Furthermore, brackets are sometimes used grammatically to modify a quotation. See,
e.g., The Chicago Manual of Style, 15th ed., The University of Chicago Press, 2003, §6.104.
(Exhibit A). Casella’s mark as shown: “[ ]”, is commonly used to communicate an omitted letter
in a quotation. See, e.g., Blue Book Rule 5.2 (attached as Exhibit C). Therefore, the mark “[ 17,
with or without the inclusion of alphanumeric text, is functional.

Notably, Virgin Enterprises Ltd. v. Nawab, cited by Casella, actually supports K.C.
Brang’s position. 335 F.3d 141 (2d Cir. 2003). There, the court explained: “[A]s a matter of
policy, the trademark law accords broader protection to marks that serve exclusively as
identifiers and lesser protection where a grant of exclusiveness would tend to diminish the access
of others to the full range of discourse relating to their goods. 335 F.3d at 147-48 (emphasis

added). If Casella were allowed to register a trademark for mere punctuation, that would
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diminish the access of others to use brackets, for one of their common grammatical functions, in
reference to goods. K.C Brang, for example, uses brackets to communicate phonetic
pronunciation of its product’s name.

Moreover, Casella admits that a mark or symbol cannot be trademarked if it must be
made available to all in order to “effectively communicate information regarding their products
to consumers.” (Casella Motion, at 6). That is the case here. Importantly, Casella has not
disclaimed the use of individual brackets, apart from the mark “[ ] as shown. Therefore, it has
left the door open for it to use brackets, and to claim confusion with anyone else’s use of
brackets, regardless of what characters lie between.

C. K.C. BRANG’S OPPOSITION IS NOT PREMATURE

Recognizing the weakness of its position, Casella argues in the alternative that, despite
the year-and-a-half that has passed since it attested to its intent to use the “[ ]’ mark, it has yet to
do so. Therefore, Casella says, it is impossible to determine whether its use of “[ ]J” will be
descriptive or not, and K.C. Brang’s opposition should be dismissed, without prejudice, as
premature. There are several problems with this argument. First, as explained above, whether
the mark “[ ]” is used as shown, or in combination with some other text, it is descriptive, and also
functional. Second, Casella’s previous attempts to stop K.C. Brang’s use of brackets show that
Casella’s intention is to use brackets in the broadest possible manner.

For the purpose of Casella’s Motion, Casella suggests that the “[ ]” mark could not
protect the use of brackets with text or other information between the brackets. However,
Casella’s past actions contradict this proposition. As mentioned above, Casella could have

disclaimed the use of an open bracket and closed bracket, apart from its marks as shown; but it
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did not. Therefore, it can, as it already tried to do with K.C. Brang’s mark, claim confusion with
any use of an open and closed bracket, regardless of what characters lie between.

Furthermore, in discovery Casella has been evasive in committing to any reading of its
own claimed mark. For example, Casella responded to written discovery requests saying that it
was using “variations of Applicant’s Mark™ on its webpage. (Applicant’s Response to Opposer’s
Second Set of Interrogatories, No. 32, attached hereto as Exhibit D). Yet, it refused to produce
examples of such use. In Casella’s Motion, and in response to other discovery requests, Casella
takes the position that it has not yet used the “[ ]” marks. 3

Moreover, in its prior opposition to K.C. Brang’s [Kra-z&] mark, Casella claimed
exclusive rights to the use of brackets on alcoholic beverages. Casella eventually abandoned that
untenable position, in an effort to salvage the applications at issue here, but its objective was
revealed. Casella intends to use the marks at issue in this Opposition to prevent competitors,
such as K.C. Brang, from using a basic form of punctuation.

Casella’s citation to Eastman Kodak Company v. Bell & Howell Document Management
Prods. Co., is unavailing. 994 F.2d 1569 (Fed. Cir. 1993). There, the marks at issue were
“6200”, “6800”, “8100”, none of which are necessarily descriptive or functional. Thus, the court
affirmed dismissal of an opposition without prejudice, pending the filing of a statement of use.
Kodak, 994 F.2d at 1573. Notably, the applications were subsequently abandoned when the
applicant failed to file a statement of use. Here, by contrast, the mark “[ ]” used with or without

other text is functional and descriptive. Therefore, Casella’s Motion must be denied.

3 K.C. Brang’s counsel sought to meet and confer with Casella’s counsel regarding this and other
deficiencies in Casella’s discovery responses. (October 5,2012 letter from Attorney Brian Y.
Boyd to Attorney Dennis P. McCooe, attached as Exhibit E). Casella’s counsel did not reply, but
filed Casella’s Motion instead, triggering a stay of discovery.
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Date: November 30, 2012
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Respectfully submitted,
By:__ \A_M

Arthur G. Schaier, Esq.

CARMODY & TORRANCE LLP

50 Leavenworth Street, P.O. Box 1110
Waterbury, CT 06721-1110
Telephone:  (203) 575-2629
Facsimile: (203) 575-2600

Attorneys for Opposer,
KC Brang’s Food & Beverage Company
LLC



CERTIFICATE OF ELECTRONIC FILING

I, Arthur G. Schaier, hereby certify that this correspondence is addressed to the
Trademark Trial and Appeal Board, Honorable Commissioner For Trademarks, P.O. Box 1451,
Alexandria, Virginia 22313-1451, and is being deposited via the Electronic System for
Trademark Trials and Appeals (ESTTA) on November 30, 2012.

Dated: November 30, 2012 Qi(g\. ,QL.LOU_AN

Arthur G. Schaier

CERTIFICATE OF SERVICE

I, Arthur G. Schaier, hereby certify that on this November 30, 2012, I have mailed, via
First Class Mail, a copy of this Opposer, K.C. Brang’s Food & Beverage Company LLC’s
Memorandum of Law in Support of Its Motion for Summary Judgment and In Opposition to
Applicant’s Motion for Summary Judgment to the following:

Dennis P. McCooe

BLANK ROME LLP

1 LOGAN SQ FL 8
PHILADELPHIA, PA 19103-6998

and
Sean W. Dwyer
BLANK ROME LLP

1 LOGAN SQFL 8
PHILADELPHIA, PA 19103-6998

Dated: November 30,2012 M Q«aﬂ,ﬂ«,«»«‘

Arthur C. Schaier
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
K.C. Brang’s Food & Beverage Company LLC )
a Connecticut Limited Liability Company )
)
Opposer ) Serial Nos.:
) 85/331,223
) 85/331,226
)
V. ) Opposition Nos.:
) 91203236
) 91203238
Casella Wines PTY LTD. )
)
Applicant. )
)

DECLARATION OF BRIAN Y. BOYD

I, Brian Y. Boyd, pursuant to 28 U.S.C. § 1746, declare as follows:

1. I am an associate with the law firm of Carmody & Torrance LLP, counsel for
Opposer K.C. Brang’s Food & Beverage Company LLC, in the above-captioned matter.

2. I make this Declaration in support of Opposer’s Motion for Summary Judgment,
filed pursuant to Rule 56 of the Federal Rules of Civil Procedure, as well as the Trademark Trial
and Appeal Board Manual of Procedure § 528.

3. Attached to this Declaration as Exhibit A is a true and accurate copy of portions
of The Chicago Manual of Style, 15th ed., The University of Chicago Press, 2003.

4. Attached to this Declaration as Exhibit B is a true and accurate copy of the
definition of “bracket” from Oxford Dictionaries online, Oxford University Press

(http://oxforddictionaries.com), April 2010.
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5. Attached to this Declaration as Exhibit C is a true and accurate copy of a portion
of “The Blue Book” Sixteenth Ed., The Harvard Law Review Association, 1996.

6. Attached to this Declaration as Exhibit D is a true and accurate copy of
Applicant’s Response to Opposer’s Second Set of Interrogatories.

. Attached to this Declaration as Exhibit E is a true and accurate copy of an

October 5, 2012 letter from Attorney Brian Y. Boyd to Attorney Dennis P. McCooe.
I declare under penalty of perjury that the foregoing is true and correct.

Executed this 30™ day of November 2012.

N

Briﬁﬁ Y. Boyd
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EXHIBIT A



The Chicago Manual of Style

ESEEESE 6 : Punctuation

6.104 Use of square brackets

Square brackets (in the United States usually just called brackets) are used mainly to enclose material
—usually added by someone other than the original writer—that does not belong to the surrounding text. In
quoted matter, reprints, anthologies, and other nonoriginal material, square brackets enclose editorial
interpolations, explanations, translations of foreign terms, or corrections. Sometimes the bracketed material
replaces rather than amplifies the original word or words. For brackets in mathematical copy, see 14.25. See

also 11.66-68.

If quoted matter already includes brackets of its own, the editor should so state in the source citation (e.g.,
«Brackets in the original”); see 11.70 for an analogous situation with italics.



The Chicago Manual of Style |

EESEEER 6 : Punctuation

6.107 In phonetics

Square brackets may be used to enclose a phonetic transcription.

Tho vk posserongs [ataton |, hloe kaap s wsed i masy vzl



EXHIBIT B



About Subscriber seivices What's new  Contactus  Help

Oxf rd Dictionaries

T

Dictionary. Belter wriling viorld of words [BLOG)

More resuits for
bracket

tax bracket US ENG §
angle bracket US ENG
brackel clock US. ENG
bracket creep US. ENG
bracket fungus US. ENG
square brackel US. ENG

bracket pronunciation: rbrakit

Translate bracket into French | into German | into Italian | into Spanish

Definition of bracket

Result list for bracket noun

Diclionary

You are not logged in. L.og in ar Subsciibe

Language resources

Type a word or phrase to search dictionary

eman | Cite | 3 & &

Syllabification: On  Off

1 each of a pair of marks [ ] used to enclose words or figures so as to separate them from the context:

symbols are given in brackets

2 [with adjective or noun modifier] a category ol people or things that are similar or fall between specified limits:

those m a high income bravket

3 a right-angled support attached to and projecting from a wall for holding a shelf, Tamp, or other object.
4 Military the distance between two artillery shots fired either side of the target to establish range.

verb (brackets, bracketing, bracketed)
[with object]
1 enclose (words or figures) in brackets:
(as adjective bracketed)
the refevant data are included as bracketed points

« Mathematics enclose (a complex expression) in brackets to denote that the w hole of the expression rather

than just a part of it has a particular relation, such as multiplication or division, to another expression.

* put (a belief or matter) aside temporarily:
he bracketed off the question of God
2 place (one or more people or things) in the same category or group:
he is sometimes bracketed with the “new wave” of film directors
3 hold or attach (something) by means of a right-angled support:
pipes should be bracketed

4 Military establish the range of (a target) by firing two preliminan shots, one short of the target and the other

bevond it

s Photography establish (the correct exposure) by taking several pictures with slightly more or less exposure.

Origin:

Jate 16th cenhiny: fromn French bragueite or Spanish braguera codpiece bracket_ corbel’ from Provengal braga. from

Latin braca, (plural) bracae breeches

bracket i other Oxford dictionaries

Defntion of bracket m Enibish & World English dictionary

OXFORD

UNIVERSITY PRESS

More words in this category

block
caj-ott
descender
efite
engraving
Rewron
headplece
pk:a‘
planographic
platen
quoin

rag paper
repaginate
reverse
revise
special sort
supenof

[ ]
‘woodblock

Nearby Words

bracket
bracket clock
bracket creep
bracket fungus

Copyright © 2012 Oxford University Press. All righls reserved | Privacy policy and legal notice | Credits | Browse Dictionary



EXHIBIT C



The Bluebook

A
Uniform
System

of
Citation

Sixteenth Edition

Compiled by the editors of the Columbia
Law Review, the Harvard Law Review, the
University of Pennsylvania Law Review,
and The Yale Law Journal.

Copyright © 1996 by The Columbia Law
Review Association, The Harvard Law
Review Association, the University of
Pennsylvania Law Review, and The Yale
Law Journal,
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EXHIBIT D



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
" BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

K.C. Brang’s Food & Beverage Company LLC,
a Connecticut limited liability company,
Serial No.: 85/331,226

Opposer,
Opposition No.: 91203238

V.

Casella Wines Pty Ltd.,
an Australian corporation,

Applicant,

TO:  Arthur G. Schaier, Esq.
John R, Horvack, Jr., Esq.
Fatima Lahnin, Esq.
Carmody & Torrance LLP
50 Leavenworth Street, P.O, Box 1110
Waterbury, CT 06721-1110

APPLICANT’S RESPONSE TO OPPOSER’S
SECOND SET OF INTERROGATORIES

Pursuant to Rule 33 of the Federal Rules of Civil Procedure and 37 C.F.R. § 2.120,
Applicant, Casella Wines Pty Ltd. (“Casella”), by and through its attorneys, responds to
Opposer, K.C. Brang’s Food & Beverage Company LLC’s (“KC Brang’s”), Second Set of
Interrogatories as follows:

INTERROGATORIES

28.  Identify: (a) the address of Applicant's principal place of business; (b) its place of
incorporation; and (c) the addresses of all offices of Applicant and related companies in the
United States, including parents, subsidiaries, affiliates, and distributorships.

RESPONSE:

(a) Applicant’s principal place of business is located at 1471 Wakley Road, Yenda,
Australia, NSW2681.

(b)  Applicant is an Australian proprietary limited company.

(c)  Applicant has no offices or related companies in the United States. Applicant’s
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distributor is W.J. Deutsch & Sons Ltd., located at 709 Westchester Avenue, Suite
300, White Plains, New York, 10604,

29.  State whether Applicant has received notice by any person or entity, other than
Applicant, that Applicant's Mark allegedly infringed a similar trademark or otherwise would
cause a likelihood of confusion and, if so, for each notice, state the date it was given; the name
and address of the person by whom and to whom it was given; and the form in which the notice
was given including without limitation, notices of opposition and cease and desist letters.

RESPONSE:
Applicant has not received any such notice.

30,  Identify the media through which Applicant has advertised or promoted its goods
and services under Applicant's Mark.

RESPONSE:

Applicant’s Mark was filed under Section 1(b) of the Trademark Act, 15 U.S5.C. §
1051(b), based on a bona fide intent to use the Mark in commerce. Applicant has yet to use the
Mark in commerce.

31,  Identify any trade shows, seminars, or conventions where Applicant's goods and
services have been promoted in connection with the Applicant's Mark, either directly or
indirectly, and for each trade show, seminar, or convention, identify: (a) the date and location of
the trade show, seminar or convention; (b) all persons attending representing Applicant; and (c)
all documents that refer or relate to that trade show, seminar, or convention, or to the activities of
Applicant at such trade show, seminar, or convention.

RESPONSE:
(a) None,
(b)  None.
(c) None.

32,  State whether Applicant promotes Applicant's Mark online for its goods and
services and, if so, identify: (a) any domain names owned or used by Applicant including
Applicant's Mark, or variations thereof; and (b) any web sites featuring Applicant's products
identified by Applicant's Mark.

RESPONSE:

(a) Applicant owns the domain name <www.casellawines.com>, through which it
operates a webpage that displays variations of Applicant’s Mark.

(b) None.
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33,  Identify the person or persons most knowledgeable with respect to Applicant's
business including, but not limited to, the past, present, and prospective marketing, advertising,
promotion, provision and sale of goods and services in connection with Applicant's Mark.

RESPONSE:

Applicant identifies Libby Nutt as the person most knowledgeable with respect to
Applicant’s prospective marketing, advertising, promotion, provision and sale of goods and
services in connection with Applicant’s Mark. Ms. Nutt may be contacted only through Blank
Rome.

34.  Identify each person Opposer intends to call or rely upon as a witness, and for
expert witnesses, state the qualifications of the witness, the subject matter on which such expert
is expected to testify, the substance of the facts and opinions to which each expert is expected to
testify, a summary of the grounds for each opinion, and identify any documents each such expert
has reviewed or relied upon in formulating his or her opinion,

RESPONSE:
Applicant has yet to identify the witnesses it intends to call or rely upon at trial.

35,  Identify each person who is presently, has been or will be responsible for the sale
and/or distribution of each product offered for sale, sold or distributed by Applicant using
Applicant's Mark in the United States and indicate the periods of time during which each such
person was responsible for the offering for sale, sale and/or distribution of said product and the
responsibilities of each such person.

RESPONSE:

Objection. This interrogatory is repetitive of Interrogatory No. 8 as set forth in Opposer’s
First Set of Interrogatories, and, as such, is unduly burdensome. Without waiving the foregoing
objection, see Applicant’s Response Opposer’s First Set of Interrogatories.

Respectfully submitted,
CASELLA WINES PTY LTD.
Dated: September 4, 2012 By:

red W. Zaher
Dennis P. McCooe
Jamie L. Bertha
BLANK ROME LLP
One Logan Square
Philadelphia, PA 19103
(215) 569-5500

Attorneys for Applicant
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CERTIFICATE OF SERVICE

I, Jamie L. Bertha, do hereby certify that [ have, on this 4th day of September, 2012,
mailed via first class mail and electronic mail, the foregoing RESPONSE TO OPPOSER’S
SECOND SET OF INTERROGATORIES to the following:

Arthur G. Schaier
Carmody & Torrance LLP
50 Leavenworth Street

PO Box 1110

Waterbury, CT 06721-1110

Ouin S Bokinoe

[gmic L. Bertha
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

K.C. Brang’s Food & Beverage Company LLC,

a Connecticut limited liability company,
Serial No.: 85/331,226

Opposer,
Opposition No.: 91203238

V.

Casella Wines Pty Ltd.,
an Australian corporation,

Applicant.

TO:  Arthur G. Schaier, Esq.
John R. Horvack, Jr., Esq.
Fatima Lahnin, Esq.
Carmody & Torrance LLP
50 Leavenworth Street, P.O. Box 1110 I
Waterbury, CT 06721-1110

APPLICANT’S RESPONSE TO OPPOSER’S
SECOND SET OF REQUESTS FOR PRODUCTION

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and 37 C.F.R. § 2.120,
Applicant, Casella Wines Pty Ltd. (“Applicant”), by and through its attorneys, responds to

Opposer, K.C. Brang’s Food & Beverage Company LLC’s (“Opposer”) Second Set of Requests

for Production as follows:

DOCUMENTS REQUESTED

REQUEST NO. 29:

All documents relating to Applicant’s Responses to Opposer’s First Set of
Interrogatories.

RESPONSE:

Responsive, non-privileged documents will be produced subject to the entry of a suitable
protective order.
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REQUEST NO. 30:
All documents identified in Applicant’s Initial Disclosure.

RESPONSE:

Responsive, non-privileged documents will be produced subject to the entry of a suitable
protective order.

REQUEST NO. 31:

All documents relating to the selection, adoption, first use, acquisition, and ownership by
Opposer of Opposer’s Mark.

RESPONSE:

Applicant does not possess any documents relating to the selection, adoption, first use,
acquisition, or ownership by Opposer of Opposet’s Mark.

REQUEST NO. 32:

All documents relating to the significance or meaning of Applicant’s Mark.
RESPONSE:

Applicant does not possess any responsive, non-privileged documents,
REQUEST NO. 33:

All documents relating to Applicant’s decision whether or not to file a trademark
application for Applicant’s Mark.

RESPONSE:
Applicant does not possess any responsive, non-privileged documents.
REQUEST NO. 34:

All documents relating to any application by or on behalf of Applicant to register one or
both of Applicant’s Mark as a trademark or service mark in the United States Patent and
Trademark Office or with any other state or political entity.

RESPONSE:

Responsive, non-privileged documents will be produced subject to the entry of a suitable
protective order.
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REQUEST NO. 35:

All documents relating to any change or alteration associated with Applicant’s Mark
used, proposed or considered by Applicant.

RESPONSE:

None.
REQUEST NO. 36:

Copies of all website pages relating to or reflecting use of Applicant’s Mark.
RESPONSE:

None.

REQUEST NO. 37:

All documents relating to any communication with the media, whether written or oral,
relating to Applicant’s Mark.

RESPONSE:
None,

REQUEST NO. 38:

All documents relating to any settlement or resolution of any claim made by or against
Applicant with respect to the right to adapt or use Applicant’s Mark.

RESPONSE:
None.

REQUEST NO. 39:

All documents relating to an opinion of counsel as to the availability or registrability of
Applicant’s Mark.

RESPONSE:

Applicant does not possess any responsive, non-privileged documents.

REQUEST NO. 40:

All pleadings relating to prior, pending or disposed of actions or proceedings regarding
Opposer’s Mark in which Opposer is or was a party.
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RESPONSE:

Applicant does not possess any pleadings relating to prior, pending or disposed of actions
or proceedings regarding Opposer’s Mark in which Opposer is or was a party.

REQUEST NO. 41:

All documents relating to whether Applicant has made continuous use of Applicant’s
Mark since its first use, and, if there has been any interruption in the continuous use of all of
Applicant’s Mark, all documents concerning any period of time in which use was interrupted.

RESPONSE:
None.

REQUEST NO., 42:

All documents relating to Applicant’s membership in trade associations or attendance at
any trade association shows, meetings, seminars, conventions, and/or other events,

RESPONSE:

Responsive, non-privileged documents will be produced subject to the entry of a suitable
protective order.

REQUEST NO. 43:

All documents relating to the area (s) of responsibility that each of Applicant’s officers,
directors, ot managers have regarding product development, sales, distribution, advertising,
marketing, and promotion of goods and services offered in connection with Applicant’s Mark.

RESPONSE:

Responsive, non-privileged documents will be produced subject to the entry of a suitable
protective order.

REQUEST NO. 44:

All documents relating to the governmental or regulatory approval of product labels
bearing Opposer’s Mark.
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RESPONSE:

Applicant does not possess any documents relating to the governmental or regulatory
approval of product labels bearing Opposer’s Mark.

Dated: September 4, 2012

124185.00167/12226347v.1

By:

Respectfully submitted,
CASELLA WINES PTY LTD.

red W. Zaher

ennis P. McCooe
Jamie L. Bertha
BLANK ROME LLP
One Logan Square
Philadelphia, PA 19103
(215) 569-5500

Attorneys for Applicant




CERTIFICATE OF SERVICE

I, Jamie L. Bertha, do hereby certify that I have, on this 4th day of September, 2012,
mailed via first class mail and electronic mail, the foregoing RESPONSE TO OPPOSER’S
SECOND SET OF REQUESTS FOR PRODUCTION to the following:

Arthur G. Schaier
Carmody & Torrance LLP
50 Teavenworth Street

PO Box 1110

Waterbury, CT 06721-1110

(s & Buikins

fé}}lie L. Bertha
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EXHIBIT E



CARMODY
TORRANCE

Carmody & Torrance LLP = Attorneys at Law
Waterbury ® New Haven = Southbury

Brian Y. Boyd
Associate

Direct: 203-784-3114
bboyd@carmodylaw.com

October 5, 2012

VIA E-MAIL & U.S. MAIL

Dennis P. McCooe

Blank Rome LLP

One Logan Sq., Fl. 8
Philadelphia, PA 19103-6998

Re: K.C.Brang’s Food & Beverage Company LLC v. Casella Wines

Dear Dennis,

This letter follows up on our telephone conference on October 2, 2012 regarding
deficiencies in Casella’s written discovery responses. During that conference, | noted
that Casella has failed to produce any non-privileged responsive documents to KC
Brang’s numerous document requests, other than public documents relating to the
Application at issue. Among other things, [ pointed out that Casella’s privilege log
reflects correspondence regarding “Use of the [ ] mar » dating as far back as September
of 2009. Yet, Casella has not produced or logged a single document in the three years
that followed concerning the [ ] mark, other than those authored by, or addressed to, an
attorney. Furthermore, when I asked if redaction of any documents on Casella’s privilege
log would be appropriate, you took the position that there is no non-pri vileged
information in those documents, despite, for example, over thirty emails with the subject
of “Commercial use of [ ] mark”. Casella’s position that it has no non-privileged
information that is responsive to KC Brangs’s document requests, other than the
Application at issue, is simply implausible.

Furthermore, you were unable to provide me with information regarding the scope
and extent of Casella’s search for responsive documents. You could not tell me, for
example, what searches were performed of electronic records, if any, or whether the
computers of key custodians were searched. All you related is that you asked your client
to provide documents regarding the Mark and its use. This does not fulfill Casella’s
discovery obligations.

When I asked for your own explanation for the absence of responsive documents,
you attributed it to “KC Brang’s definition” of Casella’s Mark in its written discovery
requests, as if to suggest that this greatly narrowed the scope of what Casella deemed to

{N0933575}

195 Church Street » PO.Box 1950 = New Haven, CT 06509-1950 » Phone: 203-777-5501 = Fax: 203-784-3199 =« www.carmodylaw.com



C
T

R
R

MODYa
RANCE

Dennis P. McCooe
Blank Rome LLP
October §, 2012
Page Two

be responsive. Yet, you would not elaborate on what Casella understood that definition
to be. Moreover, it is a misnomer to call it “KC Brang’s definition” of the Mark, since
the definition in the discovery requests simply referred to the Mark as claimed by Casella
in its Application. When I asked about Casella’s understanding of the scope of'its own
Mark, you declined to answer my most basic question: whether the Mark in the
Application is limited to “[ ]”, or whether Casella supposes that the mark includes
combinations of text, numbers or other symbols between brackets. This circularity and
lack of explanation makes it impossible for KC Brang to know what Casella searched for
when it responded to written discovery requests.

In addition to what we discussed yesterday, I also note for Casella’s
consideration:

e Casella responded to KC Brang’s Interrogatory No. 5 by stating that “Casella’s
marketing team and other executives were collectively responsible for the
conception of Applicant’s Mark”, but it has not produced any related documents.

e Casella responded to KC Brang’s Interrogatory No. 22 by promising documents
from which an answer could be ascertained, but it has not produced such
documents.

o Casella responded to KC Brang’s Interrogatory No. 27 by promising documents
from which an answer could be ascertained, but it has not produced such
documents.

e Casella responded to KC Brang’s Interrogatory No. 32 by stating it displays
“variations of Applicant’s Mark” on its webpage, but it has not produced any
related documents.

e Casella responded to KC Brang’s Interrogatory No. 33 by stating that Libby Nutt
is the most knowledgeable person regarding “Applicant’s prospective marketing,
advertising, promotion, provision and sale of goods and services in connection
with Applicant’s Mark”, but it has not produced any related documents.

e Prior to its document production, Casella repeatedly indicated the importance of a
protective order, but Casella has not produced any documents under any
designation of confidentiality.
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Dennis P. McCooe
Blank Rome LLP
October 5, 2012
Page Three

The scope of KC Brang’s document requests is broad, including simply, “All
Documents concerning Applicant’s Mark.” Any objections Casclla had to KC Brang’s
document requests were waived by virtue of its tardy response.l Unless Casella
substantially supplements its production of documents, or provides some defensible
explanation for its failure to produce documents, KC Brang’s will move to compel and
for an in camera review of those documents on its privilege log which appcar to include

non-privileged information.
Please contact me if you wish to discuss these matters further.

Very truly yours,

/Q_k

Bfian Y. Boyd

BYB/tia

! Nevertheless, you previously informed me that Casella’s search for, and production of,
documents was not limited by any such objections.
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