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By the Trademark Trial and Appeal Board: 

 This case now comes before the Board for consideration 

of opposer’s motion (filed February 21, 2012) to strike 

applicant’s Affirmative Defense Nos. 1, 5, 6, 9-11 and 14-17 

asserted in its answer filed on January 31, 2012.   

While the time for applicant to file a response to the 

motion to strike has yet to expire, the Board, pursuant to 

its inherent authority to manage its docket, suggested that 

the issues raised in opposer’s motion should be resolved by 

telephonic conference as permitted by TBMP § 502.06 (3d ed. 

2011).  The Board advised applicant that it may advance 

arguments in response to the motion to strike during the 

telephone conference.  The Board contacted the parties to 

discuss the date and time for holding the phone conference.   
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The parties agreed to hold a telephone conference on 

Friday, March 2, 2012 at 2 p.m. Eastern time.  The 

conference was held as scheduled among Richard S. Mandel and 

Mary L. Kevlin, as counsel for opposer, Al Mohajerian, as 

counsel for applicant, and George C. Pologeorgis, as a Board 

attorney responsible for resolving interlocutory disputes in 

this case. 

 The Board carefully considered the arguments raised by 

the parties, as well as the supporting correspondence and 

the record of this case, in coming to a determination 

regarding the above matters.  During the telephone 

conference, the Board made the following findings and 

determinations: 

Opposer’s Motion to Strike 

 Opposer’s motion to strike is granted, in its entirety, 

for the reasons set forth below. 

Pursuant to Fed. R. Civ. P. 12(f), the Board may order 

stricken from a pleading any insufficient or impermissible 

defense, or any redundant, immaterial, impertinent or 

scandalous matter.  See also Trademark Rule 2.116(a), 37 

C.F.R. § 2.116(a); and TBMP § 506 (3d ed. 2011).  Motions to 

strike are not favored, and matter will not be stricken unless 

it clearly has no bearing upon the issues in the case.  See, 

e.g., Ohio State University v. Ohio University, 51 USPQ2d 

1289, 1293 (TTAB 1999); and Harsco Corp. v. Electrical 
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Sciences Inc., 9 USPQ2d 1570 (TTAB 1988).  Inasmuch as the 

primary purpose of pleadings under the Federal Rules of Civil 

Procedure is to give fair notice of the claims or defenses 

asserted, the Board may decline to strike even objectionable 

pleadings where their inclusion will not prejudice the adverse 

party, but rather will provide fuller notice of the basis for 

a claim or defense.  See, e.g., Order of Sons of Italy in 

America v. Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1223 

(TTAB 1995) (amplification of applicant’s denial of opposer’s 

claims not stricken).  Further, a defense will not be stricken 

as insufficient if the insufficiency is not clearly apparent, 

or if it raises factual issues that should be determined on 

the merits.  See, generally, Wright & Miller, 5C Fed. Prac. & 

Proc. Civ.3d § 1381 (2008).  Nonetheless, the Board grants 

motions to strike in appropriate instances. 

The affirmative defenses at issue are as follows: 

Affirmative Defense No. 1 

As a First and Separate Affirmative Defense, Applicant 
alleges that Opposer’s claims in its Notice are barred, 
in whole or in part, by the doctrine of unclean hands of 
Opposer. 
 
Affirmative Defense No. 5 

 
As a Fifth and Separate Affirmative Defense, Applicant 
alleges that Opposer has waived any claims that it may 
have against Applicant, based on, without limitation, 
Opposer’s knowing delay in enforcing its trademark 
rights. 
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Affirmative Defense No. 6 
 
As a Sixth and Separate Affirmative Defense, Applicant 
alleges that Opposer’s claims as set forth in its Notice 
are barred by the equitable doctrine of laches based on 
Opposer’s delay by failing to, without limitation, claim 
exclusive ownership of its alleged marks, adequately 
police its trademarks from use by others, and exercise 
quality control over the products or services displaying 
the marks in commerce. 
 
Affirmative Defense No. 9 
 
As a Ninth and Separate Affirmative Defense, Applicant 
alleges that it acquired the right to use in this case in 
good faith and has the right under the doctrine of fair 
use to use this mark in commerce.  The term “San 
Francisco” is merely descriptive, and is used by numerous 
private and retail agencies and outlets throughout the 
United States. 
 
Affirmative Defense No. 10 
 
As a Tenth and Separate Affirmative Defense, Applicant 
alleges that its use of the subject mark in this case is 
permissible and protected under the First Amendment of 
the Constitution of the United States. 
 
Affirmative Defense No. 11 
 
As a Eleventh and Separate Affirmative Defense, Applicant 
alleges that Opposer has failed to mitigate any alleged 
damages suffered by it and any damages must be reduced by 
an amount equal to its failure to mitigate. 
 
Affirmative Defense No. 14 
 
As a Fourteenth and Separate Affirmative Defense, 
Applicant alleges that Opposer cannot establish that 
Applicant’s alleged use creates a likelihood of 
impairment of the distinctiveness of any alleged famous 
mark owned by Opposer and Opposer cannot establish the 
requisite causation necessary to establish harm to any 
allege famous mark under the Lanham Act or other 
applicable state and federal laws. 
 
Affirmative Defense No. 15 
 
As a Fifteenth and Separate Affirmative Defense, 
Applicant alleges that Opposer cannot establish that 
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Applicant has engaged in acts of false designation of 
origin prohibited under the Lanham Act on grounds 
including, without limitation, that Applicant 
legitimately used the trademarks, service marks, and/or 
trade names to identify products and services to the 
public and are exercising its legitimate trademark 
rights. 
 
Affirmative Defense No. 16 
 
As a Sixteenth and Separate Affirmative Defense, 
Applicant alleges that Opposer cannot establish that 
applicant has engaged in acts of trademark infringement 
prohibited under the Lanham Act on the grounds including, 
without limitation, that Applicant legitimately used the 
trademarks, service marks, and/or trade names to identify 
products and services to the public and are exercising 
its legitimate trademark rights.  Applicant’s mark is 
unique to Opposer’s alleged marks in style, color, and 
content, is a permissible use of the generic city name 
and term “San Francisco”, and in no way refers to or 
implies any relation to the San Francisco Giants baseball 
team. 
 
Affirmative Defense No. 17 
 
As a Seventeenth and Separate Affirmative Defense, 
Applicant alleges that Opposer cannot establish that 
Applicant has engaged in acts of unfair competition 
prohibited by the Lanham Act, state and federal law, and 
state and federal common law on the grounds including, 
without limitation, that Applicant legitimately used the 
trademarks, service marks, and/or trade names to identify 
products and services and a website to the public and are 
exercising its legitimate trademark rights. Applicant’s 
mark is unique to Opposer’s alleged marks in style, 
color, and content, is a permissible use of the generic 
city name and term “San Francisco”, and in no way refers 
to or implies any relation to the San Francisco Giants 
baseball team. 

 
 
Turning first to applicant’s Affirmative Defense No. 1 of 

unclean hands, we find that inasmuch as applicant has failed 

to set forth any allegations of conduct on the part of opposer 

that would constitute unclean hands, the defense lacks the 
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necessary specificity and is therefore stricken as 

insufficient.  See Midwest Plastic Fabricators Inc. v. 

Underwriters Laboratories Inc., 5 USPQ2d 1067, 1069 (TTAB 

1987). 

We next turn to applicant’s Affirmative Defense Nos. 5 

and 6 which state that opposer is barred from bringing this 

case by the doctrine of laches and waiver based upon undue 

delay. 

Our reviewing court has held that the affirmative defense 

of laches and/or undue delay in bringing a proceeding is 

inapplicable in opposition proceedings.1  See National Cable 

Television Ass’n Inc. v. Am. Cinema Editors Inc., 19 USPQ2d 

1424, 1432 (Fed. Cir. 1991).  Accordingly, applicant’s 

Affirmative Defense Nos. 5-6 are stricken. 

With regard to applicant’s Affirmative Defense No. 9, 

which is based on the “fair use” doctrine, we note that the 

defense of fair use is inapplicable in situations where, as 

here, applicant is using its mark as a trademark in commerce.  

See Section 33(b)(4) of the Trademark Act; 15 U.S.C. Section 

                                                 
1 The Board notes, however, that “under certain circumstances, a 
laches defense in an opposition proceeding may be based upon 
opposer's failure to object to an applicant’s earlier 
registration of substantially the same mark for substantially the 
same goods.”).  See Aquion Partners L.P. v. Envirogard Prod. 
Ltd., 43 USPQ2d 1371, 1373 (TTAB 1997).  Here, however, applicant 
has not alleged ownership of an earlier-issued registration of 
substantially the same mark for substantially the same goods as 
its involved mark and identified goods to form a valid basis for 
its laches defense. 
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1115(b)(4).  Accordingly, this affirmative defense is 

inapplicable and therefore also stricken. 

We next turn to applicant’s Affirmative Defense No. 10 

which is based upon applicant’s First Amendment constitutional 

right to use its mark.  We note that, as an administrative 

tribunal, the Board lacks jurisdiction to adjudicate 

constitutional claims and defenses.  See Blackhorse v. Pro 

Football, Inc., 98 USPQ2d 1633 TTAB 2011) (“the Board does not 

have authority to determine constitutional claims”).  

Accordingly, applicant’s Affirmative Defense No. 10 is hereby 

stricken. 

Applicant’s Affirmative Defense No. 11 is predicated on 

opposer’s failure to mitigate damages.  This defense is 

applicable to claims of trademark infringement and/or unfair 

competition over which the Board does not have jurisdiction.  

See e.g., Paramount Pictures Corp. v. White, 31 USPQ2d 1768, 

1771 n. 5 (TTAB 1994) (the Board has no jurisdiction over 

claims of trademark infringement and unfair competition.)  

Accordingly, this affirmative defense is inapplicable in Board 

proceedings and is therefore stricken. 

We next turn to applicant’s Affirmative Defense No. 14 

which contends that opposer cannot establish that applicant’s 

alleged use of its involved mark creates a likelihood of 

impairment of the distinctiveness of any alleged famous mark 

owned by Opposer and Opposer cannot establish the requisite 
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causation necessary to establish harm to any allege famous 

mark under the Lanham Act or other applicable state and 

federal laws.  We note that opposer has not alleged that any 

of its pleaded marks are famous nor has opposer asserted a 

claim of dilution by blurring or tarnishment based on an 

allegation of fame of its pleaded marks.  Accordingly, this 

affirmative defense is not relevant to this proceeding and is 

hereby stricken.2   

With regard to applicant’s Affirmative Defense No. 15, we 

note that opposer has not asserted a claim of false 

designation of origin and such a claim is nonetheless beyond 

the scope of the Board’s jurisdiction.  See TBMP § 102.01 (3d 

ed. 2011) and cases cited therein.  Accordingly, this 

affirmative defense is not relevant to this proceeding and is 

therefore stricken. 

As to applicant Affirmative Defenses Nos. 16 and 17, we 

note that the Board does not have jurisdiction to entertain 

claims of trademark infringement or unfair competition, see 

Paramount Pictures Corp. v. White, supra, and nonetheless 

opposer has not asserted such claims as grounds for 

opposition.  In view thereof, we find that applicant’s 

                                                 
2 The Board notes, however, that the fame of opposer’s pleaded 
marks is a DuPont factor to be considered in our determination of 
opposer’s asserted claim of likelihood of confusion.  See In re 
E.I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 
(CCPA 1973). 
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Affirmative Defense Nos. 16 and 17 have no relevance to this 

case and are therefore stricken. 

In sum, opposer’s motion to strike is granted in its 

entirety and applicant’s Affirmative Defense Nos. 1, 5, 6, 9-

11, 14-17 are stricken. 

Proceedings herein are resumed.  Trial dates are reset as 

follows: 

Deadline for Discovery 
Conference 4/1/2012 
Discovery Opens 4/1/2012 
Initial Disclosures Due 5/1/2012 
Expert Disclosures Due 8/29/2012 
Discovery Closes 9/28/2012 
Plaintiff's Pretrial 
Disclosures 11/12/2012 
Plaintiff's 30-day Trial Period 
Ends 12/27/2012 
Defendant's Pretrial 
Disclosures 1/11/2013 
Defendant's 30-day Trial Period 
Ends 2/25/2013 
Plaintiff's Rebuttal 
Disclosures 3/12/2013 
Plaintiff's 15-day Rebuttal 
Period Ends 4/11/2013 

 

In each instance, a copy of the transcript of testimony 

together with copies of documentary exhibits, must be served 

on the adverse party within thirty days after completion of 

taking of testimony.  Trademark Rule 2.125. 

Briefs shall be filed in accordance with Trademark 

Rules 2.128(a) and (b).  An oral hearing will be set only 

upon request filed as provided by Trademark Rule 2.129. 

 


