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Opposition No. 91202370 
 
Duke University 
 

v. 
 
San Carlo Gruppo Alimentare S.p.A. 

 
 
Yong Oh (Richard) Kim, Interlocutory Attorney: 
 

 On February 11, 2013, the Board held a telephone 

conference to hear argument and rule on applicant’s motion 

(filed November 7, 2012) to extend discovery and trial 

periods.  Opposer has contested the motion.1  Susan Freya 

Olive, Esq., of Olive & Olive PA appeared as counsel for 

opposer and Leo Loughlin, Esq., of Rothwell Figg Ernst & 

Manbeck PC appeared as counsel for applicant. 

 As last reset on August 6, 2012, discovery was due to 

close on November 7, 2012.  As applicant filed its motion 

while discovery remained open, applicant need only show good 

cause for the requested extension.  See Fed. R. Civ. P. 

6(b); TBMP § 509.01 (3d ed. rev. 2012).  To show good cause, 

the moving party must set forth with particularity the facts 

said to constitute good cause and must demonstrate that the 
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requested extension is not necessitated by the moving 

party’s own lack of diligence or unreasonable delay.  TBMP 

§ 509.01(a). 

The basis for applicant’s motion is that of continued 

settlement discussions between the parties.  However, 

opposer has contested the motion noting that “[d]espite 

repeated requests by counsel for Opposer to Applicant’s 

counsel, there have been no further settlement discussions.”  

Opposer’s Response, p. 2. 

By opposer’s own account, the parties have been 

communicating settlement terms through June 2012, when 

opposer provided applicant with additional information as 

part of settlement negotiations.  Opposer sent a follow-up 

email in July to which applicant’s counsel responded that it 

was still awaiting instructions from applicant and sought an 

additional extension of time to which opposer consented 

resulting in a stipulated motion to extend filed by 

applicant on August 6, 2012, and granted via the Board’s 

ESTTA system. 

For its part, applicant attributes any delays in 

responding to opposer to its foreign status and delays 

inherent in coordinating efforts between its foreign and 

U.S. counsel.  Applicant further notes that one of its lead 

                                                             
1  The order issued by the Board paralegal on November 16, 
2012, granting applicant’s motion as consented is in error and is 
hereby VACATED. 
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counsels passed away in May 2012, and that the other lead 

counsel left the firm in June 2012, and that current 

counsel, who was previously not involved, took over this 

matter in July 2012.2 

It is apparent from the circumstances that applicant 

was under the impression that the parties were still in 

settlement negotiations at the time it filed its motion to 

extend.  As the parties were communicating as late as August 

2012, and there was no formal break in settlement 

discussions communicated between the parties, the Board 

cannot infer that the motion to extend was necessitated by 

applicant’s lack of diligence, unreasonable delay or bad 

faith.  Indeed, and as noted by applicant in its reply 

brief, the parties remain engaged in settlement and have 

exchanged settlement terms as recently as November 21, 2012. 

In view thereof, applicant’s motion for an extension of 

the close of discovery and trial dates is hereby GRANTED.  

See National Football League v. DNH Management LLC, 85 

USPQ2d 1852, 1854 (TTAB 2008) (“the Board is liberal in 

granting extensions of time before the period to act has 

elapsed so long as the moving party has not been guilty of 

negligence or bad faith and the privilege of extension is 

not abused”). 

                     
2  A change of correspondence reflecting the change in counsel 
was not filed until November 7, 2012.  The Board’s records have 
been accordingly updated. 
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Further to the discussion between the parties during 

the conference, proceedings herein are SUSPENDED through 

April 14, 2013, to allow the parties to refine and conclude 

their settlement discussions.  In the event the parties seek 

any further extensions of time or suspension of proceedings 

for the purpose of settlement, the parties must provide a 

detailed report on the progress of their settlement 

negotiations to establish good cause.  The report must 

include a recitation of issues that have been resolved, a 

recitation of issues that remain to be resolved, and a firm 

timetable for resolution.  Absent such a report, any future 

motion to extend or suspend may not be approved, even though 

agreed to by the parties. 

Proceedings herein will otherwise RESUME on April 15, 

2013, under the following schedule: 

Proceedings Resume 4/15/2013

Discovery Closes 5/15/2013

Plaintiff's Pretrial Disclosures Due 6/29/2013

Plaintiff's 30-day Trial Period Ends 8/13/2013

Defendant's Pretrial Disclosures Due 8/28/2013

Defendant's 30-day Trial Period Ends 10/12/2013

Plaintiff's Rebuttal Disclosures Due 10/27/2013

Plaintiff's 15-day Rebuttal Period Ends 11/26/2013
 

IN EACH INSTANCE, a copy of the transcript of 

testimony, together with copies of documentary exhibits, 

must be served on the adverse party within thirty days after 
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completion of the taking of testimony.  Trademark Rule 

2.125. 

Briefs shall be filed in accordance with Trademark 

Rules 2.128(a) and (b).  An oral hearing will be set only 

upon request filed as provided by Trademark Rule 2.129. 

 
* * * 

 
 

 


