IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Serial No. 85176551

Mark: ACTION-FIT TT A B
International Class: 10

Filed: November 15, 2010

Published: April 5, 2011

Opposer: Action Products, Inc.

Applicant: BSN Medical, Inc.

TRANSMITTAL OF NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

Sir:
Enclosed herewith please find the following items:
(1)  Notice of Opposition - Original and 2 copies
. 2) Transmittal with copy
. 3) Status printout copies from the USPTO website for Reg. Nos. 1,346,201,
. 1,346,202, 1,398,590
(3)  Check for $300

The Commissioner is hereby authorized to charge any additional fees which may be

required, or credit any overpayment, to Deposit Account No. 50-4169. A duplicate of this letter

is attached.

Respectfully submitted,

HALL& VANDE SANDE, LLC
Attorneys for Opposer
10220 River Road, Suite 200
Potomac, Maryland 20854

Date: /@//3/// (301) 983-2500
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Attorney Dkt. 4001.880

Serial No. 85176551

Mark: ACTION-FIT
International Class: 10

Filed: November 15, 2010
Published: April 5, 2011

Action Products, Inc., )
)
Opposer, )
)
vs. ) Opposition No.
)
)
BSN Medical, Inc., )
)
Applicant. )
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Alexandria, Virginia 22313-1451 I
e = o
o w

Sir;

Action Products, Inc., a Delaware corporation, located and doing business at 954 Sweeney
Drive, Hagerstown, Maryland 21740, believes that it will be damaged by registration of the mark
shown in the above-identified application, and hereby opposes same.

As grounds of Opposition, it is alleged that:

1. Opposer Action Products, Inc. (hereinafter referred to as “Action” or “Opposer™) is
the owner of U.S. Trademark Registration No. 1,346,201 for “ACTION” for pads and/or cushions

for beds, chairs, operating tables, and bassinets.
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2. U.S. Trademark Reg. No. 1,346,201 was duly issued to Action Products, Inc. on
July 2, 1985. Action’s Declaration pursuant to Sections 8 and 15 of the Trademark Act was
submitted to the United States Patent and Trademark Office on December 17, 1990 and was
accepted and acknowledged by the United States Patent and Trademark Office on March 11, 1991.
Action’s Combined Declaration of Use in Commerce/Application for Renewal of Registration was
submitted to the United States Patent and Trademark Office on July 1, 2005 and was accepted and
acknowledged by the United States Patent and Trademark Office on September 9, 2005.
Submitted herewith is a current printout of information from the electronic database records of the
USPTO showing the current status and title of Reg. No. 1,346,201.

3. Opposer Action Products, Inc. is the owner of U.S. Trademark Registration No.
1,346,202 for “ACTION” and wave design for pads and/or cushions for beds, chairs, operating
tables, and bassinets.

4, U.S. Trademark Reg. No. 1,346,202 was duly issued to Action Products, Inc. on
July 2, 1985. Action’s Declaration pursuant to Sections 8 and 15 of the Trademark Act was
submitted to the United States Patent and Trademark Office on December 17, 1990 and was
accepted and acknowledged by the United States Patent and Trademark Office on March 11, 1991.
Action’s Combined Declaration of Use in Commerce/Application for Renewal of Registration was
submitted to the United States Patent and Trademark Office on July 1, 2005 and was accepted and
acknowledged by the United States Patent and Trademark Office on September 9, 2005.
Submitted herewith is a current printout of information from the electronic database records of the

USPTO showing the current status and title of Reg. No. 1,346,202.



5. Opposer Action Products, Inc. is the owner of U.S. Trademark Registration No.
1,398,590 for “ACTION” for elastomeric shoe insoles in Class 25 and elastomeric hand exercisers
in Class 28.

6. U.S. Trademark Reg. No. 1,398,590 was duly issued to Action Products, Inc. on
June 24, 1986. Action’s Declaration pursuant to Sections 8 & 15 of the Trademark Act was
submitted to the United States Patent and Trademark Office on February 18, 1992 and was
accepted and acknowledged by the United States Patent and Trademark Office on April 30, 1992.
Action’s Combined Declaration of Use in Commerce/Application for Renewal of Registration was
submitted to the United States Patent and Trademark Office on May 11, 2006 and was accepted
and acknowledged by the United States Patent and Trademark Office on August 9, 2006.
Submitted herewith is a current printout of information from the electronic database records of the
USPTO showing the current status and title of Reg. No. 1,398,590.

7. Opposer has used the ACTION mark since long prior to the filing date of
Applicant’s ‘551 application in connection with not only those goods recited in U.S. Reg. Nos.
1,346,201, 1,346,202 and 1,398,590 but also in connection with numerous additional goods of the
type, and closely related to the type, of goods set forth in the subject ‘551 application.

8. Applicant, BSN Medical, Inc., is the owner of U.S. Trademark Application Serial
No. 85176551 for the mark ACTION-FIT for use in connection with orthopedic supports in Class
10. This intent to use application was filed on November 15, 2010.

9. Opposer’s use of ACTION and its registration of each of the ACTION marks
referred to in paragraphs 1-6 herein predates Applicant’s filing date and any use of the subject

mark, ACTION-FIT.



10.  Applicant’s ACTION-FIT mark so resembles ACTION in significance, general
appearance, commercial impression, and verbal identification so as, when used on or in connection
with the goods recited in the subject application, to be likely to cause confusion, to cause mistake,
or to deceive.

11.  The goods recited in the subject application are closely related to the goods
identified in Reg. Nos. 1,346,201, 1,346,202 and 1,398,590.

12. The goods recited in the subject application are also closely related to the goods
long offered by Opposer under Opposer’s ACTION marks, Opposer’s inherently distinctive
ACTION formative common law marks, corporate name and trade name.

13. On information and belief, Action avers that the registration of the mark of U.S.
Trademark Application Serial No. 85176551 will work to Opposer’s disadvantage and will harm
and damage Opposer in that the goodwill attached to the ACTION marks, registrations and
corporate and trade names of Opposer will likely be extended to Applicant without Opposer’s
consent, thereby benefitting Applicant rather than Opposer.

14.  Action would be damaged through the issuance of a registration for ACTION-FIT
to Applicant as such registration would provide prima facie evidence of Applicant’s right to use
and have registered to it a mark which would likely cause confusion by suggesting a sponsorship,
affiliation or connection between Applicant and Opposer when in fact such does not exist.

15. On information and belief, Action avers that in the eyes and minds of a large part of
the public, the mark ACTION-FIT as recited in U.S. Trademark Application Serial No. 85176551
is closely associated with the goods in connection with which Action has long used and is using
ACTION as a mark and corporate and trade name; that Applicant’s use of the mark ACTION-FIT
creates or will create a likelihood of confusion and creates or will create a likelihood of deception
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of the public by causing the public, upon seeing ACTION-FIT, to believe that Applicant’s goods
are in reality Action’s goods, or goods offered under the sponsorship, control or direction of
Action; that such is likely to interfere with or embarrass Action; and that registration of the mark of
U.S. Trademark Application Serial No. 85176551 will result in damage to Action.
WHEREFORE, Opposer Action Products, Inc. prays that its Opposition be sustained and
that registration of the subject mark be refused.
Respectfully submitted,

HALL & VANDE SANDE, LLC

Date: /0/3/// By: ﬂ% / M M
7/ omas J/Vande Sahd
Attorneys for Opposer
10220 River Road, Suite 200
Potomac, Maryland 20854
(301) 983-2500




CERTIFICATE OF SERVICE

The undersigned, Thomas J. Vande Sande, attorney for Opposer hereby certifies that one (1)
copy of the foregoing “NOTICE OF OPPOSITION” was this day served on Applicant by mailing

same, first class mail, to:

Kathryn A. Gromlovits, Esquire
Shumaker, Loop & Kendrick, LLP
128 South Tryon Street, Suite 1800
Charlotte NC 28202

Date: /t ﬁ/-;% 7] / A/% /4
7/ omas J.(¥arde Shride
HALL & VANDE SANDE, LLC
Attorneys for Opposer
10220 River Road, Suite 200

Potomac, Maryland 20854
(301) 983-2500




-

Lgtest Status Info . Page 1 of 3

T e
»

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-09-30 11:17:17 ET

Serial Number: 73376185 Assignment Information Trademark Document Retrieval

Registration Number: 1346201

Mark (words only): ACTION

Standard Character claim: No

Current Status: The registration has been renewed.
Date of Status: 2005-09-09

Filing Date: 1982-07-23

Transformed into a National Application: No
Registration Date: 1985-07-02

Register: Principal

Law Office Assigned: (NOT AVAILABLE)

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 40S -Scanning On Demand

Date In Location: 2008-05-29

LAST APPLICANT(S)OWNER(S) OF RECORD

1. Action Products, Inc.

Address:

Action Products, Inc.

22 N. Mulberry St.

Hagerstown, MD 21740

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

International Class: 020
Class Status: Active

http://tarr.uspto.gov/servlet/tarrregser=serial &entry=73376185 9/30/2011
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Pads and/or Cushions for Beds, Chairs, Operating Tables, and Bassinets
Basis: 1(a)

First Use Date: 1970-03-23

First Use in Commerce Date: 1970-03-23

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to ""Trademark Document
Retrieval" shown near the top of this page.

2008-05-29 - Case File In TICRS

2005-09-09 - First renewal 10 year

2005-09-09 - Section 8 (10-year) accepted/ Section 9 granted
2005-07-01 - Combined Section 8 (10-year)/Section 9 filed
2005-09-07 - Assigned To Paralegal

2005-07-01 - PAPER RECEIVED

1991-03-11 - Section 8 (6-year) accepted & Section 15 acknowledged
1990-12-17 - Section 8 (6-year) and Section 15 Filed

1985-07-02 - Registered - Principal Register

1985-04-23 - Published for opposition

1984-09-14 - Approved for Pub - Principal Register (Initial exam)
1984-08-28 - Communication received from applicant
1984-02-28 - Non-final action mailed

1984-02-13 - Assigned To Examiner

1983-11-07 - Communication received from applicant

1983-05-04 - Non-final action mailed

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=73376185 9/30/2011
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1983-04-21 - Assigned To Examiner

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
THOMAS J. VANDE SANDE

Correspondent

HALL MYERS VANDE SANDE & PEQUIGNOT, LLP
ATTN: THOMAS J. VANDE SANDE

10220 RIVER ROAD, SUITE 200

POTOMAC, MD 20854

http://tarr.uspto.gov/servlet/tarrregser=serial &entry=73376185 9/30/2011
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Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-09-30 11:21:11 ET

Serial Number: 73376186 Assignment Information Trademark Document Retrieval

Registration Number: 1346202

ey

(words only): ACTION

Standard Character claim: No

Current Status: The registration has been renewed.
Date of Status: 2005-09-12

Filing Date: 1982-07-23

Transformed into a National Application: No
Registration Date: 1985-07-02

Register: Principal

Law Office Assigned: (NOT AVAILABLE)

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 40S -Scanning On Demand

Date In Location: 2008-05-29

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Action Products, Inc.
Address:

Action Products, Inc.
22 N. Mulberry St.

http://tarr.uspto. gov/tarr?regser=registration&entry=1 346202 &action=Request+Status 9/30/2011
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Hagerstown, MD 21740

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

International Class: 020

Class Status: Active

Pads and/or Cushions for Beds, Chairs, Operating Tables, and Bassinets
Basis: 1(a)

First Use Date: 1974-04-16

First Use in Commerce Date: 1974-06-21

ADDITIONAL INFORMATION

Design Search Code(s):
26.17.02 - Bands, wavy; Bars, wavy; Lines, wavy; Wavy line(s), band(s) or bar(s)
26.17.05 - Bands, horizontal; Bars, horizontal, Horizontal line(s), band(s) or bar(s); Lines, horizontal

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval' shown near the top of this page.

2008-05-29 - Case File In TICRS

2005-09-12 - First renewal 10 year

2005-09-12 - Section 8 (10-year) accepted/ Section 9 granted
2005-09-12 - Assigned To Paralegal

2005-07-01 - Combined Section 8 (10-year)/Section 9 filed
2005-07-01 - PAPER RECEIVED

1991-03-11 - Section 8 (6-year) accepted & Section 15 acknowledged
1990-12-17 - Section 8 (6-year) and Section 15 Filed

1985-07-02 - Registered - Principal Register

1985-04-23 - Published for opposition

http://tarr.uspto.gov/tarr?regser=registration&entry=1 346202 &action=Request+Status 9/30/2011
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1984-09-17 - Approved for Pub - Principal Register (Initial exam)
1984-08-28 - Communication received from applicant
1984-02-27 - Non-final action mailed

1984-02-13 - Assigned To Examiner

1983-11-07 - Communication received from applicant
1983-05-04 - Non-final action mailed

1983-04-21 - Assigned To Examiner

Page 3 of 3

ATTORNEY/CORRESPONDENT INFORMATION

Correspondent

THOMAS J. VANDE SANDE

HALL MYERS VANDE SANDE & PEQUIGNOT, LLP
10220 RIVER RD, STE 200

POTOMAC, MD 20854

http://tarr.uspto.gov/tarr?regser=registration&entry=1346202&action=Request+Status

9/30/2011
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Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2011-09-30 12:05:37 ET

Serial Number: 73553795 Assignment Information Trademark Document Retrieval

Registration Number: 1398590

Mark (words only): ACTION

Standard Character claim: No

Current Status: The registration has been renewed.
Date of Status: 2006-08-09

Filing Date: 1985-08-16

Transformed into a National Application: No
Registration Date: 1986-06-24

Register: Principal

Law Office Assigned: (NOT AVAILABLE)

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 40S -Scanning On Demand

Date In Location: 2008-06-09

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. ACTION PRODUCTS, INC.

Address:

ACTION PRODUCTS, INC.

22 N. MULBERRY STREET
HAGERSTOWN, MD 21740

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Delaware

GOODS AND/OR SERVICES

International Class: 025
Class Status: Active

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=73553795 9/30/2011
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ELASTOMERIC SHOE INSOLES

Basis: 1(a)

First Use Date: 1984-07-15

First Use in Commerce Date: 1984-07-15

International Class: 028

Class Status: Active

ELASTOMERIC HAND EXERCISERS
Basis: 1(a)

First Use Date: 1970-03-23

First Use in Commerce Date: 1970-03-23

ADDITIONAL INFORMATION

Prior Registration Number(s):
1289020
1346201
1346202

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document
Retrieval" shown near the top of this page.

2008-06-09 - Case File In TICRS

2006-08-09 - First renewal 10 year

2006-08-09 - Section 8 (10-year) accepted/ Section 9 granted
2006-08-04 - Assigned To Paralegal

2006-05-11 - Combined Section 8 (10-year)/Section 9 filed
2006-05-11 - PAPER RECEIVED

2005-02-23 - PAPER RECEIVED

1992-04-30 - Section 8 (6-year) accepted & Section 15 acknowledged
1992-02-18 - Section 8 (6-year) and Section 15 Filed

1986-06-24 - Registered - Principal Register

1986-04-01 - Published for opposition

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=73553795 9/30/2011
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1986-03-04 - Notice of publication

1986-02-03 - Approved for Pub - Principal Register (Initial exam)
1986-01-29 - Examiner's amendment mailed

1985-12-18 - Communication received from applicant

1985-10-21 - Non-final action mailed

1985-10-10 - Assigned To Examiner

1985-09-28 - Assigned To Examiner

Page 3 of 3

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
THOMAS J VANDE SANDE

Correspondent

THOMAS J VANDE SANDE

HALL VANDE SANDE PEQUIGNOT LLP
10220 RIVER RD SUITE 200

POTOMAC MD 20854

http://tarr.uspto.gov/servlet/tarr7regser=serial&entry=73553795
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