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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
 
 
In the matter of U.S. Application Serial No. 85155064 
 
 

Mark:    
 
___________________________________ 
      ) 
THE CHANCELLOR, MASTERS AND )  
SCHOLARS OF THE UNIVERSITY ) 
OF OXFORD,     ) 
      )   

Opposer,   )  
      )   
 v.     )  Opposition  No.: 91-201895 
      ) 
OXFORD IPC WORLDWIDE LTD.  ) 
      ) 
      ) 

Applicant   ) 
____________________________________) 
 

 
 

MOTION FOR SUSPENSION FOR SETTLEMENT WITH CONSENT 
 

 
WHEREAS, both Applicant and Opposer would like to suspend the Opposition 

pursuant to section 510.02(a) of the Trademark Trial and Appeal Board Manual of Procedure 

(“TBMP”) and section 37 CFR § 2.117(c) in order to await the final disposition in a parallel 
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litigation which is currently pending before the European Community Trademark Office 

(“CTM Opposition”).  The CTM Opposition is between the same parties and concerns the same 

trademark and issues as the instant case, albeit with a different jurisdictional scope. 

The parties in this case have business interests world-wide. As such, the jurisdiction 

addressed by the CTM Opposition is relevant to the parties’ overall dispute and plays into the 

worldwide settlement discussions. While both the CTM Opposition and the instant opposition 

have been pending, the parties have been engaged in attempting to settle their dispute world-

wide. Following the parties’ preliminary conference settlement discussion, Opposer sent a 

settlement proposal to Applicant on June 12, 2013. Applicant reviewed and considered the 

proposal and found it unacceptable. Given this brief impasse, the Parties determined that a 

decision from OHIM in the CTM Opposition would aid in negotiating a settlement. Each party 

thus briefed its respective case. Following the briefing, the parties nonetheless continued oral 

settlement discussions in November.   

The instant U.S. matter was part of the negotiations and the parties agreed that it would 

be more fruitful to continue discussions while awaiting the OHIM decision than to engage in 

discovery in the U.S. which might be rendered moot by the outcome of the CTM Opposition.   

On November 20, 2013, the Community Trademark Office issued its decision. A copy 

of the CTM Opposition No. 008660284 decision is attached at Exhibit A.  The time for an 

appeal to the CTM Opposition decision is not exhausted.     

The parties are currently continuing their negotiations in light of the CTM decision and 

in light of the potential for an appeal of the CTM decision. The CTM decision is not a final 

disposition at this time. To this end, Opposer has proposed several possible dates for meetings 
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following January 1, 2014. The aim of the proposed meeting is for the parties to better 

understand each other’s concerns and understand whether a commercial agreement is possible.   

In light of the ongoing negotiations and possible appeal of the CTM Opposition in the 

event of an unsuccessful meeting between the parties, the parties jointly request a six (6) month 

suspension of the instant opposition, subject to the right of either party to resume the 

proceedings. In order to allow continued settlement discussions and for reasons of judicial 

efficiency in light of the parallel proceeding, the parties respectfully request the Board Grant 

this motion for suspension.  

Applicant has secured the express consent of all other parties to this proceeding for the 

suspension requested herein. Applicant has provided an e-mail address herewith for itself and 

for the opposing party so that any order on this motion may be issued electronically by the 

Board. 

Dated: December 20, 2013  
 

    Respectfully submitted, 
    LOWE HAUPTMAN HAM & BERNER, LLP 
    /jhg/ 
     
    Jeffrey H. Greger 
    Attorney for Applicant,  

2318 Mill Rd, Suite 1400 
Alexandria, Virginia 22314 
jhgreger@ipfirm.com 

SEEN AND AGREED 
 
Mark Lerner 
Satterlee Stephens Burke & Burke LLP 
230 Park Avenue 
New York, NY 10169 
mlerner@ssbb.com 
 
/marklerner/ 
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Certificate of Service 
 
 
  I hereby certify that a copy of the foregoing Motion for Suspension shall be forwarded 
to Opposer’s currently listed correspondence address and contact information according to the 
current records as contained in the U.S. Patent and Trademark Office records as appears below, 
by email pursuant to agreement of counsel on this 20th  day of December 2013, to   
 
Mark Lerner 
Satterlee Stephens Burke & Burke LLP 
230 Park Avenue 
New York, NY 10169 
mlerner@ssbb.com 
 
212-404-8714 –Office 
212-818-9606-Fax 
 
 
       
      /jhg/ 

     __________________________ 
      Jeffrey H. Greger  
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