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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Helen of Troy Limited
Entity Corporation Citizenship Barbados
Address 13 8th Avenue, Belleville
St. Michael,
BARBADOS
Domestic William J Bass
Representative 1 Helen of Troy Plaza
El Paso, TX 79912
UNITED STATES
wbass@hotus.com Phone:915-225-8000
Applicant Information
Application No 85288338 Publication date 08/02/2011
Opposition Filing 08/26/2011 Opposition 09/01/2011
Date Period Ends

Applicant

Strategic Partners, Inc.
9800 De Soto Ave.
Chatsworth, CA 91311
UNITED STATES

Goods/Services Affected by Opposition

Class 025.

All goods and services in the class are opposed, namely: Bottoms; Dresses; Footwear; Headwear;
Jackets; Pants; Scrubs not for medical purposes; Shirts; Sweaters; Tops; Tunics; Uniforms

Grounds for Opposition

Deceptiveness

Trademark Act section 2(a)

False suggestion of a connection

Trademark Act section 2(a)

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2200122 Application Date 02/20/1996

No.

Registration Date | 10/27/1998 Foreign Priority NONE
Date

Word Mark SOFTWORKS

Design Mark



http://estta.uspto.gov

Description of
Mark

NONE

Goods/Services

Class 008. First use: First Use: 1996/02/00 First Use In Commerce: 1996/02/00

kitchen hand tools, namely, non-electric fruit and vegetable peelers, graters,
food slicers corers, pizza wheels, non-electric kitchen knives, non-electric can
openers; flatware, namely, knives, spoons; hand-operated garden tools, namely,
trowels, cultivators, scratchers, weeders, and weeding forks

Class 021. First use: First Use: 1996/02/00 First Use In Commerce: 1996/02/00

kitchen utensils, namely, turners, kitchen brushes with a bristle head or sponge
head to clean various kitchen items, soap-dispensing brushes, jar openers, ice
cream scoops, garlic presses, spatulas, cooking spoons, potato mashers and
whisks; cookware, namely, frying pans, sauce pans, saute pans, casseroles,
Dutch ovens, stock pots, steamers, brushes, namely, hair brushes, sink
brushes, vegetable brushes, dust brushes

U.S. Registration | 2286040 Application Date 04/28/1997

No.

Registration Date | 10/12/1999 Foreign Priority NONE
Date

Word Mark SOFT WORKS

Design Mark

Description of NONE

Mark

Goods/Services

Class 021. First use: First Use: 1998/05/00 First Use In Commerce: 1998/05/00
kitchen pots and pans

U.S. Registration | 2403656 Application Date 06/07/1999

No.

Registration Date | 11/14/2000 Foreign Priority NONE
Date

Word Mark SOFT WORKS

Design Mark

Description of NONE

Mark

Goods/Services

Class 008. First use: First Use: 1999/01/00 First Use In Commerce: 1999/01/00
Squeegees for household use

Class 009. First use: First Use: 1996/03/00 First Use In Commerce: 1996/03/00
Measuring cups and measuring spoons

Class 021. First use: First Use: 1996/03/00 First Use In Commerce: 1996/03/00




Household utensils, namely, bottle openers, corkscrews, non-electric juicers and
kitchen ladles

U.S. Registration | 3391746 Application Date 09/07/2007

No.

Registration Date | 03/04/2008 Foreign Priority NONE
Date

Word Mark SOFTWORKS

Design Mark

Softworks

Description of NONE
Mark
Goods/Services Class 008. First use: First Use: 2007/01/01 First Use In Commerce: 2007/01/01
(Based on Use in Commerce) Pruning shears; Scissors; Pruning knives

Class 009. First use: First Use: 2005/01/01 First Use In Commerce: 2005/01/01
(Based on Use in Commerce) Thermometers; Food timers

Class 020. First use: First Use: 2007/00/00 First Use In Commerce: 2007/00/00
(Based on Use in Commerce) Drawer organizers for silverware; Plastic clips for
sealing bags; Sink mats

Class 021. First use: First Use: 2005/00/00 First Use In Commerce: 2005/00/00
(Based on Use in Commerce) Salad spinners; Bowls; Colanders; Household
utensils, namely, strainers; Serving tongs; Mugs; Tea kettles; Ice buckets;
Cocktail shakers;Trivets; Soap dispensers; Toilet brush holders; Sponge
holders; Soap holders and boxes; Bath accessories, namely, cup holders;
Napkin holders; Bath brushes; Dishwashing brushes; Scrubbing brushes; Toilet
brushes; Floor brushes; Plungers for clearing blocked drains; Dispensers for
paper towels; Dish drying racks; Watering cans

Class 024. First use: First Use: 2007/01/01 First Use In Commerce: 2007/01/01

(Based on Use in Commerce) Oven mitts; Pot holders
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature Iwijb/




Name

William J Bass

Date

08/26/2011




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application ; Serial Number 85/288,338
Owner : Strategic Partners, Inc.

9800 De Soto Ave.
Chatsworth, CA 91311

Mark : SOFTWORKS
Published for Opposition : August 2, 2011
HELEN OF TROY LIMITED, §
§
Opposer, §
§
V. § Opposition No.
§
STRATEGIC PARTNERS, INC., §
§
Applicant. §

NOTICE OF OPPOSITION

Opposer, HELEN OF TROY LIMITED (including, with its affiliates and related entities,
“Opposer™), a Barbados corporation with a business address of 13 8™ Avenue, Belleville, P.O. Box
836E, hereby opposes registration of the mark “SOFTWORKS?, in International Class 25, for the
following goods that are the subject of application Serial Number 85/288,338, published in the
Official Gazette of August 2, 2011: bottoms, dresses, footwear, headwear, jackets, pants, scrubs not
for medical purposes, shitts, sweaters, tops, tunics and uniforms. Opposer requests that registration
to Strategic Partners, Inc. (“Applicant”) be refused.

As grounds in support of this opposition, Opposer asserts as follows:



1. Opposer, for many years and since long prior to any date of first use upon which
Applicant can rely, has been actively engaged in the development, marketing, distribution and sale of
a wide array of household products under the “SOFTWORKS?” trademark. Opposer, through its
predecessors, began using the “SOFTWORKS” trademark at least as early as 1996. Such use has
been active, uninterrupted and continuous.

2. Opposer is the owner of various worldwide trademark registrations for the
“SOFTWORKS” trademark covering goods and services under Interﬁational Classes 8, 9,20, 21 and
24, including but not limited to, U.S. Trademark Registration Numbers 2,200,122, 2,286,040,
2,403,656 and 3,391,746. The aforementioned registrations are valid, subsisting, unrevoked and
uncancelled.

3. As a result of the extensive use and promotion by Opposer, the “SOFTWORKS”
trademark has become well-known. Opposer has built up valuable and substantial goodwill in the
“SOFTWORKS” trademark, such that the mark has come to identify Opposer’s goods, it
distinguishes Opposer’s goods, and it has become a “famous mark™ as defined in 15 U.S.C. §
1125(c).

4. On April 6,2011, Applicant filed an application for registration of “SOFTWORKS”.
The filing basis for the application is intent to use under Section 1(b). As of the present date,
Opposer has been unable to locate Applicant’s goods in United States commerce bearing the

“SOFTWORKS” name.



5. Applicant’s “SOFTWORKS” application is identical in each and every respect to
Opposer’s prior existing “SOFTWORKS” trademark and registrations. Opposer markets and sells a
wide variety, and ever expanding list, of products under the “SOFTWORKS” trademark.

6. Applicant’s “SOFTWORKS” name so closely resembles Opposer’s “SOFTWORKS”
trademark that consumers are likely to be confused as to an affiliation or association between
Applicant’s “SOFTWORKS” name and Opposer’s well-known and famous “SOFTWORKS”
trademark.

7. Applicant’s “SOFTWORKS” name so closely resembles Opposer’s previously used
and registered “SOFTWORKS” trademark as to be likely to cause confusion, mistake, or deception

as to the source of the goods.

8. Opposer’s “SOFTWORKS?” trademark is famous and distinctive. Upon information
and belief, Opposer states that Applicant’s future use of the “SOFTWORKS” name will be likely to
cause dilution of Opposer’s famous and distinctive mark.

9. Opposer will be damaged by registration of Applicant’s “SOFTWORKS” name
because it will lessen the capacity of Opposer’s famous “SOFTWORKS” trademark to identify and
distinguish Opposer’s goods from those of Applicant. Based upon the foregoing, registration of the

“SOFTWORKS” application will cause injury and damage to Opposer.



WHEREFORE, Opposer prays that the opposition be sustained and that registration to

Applicant be refused.

Respectfully submitted,

1 Helen of Troy Plaza
El Paso, Texas 79912
Tel. (915) 225-8040
Fax (915) 225-8081

Domestic Representative for Helen of Troy Limited
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