UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: April 2, 2013
Opposition No. 91201118
Zynga Inc.
V.
Kosinov Dmitry Ivanovich
Andrew P. Baxley, Interlocutory Attorney:

On July 6, 2012, applicant filed a motion for partial
summary judgment “on the grounds that [o]pposer cannot prove
that it established a family of marks prior to [alpplicant’s
first use of its GODVILLE mark in the United States, nor
that any such family was famous at the time [alpplicant
first began using its GODVILLE mark.”

On July 11, 2012, opposer filed a motion to suspend
this proceeding “because Opposer just learned that
[applicant’s] Russian trademark application, upon which its
U.S. trademark application wholly depends, has been refused
registration by the Russian trademark office.” The Board,
in a July 13, 2012 order, tolled further briefing on the
motion for summary judgment. The parties, on July 26, 2012,
filed a stipulation to withdraw and to suspend the case for
settlement negotiations, the Board, in a July 27, 2012

order, allowed opposer until August 26, 2012 to file a
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motion for discovery under Fed. R. Civ. P. 56(d) prior to
responding to the motion for partial summary judgment. On
August 26, 2012, opposer filed a motion for Rule 56 (d)
discovery.? The motion has been fully briefed.

By the motion for Rule 56 (d) discovery, opposer seeks
to take discovery regarding: (1) The alleged date of first
use of applicant’s GODVILLE mark and the alleged Russian
foreign equivalent, in the United States, and the veracity
and authenticity of the evidence proffered by applicant in
support of same; (2) the scope and extent of the common law
trademark rights in the term GODVILLE and the alleged
Russian foreign equivalent (if any) that applicant
alleges to have established in the United States from having
allegedly offered a video game over the Internet; (3) the
owner of the alleged common law trademark rights in GODVILLE
and the relationships between applicant and other
individuals and entities mentioned in the motion for partial
summary judgment (i.e., Mikhail Platov and Godville Games
Limited) and any other alleged owners of purported common

law rights in GODVILLE;? (4) applicant’s affirmative defense

! On September 12, 2012, opposer filed an amended certificate of

service wherein it indicated that the motion for Rule 56 (d)
discovery was served by first-class mail on August 27, 2012.
> Applicant in its brief in response stated that it did not
object to discovery on this subject.
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nos. 1, 3, 5 and 6 set forth in applicant’s answer;’ and (5)
the declaration of Mikhail Platov and notice of reliance
that accompanies applicant’s motion for partial summary
judgment and the exhibits appended thereto. Opposer’s
motion is supported by a declaration of its attorney, Joshua
J. Richman, which sets forth reasons why opposer needs the
discovery sought prior to responding to the motion for

summary judgment.

3 Those “defenses” are as follows:

1. Applicant’s first use of the GODVILLE mark in
interstate commerce pre-dates Opposer’s filing, use
and priority dates for each and every mark pled.

3. Opposer’s marks are not eligible for protection
from dilution.

5. Opposer’'s priority date for its intent to use
application for the mark CITYVILLE, Serial No.
85/187,572, 1is later than Applicant’s filing date for
its GODVILLE application. Accordingly, Opposer’s
CITYVILLE application is not a proper Dbasis for
opposing Applicant’s GODVILLE application, nor does it
support prior creation of any “family of VILLE marks”
by Opposer.

6. Opposer cannot establish exclusive rights in a
family of marks with the suffix “VILLE.”

These “defenses” are not true affirmative defenses because
they are not “[a] defendant's assertion of facts and
arguments that, if true, will defeat the plaintiff's or
prosecution's claim, even if all the allegations in the
complaint are true.” Black's Law Dictionary (9th ed. 2009).
However, they amplify the denials in applicant’s answer and
otherwise provide fuller notice of how applicant intends to
defend this opposition. See Order of Sons of Italy in
America v. Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1223
(TTAB 1995).
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A party that believes that it cannot effectively oppose
a motion for summary judgment without first taking discovery
may file a request with the Board for time to take the
needed discovery. See Fed. R. Civ. P. 56(d); TBMP Section
528.06. The request must be supported by an affidavit
showing that the nonmoving party cannot, for reasons stated
therein, present by affidavit facts essential to justify its
opposition to the motion. In such affidavit, the party must
state therein the reasons why it is unable, without
discovery, to present by affidavit facts sufficient to show
the existence of a genuine issue of material fact for trial.
See TBMP Section 528.06.

The Board, noting that applicant has not served any
written discovery responses in this case, finds, in view of
the declaration of opposer’s attorney that opposer submitted
in support thereof, that opposer has satisfactorily
demonstrated a need for discovery that is reasonably
directed to obtaining facts essential to its opposition to
applicant’s motion prior to responding to the motion for
partial summary judgment. Opposer has set forth specific
issues of fact on which it asserts it needs information
which appears to be in applicant's control, such as facts
relating to applicant's asserted prior use of its mark in
the United States and the scope and extent of applicant’s

asserted common law rights in the involved GODVILLE mark in



Opposition No. 91201118

the United States. These factual issues are central issues
in this opposition proceeding, and opposer is entitled to
discovery thereon prior to responding to applicant's motion
for summary judgment. See Orion Group Inc. v. Orion
Insurance Co., plc, 12 USPQ2d 1923 (TTAB 1989). In view
thereof, opposer’s motion for Rule 56 (d) discovery is
granted.

Opposer is allowed until thirty days from the mailing
date set forth in this order to serve written discovery
requests seeking information and documents limited to the

topics set forth in its motion for Rule 56 (d) discovery.*

* Although opposer asserts that it served written discovery

requests on June 15, 2012 that remain outstanding, the Board’s
July 10, 2012 suspension order tolled general discovery herein.
Accordingly, opposer’s Rule 56 (d) discovery should be in the form
of newly served discovery requests, unless the parties agree
otherwise.

Opposer did not expressly request that it be allowed to take
discovery depositions as part of the discovery it seeks under
Rule 56 (d). The involved application states that applicant is a
citizen of the Russian Federation who resides in the Russian
Federation. The Board will not order a foreign resident witness
to appear for a deposition in the United States. See Jain v.
Ramparts, Inc., 41 USPQ2d 1429 (TTAB 1998).

Rather, a deposition of a party residing in a foreign country
must be taken upon written questions, unless the Board, upon
motion for good cause, orders that the deposition be taken by
oral examination, or the parties so stipulate. See Trademark
Rule 2.120(c); TBMP Section 404.03(b). The deposition on written
questions procedure is cumbersome and time-consuming. See
Trademark Rule 2.124; Swiss Watch International, Inc. V.
Federation of the Swiss Watch Industry, 101 USPQ2d 1731 (TTAB
2012). Laws of some foreign countries effectively preclude the
taking of such depositions. See TBMP Section 404.03 (b) .

Further, regarding nonparty Mikhail Platov, whose declaration
applicant submitted in support of his motion for partial summary
judgment, a party may be unable to take a deposition of a
nonparty witness residing in a foreign country. See TBMP Section
403.03(c) (2). This is because there is no certain procedure for
obtaining a discovery deposition of a nonparty who resides in a
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Applicant’s written responses to those discovery requests
and production of requested documents are due in accordance
with Trademark Rules 2.119(c) and 2.120(3).° Opposer is
allowed until ninety days from the mailing date set forth in
this order to file a brief in response to the motion for
partial summary judgment. Applicant’s reply brief in
support of that motion is due in accordance with Trademark
Rules 2.119(c) and 2.127(e) (1) .

Proceedings herein otherwise remain suspended.

foreign country and is not willing to appear voluntarily, whether
the deposition sought is intended to be taken orally or upon
written questions. See Galaxy Metal Gear, Inc. v. Direct Access
Technology, Inc., 91 USPQ2d 1859 (TTAB 2009). Accordingly, the
Board finds that opposer’s Rule 56 (d) discovery is properly
limited to written discovery requests.

> Applicant may produce electronic copies of responsive
documents.



