Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA497853

Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

10/02/2012

Proceeding 91201118
Party Plaintiff
Zynga Inc.
Correspondence JOHN M KIM
Address IP LEGAL ADVISORS PC
4445 EASTGATE MALL , SUITE 200
SAN DIEGO, CA 92121
UNITED STATES
litigation@ipla.com, kim@ipla.com, jrichman@ipla.com
Submission Reply in Support of Motion
Filer's Name Joshua J. Richman
Filer's e-mail litigation@ipla.com
Signature /Joshua J. Richman/
Date 10/02/2012
Attachments Reply re MSJ Discovery (10-02-12).pdf ( 6 pages )(151676 bytes )



http://estta.uspto.gov

INTHE UNITED STATESPATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Zynga Inc., Opposition No. 91201118
Opposer, Mark: GODVILLE
Serial No. 79087957
V. Filing Date: Augus®b, 2010

Published: April 12, 2011
Kosinov Dmitry Ivanovich,

Applicant.

N/ N N’ N N N N N N N N

OPPOSER’S REPLY BRIEF IN SUPPORT OF

MOTION TO CONDUCT FRCP 56(d) DISCOVERY

OpposerZynga, Inc. (“Zynga”) respectfully requests that the Board consider
this brief reply in support of its motion to conduct Rule 56(d) discovery (the
“Motion”).

Argument

A. PRECENDENT FROM THIS BOARD HOLDS THAT
OPPOSER SHOULD BE ALLOWED DISCOVERY, AND
APPLICANT HAS FAILED TO SHOW WHY OPPOSER’S
RULE 56(d) MOTION SHOULD NOT BE GRANTED.

In its Rule 56(d) motion, Opposer established that it is entitled to discovery

into those issues germane to Applicant’s Motion for Summary Judgment



(“Applicant’s MSJ”), in part, because Applicant did not respond to any of Opposer’s
outstanding discovery before filing Applicant’s MSJ. Trademark Trial and Appeal
Board precedent supports Opposer’s request for discovery, and Applicant’s Response
to Opposer’s Motion fails to provide any salient reason why Opposer’s Motion should
be denied.

The Board granted a Rule 56(d) motion on nearly identical fac@rion

Group Inc. v. The Orion Insurance Co. P.L.C., 12 USPQ2d 1923 (TTAB 1989). In

Orion, a U.S. company opposed a trademark application filed by a British company.
Id. at 1924. Before the close of discovery and before the opposer had received
discovery responses, the applicant filed a motion for summary judgment on several
iIssues, including priority.ld. at 1924. The applicant’s summary judgment motion

was supported by one affidavit from its corporate secretary, wholagased in
England. Id. at 1925.

In response, and because the opposer lacked facts to present a defense to the
summary judgment motion, opposer filed a Rulé m6tion for discovery.ld. In its
motion, the opposer argued it needed discovery in order to effectively defend against
the summary judgment motion and to challenge the affidddi. In response, the
applicant argued, among other thingst the opposer had “not demonstrated what
facts [were] sought and how they [were] reasonably calculated to create a genuine
issue of material fact.” Id.

The Boardgrantedthe opposer’s Rule 56 motionand stateds follows:

! At the time the Orion case was decided in 1989, the applicable rule was. B&d. R 56(f).




Opposer has set forth specific issues of fact on which it asserts it

needs information which is in applicant's control, such as facts

relating to applicant's use of its mark in the United Staties,

specific services offered by applicant in the United States under this

mark... These types of factual issues are central issues in this

opposition proceeding, and opposer is entitled to discovery thereon

prior to responding to applicant's motion for summary judgment.

Opposer's motion to compel discovery under Fed.R.Civ.P. 56(f) is

granted.
Id. at 1924-1925. With respect to the affidavit, the Board further noted that the
applicant was “in effect...requesting judgment in its favor without a trial and without
allowing opposer an opportunity obtain discovery on the issues involved in this
cas€e’ Id. at 1925.

The facts in this case are virtually identical to thos@©iion. Here, Opposer
has received no discovery responses or documents from Applicant due to the present
suspensiorof the proceedings. The Applicant in this case submitted one declaration
(notably, of a non-party) in support @fpplicant’s MSJ, along with a notice of
reliance Similar to the issues presentedOnion, without discovery into the issues
raised by Applicant in his MSJ, the Board would be requireailtoon Applicant’s
MSJ based solelgn Applicant’s one-sided recitation of the facts. TI@rion case
holds that suclaresult is not appropriate, and that Opposer should be entitled to take
discovery on those issugsrmane to Applicant’s MSJ.

B. OPPOSER HAS APPROPRIATELY SPECIFIED THE

FACTS GERMANE TO APPLICANT’S MSJ FOR WHICH
OPPOSER SEEKSDISCOVERY.

Opposer’s Motion lays out Six categories of facts for which it requires

discovery to respond to Applicant’s MSJ. While Applicant’s Response to Opposer’s



Motion characterizes Opposer’s request as a “fishing expedition,” it is clear that
Opposer is simply seeking discovery into facts germane to &ppgk MSJ — i.e., the
factual issues surrounding Applicant’s alleged priority.

Moreover,there are several inconsistencies within the evidenceAjaticant
submitted with his MSJ that raise serious doubts as to the date of his first use of
GODVILLE in the United States. For example, Applicant submitted what he
contends are screen shots from the GODVILLE gamseit appeared” in 2007.
(Platov Decl. in support of MSJ, § 9.However, the screen shots provided are
displayed in a Google Chrome web browser, even though the Google Chrome web
browser was not released until late 2608his is but one example of a factual issue
informing Applicant’s alleged priority that Opposer should be permitted discovery of.

Since priority is the only issue in Applicant’s MSJ, andthe proof of his alleged
trademark use of GODVILLE raises several complexities, it is essential that Opposer
receive afull and fair opportunity to investigate and understand Applicant’s alleged
priority rightsso that it can meaningfully respond to Applicant’s motion.  Opposer
Is not on &‘fishing expeditiori; but has instead outlined its Motion the few specific
categories ofnquiry that go directly to the heart of the priority issue. A©iion,
thesecategories of inquiry are central issuestlie MSJ and Opposer should be

entitled to discoverpn them.

2 Sedhttp://en.wikipedia.org/wiki/Google_Chrorhelt is possible that the Google Chrome web browser
displays the archived code differently from how it appeared in 206@.Google Chrome web browser, for
example, contains a built-in translation function. This translation fundikety affects the way the
website is viewed and, particularly relevant here, whether GODVILLE was dgpiayed in Roman
characters on the site as early as Applicant contends.



http://en.wikipedia.org/wiki/Google_Chrome

Il.
Conclusion
For the foregoing reasons, Opposer requests that the Board grant its Motion for

Rule 56(d) discovery. If the Board gran@pposer’s Motion, Opposerfurther
requests thathe Board take into account, when issuing its scheduling order on the
taking of discoverythat Applicant is a Russian citizen located in Russia.
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