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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Zynga Inc.,
Opposition No. 91201118
Opposer,
Mark: GODVILLE
V. Serial No. 79087957

Filing Date: August 6, 2010

Kosinov Dmitry Ivanovich, Published: April 12, 2011

Applicant.

N/ N N N N N N N N N N N N N N

MOTION TO SUSPEND

l.
Introduction
Opposer Zynga Inc., (“Opposer”), hereby moves the Board for an order
suspending this case under Trademark Rule 2.117(c) because Opposer just learned
that the Applicant Kosinov Dmitry Ivanovich’s (“Applicant”) Russian trademark
application, upon which its U.S. trademark application wholly depends, has been
refused registration by the Russian trademark office. As a result, the U.S. Application
that is the subject to this proceeding will inevitably be cancelled by operation of law

and Opposer will have no further need to prosecute this case because the purpose of



this Opposition (i.e., the refusal of the U.S. Application) will have been rendered
moot. 15 U.S.C. §1141j(a).
1.
Statement of Facts and Procedural Background

Applicant’s U.S. Application is an extension of International Registration No.
1052764 issued by the World Intellectual Property Organization (the “International
Bureau”) under the Madrid Protocol. 15 U.S.C. 81141, et. seq.

Applicant’s International Registration is founded on basic application number
2010722386, which Applicant filed with the Russian trademark office on July 9,
2010.

On December 27, 2011, the Russian trademark office issued a decision
rejecting Applicant’s entire Russian basic application in Classes 25, 35 and 41.
Counsel for Opposer first learned of this fact on July 9, 2012 through its Russian
counsel located in Moscow. See Declaration of Joshua J. Richman (“Richman
Decl.”), 1 6. Attached as Exhibit A to the accompanying Richman Decl. is a true and
correct copy of a printout from the Russian trademark office indicating that the basic
application was rejected in total as to all classes. (Richman Decl., | 2, Ex A)
Attached as Exhibit B to the accompanying Richman Decl. is a true and correct copy

of an English translation of Exhibit A. (Richman Decl., | 3, Ex. B.)

! Applicant’s International Registration and the extension of protection to the United States both claimed
Class 41 services only.



Opposer has consulted with its Russian trademark counsel, who advises that
there are no records of any appeal by Applicant that might challenge this rejection.
(Richman Decl., 1 4.) Opposer’s Russian trademark counsel further advises that more
than six months have lapsed since the rejection was entered and sent to the Applicant,
which means that the Russian trademark office either has already communicated, or
will shortly communicate, the rejection decision to the International Bureau.?
(Richman Decl., 1 5.)

Once the Russian trademark office communicates the rejection of the Russian
basic application to the International Bureau, it will effect a cancellation of the
International Registration as a matter of law. Madrid Protocol Article 6(3); Rule
22(1)(a).

Once Applicant’s International Registration is cancelled, the International
Bureau will communicate the fact to the United States Patent & Trademark Office
(“USPTO”). Madrid Protocol Rule 22(2). Once the USPTO is notified of the
cancellation of the International Registration, the Applicant’s U.S. Application that is
subject to this proceeding will be cancelled by operation of law. 15 U.S.C. §1141j(a).

On July 5, 2012, Applicant served by mail a Motion for Partial Summary
Judgment (the “MSJ”) in this case.

On July 10, 2012, the Board issued an Order (the “Order”) suspending this

proceeding pending a decision on Applicant’s MSJ.

2 As of the date of this paper, the publicly available records in the International Bureau’s Romarin database
did not reflect an update regarding the rejection of the Russian basic application.



August 9, 2012 is Opposer’s deadline to file and serve a response to the MSJ.
M.
Argument
A. THIS PROCEEDING SHOULD BE INDEFINITELY

SUSPENDED FOR ALL PURPOSES UNTIL THE FATE OF

APPLICANT’S INTERNATIONAL REGISTRATION IS

DETERMINED.

On July 6, 2012, Applicant filed his MSJ, which argues that there is no
question of material fact and that he is entitled to judgment as a matter of law that he
has priority over any rights that Opposer may allege to have in its various —VILLE
formative marks. As a result of having filed the MSJ, on July 10, 2012, the Board
issued an Order suspending the proceeding pending the Board’s decision on the
Motion.?

While the Board’s July 10, 2012 Order has had the effect of suspending this
case, it only puts in place a temporary suspension pending a decision on Applicant’s
MSJ. Opposer, however, brings this Motion to Suspend to indefinitely place this
proceeding in abeyance until such time as the fate of Applicant’s International
Registration is determined.

Trademark Rule 2.117 provides, in relevant part, as follows:

(c) Proceedings may ... be suspended, for good cause, upon motion
or a stipulation of the parties approved by the Board.

® While the MSJ is not potentially dispositive of the entire case since it does not address all causes of action
pled in Opposer’s Notice of Opposition, Opposer understands that the Board’s custom and practice is to
nevertheless suspend the proceeding when a motion for partial summary judgment is filed. Cf. Trademark
Rule 2.127(d).



The inevitable failure of the §866(a) filing basis of Applicant’s Application creates a
fundamental problem that will eventually be, as a matter of law, dispositive of this
entire case. The cancellation of the International Registration will have a domino
effect that will result in the automatic cancellation of Applicant’s U.S. Application,
which forms the basis of this Opposition. When this inevitably occurs, Applicant’s
MSJ will become moot and there will exist a legal basis for terminating this
proceeding independent of the factual and legal issues that the parties would
otherwise be discovering and briefing for trial. As such, a suspension of this
proceeding is entirely appropriate pending the cancellation of the International
Registration. See Marie Claire Album S.A. v. Kruger GmbH & Co. KG, 29 USPQ2d
1792 (TTAB 1993) (opposition suspended pending decision of German court on
validity of foreign registration which is the basis of the U.S. application involved in
the opposition).

B. THIS MOTION TO SUSPEND IS APPROPRIATE, EVEN
THOUGH THE PROCEEDING IS CURRENTLY SUSPENDED.

The Board’s July 10, 2012 Order provides, in part, as follows:
Proceedings herein are suspended pending the Board’s decision on
applicant’s motion for partial summary judgment. Any submission
filed during the pendency of such motion which is not germane
thereto will receive no consideration.
Order at 5.
This Motion to Suspend is not precluded by the Board’s July 10, 2012 Order

because this Motion is entirely “germane” to Applicant’s MSJ. See Order at 5; Cf.

Trademark Rule 2.127(d). Put simply, the suspension requested herein will have the



effect of addressing the core of this whole proceeding (which necessarily includes
Applicant’s MSJ) — i.e., whether Applicant’s U.S. Application is entitled to proceed to
registration, or whether it must be refused under the Madrid Protocol’s clear rules.

As a result of the news just learned about the rejected Russian basic
application, there is a good cause basis for this suspension — i.e., judicial and party
economy. If the Board does not indefinitely suspend this case until USPTO receipt of
the cancellation communication from the International Bureau, then in the next 30-60
days, both sides will incur the substantial cost of (1) briefing a discovery motion that
Opposer intends to bring under Fed. R. Civ. P. 56(d), (2) propounding and responding
to discovery germane to Applicant’s Motion, and (3) briefing the response and reply
to Applicant’s Motion. These actions will expend both this Board’s and the parties’
resources; yet all of these activities, as well as any other legal and factual workup of
this case, will be without effect when the USPTO ultimately cancels Applicant’s
Application under 15 U.S.C. §1141j(a).

The suspension requested herein will have no effect on the merits of parties’
respective pleadings on file in this case. Instead, the further suspension is requested
for the sole purpose of allowing the procedures set forth by the Madrid Protocol to run
their natural course, while having the collateral benefit of conserving both party and
judicial resources that will be wasted if Applicant’s Application is eventually

cancelled for reasons independent of the relief requested by either party in this case.



V.
Conclusion

Opposer submits that good cause exists for an indefinite suspension of this case
until the fate of Applicant’s International Registration is determined. When the
United States Patent & Trademark Office cancels the U.S. Application that is subject
of this proceeding, Opposer will have no need to further prosecute this case because
its purpose will be rendered moot.
Dated: July 11, 2012

Respectfully submitted,

/Joshua J. Richman/

John M. Kim

jkim@ipla.com

Joshua J. Richman
jrichman@ipla.com
Attorneys for Opposer

Zynga Inc.

IP Legal Advisors, P.C.

4445 Eastgate Mall, Suite 200
San Diego, CA 92121




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Zynga Inc.,
Opposition No. 91201118
Opposer,
Mark: GODVILLE
V. Serial No. 79087957

Filing Date: August 8, 2010

Kosinov Dmitry Ivanovich, Published: April 12, 2011

Applicant.

N/ N N N N N N N N N N N N N N

DECLARATION OF JOSHUA J. RICHMAN IN SUPPORT OF

MOTION TO SUSPEND

I, Joshua J. Richman, declare as follows:

1. | am an attorney licensed to practice law in the State of California and
am an attorney for Zynga Inc. (“Zynga”) in this case. I have personal knowledge of
all contents stated in this Declaration.

2. Attached hereto as Exhibit A is a true and correct copy of a printout that
| received on July 10, 2012 from Zynga’s Russian trademark counsel located in
Moscow, Russia. According to Zynga’s Russian trademark counsel, this document
reflects the current status of Kosinov Dmitry Ivanovich’s Russian basic application

number 2010722386 that was rejected as to all classes and goods and services.

1



3. Attached hereto as Exhibit B is a true and correct copy of an English
translation of what appears to be the same document shown in Exhibit A. On July 10,
2012, | downloaded Exhibit A from the Russian trademark office’s public records

located at http://www1.fips.ru and used Google Translator to provide an English

translation.

4. I have been informed by Zynga’s Russian trademark counsel that the
Russian trademark records do not reflect that any appeal to the rejection of Russian
basic application number 2010722386 has been filed by Kosinov Dmitry Ivanovich.

5. I have been informed by Zynga’s Russian trademark counsel that
because the rejection of Russian basic application number 2010722386 is over Six
months old, he expects that it will be communicated to the International Bureau
shortly, if it has not already been communicated.

6. July 9, 2012 was the first time | learned that Russian basic application
number 2010722386 had been rejected.

| declare under penalty of perjury under the laws of the United States that the
foregoing is true and correct.

Dated: July 11, 2012

/Joshua J. Richman/




EXHIBIT A

Zynga Inc. v. Kosinov Dmitry Ivanovich
Offering Party: Zynga Inc.
Opposition No. 91201118
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: NpurATo pelleHne of oTkase B perucTpaumm

3anBKa Ha peruCTPaLKI0 TOBAPHOO 3HaKa (3Haka oBCRyXUBEHWS)

(210) Homep sasexu: 2010722386 (220} Jama nodauu zasexu: 09.07.2010

(540) MzobpameHue 3anensgemMoz0 0003HAVEHUR

FOJIBUJLIb
GODVILLE

(731) Sassumens:
RU, Kocuroe Ouutpui Usanosuy, 397903, BopoHexckan oBnacTn, r.Jiuckn, 2-oi nep.Jlysavapckoro, 2

Adpec 0na nepenucky:

394730, r.BopoHex, np-kr PesBomwuuw, 30, LIHTH, od¢.14, pyKoBOOUTENIO NATEHTHOrNC LEHTpPA
N.C.NeinBHOA

(511) Knacewt MKTY u nepeveHs mosapoe WL yenye:
25 - opexpa; Denke HMXKHee; yGopb! FONOBHbLIE,
35 - apeHga nnowaae# ANA pa3MelleHud PeKNambi; AyGNUKauua peknaMHbIiX TEKCTOB; peknama.
41 - wndopmaums noc BONpocaMm pa3BneYeHMit; obecneyeHMe WHTepakTMBHOe Wrpol [uepes

KOMNLIOTEPHYH) CeTb]; NyONMKAUMA TEKCTOBRLIX MaTepManoB [3a WCWIOMEHWEM peknaMmHbIX];
pa3BneyeHns.

dakCcHMUNbLHBIE W30OpaXKeHUR

Nuer 1, Nuer 2, Nuet 3

http://fwwwl fips.ru/fips_servl/fips_servlet 09.07.2012
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EXHIBIT B

Zynga Inc. v. Kosinov Dmitry Ivanovich
Offering Party: Zynga Inc.
Opposition No. 91201118



Application for registration of a trademark (service mark) Ne 2010722386 Page 1 of 1

RUSSIAN FEDERATION (190) (210)

RU 2010722386

FEDERAL SERVICE
FOR INTELLECTUAL PROPERTY,
PATENTS AND TRADEMARKS

Trademarks, Service Marks and Appellations of Origin
As of 10.07.2012 the state of records management : A decision to refuse registration

Application for registration of a trademark (service mark)

(210) Number: 2010722386 (220) Date of filing: 09.07.2010

(540) Picture of the proposed designation

'OJIBUJLJIb
GODVILLE

(731) Applicant:
RU, Kosinov Dmitry Ivanovich, 397903, Voronezh region, g.Liski, second per.Lunacharskogo 2

Address for correspondence:
394730, Voronezh, Ave of the Revolution, 30, CSTI, of.14 , head of the patent L.S.Pylnoy Center

(511) and a list of classes of the Nice Classification of Goods and / or services:

25 - Clothing, underwear, hats headaches.

35 - Rental space for advertising, publication of advertising texts, advertising.

41 - Information on entertainment, interactive game software [via a computer network], a publication of
texts [other than publicity]; entertainment.

Facsimile images

Sheet 1, Sheet 2, Sheet 3

http://www1 . fips.ru/fips servl/fips servlet 7/10/2012



Application for registration of a trademark (service mark) Ne 2010722386

RUSSIAN FEDERATION

FEDERAL SERVICE
FOR INTELLECTUAL PROPERTY,
PATENTS AND TRADEMARKS

Trademarks, Service Marks and Appellations of Origin

(190)

RU

(210)

Page 1 of 1

2010722386

As of 10.07.2012 the state of records management: A decision to refuse registration

Application for registration of a trademark (service mark)

(210) Number: 2010722386

Outgoing mail

Incoming correspondence

More

2011.11.30

The set of application
documents

2010.07.09

application for review

The decision to refuse registration [2011.12.27
The decision to refuse registration [2011.12.27
Notification of the results of

checking compliance 2011.06.16
Letter of arbitrary shape 2010.08.20
The decision to accept the 2010.07.28

http://www 1 .fips.ru/fips servl/fips servlet?’DB=RUTMAP&DocNumber=2010722386&T... 7/10/2012



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

Zynga Inc.
Case No.: 91201118

Plaintiff(s),
Vs.
AFFIDAVIT OF SERVICE
Kosinov Dmitry Ivanovich 3

Defendant(s).

State of Washington

County of King $5.

The undersigned, being first duly sworn on oath deposes and says: That he/she is now and at all times
herein mentioned was a citizen of the United States, over the age of eighteen years, not a party to or

interested in the above entitled action and competent to be a witness therein

That on 07/11/2012 at 2:21 PM, at the address of 1218 3rd Avenue, #2100 , Seattle, within KING
County, WA, the undersigned duly served the following document(s): Motion to Suspend and
Declaration of Joshua J. Richman in Support of Motion to Suspend (with exhibits) in the above
entitled action upon Kyle H. Flindt, by then and there personally delivering 1 true and correct copy(ies)
of the above documents into the hands of and leaving same with Susan Stuart, Office Assistant at Aeon

Law who is authorized to accept service on behalf of the above
Desc: Sex: Female - Skin: White - Hair: Brown - Age: 35 - Height: 5' 8" - Weight: 150 Ibs

I declare under penalty of perjury under the laws of the State of Washington that the foregoing is

true and correct. W
Date: 7/“ / ‘2— X M;&M\—-
N. Alsheikh
Registered Process Server

TOTAL: $80.00 License#: 1030265 - Exp. 7/21/2012
Seattle Legal Messenger Services, LLL.C

AR RAE R AT 711 6th Avenue N #100
sz Seattle, WA 98109
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