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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name sanofi

Granted to Date
of previous
extension

06/01/2011

Address 174 Avenue de France
Paris, 75013
FRANCE

Party who filed
Extension of time
to oppose

sanofi-aventis

Relationship to
party who filed
Extension of time
to oppose

The potential opposer changed its name from SANOFI-AVENTIS to SANOFI
effective May 6, 2011.

Attorney
information

Midge M. Hyman
Cowan, Liebowitz & Latman, P.C.
1133 Avenue of the Americas
New York, NY 10036
UNITED STATES
trademark@cll.com, mmh@cll.com, njh@cll.com Phone:212-790-9200

Applicant Information

Application No 77928721 Publication date 02/01/2011

Opposition Filing
Date

06/01/2011 Opposition
Period Ends

06/01/2011

Applicant JOHNSON & JOHNSON
One Johnson & Johnson Plaza
New Brunswick, NJ 089337001
UNITED STATES

Goods/Services Affected by Opposition

Class 005.
All goods and services in the class are opposed, namely: Blend of ingredients, namely, nutrients, sold
as an integral component of an antibiotic for the treatment of general and local bacterial and virus
infections; and blend of ingredients, namely, nutrients, sold as an integral component of medicated lip
care preparations

Grounds for Opposition

Other
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Midge M. Hyman/

Name Midge M. Hyman

Date 06/01/2011
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NOTICE OF OPPOSITION 

 
SANOFI, 

Opposer, 

v. 

JOHNSON & JOHNSON, 
Applicant. 
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:

- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- -- --X
 
 

Opposer, Sanofi, a France corporation, having an address at 174 Avenue de France, 

75013 Paris, France, having changed its name from Sanofi-Aventis on May 6, 2011, believes that 

it will be damaged by registration of the mark HELITECH for “blend of ingredients, namely, 

nutrients, sold as an integral component of an antibiotic for the treatment of general and local 

bacterial and virus infections; and blend of ingredients, namely, nutrients, sold as an integral 

component of medicated lip care preparations” in International Class 5 as shown in Application 

Serial No. 77/928,721 (the “Application”), and hereby opposes the same (hereafter, the 

“Application”). 

As grounds for opposition, it is alleged that: 

1. Oppose is a leading manufacturer of pharmaceutical preparations and markets, 

promotes and distributes a pharmaceutical preparation under the mark ELITEK. 

2. The ELITEK mark and product are promoted through various media, including at 

an Internet website located at <www.elitekinfo.com>. 
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3. Opposer first began using the ELITEK trademark to designate pharmaceutical 

products on August 30, 2002.  The ELITEK mark has been used continuously to designate 

pharmaceutical products since 2002 to the present. 

4. The nearly 9 years of use of the ELITEK mark, the extensive advertising and 

promotion of the ELITEK mark, all combined with the great commercial success of the ELITEK 

product, have resulted in the ELITEK mark acquiring tremendous goodwill among the 

consuming public. 

5. Oppose is the owner of Federal Registration No. 2,742,973 for the mark ELITEK, 

issued on July 29, 2003 based on a date of first use of August 30, 2002. 

6. On February 5, 2010, Applicant filed an application in the United States Patent 

and Trademark Office, Serial No. 77/928,721 for registration on the Principal Register of 

Applicant’s HELITECH mark for “blend of ingredients sold as an integral component of 

medicated lip care products” in International Class 3 and “blend of ingredients sold as an integral 

component of an antibiotic for the treatment of general and local bacterial and virus infections” 

in International Class 5 on the basis of an intent-to-use.  The Application was subsequently 

amended to cover “blend of ingredients, namely, nutrients, sold as an integral component of an 

antibiotic for the treatment of general and local bacterial and virus infections; and blend of 

ingredients, namely, nutrients, sold as an integral component of medicated lip care preparations” 

in International Class 5. 

7. Commencing long prior to February 5, 2010, the claimed priority filing date for 

Applicant’s HELITECH mark, and continuing to the present, Opposer has advertised and 

otherwise promoted Opposer’s ELITEK mark in connection with pharmaceutical preparations in 

interstate commerce. 
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8. Upon information and belief, Applicant has made no use in commerce of 

Applicant’s HELITECH mark on or in connection with any products, including the applied-for 

Class 5 goods, prior to February 5, 2010. 

9. Opposer’s ELITEK mark is similar in sight, sound, meaning and in overall 

impression to Applicant’s HELITECH mark. 

10. The products covered by the Application are the same as or highly related to the 

preparations marketed by Opposer in connection with the ELITEK mark. 

11. Applicant’s HELITECH mark so resembles Opposer’s ELITEK mark as to be 

likely, when applied to Applicant’s products, to cause confusion, or to cause mistake, or to 

deceive because the consuming public is likely to believe that Applicant’s products have their 

origin with Opposer, and/or that such products are approved, endorsed or sponsored by Opposer 

or are associated in some way with Opposer.  Opposer would thereby be injured by the granting 

to Applicant a certificate of registration for Applicant’s HELITECH mark. 

12. Opposer’s mark is distinctive and famous and has enjoyed such distinctiveness 

and fame for approximately nine years.  Opposer’s mark, ELITEK, has enjoyed such 

distinctiveness and fame long prior to Applicant’s filng of the Application. 

13. Applicant’s use of the HELITECH mark will dilute the distinctiveness of 

Opposer’s famous ELITEK mark. 

14. Oppose would be injured by the granting of such registration because Applicant’s 

HELITECH mark so resembles Opposer’s ELITEK mark to be likely, when used in connection 

with Applicant’s goods:  
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(a) to cause confusion, or to cause mistake, or to deceive; 
 

(b) to falsely suggest a connection with Opposer; 
 

(c) to damage Opposer’s valuable goodwill in its ELITEK mark; 
 

(d) to interfere with Opposer’s sale of its own goods under its ELITEK mark; 
and 
 

(e) to dilute the distinctiveness of Opposer’s ELITEK mark. 
 

15. Opposer would be injured by the granting of such registration because it would 

damage Opposer’s valuable goodwill and reputation for excellence and high quality in Opposer’s 

ELITEK mark. 

 
 
Dated: New York, New York   
 June 1, 2011   
  Respectfully submitted, 

  COWAN LIEBOWITZ & LATMAN, P.C. 
   
   
 By: /Midge M. Hyman/ 

 

 Midge M. Hyman 
 
Attorneys for Opposer 
1133 Avenue of the Americas 
New York, New York  10036 
(212)790-9200 
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 CERTIFICATE OF SERVICE 
 

I HEREBY CERTIFY that, on June 1, 2011, I caused a true and correct copy of the 

foregoing Notice of Opposition to be sent via First Class Mail, postage prepaid, to . 

Brian T. Jaenicke 
Johnson & Johnson 

One Johnson & Johnson Plaza 
New Brunswick, NJ  08933-7001 

 
 /Midge M. Hyman/ 

Midge M. Hyman  
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