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V.
INSPEC International Limited
Cheryl S. Goodman, Interlocutory Attorney:

On April 16, 2012, applicant filed a proposed amendment
to its application Serial No. 85046084, with opposer's
consent.

By the proposed amendment applicant seeks to change the

identification of goods from

"Articles of protective headgear including helmets; ear
protectors including ear plugs; eye protectors including
spectacles, goggles, face shields and visors; respiratory
protection apparatus including masks, filters, hoods and
breathing apparatus; apparatus for protection against
falling including safety harnesses, belts, lifelines and
safety rope systems for persons working at heights;
articles of protective leg and footwear including boots
and shoes; articles of protective hand wear including
gloves, mittens and gauntlets; articles of protective
clothing"

to
"Articles of protective headgear including helmets; ear
protectors including ear plugs; eye protectors including
protective spectacles, goggles, face shields and visors,
but excluding fashion eyewear prescription glasses,
sunglasses, sports glasses, magnifying spectacles, loupes
and binocular loupes; respiratory protection apparatus
including masks, filters, hoods and breathing apparatus;
apparatus for protection against falling including safety
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harnesses, belts, lifelines and safety rope systems for

persons working at heights; articles of protective leg

and footwear including boots and shoes; articles of
protective hand wear including gloves, mittens and
gauntlets; articles of industrial protective clothing,
but excluding fashion clothing, fashion footwear and
fashion headgear."

Applicant's proposed amendment to the identification of
goods in application Serial No. 85046084 is unacceptable.
Specifically, the addition of “articles of industrial
protective clothing, but excluding fashion clothing, fashion
footwear and fashion headgear” constitutes an impermissible
expansion outside of the scope of the original
identification of goods. See Trademark Rule 2.71(a).*'

Applicant's motion to amend the application is
accordingly denied.

Applicant also seeks to amend the drawing. Applicant’s

current drawing is as follows:

'Applicant may want to consider incorporating “articles of
industrial protective clothing” as part of protective legwear and
footwear portion of the identification and as part of the
protective headwear part of the identification. For example,
applicant could state: articles of industrial protective
clothing, namely, protective leg and footwear including boots and
shoes excluding fashion clothing, fashion footwear and fashion
headgear; articles of protective clothing, namely protective hand
wear including gloves, mittens and gauntlets, excluding fashion
clothing, fashion footwear and fashion headgear. Alternatively,
applicant may want to more specifically describe the type of
articles of protective clothing, e.g., articles of protective
clothing, namely [specify], but excluding fashion clothing,
fashion footwear and fashion eyewear.
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Applicant seeks to amend the drawing to include two

separate drawings:

Standard No.

and

C

To the extent that applicant seeks to amend the drawing

INSPEG

CERTIFIED
STANDARD No

from one to two drawings, the motion is denied. The

drawing in a United States application must show only one
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mark. TMEP Section 1011.02. If a foreign application or
registration covers a distinct series of marks, the
applicant must file separate applications in the United
Sates for each of the marks applicant wishes to register.
Id.

Therefore, to the extent that applicant seeks to amend
the drawing, applicant must select one of the proposed
amended drawings.

When considering an amended drawing, the Office
considers whether the proposed drawing would result in a
material alteration, and whether the proposed amendment
would result in a mark that is a substantially exact
representation of the mark in the foreign registration.
TMEP Section 1011.03.

In this case, the mark in the foreign registration is

displayed as follows:
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The Board finds that the proposed amended drawing IC
Inspec Certified Standard No. and Design would not only
constitute a material alteration of the mark but would also
not be a substantially exact representation of the mark in
the foreign registration on which the application is based.

With regard to the proposed amended drawing containing
IC and the additional wording “Standard no.” which applicant
states is “the standard against which the product was
certified”, it appears that this is a request to add
informational matter or generic matter to the mark.

However informational matter such as net weight and volume
and similar matter is generally not included in a mark and
should always be deleted from a mark. TMEP Section 807.13.
It is also unclear whether “Standard No.,” if not
informational matter, constitutes generic matter.
Additionally, whether informational matter or generic
matter, the addition of such matter, if allowable, would
require a disclaimer of the terms “Standard no.” Applicant
has provided no such disclaimer.

In view of the reasons set forth above, the motion to
the amend the drawing is denied.

Applicant is allowed until thirty days from the mailing
date of this order to provide an acceptable amendment to the
drawing. If applicant intends on providing a drawing with

the terms “Standard No.” then it must provide support that
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such matter constitutes either informational or generic
matter such that a material alteration will not result from
its addition.

Applicant is allowed until thirty days from the mailing
date of this order in which to submit a proposed consented
amendment to the identification of goods in compliance with
Trademark Rule 2.71(b).

In the event that no further amendments are filed,
dates will be reset.

Proceedings herein remain otherwise suspended.



