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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Layla Cosmetics S.r.l.
Granted to Date 05/04/2011
of previous
extension
Address Via dei Pestegalli 21
Milano, 20138
ITALY
Attorney John Clarke Holman, Robert S. Pierce
information Jacobson Holman PLLC

400 7th St., NW

Washington, DC 20004

UNITED STATES

trademark@jhip.com,rpierce@jhip.com,jholman@jhip.com Phone:202-638-6666

Applicant Information

Application No 85093100 Publication date 01/04/2011
Opposition Filing 05/04/2011 Opposition 05/04/2011
Date Period Ends

Applicant Kennedy, Dara

Suite 34B 11 East 29th Street
New York, NY 10016
UNITED STATES

Goods/Services Affected by Opposition

Class 003.
All goods and services in the class are opposed, namely: Cosmetics

Class 035.
All goods and services in the class are opposed, namely: Online retail store services in the field of
cosmetics and beauty products

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 835249 Application Date 07/06/1966

No.

Registration Date | 09/12/1967 Foreign Priority NONE
Date

Word Mark LAYLA



http://estta.uspto.gov

Design Mark

Description of NONE
Mark

Goods/Services Class U051 (International Class 003). First use: First Use: 1960/00/00 First Use
In Commerce: 1960/00/00

NAIL POLISH, DEODORANT, DEPILATORY CREAM, EYE LINER, POLISH
REMOVER, FACE POWDER, AND CUTICLE REMOVER

Attachments 106398 ayla opposition notice.pdf ( 10 pages )(472823 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Robert S. Pierce/
Name John Clarke Holman, Robert S. Pierce
Date 05/04/2011




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

LAYLA COSMETICS S.R.L.,

)
)
Opposer, )
) Opposition No.:
V. ) Serial No. 85/093100
) Mark: AYLA
KENNEDY, DARA, )
)
Applicant. )

NOTICE OF OPPOSITION

Opposer, Layla Cosmetics S.r.l., believes it will be damaged by the registration of
the AYLA mark as shown in Serial Number 85/093100 by Applicant, Ms. Dara Kennedy,
and hereby oppose the same.

As grounds for opposition, Opposer alleges:

1. Layla Cosmetics S.r.l. (Layla) is a limited liability company organized
under the laws of Italy, located and doing business at Via dei Pestegalli 21, Milano
20138, Italy.

2. Upon information and belief, Ms. Dara Kennedy (Ms. Kennedy) is an
individual who is a citizen of the United States, located and doing business Suite 34B,
11 East 29th Street, New York, New York 10016.

3. Upon information and belief, Ms. Kennedy filed an application under
Section 1(b) on July 26, 2010, for the trademark AYLA, accorded Serial No. 85/093100,
with a bona fide intent to use the mark on “cosmetics” in International Class 3 and

“online retail store services in the field of cosmetics and beauty products” in
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International Class 35.

4, Serial No. 85/093100 was published for opposition on January 4, 2011,
and Layla timely filed a Request for a 90-day Extension of Time on January 26, 2011,
expiring May 4, 2011. This request was granted by the Trademark Trial and Appeal
Board on January 26, 2011.

5. Layla has used in interstate commerce since 1960, the mark LAYLA for
“nail polish, deodorant, depilatory cream, eye liner, polish remover, face powder, and
cuticle remover” in International Class 3. Layla’s mark is the subject of Registration
Number 835,249, filed on July 6, 1966, issued on September 12, 1967. This
registration is valid and subsisting and constitutes prima facie evidence of Layla’s
ownership of the LAYLA mark, and exclusive right to use same in commerce in
connection with the goods set forth in its registration. A copy of the foregoing
registration and its status is attached hereto as Exhibit A.

6. Since Layla’s initial use of its LAYLA mark, it has used, advertised,
produced, and offered its goods under and in connection with this mark to the public,
through various channels of trade, and in commerce, with the result that Layla's
customers and the public in general have come to know and recognize Layla’s mark
and associate same with Layla or the goods produced, advertised, marketed,
distributed, and sold directly or indirectly by Layla and its businesses. Layla thus has
built up goodwill in connection with the sale of its products and services under its LAYLA
mark such that Layla’s mark is identified, associated, or equated by Layla’s customers,
the trade, and the public.

7. On information and belief, the AYLA mark sought to be registered Ms.

2



Kennedy is substantially similar or a colorable imitation of, and so resembles Layla’s
LAYLA mark as to be likely, when used for the goods and services of Ms. Kennedy
identified in Serial No. 85/093100, to cause confusion or mistake or to deceive
customers, the trade, and the public in general, thereby resulting in damage and
detriment to Layla, its LAYLA mark, and reputation.

8. On information and belief, that the goods identified in Serial No.
85/093100 are identical, or similar in nature, or related to “nail polish, deodorant,
depilatory cream, eye liner, polish remover, face powder, and cuticle remover” sold
under or in connection with Layla’s LAYLA mark, and on information and belief, Layla
and Ms. Kennedy both are, or could be, engaged in the marketing, selling, and
promoting of their respective goods through the same or related channels of trade, or to
the same or related class(es) of customers.

9. On information and belief, that the services identified in Serial No.
85093100 consist of “online retail store services in the field of cosmetics and beauty
products,” and “nail polish, deodorant, depilatory cream, eye liner, polish remover, face
powder, and cuticle remover” sold under or in connection with Layla’s LAYLA mark are
beauty products. On information and belief, Ms. Kennedy’s services are related to
Layla’s goods, and Layla and Ms. Kennedy both are, or could be, engaged in the
marketing, selling, and promoting of their respective goods and services through the
same or related channels of trade, or to the same or related class(es) of customers.

10.  On information and belief, people having knowledge, familiarity with, or
who have obtained or bought Layla’s “nail polish, deodorant, depilatory cream, eye liner,
polish remover, face powder, and cuticle remover” sold under or in connection with its
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LAYLA mark, as well as the public and trade in general, are likely to be confused,
mistaken, or deceived as to the origin, sponsorship, or association of Ms. Kennedy’s
goods and services marketed, sold, or promoted under the AYLA mark sought to be
registered by Ms. Kennedy, and misled into believing Ms. Kennedy’s goods and
services emanate from, or in some way, directly or indirectly, are associated with Layla
to the damage and detriment of Layla and its reputation.

11. Layla believes that the registration of the AYLA mark as shown in Serial
No. 85/093100 on the Principal Register will impair its rights in its LAYLA mark
inasmuch as Ms. Kennedy’s mark is substantially similar or a colorable imitation of, and
so resembles Layla’s LAYLA mark and Ms. Kennedy’s goods and services identified in
Serial No. 85/093100 are identical, and/or similar in nature, or related to “nail polish,
deodorant, depilatory cream, eye liner, polish remover, face powder, and cuticle
remover” sold under or in connection with Layla’s LAYLA mark. Thus, such registration
will cause injury to Layla.

WHEREFORE, Opposer, Layla Cosmetics S.r.l., believes and alleges that it will
be damaged by the registration of the AYLA mark and therefore prays that:

(@) the Notice of Opposition be sustained in favor of Layla Cosmetics S.r.l.;

(b)  that Serial No. 85/093100 be refused; and

(c) that no registration be issued to Applicant, Ms. Dara Kennedy.



Respectfully submitted,

Layla Cosmetics S.r.l.

By: /Robert S. Pierce/

John C. Holman

Robert S. Pierce

Attorneys for the Opposer

JACOBSON HOLMAN PLLC

400 Seventh Street, Northwest
Washington, District of Columbia 20004
(202) 638-6666

I.D.: JCH/RSP

CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing Notice of Opposition was served on
this 4th day of May 2011, by first class mail, postage prepaid, addressed to:

Mr. Kenneth M. Kwartler, Esquire
Three Centerpointe Drive, Suite 260
Lake Oswego, Oregon 97035
Attorney for Applicant

/Robert S. Piercel




Uﬂited States Pa’tent Oﬁ ice Registered Sept. 812,5 ’129‘333

PRINCIPAL REGISTER
Trademark

Ser, No. 249,631, filed July 6, 1966

LAYLA

For: NAIL POLISH, DEODORANT, DEPILATORY

Emanuele Rossetti, doing business as Layla di Emanuele
CREAM, EYE LINER, POLISH REMOVER, FACE

Rossetti
Via Zama 40/27 POWDER, AND CUTICLE REMOVER, in CLASS 51.
Milan, Italy First use 1960; in commerce 1960.

Owner of Italian Reg. No. 166,913, dated Feb. 11, 1961.
R.H. NEILSON, Examiner. '
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Int, Cl: 3
Prior U1.S. Cl.: 51

United States Patent and Trademark Qffice

Renewsl

Reg. No, 835,249
Registered Sap, 12, 1967
OG Date Aug, 2, 1938

TRAD

EMARE
PRINCIPAL REGISTER

LAYLA

LAYLA COSMBTICS SR.L. ITALY LiM.
ITED LIABILITY COMPANY), DBA
LAYLA DI EMANUELE ROSSETTY,

VIA ZAMA 30,27

MILAN, ITALY, BY CHANGHES OF
NAME FROM ROSSETT], EMANUELR
ATALY CITIZEN), DBA LAYLA DI
EMANUELE  ROSBSETTL  MILAN,
ITALY

OWNER OF TTALY REG. NO. 156813,
DATED 2111961,

FOR: NAIL FOLISH, DEODORANT,
DEPILATORY CREAM, EYE LINER,
POLISH REMOVER, FACE POWDER,
AND CUTICLE REMOVER, IN CLASS 51
(INT. CL. 3%,

FIRST USE 0-0-1960; IN COMMERCE
0-G1960,

SER. NO. 249,831, FILED 7-5-1964.

In testimony whereof' I have Rereunto ser my hapd
and caused the seal of The Pawenr and Trademurk
Office to be affixed on Aug. 2, 1988,

COMMISSIONER OF PATENTS AND TRADEMARKS

Exhibit A
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Latest Status Info http://tarr.uspto.gov/tarr?regser=serial&entry=7224963 1&action=Re...

1of3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2008-09-17 14:11:13 ET

Serial Number: 72249631 Assignment Information Trademark Document Retrieval

Registration Number: 835249

Mark (words only): LAYLA

Standard Character claim: No

Current Status: This registration has been renewed.
Date of Status: 2007-10-26

Filing Date: 1966-07-06

Transformed into a National Application: No

Registration Date: 1967-09-12
Register: Principal

Law Office Assigned: (NOT AVAILABLE)

4If,you are the applicant or applicant's attorney and have questions about this file, please contact the

Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 830 -Post Registration

Date In Location: 2007-10-26

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. LAYLA COSMETICS S R L

DBA/AKA/TA/Formerly: DBA LAYLA DI EMANUELE ROSSETTI
Address:

LAYLA COSMETICS S.R.L.

Via dei Pestegalli 21

MILANO 20138

Ttaly

Legal Entity Type: lelted Liability Company
State or Country Where Organized: Italy

GOODS AND/OR SERVICES

U.S. Class: 051 (International Class 003)

Class Status: Active

NAIL POLISH, DEODORANT, DEPILATORY CREAM, EYE LINER POLISH REMOVER, FACE
Exhibit A Page 3
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Latest Status Info : : http://tarr.uspto.gbv/tarr?regser=serial&emry=7224963 1&action=Re...

POWDER, AND CUTICLE REMOVER
Basis: 1(a), 44(e)

First Use Date: 1960-00-00 i
First Use in Commerce Date: 1960-00-00

ADDITIONAL INFORMATION

Foreign Registration Number: 166913
Foreign Registration Date: 1961-02-11
Country: Italy

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval""
' shown near the top of this page.

2007-10-26 - Second renewal 10 year

2007-10-26 - Section 8 (10-year) accepted/ Section 9 granted
2007-10-26 - Assigned To Paralegal

2007-08-13 - TEAS Section 8 & 9 Received

1587-09~12 - First renewal

1988-03-07 - Post Registration action mailed - Section 9
1987-07-21 - Miscellaneous paper filed

1987-07-21 - Section 9 filed/check record for Section 8

ATTORNEY/CORRESPONDENT INFORMATION'

Attorney of Record
John Clarke Holman

Correspondent

John Clarke Holman

Jacobson Holman PLLC

400 7th St., NW

Washington DC 20004

Phone Number: (202) 638-6666
Fax Number: (202) 393-5350

Dﬁinestic Representative
Jacobson Holman PLLC
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Latest Status Info . ‘ http://tarr.uspto.gov/tarr?regser=serial&entry=7224963 1 &action=Re...

Phone Number: (202) 638-6666
Fax Number: (202) 393-5350
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