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Pearson Education, Inc. 
 
        v. 
 

Beth Ann Wright 
 
 
Before Walters, Taylor and Ritchie, Administrative Trademark 
Judges. 
 
By the Board: 
 
 This case now comes up on applicant’s combined motions, 

filed October 26, 2010, in conjunction with her answer, to 

dismiss the notice of opposition as untimely1 and, 

alternatively, for lack of personal jurisdiction, for 

failure to state a claim or for judgment on the pleadings or 

for summary judgment.2 

                     
1 Applicant has mischaracterized this basis for dismissal as 
subject matter jurisdiction when in fact it is based on the 
timeliness requirements of Section 13 of the Trademark Act; here 
applicant has not argued that the Board cannot hear the priority 
and likelihood of confusion cause of action alleged by opposer. 
2 We note that applicant has included no exhibits with her 
alternative motion for summary judgment (in lieu of consideration 
of the motion as one for judgment on the pleadings).  As a 
procedural matter, when a party moves for summary judgment 
without supporting evidence, it is settled that such a motion is 
the functional equivalent of a motion for judgment on the 
pleadings.  S & L Acquisition Co. v. Helene Arpels Inc., 9 USPQ2d 
1221, 1225 n. 9 (TTAB 1987).  Accordingly, we will consider 
applicant’s motion to be one to dismiss for untimeliness under 
Section 13 and under Fed. R. Civ. P. 12(b)(2) and 12(b)(6) and 
one for judgment on the pleadings under Fed. R. Civ. P. 12(c).  
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 Opposer has opposed the motions. 
 
 We turn first to the motion to dismiss on the ground of 

untimeliness.  In support of the motion, applicant argues 

that the notice of opposition was untimely filed because the 

notice of opposition was filed 121 days from the date of 

publication of the mark.  Applicant contends that opposer 

miscalculated the extension requests, and therefore, the 

notice of opposition must be dismissed. 

 In response, opposer argues that the notice of 

opposition was filed within the extensions of time granted 

by the Board and that the “opposition was timely instituted 

and is properly before the Board.” 

 We find that the opposition was timely filed.  

Applicant’s mark was published for opposition on June 1, 

2010, and opposer timely filed its first 30-day extension 

request on June 30, 2010, which the Board granted through 

July 31, 2010.  Opposer then filed its second request for a 

60-day extension of time to oppose on July 27, 2010, which 

the Board granted through September 29, 2010.  The 

extensions were properly calculated.  See e.g., In re 

Cooper, 209 USPQ 670 (Comm'r Pat. 1980)(mark published for 

                                                             
We note, in any event, that a motion for summary judgment, unless 
based on claim or issue preclusion, is premature unless filed 
after service of initial disclosures.  Trademark Rule 2.127(e).  
Here, there is no indication that applicant has made initial 
disclosures, and consideration of any such motion as one for 
summary judgment would be premature. 
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opposition on March 20, 1979; last day to file an opposition 

or a request for an extension of time to oppose was April 

19, 1979); In re Chicago Historical Antique Automobile 

Museum, Inc., 197 USPQ 289 (Comm'r Pat. 1978) (application 

published for opposition on June 28, 1977 and the time for 

filing an opposition or requesting an extension of time for 

filing same expired on July 28, 1977).  Therefore, opposer’s 

notice of opposition, filed September 29, 2010, was timely. 

 In view thereof, the motion to dismiss the opposition 

as untimely is denied.  

 Applicant has also argued that the Board lacks personal 

jurisdiction over applicant.  However, we find this argument 

without merit as applicant has not asserted any basis for 

such a claim, such as insufficient notice of the Board 

proceeding or lack of due process, such that the Board’s 

personal jurisdiction over applicant would be invalidated.  

Formica Corporation v. Lefkowitz, et al., 590 F.2d 915, 200 

USPQ 641, 645 n.7 (C.C.P.A. 1979). 

 In view thereof, applicant’s motion to dismiss for lack 

of personal jurisdiction is denied. 

 We now turn to the motion to dismiss for failure to 

state a claim.  Applicant’s argument is that opposer fails 

to state a claim of damage because opposer lacks standing. 

In response, opposer argues that it has adequately 

pleaded standing by its allegations in paragraphs 4, 6, 9-11 
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of the notice of opposition and that it has alleged a valid 

ground for opposition based on its claim of priority and 

likelihood of confusion.  

 In order to avoid dismissal at this stage of the 

proceeding, a complaint must only contain sufficient factual 

matter, accepted as true, to “state a claim to relief that 

is plausible on its face.” Bell Atlantic Corp. v. Twombly, 

550 U.S. 544, 570 (2007).  In the case of an opposition, 

opposer must allege that (1) it has standing to bring the 

proceeding, and (2) a valid ground exists for denying the 

registration sought.  See TBMP § 503.02 (2d ed. rev. 2004).3        

With respect to standing, we find that opposer’s claim 

of priority of use and likelihood of confusion with its mark 

TEACHER COMPASS as set forth in paragraphs 2-4, 7 and 9-11 

of the notice of opposition, constitute a legally sufficient 

pleading of opposer’s real interest in the proceeding.  

Therefore, opposer has sufficiently alleged its standing.  

William & Scott Co. v. Earl's Restaurants Ltd., 30 USPQ2d 

1870 (TTAB 1994) citing Lipton Industries, Inc. v. Ralston 

Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982)(pleading 

of priority of use coupled with a pleading of likelihood of 

confusion, sufficient to assert standing).  

                     
3 The purpose of a motion to dismiss for failure to state a claim 
is to decide the sufficiency of the complaint, not to decide the 
merits of the case. To the extent that applicant argues the 
merits of opposer’s standing, those arguments have not been 
considered.   
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 We also find that opposer has sufficiently alleged the 

ground for opposition by alleging priority of use and 

likelihood of confusion in the notice of opposition.  See 

e.g., paragraphs 9-11, notice of opposition. 

 Inasmuch as the notice of opposition sufficiently 

alleges opposer’s standing and a ground for opposition, the 

motion to dismiss based on failure to state a claim is 

denied. 

 The Board now turns to applicant’s motion for judgment 

on the pleadings.  A motion for judgment on the pleadings 

will only be granted when the moving party establishes that 

no material issue of fact remains to be resolved and that it 

is entitled to judgment as a matter of law.  See, e.g., 

Baroid Drilling Fluids, Inc. v. Sun Drilling Products, 24 

USPQ2d 1048 (TTAB 1992).  An unresolved material issue of 

fact may result from an express conflict on a particular 

point between the parties’ respective pleadings or from 

defendant's pleading of new matter and affirmative defenses 

in its answer.  Leeds Technologies Ltd. v. Topaz 

Communications Ltd., 65 USPQ2d 1303, 1305 (TTAB 2002). 

 Opposer points to applicant’s denial of “numerous and 

material allegations within Opposer’s Notice of Opposition, 

including Opposer’s standing and priority” as well as 

“allegations that go well beyond the pleadings” as a basis 

for denial of the motion. 
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 We agree.  We find that genuine issues of fact have 

been raised by applicant’s denials and pleading of other 

matter in the answer such that material facts remain 

unresolved.  Accordingly, applicant’s motion for judgment on 

the pleadings is denied.4   

 Proceedings are resumed. 

 Dates are reset as follows: 

Deadline for Discovery Conference 3/8/11 
Discovery Opens 3/8/11 
Initial Disclosures Due 4/7/11 
Expert Disclosures Due 8/5/11 
Discovery Closes 9/4/11 
Plaintiff's Pretrial Disclosures 10/19/11 
Plaintiff's 30-day Trial Period Ends 12/3/11 
Defendant's Pretrial Disclosures 12/18/11 
Defendant's 30-day Trial Period Ends 2/1/12 
Plaintiff's Rebuttal Disclosures 2/16/12 
Plaintiff's 15-day Rebuttal Period Ends 3/18/12 

  

 In each instance, a copy of the transcript of 

testimony, together with copies of documentary exhibits, 

must be served on the adverse party within thirty days after 

completion of the taking of testimony.  Trademark Rule 

2.l25. 

                     
4 We note that much of the additional matter pleaded in 
applicant’s answer relates to functionality.  In this regard, we 
note that this doctrine is generally applicable to a product 
feature, product configuration or trade dress.  TMEP § 1202.02.  
In the notice of opposition, opposer has not alleged ownership of 
trade dress, a product feature or a configuration of goods, 
rather, opposer has alleged ownership of the word mark TEACHER 
COMPASS. 
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Briefs shall be filed in accordance with Trademark 

Rules 2.128(a) and (b).  An oral hearing will be set only 

upon request filed as provided by Trademark Rule 2.l29. 


