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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC, )
) In re Serial No. 77/844,847
Opposer, ) :
) Mark: TEACH COMPASS
V. )
) Opposition No. 91196684
BETH ANN WRIGHT, )
)
Applicant. )

OPPOSER’S BRIEF IN OPPOSITION TO
APPLICANT’S MOTION FOR DISMISSAL, MOTION FOR
JUDGMENT ON THE PLEADINGS, AND MOTION FOR SUMMARY JUDGMENT

Opposer Pearson Education, Inc. (“Opposer”), by and through its undersigned counsel
and in accordance with the Trademark Rules of Practice and the Federal Rules of Civil
Procedure, files this brief in opposition to the “Motions for Dismissal or in the Alternative for
Summary Judgment, Answer, Additional Motion for Dismissal, Motion for Judgment on the
Pleadings, Motion for Summary Judgment” (“Applicant’s Motion”) filed by Applicant Beth Ann
Wright (“Applicant”) on October 26, 2010.

INTRODUCTION

Applicant’s Motion is procedurally inappropriate and substantively unavailing.
Applicant, presumably due to her miscalculation of the extensions granted to Opposer,
erroneously argues that Opposer’s Notice of Opposition was untimely and the Trademark Trial
and Appeal Board (the “Board”) lacks jurisdiction over this proceeding. Applicant’s numerous
other arguments raise disputed factual issues that go well beyond the pleadings, and make her

motion—whether to dismiss, for judgment on the pleadings, or for summary judgment—
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procedurally inappropriate and/or premature. For these reasons, the Board must deny
Applicant’s Motion in its entirety.

ARGUMENT AND CITATION OF AUTHORITIES

I. OPPOSER’S NOTICE OF OPPOSITION WAS TIMELY FILED, AND THE
BOARD HAS SUBJECT MATTER JURISDICTION OVER THIS PROCEEDING

Applicant argues that Opposer’s Notice of Opposition was not timely filed, and thus the
Board lacks jurisdiction over this proceeding. See Applicant’s Motion (“App.’s Mot.”) at § 9.
Opposer, however, timely filed its Notice of Opposition within the extensions of time granted by
the Board, and there is nothing otherwise to disturb its jurisdivction.

Applicant filed Application Serial No. 77/844,847 (the “Application”) for the mark
TEACH COMPASS (“Applicant’s Mark™) on October 12, 2009, and it was published for
opposition on June 1, 2010. Opposer filed a request for a thirty-day extension of time to oppose
" on June 30, 2010. This request was granted by the Board on the same date, and Opposer’s time
to oppose the Application was extended until July 31, 2010.

On July 27, 2010, Opposer filed a request for a sixty-day extension of time to oppose,
which was again granted by the Board on the same date it was filed. Opposer’s time to oppose
was thus extended to September 29, 2010. Copies of the Board’s Orders granting these
extensions are attached hereto as Exhibit A. As Applicant concedes, see id., Opposer’s Notice of
Opposition was filed on September 29, 2010, within the extensions granted by the Board.
Accordingly, Opposer’s opposition was timely instituted and is properly before the Board. 15
U.S.C. § 1063(a); TBMP § 2.101(c).

Applicant did not, and could not, raise any additional arguments as to the Board’s
jurisdiction over the subject matter of this proceeding, as opposition proceedings are expressly

included within the Board’s jurisdiction. See, e.g., TBMP § 102.02 (“The Board has jurisdiction
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over four types of inter partes proceedings, namely oppositions, cancellations, interferences, and
concurrent use proceedings.”).

II. THE BOARD HAS PERSONAL JURISDICTION OVER BOTH OPPOSER AND
APPLICANT

Applicant also argues that dismissal or summary judgment is somehow appropriate
“based on lack of personal jurisdiction of the Trademark Trial and Appeal Board.” App.’s Mot.
atp. 1. Applicant does not further explain this curious argument, which is entirely without merit
in any event. The law is abundantly clear that “/a/ny person who believes that he would be
damaged by the registration of a mark upon the principal register” may timely move to oppose
such registration. 15 U.S.C. § 1063 (emphasis added). Both Applicant, who has sought
registration of a mark upon the principal register, and Opposer, who believes it would be
darﬁaged by such registration and timely opposed it, are within the jurisdiction of this Board.
III. OPPOSER HAS STATED A CLAIM ON WHICH RELIEF MAY BE GRANTED

It is a fundamental precept that, “[f]or purposes of determining a Rule 12(b)(6) motion to
dismiss, all of plaintiff’s well-pleaded allegations must be accepted as true, and the complaint
must be construed in the light most favorable to plaintiff.” Fiat Group Automobiles S.p.A. v.
ISM Inc.,94 U.SP.Q.2d 1111, 1112 (T.T.A.B. 2010) (citations omitted).

It is equally fundamental that, as recently reaffirmed by the Board, “[t]o withstand a
motion to dismiss, a notice of opposition need only allege such facts that, if proved, would
establish that . . . (1) opposer has standing to challenge the application, and (2) a valid ground
exists for seeking to oppose registration.” Compagnie Gervais Danone v. Precision
Formulations LLC, 89 U.S.P.Q.2d 1251, 1254-55 (T.T.A.B. 2009) (citations omitted); TBMP §
503.02. In light of these bedrock principles, there can be no doubt that Opposer has properly

stated a claim.
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A. Opposer Has Standing to Challenge the Opposition

An opposer has standing when it has a “real interest” in the proceeding and a
“reasonable” basis for its belief of damage. See, e.g., Ritchie v. Simpson, 170 F.3d 1092, 1095,
50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999). Here, Opposer has pleaded—in allegations that at
this stage must be accepted as true—that a) through its predecessor-in-interest, it has been using
the mark TEACHER COMPASS in commerce since at least October 22, 2002, well prior to
Applicant’s claimed first use date of October 8, 2009 see Opposer’s Notice of Opposition (“Opp.
Not.”) at 9 4, 10; b) it has spent substantial sums promoting and advertising the TEACHER
COMPASS mark, id. at § 6; and c) the relevant public is likely to be confused into believing that
Applicant’s goods and services offered under the TEACH COMPASS mark emanate from or are
otherwise associated with Opposer, id. at 9. Taking these facts to be true, Opposer clearly has
a “legitimate personal interest” and a “direct and personal stake” in the outcome of this
opposition, and that alone is sufficient to constitute a “real interest.” Ritchie, 170 F.3d at 1096,
50 U.S.P.Q.2d at 1026.

Opposer has equally established a “reasonable” belief that it would be damaged by
registration of Applicant’s Mark. Opposer’s Notice of Opposition explicitly alleges that

Opposer will be damaged by the registration of the TEACH COMPASS mark

because it so resembles Opposer’s previously used and well-known TEACHER

COMPASS mark as to be likely, when used on or in connection with the goods

identified in the Application, to cause confusion, or to cause mistake, or to

deceive in violation of section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), and

such registration would support and assist Applicant in confusing and misleading

the public, and give color of right to Applicant, in violation of Opposer’s prior

and superior rights. '
Opp. Not. at § 11. In light of the immediate facial similarities between Opposer’s TEACHER
COMPASS mark and Applicant’s TEACH COMPASS mark, it is entirely appropriate for

Opposer to conclude that the public would be confused between the two and that Opposer would

-4.

US2008 1626106.1



be damaged thereby. This more than satisfies the “reasonable” basis requirement. See, e.g.,
Universal Oil Prods. Co. v. Rexall Drug & Chem. Co., 463 F.2d 1122, 1124, 174 U.S.P.Q. 458,
459 (C.C.P.A. 1972) (standing “requires only a belief of damage resulting from the applicant's
registration, and while that belief must have some reasonable basis in fact, this . . . provision . . .
has been liberally construed”).

B. Opposer Has a Valid Ground to Oppose Registration

Opposer, in its Notice of Opposition, expressly asserted that its opposition was rooted in
Section 2(d) of the Lanham Acf, 15 U.S.C. § 1052(d), which of course prohibits the registration
of any trademark “which so resembles . . . a mark or trade name previously used in the United
States by another and not abandoned, as to be likely, when used on or in connection with the
goods of the applicant, to cause confusion, or to cause mistake, or to deceive.” This is a valid
ground on which to oppése registration of Applicant’s Mark. See, e.g., Jewelers Vigilance
Comm. Inc. v. Ullenberg Corp., 823 F.2d 490, 493, 2 U.S.P.Q.2d 2021, 2023 (Fed. Cir. 1987)
(“Once standing is established, the opposer is entitled to rely on any of the grounds set forth in
section 2 of the Lanham Act which negate applicant's right to its subject registration.”).

Opposer’s Notice of Opposition plainly alleges both Opposer’s standing and its grounds
for opposition, and may not be dismissed for failure to state a claim.
IV.  APPLICANT’S PURPORTED MOTIONS FOR SUMMARY JUDGMENT AND

JUDGMENT ON THE PLEADINGS ARE PROCEDURALLY IMPROPER AND .
MAY NOT BE CONSIDERED

Applicant’s Motion, likely in a boilemlate fashion, nominally seeks to have Opposer’s
Notice of Opposition “adjudged based on the pleadings, or alternatively, disposed of on
summary judgment for the grounds stated herein.” App.’s Mot. at p. 2. Neither of these
dispositions is appropriate, or even feasible, in this proceeding.

-5-
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A. A Judgment on the Pleadings is Not Appropriate When Applicant Denies
Material Allegations

In a case such as this, where Applicant’s Answer denies material allegations in Opposer’s
Notice of Opposition, and where Applicant seeks to introduce her own unsubstantiated
allegations that lie outside the pleadings, a judgment on the pleadings is a procedural
impossibility:
A motion for judgment on the pleadings is designed to provide a means of
disposition of cases when the material facts are not in dispute and
judgment on the merits can be achieved by focusing on the pleadings. A

motion for judgment on the pleadings has utility when all the material
allegations are admitted in the pleadings and only questions of law remain.

CBS Inc. v. Mercandante, 23 U.S.P.Q.2d 1784, 1787 (T.T.A.B. 1992) (citation omitted)
(emphasis added).

Here, Applicant’s Motion denies numerous and material allegations within Opposer’s
Notice of Opposition, including Opposer’s standing and priority. App.’s Mot. 9 15, 53.
Moreover, Applicant’s Motion is rife with allegations that go well beyond the pleadings and raise
unsubstantiated factual contentions not susceptible to resolution at this stage.' See, e.g., App.’s
Mot. 9 29, 30, 31, 34-38, 43-45. Far from establishing that no material issues of fact remain,
Applicant raises many such issues herself, precluding any judgment on the pleadings. See CBS

Inc. v. Mercandante, 23 U.S.P.Q.2d at 1787 (“A mbtion for judgment on the pleadings will be

! Much of Applicant's argument goes to the allegedly “functionality” of Opposer’s TEACHER COMPASS
trademark. While Opposer reserves its right to address this argument in full when and if it is properly raised,
Opposer will note at this time only that the functionality doctrine addresses utilitarian product features that are
inherent to the product’s efficient functionality and that, if monopolized, would put competitors at a disadvantage as
to product design. Because a competitor could design a product with functionality identical to that of the

software offered under the TEACHER COMPASS mark, with no need whatsoever to use that particular mark, the
mark itself simply cannot be “functional.” See, e.g.,1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair
Competition § 7:63 (4th ed. 2010) (“There are two rationales underlying the functionality bar: (1) accommodation to
the important principle of free competition that there is only one legal source of exclusive rights in utilitarian
features—utility patent law; and (2) preserving free and effective competition by ensuring that competitors can copy
features that they need to ‘compete effectively.’”).
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granted when the moving party establishes that no material issue of fact remains to be resolved
and that he is entitled to judgment as a matter of law.”).

B. A Party May Not Seek Summary Judgment Prior to Discovery

Although the Board at one time had discretion, when assessing motions to dismiss, to
consider matters outside the pleadings and convert the motion to one for summary judgment, this
is no longer case. “In inter partes proceedings commenced after November 1, 2007, a party may
not file a motion for summary judgment . . . until the party has made its initial disclosures, except
for a motion asserting claim or issue preclusion or lack of jurisdiction by the Board.”

Compagnie Gervais Danone, 89 U.S.P.Q.2d at 1251. As addressed above, the Board clearly has

Jjurisdiction over this proceeding, and thus, because Applicant has made no arguments as to claim
or issue preclusion, and has not yet made her initial disclosures, summary judgment on any other
grounds would be premature.

Summary judgment is equally inappropriate because, like a judgment on the pleadings, it
may only be granted when “there is no genuine dispute as to any material fact and the movant is
entitled to judgment as a matter of law.” Fed. R. Civ. P. 56(a). Here, as discussed above,
Applicant disputes the most material and fundamental of Opposer’s allegations, making
summary disposition both substantively and procedurally impossible.

CONCLUSION

For all of the reasons above, Opposer respectfully requests that Applicant’s Motion be
denied in its entirety.

Respectfully submitted,

KI K STOCKTON LLP

Stephen W. Feingold
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Robert N. Potter

31 West 52nd Street, 14th Floor
New York, New York 10019
Telephone: (212) 775-8700
Facsimile: (212) 775-8800

Attorneys for Opposer Pearson Education, Inc.
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EXHIBIT A



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Stephen W. Feingold, Esqg.
Kilpatrick Stockton LLP

31 West 52nd Street - 1l4th Floor
New York, NY 10019

Mailed: June 30, 2010
Serial No.: 77844847

ESTTA TRACKING NO: ESTTA355661

The request to extend time to oppose is granted until
7/31/2010 on behalf of potential opposer Pearson Education,
Inc.

Please do not hesitate to contact the Trademark Trial and
Appeal Board at (571)272-8500 if you have any questions
relating to this extension.

Note from the Trademark Trial and Appeal Board

TTAB forms for electronic f£iling of extensions of time to
oppose, notices of opposition, petition for cancellation, notice
of ex parte appeal, and inter partes filings are now available
at http://estta.uspto.gov. Images of TTAB proceeding files can
be viewed using TTABVue at http://ttabvue.uspto.gov.




UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Stephen W. Feingold, Esqg.
Kilpatrick Stockton LLP

31 West 52nd Street - 1l4th Floor
New York, NY 10019

Mailed: July 27, 2010

Serial No.: 77844847
ESTTA TRACKING NO: ESTTA360069

The request to extend time to oppose is granted until
9/29/2010 on behalf of potential opposer Peargon Education,
Inc.

Please do not hesitate to contact the Trademark Trial and
Appeal Board at (571)272-8500 if you have any questions
relating to this extension.

Note from the Trademark Trial and Appeal Board

TTAB forms for electronic filing of extensions of time to
oppose, notices of opposition, petition for cancellation, notice
of ex parte appeal, and inter partes filings are now available
at http://estta.uspto.gov. Images of TTAB proceeding files can
be viewed using TTABVue at http://ttabvue.uspto.gov.




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC, )
) In re Serial No. 77/844,847
Opposer, )
) Mark: TEACH COMPASS
v. )
) Opposition No. 91196684
BETH ANN WRIGHT, )
)
Applicant. )
CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing OPPOSER’S BRIEF IN
OPPOSITION TO APPLICANT’S MOTION FOR DISMISSAL, MOTION FOR
JUDGMENT ON THE PLEADINGS, AND MOTION FOR SUMMARY JUDGMENT has
been served on Applicant Beth Ann Wright, by mailing said copy on November 10, 2010, via
First Class Mail, postage prepaid, and addressed as follows:

Beth Ann Wright

1166 Bonhomme Lake Dr., Apt, A
St. Louis, Missoyri 63132

Robert N. Potter
Attorney for Opposer
Pearson Education, Inc.
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