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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC, )

) In re Serial No. 77/844,847
Opposer, )

) Mark: TEACH COMPASS
V. )

) Proceeding No. 91196684
BETH ANN WRIGHT,
Applicant.

MOTIONS FOR DISMISSAL OR IN THE AITERNATIVE FOR SUMMARY
JUDGMENT, ANSWER. ADDITIONAL MOTION FOR DISMISSAL. MOTION FOR

DGMENT ON THE PLEADIN MOTI FOR SUMMARY JUDGMENT

WHEREFORE, prior to filing its responsive pleading, Applicant, Beth Ann Wright, files
the following motions on October 26, 2010:

Applicant comes now and moves for dismissal, or in the alternative summary judgment,
based on lack of subject matter jurisdiction of the Trademark Trial and Appeal Board, and prays
that the Court will grant such relief.

Applicant comes now and moves for dismissal, or in the alternative summary judgment,
based on lack of personal jurisdiction of the Trademark Trial and Appeal Board, and prays that
the Court will grant such relief.

Applicant comes now and moves for dismissal based on failure to state a claim upon
which relief can be granted, or in the alternative a motion for summary judgment, and prays that
the Court will grant such relief.

Applicant is Beth Ann Wright, an individual with an address at 1166 A Bonhomme Lake

Drive, St. Louis, Missouri 63132 (“Applicant”). Applicant believes that her application for the



mark TEACH COMPASS, Application Serial No. 77/844,847 (the “Application”) is entitled to
registration as a federal trademark pursuant to the Lanham Act, federal regulations, and
controlling case law. Applicant believes that the Trademark Trial and Appeal Board lacks
jurisdiction. Applicant believes that Opposer, Pearson Education, Inc., (“Opposer”) lacks
standing to bring the Opposition. Applicant believes that Opposer is not, will not, and could not,
be damaged by the registration of Applicant’s mark. Applicant, therefore, further believes that
Opposer’s Notice of Opposition should be dismissed, adjudged based on the pleadings, or
alternatively, disposed of on summary judgment for the grounds stated herein.

Applicant comes now to answer, pleading all facts, claims, defenses, and counterclaims,
regardless of consistency, alternately or hypothetically, in one count or in separate counts,
thereby preserving all facts, claims, defenses, and counterclaims.

As grounds for its answer, Applicant admits, or denies, or lacks knowledge or information
sufficient to form a belief about the truth of each of Opposor’s allegations in its Notice of
Opposition as follows:

1. Applicant lacks knowledge or information sufficient to form a belief about the truth
of Opposer’s allegation numbered (1) in its Notice of Opposition.

2. Regarding Opposer’s allegation numbered (2), Applicant denies in part and admits
in part. Applicant denies Opposer’s allegation, “In 2001 and 2002 employees of Johns Hopkins
University’s Center for Technology in Education (“JHS”) [sic] developed a web-based
application designed to assist with teacher observation and evaluation that they branded
TEACHER COMPASS (the “TEACHER COMPASS Program™).” Applicant admits Opposer’s
allegation that “[tlhe TEACHER COMPASS Program provides school administrators with an

efficient, customizable tool for collecting and analyzing teacher performance data in order to



improve instructional delivery and decision-making for all students. Using the TEACHER
COMPASS Program, evaluators can enter teacher performance data easily on handheld devices
or desktop computers, aggregate results rapidly, and generate easy-to-read reports and graphs
related to various performance indicators, such as knowledge, instruction, management, and
student assessment. Additionally, TEACHER COMPASS contains a bank of resources related
to effective instructional practices to equip educators with information on state-of-the-art
methods for effective instruction.”

3. Applicant denies Opposer’s allegations numbered (3), and (4), and (5), in its Notice
of Opposition.

4. Regarding Opposer’s allegation numbered (6), Applicant lacks knowledge or
information sufficient to form a belief about the truth of Opposer’s allegation in part, and denies
Opposer’s allegation in part. Applicant lacks knowledge or information sufficient to form a
belief about the truth of Opposer’s allegation, “Opposer has spent substantial sums promoting
and advertising the TEACHER COMPASS Program and the TEACHER COMPASS mark,”
made in its Notice of Opposition. Applicant denies Opposer’s allegation, “Based on Opposer’s
extensive use and promotion, the TEACHER COMPASS mark has acquired a high degree of
recognition and distinctiveness as a symbol of the high-quality products and services offered by
Opposer.”

5. Regarding Opposer’s allegation numbered (7), Applicant denies in part and admits
in part. Applicant denies Opposer’s allegation phrase, “Nothwithstanding Opposer’s prior rights
in the TEACHER COMPASS mark in connection with educational products and services, on
October 12, 2009,” in its Notice of Opposition. Applicant admits the remainder of Opposer’s

allegation numbered (7).



6. Applicant admits in part and denies in part Opposer’s allegation numbered (8).
Applicant admits Opposer’s allegation, “The Application was published for opposition on June 1,
2010.” Applicant admits Opposer’s allegation phrase “On June 30, 2010, Opposer filed a request
for a thirty-day extension of time”. Applicant denies Opposer’s allegation phrase, “to file an
Opposition to the Application which the Trademark Trial and Appeal Board (“TTAB”) granted.”
Applicant admits Opposer’s allegation phrase, “On July 27,2010, Opposer filed a request for an
additional sixty-day extension of time”. Applicant denies Opposer’s allegation phrase, “to file an
Opposition to the Application for good cause, which the TTAB granted.” Applicant denies
Opposer’s allegation, “Accordingly, this Notice of Opposition is timely filed.” in its Notice of
Opposition.

7. Applicant denies Opposer’s allegation numbered (9), and (10), and (11).

8. Applicant admits Opposer’s allegation unnumbered, page four, paragraph four, “This
29th day of September 2010.”

As grounds for its answer, Applicant further alleges as follows:

9. The Opposition to the registration of the mark, TEACH COMPASS, on the Principal
Register was not filed within an extension of time to oppose granted to the Opposer or its privy.
The date of publication of the mark for opposition in the Official Gazette is June 1, 2010. See
Section 12(a) of the Act, 15 U.S.C. §1062(a). The filing date of the “First 30 Day Request for
Extension of Time to Oppose” is June 30, 2010. See 37 C.F.R. §2.195; TBMP §109. The filing
date of the second “60 Day Request for Extension of Time to Oppose for Good Cause” is July
27,2010. Id. The filing date of the Notice of Opposition is September 29, 2010. See 37 C.F.R.
§2.101(d)4; 37 C.F.R. §2.195; TBMP §109. The beginning date for calculating the further

extension is the actual expiration date of the previous extension. See TBMP §209.02; contra



Opposer’s “First 30 Day Request for Extension” and “60 Day Request for Extension” (potential
Opposer miscalculated extension requests). The Notice of Opposition was filed 65 days from the
filing date, July 27, 2020, of the “60 Day Request for Extension.” Contra Section 13(a) of the
Lanham Act, 15 U.S.C. §1063(a); 37 C.F.R. §2.101; 37 C.F.R. §2.102(c); TBMP §207 et seq.;
§209.02; §306.04. The Notice of Opposition was filed 92 days from the filing date, June 30,
2010, of the “First 30 Day Request [plus the] 60 Day Request for Extension.” Id. The Notice of
Opposition was filed 121 days from the date of publication of the mark, June 1, 2010. Id.
Opposer has failed to timely file its Notice of Opposition under Section 13(a) of the Act, 15
U.S.C. §1063(a). Id. Because the timeliness requirements of Section 13(a) of the Act, 15 U.S.C.
§ 1063(a), for the filing of an opposition are statutory, the Notice of Opposition filed after the
expiration of the would-be Opposer's time for opposing must be denied by the Board as late. 7d.
The Trademark Trial and Appeal Board, therefore, lacks jurisdiction to institute the Opposition.
Prior to or in conjunction with its answer, Applicant respectfully moves for dismissal for lack of
jurisdiction. See TBMP §211.02.

10. Applicant is a thought leader in education. Applicant, through her use of TEACH
COMPASS as a mark, provides innovative evidence-based educational products and services, to
educators, academics, and researchers to use to develop performance based competency skills
and ethical behaviors related to learners participating in competency based education from
kindergarten through higher education and on into professional life.

11.  Applicant, Beth Ann Wright, is a licensed and registered occupational therapist, a
licensed attorney, and a certified fraud examiner. Applicant holds over twenty years of

professional experience in occupational therapy, health care management, federal regulatory



compliance, auditing, fraud investigation, research consulting in higher education, and teaching
in higher education. As an occupational therapist, applicant specialized in neuro-rehabilitation,
namely cognitive retraining of functional activities with patients who suffered traumatic brain
injury, stroke, cerebral palsy and other developmental delays and also served as a director of
rehabilitation services and master practitioner mentoring students, novice practitioners and
intermediate practitioners in the art of professional practice. Applicant has taught and consulted
at Washington University in St. Louis in the School of Medicine and Olin School of Business.

12.  Since at least as early as July 2008, the Applicant exercised use of the term
TEACH COMPASS as a mark in commerce, has employed the use of the common law mark
“TM” related to TEACH COMPASS™ products and services, and has provided notice to the
world of Applicant’s use of the brand TEACH COMPASS™ as mark in commerce.

13.  The development of the brand TEACH COMPASS and related products and
services is the culmination of many years of research, professional experience, know-how,
money, time, and effort expended by Applicant.

14.  With an application filing date of October 8, 2009, Beth Ann Wright, an individual
having a residence at 1166 Bonhomme Lake Drive, Apartment A, St. Louis, Missouri, 63132
(“Applicant”) filed an application under Serial No. 77/844,847 to register the mark TEACH
COMPASS (“Applicant’s Mark™) on the Principal Register for CLASS 9 EDUCATIONAL
SOFTWARE AND CD-ROMS FEATURING INSTRUCTION FOR EDUCATORS,
ACADEMICS, AND RESEARCHERS TO USE TOOLS IN ANALYZING DATA OF
PERFORMANCE BASED COMPETENCY SKILLS AND ETHICAL BEHAVIORS; CLASS

16 PRINTED EDUCATIONAL AND TEACHING MATERIALS IN THE FIELD OF



COMPETENCY BASED EDUCATIONAL CURRICULUM; CLASS 41 PROVIDING
TRAINING COURSES FOR EDUCATORS, ACADEMICS AND RESEARCHERS ON HOW
TO DEVELOP HUMAN MENTAL FACULTIES AND PERFORMANCE SKILLS RELATED
TO EDUCATION BASED COMPETENCY SKILLS AND ETHICAL BEHAVIORS;
PROVIDING INFORMATION AND NEWS IN THE FIELD OF TEACHING
METHODOLOGY AND EDUCATION; EDUCATION RESEARCH; CLASS 42 RESEARCH
AND DEVELOPMENT OF ADVANCED LEARNING TECHNOLOGIES AND TEACHING
METHODS.

15. In Applicant’s application, Applicant states the first use of TEACH COMPASS was
at least as early as July 1, 2008, and Applicant’s first use in commerce was at least as early as
October 8, 2009. Applicant has priority to use the mark TEACH COMPASS.

16. TEACH COMPASS is also a known mark, that is a mark or trade name previously
used in the United States by Applicant and not abandoned, through her use as TEACH
COMPASS™ LLC since July 21, 2008. See 15 U.S.C. §1052; see also TMEP §1207.03.

17. 1In 2008, applicant conducted due diligence prior to filing her federal registration
for TEACH COMPASS with the United States Patent and Trademark Office and found no use of
the term “teacher compass” on the federal register, supplemental register, literature seaches,
internet searches, or any other media in the relevant trade or channels of commerce.

18.  Since 2002, Applicant has been an avid reader and researcher of a very broad base
of education-related material and has never heard of the term “teacher compass.” Applicant has
marketed her brand to and entered into agreements with a very broad scope of purchasers and
prospective purchasers across the United States related to learners participating in competency

based education from kindergarten through higher education and on into professional life. Not



one purchaser or prospective purchaser of TEACH COMPASS products or services has ever
mentioned a term “teacher compass.”

19. Applicant has many proprietary contractual agreements among: professional
associations, professional accreditation agencies, federal government agencies, state government
departments, and other entities, to use their respective competency skills and ethical behaviors to
develop TEACH COMPASS products and services for their use and others’ use in any language
in all fifty United States and around the world.

20. TEACH COMPASS products and services apply to all competency based
education, and therefore, Applicant has additionally offered many proprietary agreements and
continues her efforts to negotiate agreements among: professional associations, professional
accreditation agencies, federal government agencies, state government departments, and other
entities. Applicant also continues to identify additional competency based education entities and
has an ongoing initiative to offer and negotiate agreements with such entities.

21. Applicant’s standard character mark TEACH COMPASS is inherently distinctive.

22. Applicant is the sole souce, and sole owner, and has sole control, of TEACH
COMPASS products and services.

23.  Applicant has an Artwork Assignment Agreement to protect and transfer all rights
in a logo design from a graphic designer to Applicant. Applicant expended significant money,
time, and effort with the graphic designer to create the design logo for TEACH COMPASS. The

TEACH COMPASS logo is used in commerce as a common law trademark of Beth Ann Wright.



24.  Applicant has secured federal statutory copyright protection under the U.S.
Copyright Act through her Certificate of Registration for the artistic design logo for TEACH
COMPASS.

25.  Applicant has expended substantial money, time, effort, and resources to develop
the brand TEACH COMPASS and related products, services, marketing materials, informational
matter, websites, trade secrets, know-how, contracts, research protocols, capital financing
options, grant funding mechanisms, industry knowledge, industry relationships, industry
research, federal regulatory compliance, and professional expertise related to applicant’s mark
TEACH COMPASS.

26. Applicant’s mark TEACH COMPASS has gained notoriety, and accrued good will
in the marketplace.

27.  Opposer, and opposer’s alleged predecessor in interest, and the alleged
predecessor’s in interest apparent related third parties, have not used or could not use the term
“teacher compass” as a mark in interstate commerce prior to Applicant’s priority date because the
term “teacher compass” is functional, or generic, or otherwise fails to function as a mark, or is
otherwise incapable matter; therefore, Opposer et al. lacks standing to oppose Applicant’s mark.

28. The term “teacher compass” fails to function as a mark because the term is
functional matter. The features embodied in the term “teacher compass” are functional because
such features are essential to the use or purpose of the article or because such features affect the
cost or quality of the article; therefore, “teacher compass” fails to function as mark. See TMEP
§1202.02. For example, in Opposer’s Notice of Opposition it avers, “The TEACHER

COMPASS Program provides school administrators with an efficient, customizable tool for



collecting and analyzing teacher performance data in order to improve instructional delivery and
decision-making for all students. Using the TEACHER COMPASS Program, evaluators can
enter teacher performance data easily on handheld devices or desktop computers, aggregate
results rapidly, and generate easy-to-read reports and graphs related to various performance
indicators, such as knowledge, instruction, management, and student assessment. Additionally,
TEACHER COMPASS contains a bank of resources related to effective instructional practices to
equip teachers with information on state-of-the-art methods for effective instruction.” Applicant
answers that the development of a web-based application designed to be efficient, improve
instructional delivery and decision-making, enter data easily, aggregate results rapidly, generate
easy-to-read reports and graphs, and equip teachers with information on state-of-the-art methods
for instructional methods are functional features essential to the use or purpose of the article or
affect the cost or quality of the article, and therefore, “teacher compass” is functional and fails to
function as a mark. See Qualitex Co. v. Jacobson Products Co., Inc., 514 U.S. 159, 165, 34
USPQ2d 1161, 1163-1164 (1995) (quoting Inwood Laboratories, Inc. v. Ives Laboratories, Inc.,
456 U.S. 844, 850, n.10, 214 USPQ 1, 4 n.10 (1982)); see also TMEP §1202.02(a)(i) (“Effective
October 30, 1998, the Technical Corrections to Trademark Act of 1946, Pub. L. No. 105-330,
§201, 112 Stat. 3064, 3069, amended the Trademark Act to expressly prohibit registration on
either the Principal or Supplemental Register of functional matter: Section 2(e)(5) of the
Trademark Act, 15 U.S.C. §1052(e)(5), prohibits registration on the Principal Register of ‘matter
that, as a whole, is functional;’ Section 2(f) of the Act, 15 U.S.C. §1052(f), provides that matter
that, as a whole, is functional may not be registered even on a showing that it has become

distinctive; Section 23(c) of the Act, 15 U.S.C. §1091(c), provides that a mark that, as a whole, is
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functional may not be registered on the Supplemental Register; Section 14(3) of the Act, 15
U.S.C. §1064(3), lists functionality as a ground that can be raised in a cancellation proceeding
more than five years after the date of registration; Section 33(b)(8) of the Act, 15 U.S.C.
§1115(b)(8), lists functionality as a statutory defense to infringement in a suit involving an
incontestable registration. These amendments codified case law and the longstanding USPTO
practice of refusing registration of functional matter.”). The term “teacher compass” as used by
Opposer, therefore, fails to function as mark for “functionality” which is a statutory bar for use
of the term “teacher compass™ as a mark. Therefore, because the term “teacher compass”
embodies funtional matter, it cannot function as a mark as a matter of law.

29. The term “teacher compass™ fails to function as a mark because the term embodies
functional matter. The term “teacher compass™ has not functioned as a mark, and cannot
function as mark, because the matter embodied in the term “teacher compass” is functional
because the matter embodies an invention and matter approved for external licensing
agreements. Dr. K. Lynne Mainzer’s Faculty Curriculum Vitae states “INVENTIONS Teacher
Compass: A Web-based application for administrators to use when observing and evaluating
teachers. Approved for external licensing by JHU Office of Technology Transfer. Reference
number Nunn 1751. July 2002.” Under TMEP §1202.02(a)(i1) “The functionality doctrine,
which prohibits registration of functional product features, is intended to encourage legitimate
competition by maintaining the proper balance between trademark law and patent law. As the
Supreme Court explained, in Qualitex Co. v. Jacobson Products Co., Inc., 514 U.S. 159,
164-165, 34 USPQ2d 1161, 1163 (1995): The functionality doctrine prevents trademark law,

which seeks to promote competition by protecting a firm’s reputation, from instead inhibiting
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legitimate competition by allowing a producer to control a useful product feature. It is the
province of patent law, not trademark law, to encourage invention by granting inventors a
monopoly over new product designs or functions for a limited time, 35 U.S.C. §§154, 173, after
which competitors are free to use the innovation. If a product’s functional features could be used
as trademarks, however, a monopoly over such features could be obtained without regard to
whether they qualify as patents and could be extended forever (because trademarks may be
renewed in perpetuity). In other words, the functionality doctrine ensures that protection for
utilitarian product features be properly sought through a limited-duration utility patent, and not
through the potentially unlimited protection of a trademark registration. Upon expiration of a
utility patent, the invention covered by the patent enters the public domain, and the functional
features disclosed in the patent may then be copied by others — thus encouraging advances in
product design and manufacture. In TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S.
23, 34-35, 58 USPQ2d 1001, 1007 (2001), the Supreme Court reiterated this rationale, also
noting that the functionality doctrine is not affected by evidence of acquired distinctiveness.
Thus, even where the evidence establishes that consumers have come to associate a functional
product feature with a single source, trademark protection will not be granted in light of the
public policy reasons stated. /d.”. The term “teacher compass” embodies utilitarian features, is
self-proclaimed as an “invention” since July 2002, and also was approved as an “invention” for
“external licensing by JHU Office of Technology Transfer” in July 2002, and therefore, Opposer
cannot gain a monoply over such functional features for potentially unlimited protection under a
trademark which may be renewed in perpetuity; rather, the functionality doctrine ensures that

protection for utilitarian product features be properly sought through a limited-duration utility
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patent. The term “teacher compass” embodies utilitarian features and therefore cannot, as a
matter of law, be protected as a mark. The features, if any, embodied in “teacher compass” that
might be considered distinctive are also functional, and therefore, fail to function as a mark.
Also, the “fact that a proposed mark is not the subject of a utility patent does not establish that
the product feature is nonfunctional.” TrafFix, 532 U.S. at 32, 58 USPQ2d at 1006; In re Gibson
Guitar Corp., 61 USPQ2d 1948, 1950 n.3, (TTAB 2001). See TMEP §1202.02(a)(v)(A).
Therefore, the fact that “teacher compass” may not be an “invention” which is the subject of a
utility patent does not establish that the product feature is nonfunctional. See id. The term
“teacher compass” as used by Opposer, Opposer’s alleged predecessor in interest, and the alleged
predecesor’s in interest apparent related third parties, therefore, fails to function as mark for
“functionality” which is a statutory bar for use of the term “teacher compass” as a mark.

30. The term “teacher compass” fails to function as a mark because the term embodies
functional matter. The features embodied in the term “teacher compass” are functional because
such features are essential to the use or purpose of the article or because such features affect the
cost or quality of the article; therefore, “teacher compass” fails to function as mark. See TMEP
§1202.02. The Johns Hopkins University Center for Technology in Education website(s), the
No.inc website(s), and the Pearson Education, Inc. website(s) pervasively describe the term
“teacher compass,” and its related products and/or services, in terms of functional features
essential to the use or purpose of the article and/or the feature’s affect on the cost or quality of
the article which Applicant has screen scraped. The term “teacher compass” as used by Opposer,

Opposer’s alleged predecessor in interest, and the alleged predecesor’s in interest apparent
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related third parties, therefore, fails to function as mark for “functionality” which is a statutory
bar for use of the term “teacher compass™ as a mark.

31. The features embodied in the term “teacher compass” fail to function as a mark
because Opposer, and its alleged predessor in interest, and the alleged predecessor’s in interest
apparent third parties, tout the utilitarian advantages of the configuration of such features. For
example, the Johns Hopkins University Center for Technology in Education website(s), the
No.inc website(s), and the Pearson Education, Inc. website(s) pervasively describe the term
“teacher compass,” and its related advertising, marketing, and promotional materials about
“teacher compass,” with descriptions touting the utilitarian advantages of the configuration of its
features and that it was designed a particular way because it works better which Applicant has
screen scraped. See TMEP §1202.02(a)(v)(B) (“The applicant’s [here, the Opposer’s] own
advertising touting the utilitarian aspects of its design is often strong evidence supporting a
functionality refusal. See, e.g., In re N.V. Organon, 79 USPQ2d 1639, 1645 (TTAB 2006)
(‘applicant's [here, the Opposer’s] promotional materials touting the utilitarian advantages of the
orange flavor, is particularly significant in assessing functionality in this case’); American Flange
& Mfg. Co., Inc. v. Rieke Corp., 80 USPQ2d 1397 (TTAB 2006); In re Gibson Guitar Corp., 61
USPQ2d 1948 (TTAB 2001); M-5 Steel Mfg., Inc.v. O’Hagin’s Inc., 61 USPQ2d 1086 (TTAB
2001); In re Visual Communications Co., Inc., 51 USPQ2d 1141 (TTAB 1999); In re Edward Ski
Products, Inc., 49 USPQ2d 2001 (TTAB 1999); In re Caterpillar Inc., 43 USPQ2d 1335 (TTAB
1997); In re Bio-Medicus Inc., 31 USPQ2d 1254 (TTAB 1993); In re Witco Corp., 14 USPQ2d
1557 (TTAB 1989). An applicant [here, the Opposer] will often assert that statements in its
promotional materials touting the utilitarian advantages of the product feature are mere “puffery”

and, thus, entitled to little weight in the functionality analysis. However, where the advertising
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statements clearly emphasize specific utilitarian features of the design claimed as a mark, the
Board will reject such assertions of “puffing.” See, e.g., In re Gibson Guitar Corp., supra;
Goodyear Tire and Rubber Co. v. Interco Tire Corp., 49 USPQ2d 1705, 1716-17 (TTAB 1998);
In re Bio-Medicus Inc., 31 USPQ2d 1254, 1260 (TTAB 1993); In re Witco Corp., 14 USPQ2d
1557, 1559-61 (TTAB 1989).”). The term “teacher compass” as used by Opposer, Opposer’s
alleged predecessor in interest, and the alleged predecesor’s in interest apparent related third
parties, therefore, fails to function as mark for “functionality” which is a statutory bar for use of
the term “teacher compass” as a mark.

32. Applicant believes, and the evidence indicates, that the Opposer’s configuration
may be the best or one of a few superior designs available, therefore, this evidence strongly
supports a finding of functionality. See TMEP §1202.02(a)(v)(C). For example, in Opposer’s
Notice of Opposition it avers, “The TEACHER COMPASS Program provides school
administrators with an efficient, customizable tool for collecting and analyzing teacher
performance data in order to improve instructional delivery and decision-making for all students.
Using the TEACHER COMPASS Program, evaluators can enter teacher performance data easily
on handheld devices or desktop computers, aggregate results rapidly, and generate easy-to-read
reports and graphs related to various performance indicators, such as knowledge, instruction,
management, and student assessment. Additionally, TEACHER COMPASS contains a bank of
resources related to effective instructional practices to equip teachers with information on state-
of-the-art methods for effective instruction.” See TMEP §1202.02(a)(v)(C) (See, e.g., In re
Dietrich, 91 USPQ2d 1622, 1636 (TTAB 2009); (“[T]he question is not whether there are

alternative designs that perform the same basic function, but whether the available designs work
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‘equally well.””) (citation omitted); In re N.V. Organon, 79 USPQ2d 1639, 1645 (TTAB 2006);
In re Gibson Guitar Corp., 61 USPQ2d 1948 (TTAB 2001)”). Additionally, “a configuration of a
product . . . that embodies a superior design feature and provides a competitive advantage to the
user is functional.” See TMEP §1202.02(a)(v)(C). Morover, “[f]unctionality may be established
by a single competitively significant application in the recited identification of goods, even if
there is no anticompetitive effect in other areas of use, since competitors in that single area could
be adversely affected. Valu Engineering, 278 F.3d at 1278, 61 USPQ2d at 1428 (“[1]f the Board
identifies any competitively significant single use in the recited identification of goods for which
the mark as a whole is functional, the Board should deny registration.”). See TMEP §1202.02(a)
(v)(C). In the instant case, Applicant answers that functionality may be established by one or
more competitively significant application(s) in Opposer’s recitation of goods and or services
and/or Opposer’s actual goods and/or services, if any, and that competitors in at least a single
area could be adversely affected. See id. The term “teacher compass” as used by Opposer,
Opposer’s alleged predecessor in interest, and the alleged predecesor’s in interest apparent
related third parties, therefore, fails to function as mark for “functionality” which is a statutory
bar for use of the term “teacher compass” as a mark.

33. Opposer’s averred development of “TEACHER COMPASS Program provides . . .
[]” in its Notice of Opposition is evidence showing that the design results from a comparatively
simple or inexpensive method of manufacture, and therefore, supports a finding that the design is
functional. See TMEP §1202.02(a)(v)(D) (“A product feature is functional if it is essential to the
use or purpose of the product or if it affects the cost or quality of the product. Inwood
Laboratories, Inc. v. Ives Laboratories, Inc.,456 U.S. 844, 850 n.10, 214 USPQ 1,4 n.10 (1982).

Therefore, a showing that a design results from a comparatively simple or inexpensive method of
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manufacture will support a finding that the design is functional.”). For example, the Johns
Hopkins University Center for Technology in Education website(s), the No.inc website(s), and
the Pearson Education, Inc. website(s) pervasively describe the term “teacher compass,” and its
related products and/or services about “teacher compass,” as a web-based design resulting from a
comparatively simple or inexpensive method of manufacture which Applicant has screen
scraped. The term “teacher compass” as used by Opposer, Opposer’s alleged predecessor in
interest, and the alleged predecesor’s in interest apparent related third parties, therefore, fails to
function as mark for “functionality” which is a statutory bar for use of the term “teacher
compass” as a mark.

34. As of September 29, 2010, the term “teacher compass” would be refused
registration because the Opposer, Opposer’s alleged predecessor in interest, and the alleged
predecessor’s in interest apparent third parties, have created a likelihood of confusion among
these three separate entities under Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d) with
respect to “teacher compass” because the term lacks emanation from a single source. For
example, the Johns Hopkins University Center for Technology in Education website(s), the
No.inc website(s), and the Pearson Education, Inc. website(s) pervasively describe the term
“teacher compass,” its advertising, marketing, and promotional materials, and its related products
and/or services, if any, about “teacher compass,” which creates a likelihood of confusion with
respect to “teacher compass” because the use of the term lacks emanation from a single source
which Applicant has screen scraped. Therefore, consumers are likely to be confused about the
source of any products or services, if any, marketed or sold under the term “teacher compass.”

See TMEP §1201.07 et seq.
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35. As of September 29, 2010, the term “teacher compass” would be refused
registration because the Opposer, Opposer’s alleged predecessor in interest, and the alleged
predecessor’s in interest apparent third parties have created a likelihood of confusion among
these three separate entities under Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d)
because the Opposer lacks unity of control over the use of the term “teacher compass.” The
Johns Hopkins University Center for Technology in Education website(s), the No.inc website(s),
and the Pearson Education, Inc. website(s) all use the term “teacher compass” on their websites.
Pearson does not have control of domain names or websites www.teachercompass.com,
www.teachercompass.org, and www.teachercompass.net. Pearson is not the Registrant of these
websites in the WHOIS domain directory. Johns Hopkins University is the Registrant, and is
therefore in control of these domain names and websites.

36. As of September 29, 2010, Opposer lacks unity of control over the term “teacher
compass.” Opposer’s alleged predecessor in interest historically lacked unity of control over the
term “teacher compass.” Opposer is not and historically has not been the single source or
sponsor of goods and services, if any, under the term “teacher compass.” Opposer’s alleged
predecessor in interest is not and has historically has not been the single source or sponsor of
goods and services, if any, under the term “teacher compass.” Under TMEP §1201.07(b)(iv) it
states, “some relationships, by their very nature, contradict any claim that unity of control is
present. For instance, if the relationship between the parties is that of licensor and licensee, unity
of control will ordinarily not be present. The licensing relationship suggests ownership in one
party and control by that one party over only the use of a specific mark or marks, but not over the

operations or activities of the licensee generally. Thus, there is no unity of control and no basis
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for concluding that the two parties form a single source. Precisely because unity of control is
absent, a licensing agreement is necessary. The licensing agreement enables the licensor/owner
to control specific activities to protect its interests as the sole source or sponsor of the goods or
services provided under the mark. Therefore, in these situations, it is most unlikely that an
applicant could establish unity of control to overcome a §2(d) refusal.”

37. As of September 29, 2010, the term “teacher compass” cannot function as a mark
because The Center for Technology in Eduction at Johns Hopkins University, the Opposer’s
alleged predessor in interest, failed to exercise unity of control of the term and/or sole source of
“teacher compass” prior to Pearon’s alleged licensing arrangement.

38. As of September 29, 2010, the term “teacher compass™ fails to function as a mark
because its use by Opposer, and Opposer’s alleged predecessor in interest, and the alleged
predecessor’s in interest apparent third parties, is merely as informational matter ordinarily used

29 <6

in the business or in the particular trade or industry, of the “invention,” “grants” and “contracts,”

and therefore, is not registrable. See TMEP §1202.04, §1301.02(a).

39. The use of the term “teacher compass™ as used by Opposer, and Opposer’s alleged
predecessor in interest, and the alleged predecessor’s in interest apparent third parties, is not
subject matter capable of functioning as as a mark. For example, “teacher compass” is not
subject matter capable of functioning as a mark because TMEP §1202.02(a) et seq.
(functionality), §1202.04 (informational matter), or §1202.06 (goods in trade). See generally
TMEP §1202.

40. As of September 29, 2010, the term “teacher compass™ fails to function as a mark

because Pearson Education, Inc., its alleged predecessor in interest, The Center for Technology
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in Education at Johns Hopkins University, the inventor Dr. K. Lynne Mainzer, The Center’s
apparent software development contractor called Noinc.com, and the press have genericized the
term “teacher compass” in their market. Collectively, they pervasively use the term “teacher
compass” as a noun. The term “teacher compass,” therefore, fails to function as a mark. A mark
that fails to function as a mark cannot be registered on the primary or supplemental federal
register at the U.S. Patent and Trademark Office.

41.  As of September 29, 2010, the term “teacher compass™ fails to function as a mark
because it is fails to function as a source indicator for goods and/or services.

42. The term “teacher compass” is not a mark or trade name previously used in the
United States by another and not abandoned, and therefore, cannot serve as the basis for
Opposer’s claim under Section 2(d). See TMEP §1207.03.

43. The date of Opposer’s, and Opposer’s alleged precedessor’s in interest, alleged use
in commerce of the term “teacher compass” within the meaning of the Lanham Act is in issue.
The Center for Technology in Education (CET) at Johns Hopkins University, and Maryland
Department of Education, have a relationship to build and field-test an online application for
administrators to use when observing and evaluating teachers in three school districts in the State
of Maryland. Additionally, the CET website states, “Center for Technology in Education (CET)
at Johns Hopkins University A Partnership of the Maryland State Department of Education.”

44.  Opposer’s alleged precedessor in interest, The Center for Technology in Education
(CET) at Johns Hopkins University, was a client of Noinc.com who appears to have built an
application with the term “teacher compass” in 2007, that remained in BETA on December 23,

2008, in Centreville Middle School, a Maryland State Department of Education school.
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45. The date of Opposer’s, and Opposer’s alleged precedessor’s in interest, alleged use
in commerce of the term “teacher compass” within the meaning of the Lanham Act is in issue.
Pearson Education, Inc.’s press release, and other related press releases, dated August 2010, state
that Pearson Education has a new collaboration with the Center for Technology in Education at
Johns Hopkins University to bring to market products and/or services related to the term “teacher
compass.”

46. The use of the designation “teacher compass” is used to convey advertising or

promotional information, rather than to identify and indicate the source of the services, and
therefore, is not service mark use. See TMEP §1301.02(a).

47. The use of the designation “teacher compass” is used only to identify a product,
device, program, or instrument sold or used in the performance of a service rather than to
identify the service itself, and therefore, does not function as a service mark. See TMEP
§1301.02(a) (emphasis added).

48. Regarding Opposer’s averment of an alleged purchase of all rights in the domain
names “www.teachercompass.com, www.teachercompass.org, and www.teachercompass.net,”’
“portions of the uniform resource locator (“URL”), including the beginning, (“http://www.”) and
the top-level Internet domain name (“TLD”) (e.g., “.com,” “.org,” “.edu,”) function to indicate
an address on the World Wide Web, and, therefore, generally serve no source-indicating function.
TMEP §1209.03(m). Because TLDs generally serve no source-indicating function, their addition
to an otherwise unregistrable mark typically cannot render it registrable. Id. The domain names

in question serve no source-indicating function, and therefore, their addition to an otherwise

unregisterable term cannot render it registrable. See id.
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49. The term “teacher compass” has not acquired distinctiveness or “secondary
meaning” because Oppposer, and opposer’s alleged predecessor in interest, lack proof of
substantially exclusive and continuous use in commerce of the term “teacher compass.” See
TMEP §1212. Moreover, substantial, uncontrolled, continued use of the term “teacher compass”
by opposer’s alleged predecessor in interest, and the alleged precedessor’s in interest apparent
third parties seriously undercuts if not nullifies Opposer’s claim of acquired distinctiveness. See
TMEP §1212.05(b) (“[L]ong and continuous use alone is insufficient to show secondary meaning
where the use is not substantially exclusive.”). Additionally, the substantially exclusive and
continuous use must be “as a mark.” 15 U.S.C. §1052(f). In the instant case, there is no evidence
that the subject matter had been used as a mark; the subject matter is incapable of functioning as
a mark. See also TMEP 1212.05(¢c).

50. Based on the similarities of Applicant’s mark TEACH COMPASS and Opposer’s,
and Opposer’s alleged predecessors in interest, and the alleged predecessor’s in interest related
third parties’ use of the term “teacher compass,” and based on the similarities of goods and/or
services, the relevant public is likely to be confused, under 15 U.S.C. §1052(d), into believing
that Opposer’s and Opposer’s alleged predecessor’s in interest, and alleged opposer’s apparent
related third parties goods and/or services, if any, as offered under the term “teacher compass,”
emanate from Applicant, and any subsequent application for registration by Opposer with the
USPTO would support and assist Opposer in confusing and misleading the public, and give color
of right to the Opposer et al., in violation of Applicant’s prior and superior rights.

51. Based on the similarities of Applicant’s mark TEACH COMPASS and Opposer’s,
and Opposer’s alleged predecessor in interest, and the alleged predecessor’s in interest apparent

related third parties, use of the term “teacher compass,” and based on the nature of Opposer’s,
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Opposer’s alleged predecessor’s in interest, and the alleged predecessor’s in interest apparent
third parties goods and/or services, if any, the Applicant’s mark TEACH COMPASS is likely to
suffer dilution from blurring or dilution from tarnishment.

52.  Assuming arguendo, that the Du Pont factors need be considered in the instant
case, Applicant respectfully contends that facts of the instant case present a case of first
impression to progeny under the Du Pont precedent. This progeny should reflect the
contemporary issues of entrepreneurship, small business growth, and its impact on our economy.
This progeny should create a new factor(s) under Du Pont, giving weight to the kinds of tangible
and intangible time, effort, and resources expended by new market entrants, like Applicant, in the
delivery of products and services under a mark in commerce. Applicant’s resourcefulness and
flexibity create substantially the same or greater value to consumers in the marketplace through
employing newer, alternative, or more effective approaches, to bring products and services to the
marketplace. The fact that large corporations choose to expend greater sums should be given
little weight. Particular weight might be considered when such products and services created by
entrepreneurs and small businesses impact consumers’ interests in public health, public
education, and public safety.

53.  For the aforementioned reasons, Opposer, and Opposer’s alleged predecessor in
interest, lack standing to bring this action in Opposition of registration of applicant’s mark
TEACH COMPASS, Application Serial No. 77/844,847, Proceeding No. 91196684.

54. Applicant’s deadline for Time to Answer is November 8, 2010. Applicant’s Answer

is filed October 26, 2010. Accordingly, this Answer is timely filed.
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55.  Applicant’s motion for judgment on the pleadings is filed after the pleadings are
closed, October 26, 2010, and before the taking of testimony depositions during the assigned
testimony periods; therefore, this motion for judgment on the pleadings is timely filed.

56. Applicant’s motion for summary judgment asserts lack of jurisdiction by the
Trademark Trial and Appeal Board, and is filed on October 26, 2010, prior to the commencement
of the first testimony period; therefore, this motion for summary judgment is timely filed.

WHEREFORE, Applicant requests that registration of Applicant’s Application for
TEACH COMPASS, Serial No. 77/844,847 be entitled to registration pursuant to the Lanham
Act, and prays that the Court will grant such relief.

WHEREFORE, in conjunction with this responsive pleading, Applicant files the
following motions on October 26, 2010:

Applicant comes now and moves for dismissal based on lack of standing, and prays that
the Court will grant such relief.

Applicant comes now and moves for judgment based on the pleadings, or in the
alternative for summary judgment based upon the pleadings, and prays that the Court will grant
such relief.

This 26th day of October 2010.

Respectfully submitted,
APPLICANT, DEFENDANT
/Beth Ann Wright/

Beth Ann Wright

1166 A Bonhomme Lake Dr.
St. Louis, MO 63132
Telephone: 314-422-0941

Email: bethannwright@me.com
Applicant, Defendant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC, )

) In re Serial No. 77/844,847
Opposer, )

) Mark: TEACH COMPASS
V. )

) Proceeding No. 91196684
BETH ANN WRIGHT,
Applicant.

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing MOTIONS FOR
DISMISSAL OR IN THE ALTERNATIVE FOR SUMMARY JUDGMENT, ANSWER,
ADDITIONAL MOTION FOR DISMISSAL, MOTION FOR JUDGMENT ON THE
PLEADINGS, MOTION FOR SUMMARY JUDGMENT has been served on Attorneys for
Opposer, Stephen W. Feingold and Tracie R. Siddiqui, Pearson Education, Inc., by mailing said
copy on October 26, 2010, via First Class Mail, postage prepaid and addressed as follows:

Kilpatrick Stockton LLP
Stephen W. Feingold

31 West 52nd Street, 14th Floor
New York, New York 10019

Kilpatrick Stockton LLP
Tracie R. Siddiqui

607 14th Street NW, Suite 900
Washington, DC 20005

By:  /Beth Ann Wright/
Beth Ann Wright

Applicant, Defendant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC, )

) In re Serial No. 77/844,847
Opposer, )

) Mark: TEACH COMPASS
V. )

) Proceeding No. 91196684
BETH ANN WRIGHT,
Applicant.

DUPLICATE PY - CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing MOTIONS FOR
DISMISSAL OR IN THE ALTERNATIVE FOR SUMMARY JUDGMENT, ANSWER,
ADDITIONAL MOTION FOR DISMISSAL, MOTION FOR JUDGMENT ON THE
PLEADINGS, MOTION FOR SUMMARY JUDGMENT has been served on Attorney for
Opposer, Tracie R. Siddiqui, Pearson Education, Inc., by mailing a DUPLICATE COPY on
October 30, 2010, via First Class Mail, postage prepaid and addressed as follows:
Kilpatrick Stockton LLP, Tracie R. Siddiqui, 607 14th Street NW, Suite 900, Washington,
DC 20005, of said copy mailed on October 26, 2010, via First Class Mail, postage prepaid and
addressed as follows:

Kilpatrick Stockton LLP
Tracie R. Siddiqui

607 14th Street NW, Suite 900
Washington, DC 20005

By:  /Beth Ann Wright/

Beth Ann Wright
Applicant, Defendant
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