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This case now comes up on the following motions:

1) applicant’s motion to compel, and for sanctions, filed
December 20, 2012;

2) opposer’s motion to strike, filed January 26, 2012;
and

3) applicant’s objection to the telephonic conference,
and request to rescind granting the teleconference

request, filed January 31, 2012.

Telephone Conference

The Board turns first to applicant’s objection to
granting a telephone conference on the above matters.

The Board granted opposer’s request for a telephone
conference on a motion to strike on January 20, 2012, and
instructed opposer to file the motion to strike, to notify
applicant via e-mail of the Board approving the request for
a telephone conference (and provide applicant with a copy of
the motion via e-mail) and to schedule the telephone

conference via e-mail. Additionally, the Board planned to



rule on the motion to compel at the telephone conference,
after obtaining clarification from applicant regarding
inconsistent statements made in her motion and her reply
regarding service of opposer’s discovery responses and
initial disclosures. Applicant refused to provide her
availability for the telephone conference, which request was
made by e-mail, requiring the Board to issue an order
regarding same on January 26, 2012.

Applicant has now filed a written response to the
Board’s January 26, 2012 order, and provided her
availability as February 7, 2012, also objecting to the
procedures used to schedule the telephone conference. In
particular, applicant asserts that the Board improperly
granted an “ex parte” motion for telephone conference “which
igs in itself a Motion”, and that such “motion” for telephone
conference must be filed on paper. Applicant further argues
that she has not been served with a “motion for telephonic
oral hearing” and that she should be able to brief the
motion for telephonic hearing, and that any granting by the
Board to hear the motion to strike via telephone conference
should be rescinded as it is violation of the Federal Rules
of Civil Procedure, the Trademark Rules of Practice and “the
laws of United States.” Applicant arguments are not well

taken.



The Board’'s telephone conference request procedure does
not require a party to file a motion to make such a request.
TBMP Section 502.06(a). A party may simply make an oral
request to the assigned Board attorney for a conference by
telephone. Id. There is no requirement that a “paper”
motion for telephone conference be filed and served on the
other party to request a telephone conference. Id. Nor is
there any requirement that the other party have an
opportunity to brief such a request for telephone
conference. Id. See also Permanent Expansion of Telephone
Conferencing on Interlocutory Matters in Inter Partes Cases
Before the Trademark Trial and Appeal Board, 1235 TMOG 68
(June 20, 2000) ( waiving Trademark Rule 1.2 regarding all
business being transacted in writing and waiving Trademark
Rule 2.119 requiring the filing of papers and services to
facilitate conference; Board has discretion to hear matters
via telephone conference without requirement of written
briefs). The Board has the sole discretion to decide
whether a particular matter can and should be heard or
disposed of by telephone, and whether to orally hear the
adverse party’s response. TBMP 502.06.

In this case, in accordance with the Board’s telephone
conference procedures, as set forth in TBMP Section 502.06,
and the notice of Permanent Expansion of Telephone

Conferencing on Interlocutory Matters in Inter Partes Cases



Before the Trademark Trial and Appeal Board, opposer
properly made a request for conference by telephone, and the
Board properly agreed to the request. The Board provided
instructions on the filing of the motion to strike, and the
coordinating of the scheduling of the telephone conference
with applicant. In particular, opposer provided applicant
with a copy of the motion to strike via e-mail in addition
to serving the motion by mail, filed the motion to strike
via ESTTA, and contacted applicant via e-mail regarding the
scheduling of the teleconference, cc’ing the Board on the e-
mail and providing the call-in numbers for the phone
conference.

Therefore, the Board finds no merit in applicant’s
arguments and no error in approving the request for a
telephone conference on the motion to strike.

Nonetheless, applicant has now filed a written response
to the motion to strike and through this response also
addressed the matters for which the Board would have sought
clarification on (regarding the motion to compel) at the
telephone conference.

As the matters are now briefed, the Board finds
proceeding with the telephone conference unnecessary, and
will now consider the motions. Accordingly applicant’s
request for rescission regarding the granting of the

telephone conference is moot.



Motion to Strike

Before turning to consideration of the motion, the
Board must address applicant’s assertion that the motion to
strike is an improper surreply and that the Board is without
discretion to consider the motion to strike.

Applicant’s argument is not well taken. The motion to
strike does not make further arguments with respect to
applicant’s motion to compel or motion for sanctions but
seeks to strike scandalous and impertinent matter in
applicant’s reply. Inasmuch as the arguments in the motion
to strike are not in the nature of a surreply to applicant’s
motion to compel or the motion for sanctions, the motion
does not constitute an impermissible surreply, and therefore
the motion may be considered. Contra Karsten Manufacturing
Corp. v. Editoy AG, 79 USPQ2d 1783, 1785 n.3 (TTAB 2006)
(matter in motion to amend considered a surreply with
respect to motion for summary judgment as it consisted of
further arguments against the motion for summary judgment) .

Accordingly, the Board now turns to consideration of
the motion to strike.

Opposer seeks to strike portions of applicant’s January
17, 2011 reply to the motion to compel and for sanctions as
“impertinent, scandalous, factually untrue and entirely
without merit” with respect to allegations made by applicant

that “opposer’s attorneys have engaged in fraud.”



Opposer argues that applicant’s “unsubstantiated efforts to
impugn the honesty and integrity of Opposer’s counsel must
be stricken from the record.”

In response, applicant argues that the statements are
“true and correct” and “are pertinent and meritorious” and
her statements “should be preserved in the record.”
Applicant further argues that the Board is without authority
to grant a motion to strike under TBMP Section 517.

Under Fed. R. Civ. P. 12(f), “[aln allegation is
impertinent or immaterial if it “hals] no possible
relationship to the controversy.” ..., and scandalous if it
“reflect [s] cruelly upon the [other party's] moral
character, use[sgs] repulsive language, or detract[s] from the
dignity of the court.” Khalid Bin Talal Etc. v. E.F. Hutton
& Co., 720 F.Supp. 671, 686 (N.D.I11.1989) (citations
omitted). Generally, the Board will not strike any portion
of a brief upon motion when a party simply objects to the
contents thereof. TBMP Section 517. The Board generally
disregards improper portions of a brief. Id.

The Board finds that applicant’s statements in her
reply impugn opposer’s counsel’s moral character and are
impertinent and scandalous, and therefore, improper.
Nonetheless, the Board will not strike these statements but

will disregard them.



Accordingly, opposer motion to strike is denied. TBMP
Section 517.

Applicant is directed to make no further statements
impugning opposer’s counsel’s moral character in any future
filing with the Board.' See Fed. R. Civ. P. 11.

Motion to Sanctions

The Board now turns to applicant’s motion for
sanctions.

Applicant moves for sanctions for the “untimely filing”
of opposer’s responses to applicant’s interrogatories and
requests for production and for willful disregard of “the
ordinary rules of discovery.”

Applicant’s motion for sanctions relate to alleged
discovery violations and fall under the purview of Trademark
Rule 2.120(g) (1) which requires a Board order relating to
discovery prior to the imposition of sanctions. No
discovery order has issued in the proceeding.

Accordingly, any motion for discovery sanctions is
premature and will be given no consideration. TBMP Section
527.01(a); Amazon Technologies Inc. v. Wax, 93 USPQ2d 1702
(TTAB 2009) (motion for discovery sanctions premature and

given no consideration under Trademark Rule 2.120(g) (1)

! Applicant, while proceeding pro se, has identified herself as a

licensed attorney in addition to being a licensed occupational
therapist and licensed fraud examiner. Therefore, applicant is
held to the professional standards expected of any licensed
attorney.



because opposer has not failed to comply with an order of
the Board relating to disclosure or discovery).

Motion to Compel

The Board now turns to the motion to compel.

Applicant has moved to compel discovery of opposer’s
initial disclosures and responses to its first set of
interrogatories and discovery requests. Applicant’s basis
for compelling the disclosures and responses is that they
were “untimely” as “applicant did not receive service of
process” of the disclosures, responses to interrogatories
and discovery requests.

In response, opposer argues that applicant failed to
include a statement of good faith effort required by the
Trademark Rule, and that applicant “has made no effort
whatsoever to resolve these alleged issues with Opposer
before burdening the Board” and therefore has failed to
“comply with the mandatory meet-and-confer requirement
before filing her Motion.” Opposer further asserts that it
timely served its responses to interrogatories and discovery
responses with certificates of service dated December 12,
2011, and that it timely served its initial disclosures with
an accompanying certificate of service on November 7, 2011,

providing “true and correct” copies of its discovery



responses with attached certificates of service as exhibits
to its response.?

In her reply, applicant seeks to amend her motion to
compel to including a statement of good faith effort, and
include an attached exhibit, an e-mail of December 14, 2011.
Applicant submits that she made a good faith effort by
waiting six days or until December 20, 2011 to file the
motion to compel after sending the December 14, 2011 e-mail.
Applicant further elaborates on the basis for her motion:
that opposer “failed to perfect service of process” by
failing to include certificates of service with respect to
its interrogatory and document requests also stating that
she has “not received service of process” by U.S. Mail of
opposer’s initial disclosures at her correspondence address
of record. Applicant has provided copies of the discovery
requests and initial disclosures she received by mail and e-
mail with her reply as exhibits. In responding to opposer’s
motion to strike, applicant further clarifies that her
complaint is that the “alleged CERTIFICATES OF SERVICE were
not served upon Applicant, attached to or appearing on the
original paper when filed.”

As an initial matter, applicant’s motion to compel is

procedurally deficient inasmuch as the initial brief on the

> Applicant’s interrogatory and document requests were served by

first class mail on November 7, 2011. Initial disclosures were
due on November 5, 2011, which was a Saturday.



motion to compel failed to include a statement of good faith
effort or any evidence regarding same as required by
Trademark Rule 2.120(e) (1). Even if the Board were to
consider the request to amend the initial motion (in the
reply) to include a statement of good faith effort prior to
filing the motion to compel, the Board finds that applicant
did not satisfy the meet and confer requirements of
Trademark Rule 2.120(e) (1) .

When a party files a motion to compel, the motion must
be supported by a written statement that the party has made
good faith efforts to confer and resolve the discovery
dispute without seeking Board intervention. The requirement
to meet and confer must be taken seriously, because the
Board must find that the parties made a good faith effort to
resolve the dispute before the Board can rule on the merits
of the motion. The Board has broad discretion in
determining whether the moving party has satisfied the meet
and confer requirement of Trademark Rule 2.120(e) (1), and,
in making this determination, the Board will consider the
totality of the circumstances.

The sole evidentiary support of applicant’s good faith
effort is a December 14, 2011 e-mail in which applicant
states: “We can continue down this path. I will file a

motion to compel and other motions as appropriate. I

10



believe my case is very strong.”?® The Board finds that
applicant’s e-mail threat to file a motion to compel fails
to demonstrate any effort on the part of applicant to meet
and confer prior to filing the motion to compel.
Accordingly, the motion to compel is denied on the basis of
a lack of good faith effort to resolve the dispute.

The Board notes that, in any event, even if it had
considered the motion to compel on its merits, it would have
been denied as applicant’s motion evidences no basis for an
order compelling discovery responses. Applicant was served
and is in receipt of opposer’s initial disclosures, response
to interrogatories, and written responses to its discovery
requests.*

The principal importance of the certificate of service
is to provide the Board with clear proof that service has
been accomplished for papers filed at the Board. Trademark
Rule 2.119(a) (certificate of service is prima facie
evidence of proof of service); Ives v. Guilford Mills, Inc.,
3 F.Supp.2d 191, 195 (N.D.N.Y.1998) (discussing Fed. R. Civ.

P. 5(d)). However, the absence of a certificate of service

3 .
These statements were made in response to opposer’s counsel e-

mail advising that its service of initial disclosures and
discovery responses were timely in accordance with Board rules.
* Five extra days are allowed for responding to interrogatories
and document requests when service of such requests are made by
first class mail. TBMP Sections 405.04 (a) and 406.04 (a) .
Additionally, when the time for taking action falls on a
Saturday, Sunday or federal holiday, action may be taken on the
next business day. Trademark Rule 2.196; TBMP Section 112.
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attached to a paper does not invalidate or render service
ineffective nor does the omission of the certificate of
service require the paper to be disregarded if it can be
found by other evidence that the paper was in fact served on
the party. Russell v. City of Milwaukee, 338 F.3d 662, 666
(7" Ccir. 2003). Moreover, Trademark Rule 2.119(a) makes no
requirement that a service copy of a paper on a party
include a certificate of service for service to be
perfected. Cf. Davis v. MCI Communications Services, Inc.
421 F. Supp. 2d 1178 (E.D. Mo. 2006) (finding motion for
sanctions timely despite argument by counsel that motion for
sanctions was untimely and not properly served due to lack
of attached certificate of service, noting that under Fed.
R. Civ. P. 5(b) there is no requirement that a certificate
of service be attached to a service copy).

In view thereof, the motion to compel is denied.’

Permission to File Further Interlocutory Motions

The various motions and objections filed by applicant
have delayed matters in this case and evidence a
misunderstanding of the Trademark Rules and Board practice.
Applicant is establishing a pattern of unwarranted motion

practice, which the Board looks on with disfavor.

> Should applicant seek review of this decision, applicant is

advised that the Board may not suspend proceedings pending
disposition of a Petition to the Director. Trademark Rule
2.146(g) .
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In view thereof, the Board is now requiring applicant
to obtain leave of the Board prior to filing any pretrial
motions so that it can determine if such motions are
warranted. Cf. TBMP Section 413.01 (“The Board may in its
discretion also require the parties to contact the attorney
assigned to a case prior to filing any motion relating to
discovery, and the Board attorney may hold a conference to
determine whether filing of a motion is warranted”). Such
leave can only be obtained by a telephone conference with
both parties present and the assigned Board attorney.

Should applicant file any pretrial motions without
obtaining leave of the Board by the procedure set forth
herein, the motion will not be considered.

Proceedings are resumed.

Dates are reset as follows:

Expert Disclosures Due 4/18/12
Discovery Closes 5/18/12
Plaintiff's Pretrial Disclosures 7/2/12
Plaintiff's 30-day Trial Period Ends 8/16/12
Defendant's Pretrial Disclosures 8/31/12
Defendant's 30-day Trial Period Ends 10/15/12
Plaintiff's Rebuttal Disclosures 10/30/12
Plaintiff's 15-day Rebuttal Period Ends 11/29/12

In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits, must be served
on the adverse party within thirty days after completion of

the taking of testimony. Trademark Rule 2.125.
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Briefs shall be filed in accordance with Trademark
Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.
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