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Applicant.

APPLICANT’S RESPONSE TO OPPOSER’S MOTION TO STRIKE AND MOTION
FOR ORAL TELEPHONIC HEARING AND MOTION TO DENY OPPOSER’S
MOTION TO STRIKE AND MOTION FOR ORAL TELEPHONIC HEARING

Applicant Beth Ann Wright (“Applicant”) responds to Opposer Pearson Education, Inc.’s

(“Opposer”) January 24, 2012, motion to strike and motion for oral telephonic hearing and
moves to deny Opposer’s motion to strike and motion for oral telephonic hearing.

Applicant respectfully requests that Applicant’s Reply be preserved as originally filed in this

proceeding. Applicant hereby objects to Opposer’s Motion to Strike, Motion for Oral Telephonic
Hearing, and oral request for oral hearing of the underlying Motion to Compel. The Applicant

has substantiated the record with facts in its Reply Brief supported by exhibits which are true and

correct. Applicant’s January 17, 2012 Reply Brief is true and correct, and these alleged



CERTIFICATES OF SERVICE were not served upon Applicant, attached to or appearing on the
original paper when filed. Such true and correct statements are not scandalous. Moreover, such
true and correct statements are pertinent and meritorious to Applicant’s Motion to Compel,
Motion to Dismiss, and Motion for Sanctions. Applicant objects to Opposer’s Motion to Strike
in its entirety, therefore, respectfully requests that the following true and correct portions of
Applicant’s Reply be preserved in the record including:

. Page 3: “In Reply to Opposer’s Response, Applicant has a good faith belief that Opposer
has made a material false statement and/or false claim in stating: ‘Opposer timely served
Applicant with Opposer’s discovery requests on December 12, 2011. True and correct copies
of these responses, with certificates of service dated December 12, 2011, are annexed hereto as
Exhibit B.” Opposer’s statement is false.”

« Page 6: “Opposer’s disclosure to the Court on January 9, 2012, in the hereto attached Exhibits

6.7, and 8 were false or fraudulent at the time the statements were made and Opposer has acted

in bad faith and for improper purposes to burden the Court, waste the resources of the court
and the Applicant, harass the Applicant, cause unnecessary delay, and needlessly increase teh
cost of litigation.”

« Page 8: “Applicant comes now and respectfully submits to this Honorable Court that it has a
good faith belief that Opposer has certified material false statements and/or false claims related
to this proceeding; and, has sent such false statements and/or false claims over the wires and/or
through the mails; and that Opposer, by and through its undersigned counsel, as an Officer of
this Honorable Court, has an absolute ethical duty to tell the truth, including avoiding

dishonesty or evasion, in proceedings before this Court and has breached such duty.”



« Page 8: “Opposer has certified material false statements and/or false claims in stating:
‘CERTIFICATE OF SERVICE I hereby certify that on this date I served the foregoing
Opposer’s Responses to Applicant’s First Set of Interrogatories upon Applicant Beth Ann
Wright by causing a copy thereof to be deposited with the U.S. Mail, postage prepaid, and
addressed as follows: Beth Ann Wright 1166 A Bonhomme Lake Drive St. Louis, Missouri
63132 This 12th day of December, 2011. Signed Robert Potter’ and attached hereto as Exhibit
1>

« Page 9: “Opposer then sent this certified material false statement and/or false claim over the
wire and/or through the U.S. Malil to the Board and Applicant in its January 9, 2012, Opposer’s
Response which is attached hereto as Exhibit 6, page 54.”

« Page 9: “Opposer has certified material false statements and/or false claims in stating:
‘CERTIFICATE OF SERVICE I hereby certify that on this date I served the foregoing
Opposer’s Responses to Applicant’s First Set of Discovery Requests upon Applicant Beth Ann
Wright by causing a copy thereof to be deposited with the U.S. Mail, postage prepaid, and
addressed as follows: Beth Ann Wright 1166 A Bonhomme Lake Drive St. Louis, Missouri
63132 This the 12th day of December, 2011. Signed Robert Potter’ and attached hereto as
Exhibit 8. This alleged CERTIFICATE OF SERVICE was not served upon Applicant, attached
to or appearing on the original paper when filed. Opposer then sent this certified material false
statement and/or false claim over the wire and/or through the U.S. Mail to the Board and

Applicant in its January 9, 2012, Opposer’s Response, which is attached hereto as Exhibit 6,

page 73.”



« Pages 9-10: “In the alternative, Applicant respectfully requests and moves for relief from this
Court for dismissal of this action and sanctions for Opposer’s misconduct, willful disregard of
the rules of discovery, violation of the ethical standards as Officers of the Court and possible
unlawful conduct under the Federal False Claims Act, Federal Wire Fraud, and Federal Mail

Fraud statutes before this Honorable Court.”

Applicant’s January 17, 2012 Reply Brief is true and correct, and these alleged
CERTIFICATES OF SERVICE were not served upon Applicant, attached to or appearing on the
original paper when filed. There is no basis whatsoever for Opposer’s statements to the contrary,
and Opposer’s unsubstantiated efforts to impugn the honesty and integrity of the Applicant, who
maintains three professional licenses in good standing as an attorney, an occupational therapist,

and certified fraud examiner, must be preserved in the record.

Opposer’s motion to strike did not move to strike Applicant’s Reply brief statement: “This
alleged CERTIFICATE OF SERVICE was not served upon Applicant, attached to or appearing
on the original paper when filed.” which appears in Applicant’s Reply brief starting at Page 8,

line 22 and ends at Page 9, line 2, which must therefore be treated as an admission.

Applicant Moves to Deny Opposer’s request (motion) for a telephonic oral hearing (which the
Board improperly granted) on its motion to strike. Opposer’s request (i.e. motion) for a

telephonic oral hearing is in itself a Motion. The Federal Rules of Civil Procedure and

Trademark Rules of Practice as well as the laws of the United States (collectively hereafter, “the



rules”) apply to Opposer’s Motion for Telephonic Oral Hearing. Applicant had not even been
served before Opposer conducted an ex parte “telephone conversation” (i.e. an oral hearing) with
Ms. Goodman to hear Opposer’s oral motion on Friday, January 20, 2012, before Opposer even
filed its Tuesday, January 24,2012, motion to strike and motion for telephonic oral hearing in
violation of 37 C.F.R. §2.127(a) (“Every motion must be submitted in written form . ..” See
Exhibit 11.

As an interlocutory attorney, Ms. Goodman, held an ex parte telephone conversation with Mr.
Potter to hear and grant Opposer’s Motion for a Telephonic Oral Hearing in violation of the
rules. First, a “telephone conversation” in which an interlocutory attorney heard and “granted” a
motion must fairly be construed as an oral hearing of a motion. “An oral hearing is not held on a
motion except by order of the Board.” 37 CFR §2.126(d); 37 CFR §2.127(a)(emphasis added;
with all due respect, while Ms. Goodman maintains communication between the Board and the
Parties in an inter partes proceeding, Ms. Goodman it seems is not a member of the Board for
purposes of hearing and granting motions in ex parte telephone conferences in inter partes
proceedings); See TBMP §502.03. Moreover, Opposer has not even filed a Motion for an oral
hearing of its Motion for a Telephonic Oral Hearing; necessarily however, “[e]very motion must
be submitted in written form” in accordance with 37 CFR §2.127(a) and Applicant was not
afforded fifteen days from the date of service of the motion to file a “brief in reply” in
accordance with 37 CFR §2.127(a). Holding an ex parte telephone conversation to hear and
grant a motion under such circumstances is highly improper and Applicant respectfully requests

that the Board rescind this decision.



Opposer has engaged in misconduct by conducting an ex parte “telephone conversation” (i.e.
an oral hearing on a motion) with Ms. Goodman in its attempt to have heard and have granted its

Motion for a Telephonic Oral Hearing in the instant case. See id.

Applicant had not yet been served Opposer’s Motion for a Telephonic Oral Hearing included
in Opposer’s Motion to Strike as required. See 37 CFR §2.127(a). Service was required for
Applicant to respond to or file any documents with the Board related to these Motions; likewise,
service must be required for Applicant to participate in any oral hearing related thereto. 37 CFR
§2.119(a). Moreover, Applicant must be afforded an opportunity to respond by brief to the
Board in accordance with the Trademark Rules of Practice. See 37 CFR §2.127(a). As such,
Opposer’s and Ms. Goodman’s conduct, with all due respect, appears in direct violation of the
rules.

Moreover, Opposer’s Motion to Strike Applicant’s Brief on Motion (including its Motion for
a Telephonic Oral Hearing requested therein) was filed in violation of the rules. “Specific
provision is made in the Trademark Rules of Practice for the filing of a brief in support of a
motion, a brief in opposition to a motion, and a reply brief in further support of a motion. No
further papers will be considered regarding the motion and any such papers may be returned to
the filing party as being filed in violation of the rules.” TBMP §517 (emphasis added). The
Board is without discretion under the statute, specifically, “The board will consider no further
papers in support of or in opposition to a motion.” 37 CFR §2.127(a). Additionally under
TBMP §517, “Subject to the provisions of Fed. R. Civ. P. 11, a party is entitled to offer in its
brief any argument it feels will be to its advantage. Accordingly, when a moving brief, an

opposition brief, or a reply brief on a motion has been regularly filed, the Board generally will



not strike the brief, or any portion thereof, upon motion by an adverse party that simply objects
to the contents thereof. Rather, any objections which an adverse party may have to the contents
of such a brief will be considered by the Board in its determination of the original motion, and
any portions of the brief that are found by the Board to be improper will be disregarded.” In the
instant case, Opposer simply opposes to the contents of Applicant’s Reply brief. See id.
Therefore, Opposer’s Motion to Strike Applicant’s Brief on Motion and its Motion for
Telephonic Oral Hearing included therein, must be adjudged as filed in violation of the
Trademark Rules of Practice and the TBMP. See id. Respectfully, Applicant contends that, as an
interlocutory attorney, Ms. Goodman, was without authority to hear and grant this Motion, and
the Board must not consider a motion in which “the board will consider no further papers” under

the relevant statute as authorized by the U.S. Congress. See id.

Additionally, “[a]n oral hearing is not held on a motion except by order of the Board.” 37
CFR §2.126(d); see TBMP §502.03. “It is the practice of the Board to deny a request for an oral
hearing on a motion unless, in the opinion of the Board, an oral hearing is necessary to clarify the
issue or issues to be decided.” TBMP §502.03. It necessarily follows that such an oral hearing is
only for the limited purpose of the Board’s necessity to “clarify the issue or issues to be decided”
and not a hearing to decide the ultimate issue properly briefed in the motion. See id.

“Ordinarily, arguments on a motion are, and should be, adequately presented in the briefs
thereon, and therefore the Board rarely grants a request for an oral hearing on a motion.” TBMP
§502.03 (emphasis added). 1t necessarily follows that arguments presented on the briefs, must
be a filed and served as a prequisite to any subsequent finding by the Board. It also must follow

that such briefs must then be held inadequate by the Board, in order to meet the threshold for the



Board, which it rarely does (as proclaimed here in the TBMP §502.03), to request an oral hearing
on the narrow issue of clarifying the issue(s) to be decided. See id. In the instant case, however,

Opposer wishes to circumvent the rule of law. See Exhibit 11.

Applicant respectfully requests and moves that the Board accept from Applicant a forwarded
email version of Mr. Robert Potter’s December 14, 2011, email communication (see Exhibit 9) in
which he sent Applicant a courtesy copy of its responses to interrogatories and document
requests attached to Exhibit 9, which he stated: “Our responses to your interrogatories and
document requests are in the mail to you, but I have also attached courtesy copies here” and in
which Exhibits 3 and 4 are in fact the true and correct copies of the documents Mr. Potter sent to
Applicant via email and via U.S. Mail wherein the alleged CERTIFICATES OF SERVICE were

not served upon Applicant, attached to or appearing on the original paper when filed.

CONCLUSION
For all the reasons above, Applicant respectfully requests that the Board affirm Applicant’s
Motion(s) in its entirety, and that the Board deny Opposer’s Motion in its entirety.
This 31st day of January 2012.
Respectfully submitted,

APPLICANT, DEFENDANT

/Beth Ann Wright/

Beth Ann Wright

1166 A Bonhomme Lake Dr.
St. Louis, MO 63132
Telephone: 314-422-0941
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Beth Ann Wright

CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing document has been served on Attorney
for Opposer, Robert N. Potter, Pearson Eduction, Inc., by mailing said copy on this 31st day of
January, 2012, via First Class Mail, postage prepaid and addressed as follows:

Robert N. Potter

Kilpatrick Townsend and Stockton LLP
31 West 52nd Street, 14th Floor

New York, NY 10019

United States

/Beth Ann Wright/
Applicant, Beth Ann Wright
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MobileMe Mail - RE: Pearson Education, Inc. v. Beth Ann Wright (Op... https://www.me.com/mail/message/en/#view?guid=message:INBOX/4030

Print Message

RE: Pearson Education, Inc. v. Beth Ann Wright (Opp. No. 91196684)

From: "Goodman, Cheryl" <Cheryl. Goodman@USPTO.GOV>
To: 'Beth Wright' <bethannwright@me.com>
Cc: 'Potter, Rob' <RPotter@kilpatricktownsend.com>, 'Harris, Olivia'
<OHarris@kilpatricktownsend.com>, '391862.eml.us2008@wcs.kilpatrickstockton.com’,

391862.eml.us2008@wecs.kilpatrickstockton.com
Date: January 25, 2012 4:18:58 PM

Ms. Wright,

The motion to strike has not been granted. A request has been made to hear the motion to strike via telephone
conference, which request | granted. You will have an opportunity to respond to the motion to strike orally.

The motion was filed in ESTTA and is accompanied by a certificate of service. You have also been provided an
e-mail copy.

If you need further clarification on these procedures, | am happy to convene a conference now with Mr. Pearson.

Cheryl Goodman
Interlocutory Attorney
TTAB

571-272-4270

From: Beth Wright [mailto:bethannwright@me.com]

Sent: Wednesday, January 25, 2012 4:52 PM

To: Goodman, Cheryl

Cc: Potter, Rob; Harris, Olivia; 391862.eml.us2008@wcs.kilpatrickstockton.com; Beth Wright
Subject: Re: Pearson Education, Inc. v. Beth Ann Wright (Opp. No. 91196684)

Dear Ms. Goodman and Rob,

| have not yet been served Opposer's Motion to Strike. | have received no communication from the Board indicating
that any motion was granted. | have not been afforded an opportunity to respond to Opposer's motion in
accordance with the FRCP and Trademark Rules of Practice. Moreover, hearing and granting such an important
and rarely granted motion, in an ex parte phone conference, seems improper with all due respect. In the larger
scope, such actions may violate my procedural due process rights of notice and opportunity to be heard.

Regards,
Beth

Sent from my iPhone
On Jan 25, 2012, at 3:20 PM, "Goodman, Cheryl" <Cheryl.Goodman@USPTO.GOV> wrote:

| wanted to advise Ms. Wright that if we fail to hear from you regarding your availability, the Board will schedule
the conference at our convenience.

Cheryl Goodman
Interlocutory Attorney
TTAB

571-272-4270

From: Potter, Rob [mailto:RPotter@kilpatricktownsend.com]

Sent: Wednesday, January 25, 2012 12:26 PM

To: 'bethannwright@me.com'

Cc: Goodman, Cheryl; Harris, Olivia; '391862.eml.us2008@wcs.kilpatrickstockton.com’
Subject: RE: Pearson Education, Inc. v. Beth Ann Wright (Opp. No. 91196684)

Hi Beth,

1of3 1/31/12 3:51 PM
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| am following up on the below. Please advise as to your availability next Monday morning or Tuesday
afternoon.

Regards,

Rob

Rob Potter

Kilpatrick Townsend & Stockton LLP

31 West 52nd Street | 14th Floor | New York, NY 10019
office 212 775 8733 | cell 917 371 9311 | fax 212 775 8816
rpotter@kilpatricktownsend.com | My Profile | vCard

From: Goodman, Cheryl [mailto:Cheryl.Goodman@USPTO.GOV]

Sent: Tuesday, January 24, 2012 4:36 PM

To: Potter, Rob; 'bethannwright@me.com'

Cc: Harris, Olivia; '391862.eml.us2008@wcs.kilpatrickstockton.com'

Subject: RE: Pearson Education, Inc. v. Beth Ann Wright (Opp. No. 91196684)

| am available either Monday morning or Tuesday afternoon, January 30th and 31st respectively for a
teleconference regarding the pending motions.

Cheryl Goodman
Interlocutory Attorney, TTAB
571-272-4270

From: Potter, Rob [mailto:RPotter@kilpatricktownsend.com]

Sent: Tuesday, January 24, 2012 11:54 AM

To: 'bethannwright@me.com'

Cc: Goodman, Cheryl; Harris, Olivia; '391862.eml.us2008@wcs.kilpatrickstockton.com'
Subject: Pearson Education, Inc. v. Beth Ann Wright (Opp. No. 91196684)

Dear Beth,

Please find attached a courtesy copy of the Motion to Strike we filed today with the TTAB, a hard copy of
which has been mailed to your address of your record.

As you will see on the motion, and further to my telephone conversation last Friday with the Board's
interlocutory attorney Cheryl Goodman, the Board has granted Pearson's request for a telephonic
hearing on both the Motion to Strike and your underlying Motion to Compel.

Ms. Goodman, whom | have copied on this correspondence, has asked that we indicate our availability
for this teleconference. | can be generally available the remainder of this week, as well as next Monday
morning and next Tuesday afternoon. We may use my dial-in service for this conference, by dialing
877-454-5728, and entering the passcode 374 921.

Please advise as to your soonest availability.

Regards,

Rob
V‘ KILPATRICK
AN TOWNSEND

ATTORNEYS AT LAW

Rob Potter

20f3 1/31/12 3:51 PM
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Kilpatrick Townsend & Stockton LLP

31 West 52nd Street | 14th Floor | New York, NY 10019
office 212 775 8733 | cell 917 371 9311 | fax 212 775 8816
rpotter@kilpatricktownsend.com | My Profile | vCard

Confidentiality Notice:

This communication constitutes an electronic communication within the meaning of the Electronic Communications Privacy Act, 18
U.S.C. Section 2510, and its disclosure is strictly limited to the recipient intended by the sender of this message. This transmission, and
any attachments, may contain confidential attorney-client privileged information and attorney work product. If you are not the intended
recipient, any disclosure, copying, distribution or use of any of the information contained in or attached to this transmission is
STRICTLY PROHIBITED. Please contact us immediately by return e-mail or at 404 815 6500, and destroy the original transmission and
its attachments without reading or saving in any manner.

***DISCLAIMER*** Per Treasury Department Circular 230: Any U.S. federal tax advice contained in this communication (including any
attachments) is not intended or written to be used, and cannot be used, for the purpose of (i) avoiding penalties under the Internal
Revenue Code or (ii) promoting, marketing or recommending to another party any transaction or matter addressed herein.
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