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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC,   ) 

      ) In re Serial No. 77/844,847

Opposer,      ) 

      ) Mark:  TEACH COMPASS

v.      )

      ) Proceeding No. 91196684

BETH ANN WRIGHT, 

Applicant.

PETITION FOR REVIEW TO THE DIRECTOR

 WHEREFORE, prior to filing its Petitition for Review to the Director, Applicant, Beth 

Ann Wright, maintains and continues the following motions on February 14, 2011, in its Petition 

for Review, as those motions were originally filed on October 26, 2010, prior to filing its 

responsive pleading:

 Applicant comes now and moves for dismissal, or in the alternative summary judgment, 

based on lack of subject matter jurisdiction of the Trademark Trial and Appeal Board, and prays 

that the Court will grant such relief.

 Applicant comes now and moves for dismissal, or in the alternative summary judgment, 

based on lack of personal jurisdiction of the Trademark Trial and Appeal Board, and prays that 

the Court will grant such relief.

 Applicant comes now and moves for dismissal based on failure to state a claim upon 

which relief can be granted, or in the alternative a motion for summary judgment, and prays that 

the Court will grant such relief.
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 Applicant comes now and moves for Petition for Review to the Director In re Serial No. 

77/844,847.

 Applicant is Beth Ann Wright, an individual with an address at 1166 A Bonhomme Lake 

Drive, St. Louis, Missouri 63132 (“Applicant”).  Applicant believes that her application for the 

mark TEACH COMPASS, Application Serial No. 77/844,847 (the “Application”) is entitled to 

registration as a federal trademark pursuant to the Lanham Act, federal regulations, and 

controlling case law.  Applicant believes that the Trademark Trial and Appeal Board (“TTAB”) 

lacks jurisdiction to institute a proceeding in opposition to Applicant’s mark in contravention of 

its statutory authority under the Lanham Act and related federal regulations because would-be 

opposer’s Notice of Opposition was untimely filed.  Applicant believes that Opposer, Pearson 

Education, Inc., (“Opposer”) lacks standing to bring the opposition because the proceeding is 

statutorily time-barred.  Applicant believes that Opposer’s Notice of Opposition should be 

dismissed, adjudged based on the pleadings, or alternatively, disposed of on summary judgment 

for the grounds stated herein. 

 As grounds for its Petition for Review to the Director,  Applicant comes now and 

respectfully submits that the Board (Walters, Taylor, and Ritchie, Administrative Trademark 

Judges, hereinafter called “Board”) erred in its February 4, 2011, decision as follows:


 1.          The Board erred in its denial to dismiss the Opposition as untimely filed, or 

alternatively, as Applicant properly moved, in the alternative, as a motion to dismiss under 12(b), 

or lack of personal jurisdiction, or lack of subject matter jurisdiction, or lack of standing, a 

judgment based on the pleadings, or summary judgment.  The Opposition to the registration of 

the mark, TEACH COMPASS, on the Principal Register was not filed within an extension of 
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time to oppose conferred under the Lanham Act and controlling federal regulations. See infra 

text at pgs. 2-6.   Specifically, the Notice of Opposition was filed 65 days from the filing date, 

July 27, 2020, of the “60 Day Request for Extension.”  Contra Section 13(a) of the Lanham Act, 

15 U.S.C. §1063(a); 37 C.F.R. §2.101; 37 C.F.R. §2.102(c); TBMP §207 et seq.; §209.02; 

§306.04.  The Notice of Opposition was filed 92 days from the filing date, June 30, 2010, of the 

“First 30 Day Request [plus the] 60 Day Request for Extension.”  Id.  The Notice of Opposition 

was filed 121 days from the date of publication of the mark, June 1, 2010.  Id.  Opposer has 

failed to timely file its Notice of Opposition under Section 13(a) of the Act, 15 U.S.C. §1063(a).  

Id.  Because the timeliness requirements of Section 13(a) of the Act, 15 U.S.C. § 1063(a), for the 

filing of an opposition are statutory, the Request for Extension and the Notice of Opposition filed 

after the expiration of the would-be opposer's time for opposing must be denied by the Board as 

late.  Id.  In reference to the Board’s February 4, 2011, opinion, the Applicant responds that the 

Board’s approval of would-be opposer’s miscalculation of days to timely file, and ministerial 

approval of such miscalculations, for requests for extension and notice of opposition cannot 

supercede the TTAB’s statutory grant of authority by Congress under the Lanham Act and 

controlling federal regulations.  The TTTAB, therefore, lacks jurisdiction to institute the 

Opposition proceeding.  Prior to or in conjunction with its answer, Applicant respectfully moved 

for dismissal for lack of jurisdiction.  See TBMP §211.02.   

 In its October 26th, 2011, Motion and Answer, Applicant alleged, “6.  Applicant admits in 

part and denies in part Opposer’s allegation numbered (8).  Applicant admits Opposer’s 

allegation, “The Application was published for opposition on June 1, 2010.”  Applicant admits 

Opposer’s allegation phrase “On June 30, 2010, Opposer filed a request for a thirty-day 
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extension of time”.  Applicant denies Opposer’s allegation phrase, “to file an Opposition to the 

Application which the Trademark Trial and Appeal Board (“TTAB”) granted.”  Applicant admits 

Opposer’s allegation phrase, “On July 27, 2010, Opposer filed a request for an additional sixty-

day extension of time”.  Applicant denies Opposer’s allegation phrase, “to file an Opposition to 

the Application for good cause, which the TTAB granted.”  Applicant denies Opposer’s 

allegation, “Accordingly, this Notice of Opposition is timely filed.” in its Notice of 

Opposition.”  []  Applicant further alleged, “8.  Applicant admits Opposer’s allegation 

unnumbered, page four, paragraph four, “This 29th day of September 2010.””  [] And, Applicant 

further alleged: “9. The Opposition to the registration of the mark, TEACH COMPASS, on the 

Principal Register was not filed within an extension of time to oppose granted to the Opposer or 

its privy.  The date of publication of the mark for opposition in the Official Gazette is June 1, 

2010.  See Section 12(a) of the Act, 15 U.S.C. §1062(a).  The filing date of the “First 30 Day 

Request for Extension of Time to Oppose” is June 30, 2010.  See 37 C.F.R. §2.195; TBMP §109.  

The filing date of the second “60 Day Request for Extension of Time to Oppose for Good Cause” 

is July 27, 2010.  Id.  The filing date of the Notice of Opposition is September 29, 2010.  See 37 

C.F.R. §2.101(d)4; 37 C.F.R. §2.195; TBMP §109.  The beginning date for calculating the further 

extension is the actual expiration date of the previous extension.  See TBMP §209.02; contra 

Opposer’s “First 30 Day Request for Extension” and “60 Day Request for Extension” (potential 

Opposer miscalculated extension requests).  The Notice of Opposition was filed 65 days from 

the filing date, July 27, 2020, of the “60 Day Request for Extension.”  Contra Section 13(a) 

of the Lanham Act, 15 U.S.C. §1063(a); 37 C.F.R. §2.101; 37 C.F.R. §2.102(c); TBMP §207 

et seq.; §209.02; §306.04.  The Notice of Opposition was filed 92 days from the filing date, 

June 30, 2010, of the “First 30 Day Request [plus the] 60 Day Request for Extension.”  Id.  
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The Notice of Opposition was filed 121 days from the date of publication of the mark, June 

1, 2010.  Id.  Opposer has failed to timely file its Notice of Opposition under Section 13(a) of 

the Act, 15 U.S.C. §1063(a).  Id.  Because the timeliness requirements of Section 13(a) of the 

Act, 15 U.S.C. § 1063(a), for the filing of an opposition are statutory, the Notice of 

Opposition filed after the expiration of the would-be Opposer's time for opposing must be 

denied by the Board as late.  Id.  The Trademark Trial and Appeal Board, therefore, lacks 

jurisdiction to institute the Opposition.  Prior to or in conjunction with its answer, 

Applicant respectfully moves for dismissal for lack of jurisdiction.  See TBMP 

§211.02.”  (emphasis added in bold, Petition for Review). 

  “Because the timeliness requirements of Section 13(a) of the Act, 15 U.S.C. §1063(a), 

for the filing of an opposition are statutory, they cannot be waived by stipulation of the parties, 

nor can they be waived by the Director on petition.”  TBMP §306.04, Late Opposition.  

“Accordingly, an opposition filed after the expiration of the would-be opposer's time for 

opposing must be denied by the Board as late. The opposition will not be instituted, and any 

submitted opposition fee will be refunded. The would-be opposer's remedy lies in the filing of a 

petition for cancellation, pursuant to Section 14 of the Act, 15 U.S.C. § 1064, when and if a 

registration is issued.”  TBMP §306.04, Late Opposition.

 In summary, the Trademark Trial and Appeal Board (hereinafter TTAB) has no authority 

to institute an opposition proceeding that does not meet the statutory timing requirements of 

Section 13(a) of the Lanham Act, 15 U.S.C. §1063(a). See 37 C.F.R. §2.101; 37 C.F.R. §2.102

(c); TBMP §207 et seq.; TBMP §306.04.  The TTAB has no discretion to waive the timing 

requirments.  See id.  Therefore, no opposition proceeding is properly before the Board.  
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 Applicant, therefore, alleges that the Board erred in denying Applicant’s motions to 

dismiss, pled in the alternative, for lack of subject matter jurisdiction, lack of personal 

jurisdiction, lack of standing, failure to state a claim, or in the alternative, for a judgment based 

on the pleadings or summary judgment.

 2.          It necessarily follows that the would-be opposer lacks standing to bring an action 

in opposition when such an action is statutorily time-barred.  See id.  It must follow that filing a 

notice of opposition after the statutorily allowable time period has passed renders such Notice of 

Opposition, in its entirety, moot.  It also must follow that would-be opposer is not a proper party 

before the Board when would-be opposer is not party to any proper proceeding before the Board.  

The Board, therefore, also errs in stating in its February 4, 2011, opinion that “applicant has not 

argued that the Board cannot hear the priority and likelihood of confusion cause of action alleged 

by Opposer” because such grounds, are necessarily grounds based in Opposer’s would-be 

opposition.  The would-be opposition, and any grounds related thereto, is not a proper 

proceeding before the Board because such proceeding is in direct contravention of the statutory 

timing requirements of Section 13(a) of the Lanham Act.  Applicant, therefore, alleges that the 

Board erred in denying Applicant’s motion to dimsiss for lack of standing.

 3.          The Board notes, in footnote #2, that the “applicant has included no exhibits with 

her alternative motion for summary judgment (in lieu of consideration of the motion as one for 

judgment on the pleadings).  As a procedural matter, when a party moves for summary judgment 

without supporting evidence, it is settled that such a motion is the functional equivalent of a 

motion for judgment on the pleadings (citation omitted).”  The TBMP manual states that an 

Answer to Opposition should not include exhibits and that any exhibits submitted at this stage 
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will be disregarded by the Board.  Furthermore, the motion for summary judgment is properly 

pled by Applicant.  “A party may not file a motion for summary judgment until the party has 

made its initial disclosures, except for a motion asserting claim or issue preclusion or lack of 

jurisdiction by the Trademark Trial and Appeal Board.  A motion for summary judgment, if filed, 

should be filed prior to the commencement of the first testimony period  . . .”  37 C.F.R. §2.127.  

Applicant has properly filed a motion for summary judgment asserting lack of jurisdiction by the 

TTAB before commencement of the first testimony.  Applicant has, therefore, met the C.F.R. 

requirement for timely filing a motion for summary judgment on grounds of lack of jurisdiction, 

(and before submitting any exhibits which might be characterized as testimonial, and necessarily 

before “the first testimony period”), and simultaneously complied with the TTAB’s own rules as 

outlined in the TBMP to refrain from submitting exhibits as attachments to its Answer.  Applicant 

submits that it could do no other than read these regulations and requirements together and 

comply with them both.  Compliance with federal regulations and TTAB procedural rules cannot 

deprive Applicant of its proper motion for summary judgment.  Applicant, therefore, alleges that 

the Board erred in denying Applicant’s motion for summary judgment, or in the alternative, 

improperly construing Applicant’s properly pled motion for summary judgment as a motion for 

judgment on the pleadings.

 4.          The Board erred in its finding that “applicant has not asserted any basis for such a 

claim” that it lacks personal jurisdiction over applicant in its February 4, 2001, opinion. It must 

follow that without a proper proceeding before it, the Board lacks authority to assert either 

general or specific in personam jurisdiction over the Applicant.  Because the Board has no 

authority to institute an opposition proceeding that is time-barred under the Lanham Act, the 
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TTAB’s Notice of such a would-be proceeding must be deemed defective Notice.  Moreover, the 

requirement that Applicant “be heard” by answering an improperly instituted proceeding or risk 

forfeiting rights accruing related to registration of its mark, TEACH COMPASS, is an 

unauthorized, coercive use of procedural due process.  Applicant, therefore, alleges that the 

Board erred in denying Applicant’s motion to dismiss for lack of personal jurisdiction.

 5.          According to Section 13(b) of the Lanham Act, “Unless registration is 

successfully opposed-- (1) a mark entitled to registration on the principal register based on an 

application filed under section 1051(a) of this title or pursuant to section 1126 of this title shall 

be registerd in the Patent and Trademark Office, a certificate of registration shall be issued, and 

notice of the registration shall be published in the Official Gazette of the Patent and Trademark 

Office.” 15 U.S.C. §1063(b).   

 Registration of Applicant’s mark has not been successfully opposed.  No notice of 

opposition was instituted by any party during the statutory period.  Therefore, Applicant’s mark 

is entitled to registration on the principle register.  As alleged in Applicant’s Motion and Answer, 

“14. With an application filing date of October 8, 2009, Beth Ann Wright, an individual having a 

residence at 1166 Bonhomme Lake Drive, Apartment A, St. Louis, Missouri, 63132 

(“Applicant”) filed an application under Serial No. 77/844,847 to register the mark TEACH 

COMPASS (“Applicant’s Mark”) on the Principal Register for CLASS 9 EDUCATIONAL 

SOFTWARE AND CD-ROMS FEATURING INSTRUCTION FOR EDUCATORS, 

ACADEMICS, AND RESEARCHERS TO USE TOOLS IN ANALYZING DATA OF 

PERFORMANCE BASED COMPETENCY SKILLS AND ETHICAL BEHAVIORS; CLASS 

16 PRINTED EDUCATIONAL AND TEACHING MATERIALS IN THE FIELD OF 
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COMPETENCY BASED EDUCATIONAL CURRICULUM; CLASS 41 PROVIDING 

TRAINING COURSES FOR EDUCATORS, ACADEMICS AND RESEARCHERS ON HOW 

TO DEVELOP HUMAN MENTAL FACULTIES AND PERFORMANCE SKILLS RELATED 

TO EDUCATION BASED COMPETENCY SKILLS AND ETHICAL BEHAVIORS; 

PROVIDING INFORMATION AND NEWS IN THE FIELD OF TEACHING 

METHODOLOGY AND EDUCATION; EDUCATION RESEARCH; CLASS 42 RESEARCH 

AND DEVELOPMENT OF ADVANCED LEARNING TECHNOLOGIES AND TEACHING 

METHODS.”  Applicant’s mark was published for opposition in the Official Gazzette on June 1, 

2010, and no oppostion was filed related thereto within the statutory period.  Therefore, 

Applicant’s registration must registered on the principle register.  See 15 U.S.C. §1063(b). 

 6.          Applicant’s deadline for time to file its Petition for Review to Director is 30 days 

from the date of the Board’s February 4, 2011, decision which is March 5, 2011.  Applicant’s 

Petition for Review to Director is filed February 14, 2011.  Applicant has enclosed payment of 

the $100.00 Trademark Processing Fee under §2.6(a)(15) for the Petition.  Accordingly, this 

Petition is timely filed.

 WHEREFORE, Applicant requests a stay in the proceeding pending disposition of the 

Petition for Review to the Director.  See TBMP §905.

 WHEREFORE, Applicant requests that Applicant’s Application for TEACH COMPASS, 

Serial No. 77/844,847 be registered pursuant to the Lanham Act, and prays that the Court will 

grant such relief.

 WHEREFORE, in conjunction with this Petition for Review to the Director, Applicant 

files the following motions on February 14, 2011:
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 Applicant comes now and moves for a stay in the proceeding pending disposition of the 

Petition for Review to the Director, and prays that the Court will grant such relief.

 Applicant comes now and moves for dismissal based on lack of personal jurisdiction and 

lack of subject matter jurisdiction of the Trademark Trial and Appeal Board, and prays that the 

Court will grant such relief.

 Applicant comes now and moves for dismissal based on lack of standing, and prays that 

the Court will grant such relief.

 Applicant comes now and moves for judgment based on the pleadings, or in the 

alternative for summary judgment, and prays that the Court will grant such relief.

 Applicant comes now and moves for registration of its mark, TEACH COMPASS, Serial 

No. 77/844,847, on the principle register without further delay, and prays that the Court will 

grant such relief.

 This 14th day of February, 2011.

      Respectfully submitted, 

      APPLICANT, DEFENDANT

      /Beth Ann Wright/            

      Beth Ann Wright

      1166 A Bonhomme Lake Dr.

      St. Louis, MO 63132

      Telephone:  314-422-0941

      Email:  bethannwright@me.com

      Applicant, Defendant
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC,   ) 

      ) In re Serial No. 77/844,847

Opposer,      ) 

      ) Mark:  TEACH COMPASS

v.      )

      ) Proceeding No. 91196684

BETH ANN WRIGHT, 

Applicant.

CERTIFICATE OF SERVICE

 I hereby certify that a true and correct copy of the foregoing PETITION FOR REVIEW 

TO THE DIRECTOR has been served on Attorneys for Opposer, Stephen W. Feingold, Tracie 

R. Siddiqui, and Robert N. Potter, Pearson Education, Inc., by mailing said copy on February 14, 

2011, via First Class Mail, postage prepaid and addressed as follows:

      Kilpatrick Stockton LLP

      Stephen W. Feingold

      31 West 52nd Street, 14th Floor

      New York, New York  10019

      Kilpatrick Stockton LLP

      Tracie R. Siddiqui

      607 14th Street NW, Suite 900

      Washington, DC  20005

      Kilpatrick Stockton LLP

      Robert N. Potter

      31 West 52nd Street, 14th Floor

      New York, New York  10019

      By: /Beth Ann Wright/

       Beth Ann Wright

       Applicant, Defendant
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