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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Pearson Education, Inc.
Granted to Date 09/29/2010

of previous

extension

Address One Lake Street

Upper Saddle River, NJ 07458
UNITED STATES

Attorney Stephen W. Feingold, Tracie R. Siddiqui

information Kilpatrick Stockton LLP

31 West 52nd Street - 14th Floor

New York, NY 10019

UNITED STATES

nytrademarks@kilpatrickstockton.com, sfeingold@kilpatrickstockton.com,
tsiddiqui@kilpatrickstockton.com, tmadmin@kilstock.com

Applicant Information

Application No 77844847 Publication date 06/01/2010
Opposition Filing 09/29/2010 Opposition 09/29/2010
Date Period Ends

Applicant Wright, Beth Ann

1166 Bonhomme Lake Dr, Apt A
St. Louis, MO 63132
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 2008/07/01 First Use In Commerce: 2009/10/08

All goods and services in the class are opposed, namely: EDUCATIONAL SOFTWARE AND CD-
ROMS FEATURING INSTRUCTION FOR EDUCATORS, ACADEMICS, AND RESEARCHERS TO
USE TOOLS IN ANALYZING DATA OF PERFORMANCE BASED COMPETENCY SKILLS AND
ETHICAL BEHAVIORS

Class 016. First Use: 2008/07/01 First Use In Commerce: 2009/10/08
All goods and services in the class are opposed, namely: PRINTED EDUCATIONAL AND
TEACHING MATERIALS IN THE FIELD OF COMPETENCY BASED EDUCATIONAL CURRICULUM

Class 041. First Use: 2008/07/01 First Use In Commerce: 2009/10/08

All goods and services in the class are opposed, namely: PROVIDING TRAINING COURSES FOR
EDUCATORS, ACADEMICS AND RESEARCHERS ON HOW TO DEVELOP HUMAN MENTAL
FACULTIES AND PERFORMANCE SKILLS RELATED TO EDUCATION BASED COMPETENCY
SKILLS AND ETHICAL BEHAVIORS; PROVIDING INFORMATION AND NEWS IN THE FIELD OF
TEACHING METHODOLOGY AND EDUCATION; EDUCATION RESEARCH

Class 042. First Use: 2008/07/01 First Use In Commerce: 2009/10/08
All goods and services in the class are opposed, namely: RESEARCH AND DEVELOPMENT OF



http://estta.uspto.gov

| ADVANCED LEARNING TECHNOLOGIES AND TEACHING METHODS |

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d) |

Mark Cited by Opposer as Basis for Opposition

U.S. Application/ NONE Application Date NONE
Registration No.

Registration Date NONE

Word Mark TEACHER COMPASS

Goods/Services Educational services, namely, an online computer database featuring

resources related to effective instructional practices for teachers and
administrators. Computer services, hamely, providing a web-based
system and online portal featuring on-line non-downloadable software
that enables users to collect and analyze teacher performance data.

Attachments Notice of Opposition - TEACH COMPASS.pdf ( 5 pages )(25351 bytes)

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Tracie R. Siddiqui/
Name Tracie R. Siddiqui
Date 09/29/2010




IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC, )
) In re Serial No. 77/844,847

Opposer, )
Mark: TEACH COMPASS
V.

)
)
) OppositionNo.
BETH ANN WRIGHT, )
)
Applicant. )

NOTICE OF OPPOSITION

Opposer is Pearson Education, Inc., a Delawarporation with an address at One Lake
Street, Upper Saddle River, New Jersey 07458tu3er’). Opposer belieg that itwill be
damaged by the registration Application Serial No. 7844,847 for TEACH COMPASS (the
“Application”) and hereby opposes thkame pursuant to 15 U.S.C. § 1063.

As grounds for its opposition, Opposer alleges as follows:

1. Opposer is the global leadin education publishing.The company offers a
comprehensive range of range of educational progyan all subjects, for every age and level of
student, from preK-12 through highefugation and on into professional life.

2. In 2001 and 2002 employees of Johns Hopkins University’'s Center for
Technology in Education (“JHS”) developed abaAmased application designed to assist with
teacher observation and evaluation that theanded TEACHER COMRSS (the “TEACHER
COMPASS Program”). The TEACHER COMPA3$Sogram provides school administrators
with an efficient, customizable tool for catling and analyzing teacher performance data in
order to improve instructional delivery amndecision-making for allstudents. Using the
TEACHER COMPASS Program, evaluators carteerteacher performance data easily on
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handheld devices or desktop computers, aggeegedults rapigl, and generateasy-to-read
reports and graphs related torieas performance indicators, @uas knowledge, instruction,
management, and student assessment. Addity, TEACHER COMPASS contains a bank of
resources related to effective instructional pcastito equip educators with information on state-
of-the-art methods for effective instruction.

3. In April 2010 Opposer purchasedl aights to the TEACHER COMPASS
Program, including all rightsn the mark TEACHER COMRSS and the domain names
www.teachercompass.com, www.teachercasspag, and www.teachercompass.net. JHS
continues to be a licensee of the TBAER COMPASS mark and services.

4, Since at least October 22, 2002, Opposegutph its predecessor-in-interest, has
been using the mark TEACHER COMPASS in coence in connection with the license and sale
of the TEACHER COMPASS Prograamd services related thereto.

5. The TEACHER COMPASS Program Ikensed to many schools around the
country, and during the paswvé years the TEACHER COMR¥S Program has had at least
2,000 users per year.

6. Opposer has spent substantial sumamating and advertising the TEACHER
COMPASS Program and the TEACHER COMPAR®Srk. Based on Opposer’'s extensive use
and promotion, the TEACHER COMPASS mark kasuired a high degree of recognition and
distinctiveness as a symbol of the high-gygiroducts and services offered by Opposer.

7. Notwithstanding Opposer’s prior rights the TEACHER COMPASS mark in
connection with educational products and m&s, on October 12, 2009, Beth Ann Wright, an
individual having a residence at 1166 Bonhomme Lake Drive,tAyeat A, St. Louis, Missouri,
63132 (“Applicant”) filed an application undeBerial No. 77/844,847 to register the mark
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TEACH COMPASS (“Applicant’'s Mark”) on the Prcipal Register for “educational software
and cd-roms featuring instruction for educatasademics, and researches to use tools in
analyzing data of performance based competesiiNs and ethical behaviors” in Class 9,
“printed educational and teaching materialstie field of competency based educational
curriculum” in Class 16, “providing training cousstor educators, academics and researchers on
how to develop human mental faculties andfgrenance skills related to education based
competency skills and ethical behaviors; providimigrmation and news in the field of teaching
methodology and education; eduoatiresearch” in Class 41, and “research and development of
advanced learning technologiesdaeaching methods” in Class 42.

8. The Application was published for oppioen on June 1, 2010. On June 30, 2010,
Opposer filed a request for a thirty-day exien of time to file an Opposition to the
Application, which the Trademark Trial andppeal Board (“TTAB”) granted. On July 27,
2010, Opposer filed a request for an additionalysikty extension of time file an Opposition
to the Application for good cause, which th@AB granted. Accordigly, this Notice of
Opposition is timely filed.

9. Based on the similarities of the marksd the goods and services, the relevant
public is likely to be confused into believirtbat Applicant's goods and services, as offered
under the TEACH COMPASS mark, emanate fr@pposer, or are #wrized, licensed,
endorsed, or sponsored by Opposer.

10. There is no issue as to priority. p@bser began using its TEACHER COMPASS
mark in commerce at least as early as Ogt@2¢ 2002, well prior to Adgcant’s claimed first

use date of October 8, 2009.
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11. Opposer will be damaged by the gation of the TEACH COMPASS mark
because it so resembles Opposer's pusly used and wekhown TEACHER COMPASS
mark as to be likely, when used on or in conioectvith the goods identifeein the Application,
to cause confusion, or to cause mistake, or teigte in violation of section 2(d) of the Lanham
Act, 15 U.S.C. §1052(d), anduch registration would support and assist Applicant in
confusing and misleading the public, and give cabright to Applicant, in violation of
Opposer’s prior and superior rights.

WHEREFORE, Opposer requests that that registration of Application Serial No.
77/844,847 be denied pursuant tolls.C. 88 1052(d) and 1063(a).

The opposition fee in the amount of $1,200.00afootice of opposition in four classes is
filed herewith. If for any reason this amountimsufficient, it is requsted that Kilpatrick
Stockton LLP’s Deposit Account No. 11-0855dearged with any deficiency.

This 29th day of September 2010.

Respectfullpubmitted,
KILPATRICK STOCKTONLLP

[Tracie R. Siddiqui/

StepheWV. Feingold
31West52ndStreet,14thFloor
NewYork, New York 10019
Telephone(212)775-8700
Facsimile:(212)775-8800

TracieR. Siddiqui

60714th StreetNW, Suite900
WashingtonDC 20005
Telephone(202)508-5800
Facsimile(202)508-5858

Attorneys for Opposer, Pearson Education, Inc.
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INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PEARSON EDUCATION, INC, )
) In re Serial No. 77/844,847
Opposer, )
) Mark: TEACH COMPASS
V. )
) OppositionNo.
BETH ANN WRIGHT, )
)
Applicant. )

CERTIFICATE OF SERVICE

| hereby certify that a true dncorrect copy of the foregoingNOTICE OF
OPPOSITION has been served on Applicant Belmn Wright, by mailing said copy on
September 29, 2010, via First Class Mail, pgstarepaid, and addressed as follows:
Beth Ann Wright

1166 Bonhomme Lake Dr, Apt A
St. Louis MISSOURI 63132

By: [Tracie R. Siddiqui/

TracieR. Siddiqui
Attorney for Opposer
Pearson Education, Inc.
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